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designated  by  the  corporation,  and,  if  none  is  designated, 
and  none  of  these  officers  can  be  fonnd  with  due  diligence, 
then  to  the  cashier,  a  director,  or  managing  agent  of  the  cor- 
poration, within  the  State. 

It  is  objected  to  the  service,  that  the  retnm  of  the  mar- 
shal does  not  show  that  there  was  no  person  designated  to  re- 
ceive service,  nor  that  the  officers  could  not  be  found  with  due 
diligence ;  and  that  these  agents  are  not  such  as  the  statute 
contemplates.  The  return  does  not  appear  to  show  that 
service  otherwise  than  upon  the  agent  could  not  be  made,  as, 
perhaps,  it  ought  to  show ;  but  the  defendants  allege  that 
there  are  none  of  the  officers,  nor  any  one  but  these  agents, 
to  make  service  upon  here,  as  a  reason  why  the  service  made 
should  be  set  aside,  and  this  would  seem  to  obviate  the  neces- 
sity of  showing  the  same  thing  in  the  return. 

The  agent  is  agent  in  the  very  transaction  out  of  which  the 

suit  arises.     The  corporation  is  found  here  doing  this  business 

by  this  agent.    If  it  was  doing,  also,  some  other  business  by 

another  agent,  and  service  had  been  made  upon  that  agent,  it 

might  well  be  objected  to.     The  statute,  probably,   does  not 

mean  any  agent  in  any  business,  but  the  agent  in  the  business 

in  controversy  in  the  suit.    In  this  view,  the  service  was  made 

in  a  statutory  mode,  according  to  the  laws  of  the  State,  upon 

a  corporation  found  here,  according  to  the  laws  of  the  United 

States.     (Exyparte  ScJioUenherger^  96  U.  5.,  369 ;  Hayden  v. 

Androscoggin  Mills^  1  Fed,  Rep,^  93 ;  Eaton  v.  SL  Louis^ 

dsc.y  Co.y  2  McCrarj/j  362.)     This  is  not  any  hardship,  or,  if 

any,  not  an  undue  hardship,  upon  this  defendant,  as  between 

it  and  the  orators.      It  is  compelled  to  answer  away  from  its 

domicil,  but  not  any  further  away  than  it  has  gone  voluntarily, 

by  its  agents,  to  do  that  which  has  given  occasion  for  the 

process,  and  its  service. 

Motion  denied. 


J,  Z.  S.  Roberts^  for  the  plaintiffs. 
J,  A,  Hylandj  for  the  defendants. 
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Thomab  N.  Dale  and  Gbobob  Bichmond 

vs. 

CONBTANOE    C.    EeDFIELD,    ExBCUTBIX,    &C.,   AND    FbANK    B. 

Bedfield,  Exeoutob,  &c.,  of  Heman  J.  Redfibld,  De- 
ceased. 

Theodosius  B.  Strang  and  others 

vs. 

AUGUBTUB   SCHBLL. 

A  contract  was  made  between  merchants  on  one  side,  and  A.  and  E. ,  persona 
not  attorneys  at  law,  on  the  other,  by  which  the  latter  were  employed  to  en- 
deavor to  establish,  by  legal  decisions  or  otherwise,  the  illegality  of  exac- 
tions of  duties  and  fees,  from  the  merchant,  by  the  collector  of  customs,  and 
to  recoyer  them,  the  merchants  to  allow  as  compensation  to  A.  and  E.  a  fee 
equal  to  one  half  of  all  moneys  recovered,  all  expenses  and  costs  to  be  at  the 
risk  of  A.  and  £.,  whether  they  should  be  succeasful  or  not.  A.  and  E. 
caused  suits  to  be  brought  against  the  collector  in  the  names  of  the  mer- 
chants, in  1863  and  1866.  E.  died  about  1866.  In  1866,  A.  employed  S.  as 
attorney  of  record  in  the  suits,  and  died  in  1876.  S.  died  in  1878.  After- 
wards, tba  executors  of  A.  employed  C.  as  attorney  of  record,  and  substi- 
tnted  J.  for  him  in  1880.  J.,  afLer  examining  the  cases,  concluded  nothing 
was  recoverable  in  them,  and,  in  March,  1881,  on  notice  to  J.,  judgment  was 
entered  for  the  defendants,  for  want  of  service  of  bills  of  particulars.  The 
phdntiffii  never  interfered  in  the  suits,  or  paid  any  attention  to  them,  until 
1884,  when,  in  consequence  of  a  decision  ipade  in  April,  1881,  at  a  term  after 
that  of  March,  1881,  that  certain  fees  could  be  recovered  back,  tbey  moved 
to  vacate  the  judgments:  Held, 

(1.)  A.  and  E.  were  entitled  to  control  the  appointment  and  change  of  attorneys 
at  law,  nntil  the  plaintiffs  should  interpose,  and  such  was  the  practical  con- 
stmetion  of  the  contract,  by  the  plnintifb ; 

{%,)  There  having  been  no  want  of  good  faith,  and  the  judgments  being  regu- 
lar, the  defendants  and  the  Government  were  entitled  to  hold  the  plaintiffs 
to  their  responsibility  for  the  laches. 

{Before  Blatohtobd,  J.,  Southern  District  of  New  York,  December  10th,  1884.) 
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Blatchford,  J.  About  the  year  1860,  one  Alfred  Donglas^ 
Jr.,  who  was  then  a  merchant  in  the  city  of  New  York,  be- 
came satisfied  that  certain  exactions  made  by  varions  collec- 
tors of  customs,  for  duties  and  fees,  were  excessive  and  could 
be  recovered  back.  Thereafter,  he,  at  his  own  instance,  in 
connection  with  one  Earl  Douglas,  entered  into  a  contract  or 
contracts  with  several  hundred  merchants,  including  the 
plaintiffs  in  these  two  suits,  whereby  the  said  Douglases 
agreed  to  endeavor  to  establish,  by  legal  decisions  or  other- 
wise, that  such  exactions  were  illegal,  and  to  recorer  back  the 
excess  of  duties  and  fees  so  paid ;  and,  in  consideration  of 
their  undertaking  and  services  rendered,  the  other  parties  to 
the  contract  severally  agreed  to  allow  and  pay  to  said  Alfred 
Douglas,  Jr.,  ^^for  himself  and  associate,"  as  compensation 
for  said  services,  a  fee  equal  in  amount  to  one  half  part  of  all 
and  any  sums  of  money  they  might  recover,  it  being  expressly 
understood  and  agreed  that  all  expenses  and  costs  were  to  be 
for  account  and  risk  of  said  Douglases,  whether  they  were 
successful  or  not. 

In  cases  where  the  contract  was  in  writing  and  signed  by 
the  merchant,  it  read  as  follows,  and  in  cases  where  it  was> 
verbal,  its  terms  were  as  follows :  "  Whereas,  the  collectors  of 
customs  at  various  ports  in  the  United  States  have  been,  and 
are  still,  exacting  excessive  duties  on  our  importations  of 
merchandise,  and  fees  on  the  necessary  papers  accompanying 
the  entry  of  the  same  at  the  custom-houses,  owing  to  our 
being  compelled  to  add  to  our  entries,  and  to  pay  duty  on 
actual  or  estimated  transport,  coastwise  and  inland,  freight 
charges ;  also,  to  add  to  our  entries,  and  to  pay  duty  on,  com- 
missions, cost  and  charges,  instead  of  upon  the  cost  or  market 
value,  without  charges ;  also,  to  add  to  our  entries,  and  pay 
duty  on,  commissions  at  higher  rates  than  the  usual  rates 
charged  within  different  foreign  countries  from  whence  we 
import ;  also,  to  add  to  our  entries,  and  pay  duty  on,  charges 
and  commissions  not  actually  incurred ;  also,  owing  to  our 
being  compelled  to  pay  fees  for  oaths  to  entries,  clearances, 
manifests,  stamps  on  invoices,  &c.,  and  orders  from  one 
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department  of  the  custom-houBe  to  the  other ;  which  exac- 
tions, we  are  advised,  are  contrary  to  law;  therefore,  the 
undersigned,  in  behalf  of  themselves  and  consignors,  have 
employed  Alfred  Douglas,  Jr.,  and  Earl  Douglas,  of  New 
York  city,  who  agree,  on  their  behalf,  to  endeavor  to  estab- 
lish, by  legal  decisions  or  otherwise,  that  such  exactions  are 
illegal,  and  to  recover  the  excess  of  duty  and  fees  paid  by  us 
to  the  United  States ;  and,  in  consideration  of  their  under- 
taking and  services  rendered,  we  hereby  severally  agree  to 
allow  and  pay  to  said  Alfred  Douglas,  Jr.,  for  himself  and 
associate,  as  compensation  for  said  services,  a  fee  equal  in 
amount  to  the  one  half  part  of  all  and  any  sums  of  money 
they  may  recover ;  it  being  expressly  understood  and  agreed, 
that  all  expenses  and  costs  are  to  be  for  account  and  risk  of 
Alfred  Douglas,  Jr.,  and  Earl  Douglas,  whether  they  are 
successful  or  not." 

Thereafter,  the  said  Douglases,  upon  their  own  responsi- 
bility and  in  their  own  behalf,  made  a  contract  or  contracts 
with  Messrs.  Kaufmann,  Frank  and  Wilcoxson,  attorneys  at 
law,  whereby,  at  their  own  expense,  they  employed  said 
Jittorneys  to  bring,  and  said  attorneys  brought,  in  the  State 
Courts  of  the  State  of  New  York,  as  attorneys  of  record  for 
the  plaintiffs  therein,  a  large  number  of  suits,  including  these 
two,  in  the  names  of  the  various  merchants,  to  recover  such 
duties  and  fees,  all  of  which  suits  were  duly  removed  into 
this  Court. 

Earl  Douglas  died  about  1865.  On  the  5th  of  April,  1866, 
Alfred  Douglas,  Jr.,  upon  his  own  responsibility,  and  in  his 
own  behalf,  made  a  written  contract  with  E.  Delafield  Smith, 
an  attorney  at  law,  and,  for  some  time  before  1866,  attorney 
of  the  United  States  for  the  Southern  District  of  New  York, 
and,  for  some  time  after  that  date,  corporation  counsel  of  the 
city  of  New  York,  whereby,  at  his  own  expense,  he  employed 
said  Smith,  and  thereafter  caused  him  to  be  substituted,  as 
attorney  of  record  for  the  plaintiffs  in  all  of  said  suits,  includ- 
ing both  of  these  suits,  in  place  of  Kaufmann,  Frank  and 
Wilcoxson.     The  several  items  of  such  written  contract  were, 
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that,  on  the  recovery  of  money  on  a  claim  in  snit,  whether  it 
should  go  to  verdict  or  judgment,  or  not,  Douglas  would  pay 
to  Smith,  for  his  services,  a  specified  fee,  varying  with  the 
amount  of  the  recovery  ;  taxed  costs  not  to  be  deemed  a  part 
of  the  amount  recovered  ;  the  agreement  to  apply  to  all  cases 
which  Douglas  had  brought  through  Kaufmann,  Frank  and 
Wilcoxson,  or  one  Pomeroy,  except  some  silk  plush  and 
worsted  cases;  all  similar  cases  not  in  suit  to  be  placed  in 
Smith's  hands  for  management  and  collection,  as  attorney  of 
the  claimants,  and  he  to  receive,  on  recovery,  one  half  of  the 
net  amount  which  Douglas  should  realize  out  of  the  recovery, 
and,  in  case  of  suit,  the  taxable  costs  recoviered;  the  ^^net 
amount"  to  mean  what  Douglas  should  realize  over  actual 
and  necessary  disbursements  to  be  approved  by  Smith ;  the 
agreement  to  embrace  all  suits  and  claims  for  duties  exacted 
on  nine  specified  classes  of  items. 

On  the  26th  of  April,  1866,  Douglas  and  Smith  modified 
in  writing  the  terms  of  the  prior  agreement,  thus:  Smith 
agrees  to  lend  to  Douglas  $10,000  on  mortgage,  and  to  ad- 
vance to  him  $5,000,  to  pay  costs,  as  agreed  on  with  Kauf  mann, 
Frank  and  Wilcoxson,  whereupon,  all  cases  in  their  hands, 
which  Douglas  had  caused  to  be  instituted,  are  to  be  trans- 
ferred to  Smith,  and  Douglas  is  to  be  responsible  to  Smith 
for  one  half  of  the  $5,000,  and  it  is  to  be  added  to  the  mort- 
gage; all  docket  fees  in  the  cases  so  transferred  are  to  be 
transferred  to  Smith  "  except  the  $10,"  or  to  be  credited  to 
Douglas  in  reimbursement  of  the  $2,500  for  which  he  is  res- 
ponsible, and,  also,  of  any  additional  sum  which  he  himself 
may  pay  "  to  Wilcoxson ; "  the  balance  of  the  docket  fees  ta 
belong  to  Smith ;  all  the  cases  to  be  in  Smith's  own  name^ 
unconnected  with  any  other  lawyer,  and,  in  case  of  his  death 
or  prostration  by  disease,  the  cases  not  adjusted  to  revert  to 
Douglas,  on  an  equitable  and  just  payment  for  Smith's  actual 
services  and  disbursements  in  the  cases;  the  agreement  of 
April  5th,  1866,  to  stand  good,  but  the  transfer  from  Kauf- 
mann,  Frank  and  Wilcoxson  to  include  every  suit  and  claim  of 
every  kind  in  their  hands  from  Douglas,  and  the  agreement 
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of  April  5th,  1866,  to  extend  to  all  the  suits  so  to  be  trans- 
ferred ;  Donglas  is  attorney  in  fact  of  the  merchants  plaint- 
iffs, and  Smith  is  to  be  attorney  at  law ;  collections  recovered 
by  Smith,  in  any  case,  to  be  paid  over  by  him  to  Douglas  and 
not  to  the  plaintiffs,  Douglas  dealing  directly  with  the  mer- 
chants. 

Smith,  under  said  employment  and  contracts,  became  at- 
torney for  the  plaintiffs,  in  May,  1866,  and  continued  to  act 
as  snch  until  April  12th,  1878,  when  he  died. 

Alfred  Douglas,  Jr.,  died  October  3d,  1876.  During  his 
lifetime,  he  expended  at  least  $200,000  in  and  about  said 
suits,  as  fees  of  the  regular  attorneys  of  record  for  the  plaint- 
iff, and  coj;msel  fees,  and  for  services  of  competent  clerks, 
asEistants  and  experts,  in  preparing  the  same  for  trial,  and  for 
payment  of  Court  fees,  and  travelling  expenses  of  himself, 
his  attorneys,  agents  and  assistants,  to  and  from  Washington. 
He  employed,  as  counsel,  besides  others,  William  M.  Evarts, 
Edwin  W.  Stoughton  and  Edward  Jordan. 

The  Douglases,  during  their  lifetime,  through  their  attor- 
neys and  others  employed  by  them,  and  through  their  own 
individual  efforts,  caused  to  be  recovered  and  paid,  in  a  large 
number  of  said  suits,  judgments  amounting  to  over  $600,000. 
Since  the  death  of  Alfred  Douglas,  Jr.,  his  executors  have 
employed  counsel,  agents,  &c.,  in  and  about  such  of  said  suits 
as  were  not  disposed  of  before  that  time,  and  have  expended 
therein  at  least  $30,000,  and  have  also  made  contracts  and  in- 
curred liabilities  in  and  about  such  remaining  suits,  and,  as 
appears  by  the  records  in  the  custom-house  in  the  city  of  New 
York,  have  recovered,  in  some  of  such  suits,  upwards  of 
$125,000. 

As  a  result  of  the  litigation  had  during  the  lifetime  of  Al- 
fred Douglas,  Jr.,  his  efforts,  and  the  efforts  of  the  various 
counsel  and  others  employed  by  him,  or  by  him  and  Earl 
Douglas,  verdicts  or  orders  of  reference  were  obtained,  prior 
to  the  death  of  Smith,  in  all  of  said  suits,  (including  these 
two,)  with  the  exception  of  some  few  suits,  which  verdicts 
or  orders  required  only  an  adjustment  of  the  suits  in  accord- 
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ance  with  the  terms  thereof  and  the  rales  and  decisions  of  this 
Court  in  similar  cases,  as  far  as  the  same  should  be  found  ap- 
plicable. 

The  plaintiffs,  under  their  contracts  with  the  Douglases, 
never  contributed  to  the  expenses  of  the  suits,  all  of  which 
were  paid  by  the  Douglases,  or  by  Alfred  Douglas,  Jr. 
During  the  lifetime  of  Alfred  Douglas,  Jr.,  the  said  attorneys 
of  each  of  the  plaintiffs  were  appointed  by  Alfred  Douglas, 
Jr.,  under  the  contract  so  made  by  the  Douglases  with  the 
plaintiffs,  and  the  plaintiffs  were  not  consulted,  nor  did  they 
request  to  be  consulted,  concerning  such  appointments  or 
changes  of  attorneys,  all  of  which  were  made  by  the  sole  di- 
rection of  Alfred  Douglas,  Jr.  With  the  exception  of  some 
few  of  the  suits,  the  plaintiffs  in  none  of  the  suits  have  ever 
claimed  any  voice  or  right  in  the  appointment  of  attorneys 
to  represent  them,  or  in  the  changes  of  attorneys,  or  in  any 
matter  connected  with  the  management  of  the  litigation,  but 
have  left  all  of  such  matters  entirely  to  the  control  and  man- 
agement of  Alfred  Douglas,  Jr.,  during  his  lifetime,  and  of 
his  executors  since  his  death. 

This  is  true  as  to  Strang  v.  JSchell  up  to  about  March  27th, 
1884,  when  the  plaintiffs  in  it  served  a  notice  of  a  motion  to 
set  aside  the  judgment  order  of  March  Ist,  1881,  hereafter 
mentioned ;  and  it  is  true  as  to  Dale  v.  Redfidd  up  to  about 
July  17th,  1884,  when  the  plaintiffs  in  it  and  in  several  others 
of  the  suits  gave  notice  that  they  repudiated  the  judgment 
order  therein. 

Alter  the  death  of  Smith,  in  April,  1878,  owing  to  the 
action  of  the  Government  in  carrying  certain  of  the  suits  to 
the  Supreme  Court  of  the  United  States,  and  to  the  cessation 
of  proceedings  in  all  others  thereof,  the  executors  of  Alfred 
Douglas,  Jr.,  let  some  time  elapse  without  making  any  substi- 
tution of  an  attorney  in  the  place  of  Smith,  but  employed 
counsel  to  take  general  charge  of  the  suits.  But,  on  Septem- 
ber 26th,  1878,  those  executors  caused  William  Nelson  Crom- 
well to  be  substituted   as  attorney  for  the  plaintiffs,  in  the 
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place  of  Smith,  in  all  of  the  suits  which  were  then  pending, 
(indnding  these  two,)  by  a  rule  duly  entered. 

In  November,  1878,  the  attorney  of  the  United  States,  as 
attorney  for  the  defendants  in  the  suits,  (including  these  two,) 
moved  this  Court  to  vacate  such  rule  of  substitution,  on  the 
ground  that  the  contracts  made  by  the  Douglases  with  the 
plaintiffs  in  the  suits  were  champertous  and  void,  and,  if  not, 
that  the  executors  of  Alfred  Douglas,  Jr.,  had  no  power  to 
appoint  an  attorney  for  such  plaintiffs.  The  motion  was 
made  on  notice  to  Mr.  Oromwell,  as  attorney  for  the  plaintiffs 
in  all  the  suits,  (including  these  two,)  and  counsel  were  heard 
on  both  sides.  On  November  20th,  1878,  a  decision  on  the 
motion  was  filed,  holding  that  the  contract  was  not  invalid, 
under  the  law  as  to  champerty  and  maintenance,  as  understood 
and  interpreted  by  the  Courts  of  New  York  ;  that  the  con- 
tract did  not  die  with  Alfred  Douglas,  Jr. ;  and  that  the  mo- 
tion must  be  denied.  An  order  was  entered  denying  the  mo- 
tion in  all  of  the  suits,  (including  these  two.)  Thereafter, 
Mr.  Cromwell  was  recognized  and  treated  by  the  attorney  for 
the  collectors,  defendants  in  the  suits,  (who  was  the  attorney 
of  the  United  States,)  as  attorney  for  the  plaintiffs  in  the  suits 
covered  by  such  rule  of  substitution,  (including  these  two,) 
until  August  11th,  1880,  when,  at  the  request,  and  under  the 
authority,  of  the  executors  of  Alfred  Douglas,  Jr.,  and  on  ap- 
plication to  this  Court,  Mr.  Edward  Jordan  was,  by  an  order 
of  this  Court,  substituted  as  attorney,  in  the  place  of  Mr. 
Cromwell,  for  the  plaintiffs  in  all  the  suits,  (including  these 
two.)  Mr.  Jordan  was  formerly  Solicitor  of  the  Treasury  of 
the  United  States,  and,  as  such,  was  familiar  with  such  suits. 
After  he  had  ceased  to  be  such  Solicitor,  and  before  he  was 
so  substituted  as  attorney,  he  was  employed  by  Alfred  Doug- 
las, Jr.,  as  counsel  in  the  suits,  (including  these  two.) 

Thereafter,  Mr.  Jordan  was  recognized  and  treated  by  the 
attorney  for  the  collectors,  defendants  in  the  suits,  as  attorney 
for  the  plaintiffs.  Mr.  Cromwell  and  Mr.  Jordan,  as  such  at- 
torneys, were  given  access  to,  and  examined,  one  or  the  other 
of  them,  the  custom-house  papers,  at  the  custom-house,  in 
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nearly  all  of  these  suits,  (including  these  two,)  on  the  express 
understanding  and  agreement,  that  those  of  said  suits  in  which 
both  sides  could  agree  as  to  the  amount  of  duties  recoverable 
on  charges  and  commissions  should  be  adjusted  and  paid ; 
that  those  in  which  both  sides  agreed  that  nothing  was  recov- 
erable should  be  discontinued  or  otherwise  disposed  of ;  that 
those  in  which  both  sides  agreed  that  nothing  was  recoverable 
as  to  charges  and  commissions  should  be  discontinued  as  to 
that  issue ;  and  that  those  in  which  both  sides  could  not  agree, 
or  in  which  there  was  any  other  issue  than  charges  and  com- 
missions, shonld  be  litigated  in  Court  The  Government,  to 
carry  out  its  part  of  snch  agreement,  and  to  dispose  of  the 
cases,  employed,  at  great  expense,  attorneys,  experts,  ad- 
justers, and  other  assistants. 

Of  the  SDits  in  which  the  custom-house  papers  were  so  ex- 
amined, some  99  suits  were,  on  such  understanding  and  agree- 
ment, adjusted  and  pat  in  judgment,  or  were,  on  the  consent 
of  Mr.  Jordan,  as  attorney  for  the  plaintiff,  and  of  the  attor- 
ney for  th«  defendant,  discontinued  for  payment,  and  over 
$125,000  have  been  paid  in  full  settlement  thereof.  Some 
193  other  suits,  in  which  Mr.  Jordan,  as  attorney  for  the 
plaintiff,  after  such  examination,  and  on  his  own  judgment, 
concluded  that  the  plaintiff  was  not  entitled  to  recover  any- 
thing, were,  on  his  consent  as  such  attorney,  and  that  of  the 
attorney  for  the  defendant,  wholly  discontinued,  without  costs, 
the  attorney  for  the  defendant  having  first  obtained  authority 
from  the  Secretary  of  the  Treasury  of  the  United  States  to 
waive  costs.  In  some  186  other  suits,  (including  these  two,) 
in  which  Mr.  Jordan,  as  attorney  for  the  plaintiff,  after  such 
examination,  also  came  to  the  same  conclusion,  motions  were 
made  by  the  attorney  for  the  defendant  for  judgment,  and 
judgment  was  rendered  for  the  defendant,  by  an  order  entered 
March  Ist,  1881,  costs  having  been  waived  by  the  attorney 
for  the  defendant,  upon  the  authority  aforesaid.  Some  34 
other  suits,  in  which  Mr.  Jordan  concluded  that  the  plaintiffs 
were  not  entitled  to  recover  anything  as  to  charges  and  com- 
missions, were  discontinued  as  to  charges  and  commissions. 
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aod  coDtinued  as  to  other  issaes  involved.  Some  few  snits,  in 
which  both  parties  conld  not  agree,  have  been  litigated  in 
Court. 

Heman  J.  Bedfield  was  collector  of  customs  at  New  Yorkr 
from  November,  1868,  to  July  let,  1857.  The  suit  of  Bale 
▼.  Redfield  was  commenced  in  the  Supreme  Court  of  New 
York,  April  24:th,  1863,  against  Mr.  Redfield.  About  May 
let,  1868,  he  appeared  by  Mr.  E.  Delafield  Smith,  then  attor- 
ney for  the  United  States,  and  demanded  a  bill  of  particulars 
of  the  plaintiffs  claim.  The  suit  was  removed  into  this  C'Ourt 
July  20th,  1868.  Issue  was  joined  on  May  20th,  1866.  On 
the  19th  of  April,  1872,  on  the  written  consent  of  Mr.  Smith, 
as  attorney  for  the  plaintiflEs,  and  of  the  attorney  for  the  sev- 
eral defendants,  an  order  was  entered,  entitled  in  that  suit 
and  134  other  suits,  referring  the  suits  to  Edwards  Pierre- 
pont,  Esq.,  as  sole  referee.  The  order  states,  that  the  suits 
are  "  now  pending  in  this  Court,  to  recover  duties  alleged  to 
have  been  illegally  exacted  upon  charges  and  commissions  ; '' 
that  the  order  is  made  on  motion  of  Mr.  Smith,  as  counsel  for 
the  plaintiffs;  that  Mr.  Pierrepont  is  appointed  referee  to 
take  proofs  of,  and  ascertain,  the  claim  of  the  plaintiffs  "  for 
excess  of  dnties  upon  such  charges  and  commissions  which 
may  be  found  to  have  been  illegally  exacted  from  plaintiffs ;  '^ 
and  that,  on  the  coming  in  of  the  report  of  the  referee,  and 
the  decision  on  exceptions  which  might  be  taken  to  it,  either 
party  might  "  move  for  judgment  or  verdict."  On  Decem- 
ber 19th,  1876,  an  order  was  made,  in  the  same  language,  re- 
ferring Dale  V.  Redfijdd  and  other  cases  to  John  I.  Daven- 
port, in  place  of  Mr.  Pierrepont. 

Augustus  Schell  was  collector  of  customs  at  I^ew  York 
from  July  1st,  1857,  to  April  8th,  1861.  The  suit  of  Strang 
V.  Schdl  was  commenced  in  the  Supreme  Court  of  JTew  York, 
June  9th,  1865,  against  Mr.  Schell.  It  was  removed  into  this 
Court  November  18th,  1865.  The  declaration,  which  was  put 
in  in  this  Court,  January  25th,  1866,  contained  only  the  com- 
mon money  counts,  and  claimed  $1,980.  Issue  was  joined  by 
a  plea  of  non-assumpsit,  on  February  10th,  1866.     On  the 
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13th  of  March,  1875,  on  the  couseDt  of  Mr.  Smith,  as  at- 
torney for  the  plaintiffs,  and  of  the  attorney  for  the  de- 
fendant, the  suit  was,  by  an  order  of  this  Court,  referred 
to  John  I.  Davenport,  the  order  being  in  the  same  words 
as  the  above  named  orders  of  reference  in  Dale  v.  Red- 
Jidd. 

In  February,  1881,  the  defendants  in  146  suits  against 
three  collectors,  (including  these  two  suits,)  moved  for  an 
order  requiring  the  plaintiffs  to  serve  bills  of  particulars  of 
the  items  of  their  demands,  or,  if  none  could  be  served,  then 
for  an  order  rendering  judgment  for  the  defendant.  Mr. 
Jordan  was  attorney  for  the  plaintiffs  in  all  of  the  suits,  and 
the  motion  was  made  on  notice  to  him,  on  an  affidavit  stating 
that,  more  than  15  years  previously,  the  defendants  had  ap- 
peared and  served  on  the  attorney  for  the  plaintiffs  a  demand 
for  a  bill  of  particulars,  but  none  had  been  served  in  any  of 
the  suits ;.  and  that  each  of  the  suits  was  brought  to  recover 
an  excess  of  duty  on  merchandise  imported  by  the  plaintiffs. 
The  motion  was  made  and  granted,  and,  on  the  1st  of  March, 
1881,  an  order  was  entered,  the  form  of  which  was  assented 
to  in  writing  by  Mr.  Jordan,  as  plaintiffs'  attorney,  entitled  in 
the  146  suits,  (including  these  two,)  which  order  recites  the 
motion,  and  says,  that,  '^  it  appearing  that  no  bill  of  particulars 
can  be  served  in  any  of  said  actions,'^  it  is,  after  hearing  the 
attorneys  for  both  parties,  "  ordered,  that  judgment  be,  and 
the  same  is  hereby,  rendered,  in  each  of  said  actions,  in  favor 
of  the  defendant  or  defendants  therein,  and  against  the  plaint- 
iff or  plaintiffs  therein." 

In  the  custom-house  at  New  York,  it  was  the  practice  of 
the  collectors,  (including  Hedfield  and  Schell,)  from  about  Jan- 
uary, 1851,  to  June,  1883,  to  exact  three  fees  of  20  cents  each, 
as  follows :  When  an  invoice  and  an  entry  were  presented,  the 
collector  put  a  stamp  on  the  invoice,  showing  the  date  of  its 
presentation,  and  charged  20  cents  therefor.  He  also  charged 
20  cents  for  administering  the  owner's  or  consignee's  oath  on 
the  entry.    He  also  charged  20  cents  for  an  order  from  the  col-  j 

lector  to  the  storekeeper  in  the  public  store,  to  deliver  to  the  1 
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importer  examined  and  appraised  packages.  Down  to  April 
22d,  1881,  there  had  not  been  any  recovery  by  any  importer 
for  the  return  of  such  fees,  as  illegally  paid.  In  numerous 
suits  against  collectors  who  had  exacted  such  fees,  brought  to 
trial,  or  settled,  or  otherwise  disposed  of,  such  fees  were  not 
considered  recoverable,  or  the  attempt  to  recover  them  was 
abandoned.  No  attempt  was  ever  made  to  recover  such  fees 
until  about  April  22d,  1881,  and  then,  on  the  trial  of  Benkard 
V.  ScheUj  in  which  Mr.  A.  W.  Griswold  was  counsel  for  the 
plaintiffs,  there  was  a  recovery  by  them  for  such  fees.  A  like 
recovery  was  had  by  Mr.  Griswold,  in  Eeckndgel  v.  Schelly  in 
November,  1881,  and  by  Mr.  George  Bliss,  in  May,  1882,  in  S. 
Cochrcm  <&  Co,  v.  ScheU.  The  Supreme  Court  of  the  United 
States,  at  October  Term,  1882,  aflSrmed  the  judgment  in  the 
last  case,  [ScheU  v.  Barber,  107  U.  /&,  617,)  holding  that  the  ex- 
action of  the  three  fees  was  illegal;  and,  in  June,  1888,  their 
exaction  was  discontinued  by  an  order  from  the  Treasury  De- 
partment. 

Mr.  ScheU  having  died  March  2dth,  1884,  and  executors 
of  bis  estate  having  been  duly  appointed  April  4th,  1884,  the 
plaintiffs  in  Sirqm,g  v.  ScheU,  by  Mr.  Lewis  Sanders,  as  their 
attorney,  caused  to  be  issued  from  this  Court,  on  the  10th  of 
July,  1884,  a  writ  directed  to  the  marshal,  commanding  him 
to  make  known  to  the  executors  of  Schell  that  they  should 
show  cause  on  July  29th,  1884,  why  the  several  appearances 
of  Mr.  Cromwell  and  Mr.  Jordan,  as  attorneys  for  the  plaint- 
iffs, and  all  proceedings  thereunder,  should  not  be  expunged 
from  the  record,  as  null  and  void,  including  the  said  order  of 
March  Ist,  1881,  and  why  the  suit  should  not  be  revived 
against  said  executors.  This  writ  was  issued  on  an  affidavit 
made  by  one  of  the  plaintiffs,  setting  forth  that  the  suit  was 
brought  to  recover  duties,  charges,  and  fees ;  that,  after  the 
death  of  Mr.  Smith,  the  plaintiffs  did  not  appoint,  or  receive 
notice  to  appoint,  another  attorney ;  that  the  order  of  March 
Ist,  1881,  was  'entered  without  the  knowledge,  consent,  or 
authority  of*  the  plaintiffs,  and  after  the  death  of  Mr.  Smith 
was  known  to  the  defendants'  attorney ;  and  that  the  plaint- 
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iff 8  were  not  informed  nntU  after  January  Ist,  1884,  that  the 
fiuit  had  been  attempted  to  be  discontinued,  or  that  any  at- 
torney had  aesnmed  to  represent  them  since  Mr.  Smith's 
death. 

The  executors  of  Schell  now  more  to  qnash  said  writ  in 
Strang  v.  SchdLy  and  the  plaintiffs  in  Dale  y.  Redfidd  and 
in  Si/r€mg  v.  Schelly  move  to  set  aside  the  several  orders  sub- 
stituting Mr.  Cromwell  and  Mr.  Jordan  as  plaintiffs'  attor^ 
ueys,  and  the  order  of  March  1st,  1881,  and  that  the  suits  be 
reinstated,  and  Mr.  Sanders  be  substituted  as  plaintiffs'  attor- 
ney, in  place  of  Mr.  Smith. 

The  plaintiffs'  motion  in  Dale  v.  Redfield  is  made  on  an 
affidavit  of  one  of  the  plaintiffs  therein,  which  sets  forth  that 
the  suit  was  brought  to  recover  illegal  fees,  exacted  from  them 
by  Mr.  Sedfield,  for  oaths  to  entries,  stamps,  and  orders; 
that,  besides  the  claim  for  fees,  they  had  a  claim  for  duties  on 
<2harges  and  commissions,  exacted  by  Mr.  Redfield,  but  it  was 
paid  in  1865,  independently  of  this  suit  and  of  the  Douglases, 
and  there  is  no  claim  for  duties  on  charges  and  commissions 
herein;  that,  until  the  latter  part  of  1883,  neither  of  the 
plaintiffs  was  informed  of  the  death  of  Alfred  Douglas,  Jr., 
or  of  Mr.  Smith,  or  of  the  substitution  of  Mr.  Cromwell  or 
Mr.  Jordan,  as  plaintiffs'  attorneys,  or  of  the  judgment  of 
March  1st,  1881;  that  they  immediately  took  steps  to  set  aside 
the  orders  of  substitution  and  the  judgment ;  that  they  never 
authorized  the  representatives  of  Alfred  Douglas,  Jr.,  to  ap- 
point an  attorney  for  them ;  that,  after  the  trial  of  HuUon  v. 
Schelly  in  April,  1881,  Mr.  Jordan  took  no  steps  to  have  the 
judgment  in  Dale  v.  Redfield  set  aside ;  that  the  plaintiffs  in 
that  suit  never  had  notice  of  an  order  to  furnish  a  bill  of  par- 
ticulars; that  the  claim  to  recover  fees  therein  was  never 
abandoned,  and  the  plaintiffs  never  authorized  it  to  be  aban- 
doned ;  and  that  they  could  have  furnished  a  bill  of  particu- 
lars of  their  claim  for  fees  at  any  time,  if  it  had  been 
demanded  of  them. 

The  plaintiffs'  motion  in  Strang  v.  Schell  is  made  on  an 
affidavit  of  one  of  the  plaintiffs  therein  to  the  same  effect  as 
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the  affidavit  last  recited  in  DaU  v.  Redjidd^  and  further  stat- 
ing, that  their  contract  with  the  DonglaseB  was  not  in  writing ; 
and  that,  for  want  of  protests,  they  never  had  any  cause  of 
action  for  the  recovery  of  duties  on  charges  and  commissions, 
but  they  had  and  have  a  cause  of  action  to  recover  fees. 

It  otherwise  appears,  that  protests  were  made  against  the 
exaction  of  the  fees  from  the  plaintiffs  in  these  two  suits ; 
that,  from  and  after  the  death  of  Alfred  Douglas,  Jr.,  the 
plaintifEs  never  made,  until  recently,  as  before  stated,  any 
inquiry  of  his  estate  or  of  any  of  his  attorneys,  as  to  the 
claims,  or  manifested  any  interest  in  them,  or  asserted  any 
right  to  appoint  attorneys  on  their  own  nomination.  The 
Douglas  estate  claims  the  right  to  conduct  these  suits,  if  the 
judgments  are  opened.  It  asserts  that  the  contract  survived 
Douglas,  and  that,  in  any  event,  it  must  be  compensated  be- 
fore there  can  be  any  substitution  of  an  attorney  in  place 
of  Mr.  Jordan. 

The  propositions  contended  for,  on  behalf  of  the  plaintiffs, 
are,  that  the  executors  of  Alfred  Douglas,  Jr.,  had  no  right 
to  substitute  Mr.  Cromwell  as  attorney  in  place  of  Mr.  Smith, 
or  Mr.  Jordan  in  place  of  Mr.  Cromwell,  after  the  death  of 
Mr.  Smith,  he  having  been  appointed  by  Mr.  Douglas ;  that 
the  plaintiffs  are  not  concluded  by  the  decision  of  ^November 
20th,  1878,  made  on  a  motion  of  which  only  Mr.  Jordan,  and 
not  the  plaintiffs,  had  notice;  and  that  the  judgment  of 
March  Ist,  1881,  does  not  bind  the  plaintiffs.  To  support 
these  contentions,  it  is  urged  by  the  plaintiffs ;  (1)  that  the 
death  of  the  two  Douglases  terminated  the  agency  ;  (2)  that 
the  power  given  to  them  was  not  a  power  coupled  with  an 
interest ;  (3)  that  the  power  was  a  personal  trust  or  a  personal 
contract ;  (4)  that  Mr.  Jordan's  appearances  were  a  nullity, 
and  the  judgments  of  March  1st,  1881,  were,  therefore,  void. 

1.  It  is  apparent,  from  the  contract  between  the  plaintiffs 
and  the  Douglases,  that  the  plaintiffs  employed  the  Douglases 
to  endeavor  to  establish,  by  legal  decisions  or  otherwise,  that 
the  exactions  were  illegal,  and  to  recover  back  the  excess 
paid.    The  obtaining  of  legal  decisions  involved  the  bringing 
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of  suits  in  the  names  of  the  plaintiffs.  The  contract  implied 
that  attorneys  at  law  were  to  be  employed  by  the  Douglases, 
and  paid  by  them,  with  the  chance,  on  their  part,  of  reimburse- 
ment, if  at  all,  only  out  of  their  half  of  the  recovery.  Such 
an  arrangement  could  be  carried  out  only  by  allowing  the 
Douglases  to  have  the  control  of  the  appointment  and  change 
of  attorneys  at  law,  the  plaintififs  giving  the  use  of  their  names,, 
as  having  the  title  to  the  causes  of  action,  but  the  Douglases 
agreeing  to  pay  all  costs  and  expenses  in  any  event.  Such 
was  the  practical  construction  of  the  contract  by  the  parties 
to  it.  The  plaintiffs,  for  nearly  twenty  years,  allowed  the 
Douglases,  and  the  survivor  of  them,  and  his  executors,  to 
employ  and  change  attorneys.  The  Douglases  first  employed 
Kaufmann,  Frank  and  Wilcoxson.  In  1866,  Alfred  Douglas, 
Jr.,  employed  Smith.  He  continued  to  act,  after  1876,  when 
Alfred  Douglas,  Jr.,  died,  until  1878,  when  he  died  himself. 
Then  the  executors  of  Alfred  Douglas,  Jr.,  employed  Mr. 
Cromwell  and  afterwards  Mr.  Jordan.  It  matters  not  that 
the  plaintiffs  did  not  hear,  for  seven  years,  of  the  death  of 
Alfred  Douglas,  Jr.,  or,  for  five  years,  of  the  death  of  Mr. 
Smith.  The  acquiescence  was  the  same  as  if  they  had  heard 
of  such  deaths  when  they  occurred,  so  far  as  the  executors 
and  the  defendants  were  concerned.  The  plaintiffs  knew 
they  had  put  the  matter  into  the  hands  of  the  Douglases,  and 
it  sufficiently  appears  that  they  knew  of  Mr.  Smith's  employ- 
ment. Inquiry  was  easy,  especially  as  the  statute  has,  since 
1863,  required  that  the  attorney  for  the  United  States  shall 
be  the  attorney  for  the  defendant.  Under  such  circumstances, 
negligence  was  acquiescence  and  consent.  The  very  negli- 
gence serves  to  show  that  the  plaintiffs  regarded  the  whole 
matter  as  out  of  their  own  hands,  until  there  should  be  a 
recovery,  or,  at  least,  until  they  should,  for  good  cause,  in- 
terpose. By  the  contract,  the  Douglases  acquired  a  substan- 
tial and  valuable  interest,  as  between  themselves  and  the 
plaintiffs,  in  one  half  of  the  claims,  subject  to  the  payment 
by  themselves  of  all  costs  and  expenses  incurred  about  re- 
covering them,  even  though  nothing  should  be  recovered. 
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They  had,  with  the  authority  given  them  by  their  contract 
relation,  an  interest,  by  virtue  of  which  they  and  the  survivor 
of  them,  and  the  executors  of  the  survivor,  were  entitled  to 
manage  and  control  the  claims  and  the  suits,  and  appoint 
attorneys  at  law  in  them,  at  least  until  the  plaintiffs  should 
interpose,  and  then  it  would  be  for  the  Court  to  determine 
on  what  terms  there  should  be  a  change  of  relationship,  as 
was  done  in  Dodge  v.  Schell  (20  Blaichf.  C.  C.  i?.,  517),  in 
r^ard  to  one  of  the  suits  brought  under  the  contract  with 
the  Douglases.  The  relation  of  the  plaintiffs  to  the  suits, 
when  they  do  interpose,  raises  questions  which  are  not  neces- 
sarily the  same  as  those  raised,  prior  to  such  interposition, 
between  the  defendant  and  the  executors  of  Alfred  Douglas, 
Jr.,  and  an  attorney  appointed  by  them.  For  tliis  reason, 
there  may  be  in  each  case  special  circumstances,  as  to  the 
services  rendered  by  the  Douglases  or  by  the  attorneys  em- 
ployed by  them,  or  the  sui'vivor  of  them,  or  his  executors, 
and  as  to  the  position  of  the  claim  and  the  suit,  at  the  time 
of  such  interposition,  which  may  require  consideration. 

The  cases  cited  and  relied  on  by  the  plaintiffs  have  no 
relevancy.  In  Shelton  v.  Tiffin  (6  How.^  163),  the  person 
whom  it  was  sought  to  bind  by  the  judgment,  through  an 
appearance  for  him  by  an  attorney,  had  not  been  served  with 
process  in  the  suit  or  had  any  notice  of  it,  and  had  not  author- 
ized any  appearance  for  him.  But  here  the  plaintiffs  set  the 
suits  in  motion  by  their  contracts  with  the  Douglases,  and  do 
not  attempt  to  question  anything  done  prior  to  Mr.  Smith's 
death. 

The  provision  cited  from  the  New  York  statute  in  regard 
to  notice  to  a  party,  on  the  death  of  his  attorney,  to  appoint 
a  new  one,  has  no  application  to  a  case  where,  as  here,  a  new 
attorney  is  otherwise  duly  appointed. 

2.  It  is  apparent,  that  the  sole  object,  now,  of  reinstating 
these  two  suits,  is  to  obtain  in  them  a  recovery  for  the  fees 
referred  to.  The  judgments  of  March  Ist,  1881,  were  entered 
for  want  of  prosecution  of  the  suits,  because  of  the  failure  to 
serve  bills  of  particulars,  and  on  the  view,  entertained  in  good 
Vol.  XXm.— 2 
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faith,  at  the  time,  by  all  parties,  that  there  was  no  cause  of 
action,  there  being  no  claim  in  them  for  duties  paid  on  charges 
and  commissions,  and  it  not  being  supposed  that  moneys  paid 
for  fees  were  recoverable.  Everything  goes  to  show  that, 
until  April,  1881,  though  the  suits  had  been  pending  fifteen 
and  eighteen  years  respectively,  no  one  had  supposed  there 
could  be  a  recovery  in  them  for  fees.  Under  such  circum- 
stances, the  estates  of  the  collectors,  both  of  whom  are  dead, 
and  the  United  States,  who  respond  to  the  claims,  have  rights 
which  are  entitled  to  consideration.  The  attorney  for  the 
defendants,  by  due  proceedings,  obtained  the  judgments. 
Having  put  an  end  to  the  suits,  after  so  long  a  lapse  of  time, 
and  so  much  more  time  having  elapsed  thereafter,  before  the 
plaintiffs  attempted  to  interpose,  the  defendants  and  the 
Government  have  a  right  to  hold  the  plaintiffs  to  their  re- 
sponsibility for  the  laches,  there  being  no  actual  fraud  or  bad 
faith  shown.  In  Branson  v.  Schulten  (104  U.  &,  410),  the 
negligence  or  inattention  of  the  plaintiffs,  or  their  attorney, 
was  held  to  be  a  bar  to  the  correction  of  an  erroneous  judg- 
ment after  the  term  at  which  it  was  rendered.  The  first 
recovery  for  fees,  in  April,  1881,  was,  as  the  statute  shows, 
at  a  term  subsequent  to  that  at  which  these  judgments  were 
rendered. 

The  motion  to  quash  the  writ  in  St/rang  v.  Schell  is  granted, 
and  the  motions  of  the  plaintiffs  in  that  suit  and  in  Dale  v. 
Redfield  J  are  denied. 

Lewis  Sa/nders  and  Oeorge  N,  ScmderSy  for  the  plaintiffs. 

Elihu  Root  {District  Attorney)^  Thomas  Oreenwood  {As- 
sistant District  Attorney)^  and  Ladislas  Kargi  {Assistant 
District  Attorney)^  for  the  defendants. 

William  Nelson  CromweU^  for  the  executors  of  Douglas. 
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GuiLLAUME    EbNSENS 

The  Mexican  National  Construotion  Company. 

R.  Bubscribed  to  a  loan  to  the  M.  company,  under  a  contract  by  which  the 
company  agreed  to  deposit  secnritiee  with  a  trnstee,  to  repay  the  loan  by  a 
day  named.  R.  paid  his  subscription,  and  received  instahncDt  receipts,  not 
transferable  without  the  consent  of  the  company,  but,  by  the  contract,  ex- 
changeable for  certificates  made  by  the  trustee,  of  the  interest  in  the  loan. 
Before  R.  had  paid  in  full,  the  company  trausferred  the  securities  to  the  trus- 
tee, vnder  a  tmst  deed  which  provided  for  the  giving  of  certificates  under  it, 
and  for  a  sale  of  the  Becurities  if  the  holders  of  26  per  cent,  in  amount  of  the 
certificates  authorized  it,  and  that  a  majority  might  waive  a  default  in  pay- 
ment and  extend  the  time  of  payment,  and  postpone  the  sale  of  the  securities, 
K  did  not  know  of  the  trust  deed,  when  he  paid.  He  was  refused  a  certificate 
under  the  contract,  and  was  offered  one  under  the  trust  deed.  In  a  suit  by 
him  against  the  company,  to  recover  his  money :  Beld,  that  R.  was  not  bound 
by  the  trust  deed,  aud  could  recover  back  the  money  without  tendering  the 
receipts,  and  was  not  obliged  to  sue  merely  for  a  breach  of  the  contract. 

Where  money  is  advanced  upon  an  executory  contract,  which  the  contracting 
party  fails  to  perform,  the  other  party  may  elect  either  to  sue  for  damages 
for  a  breach,  or  treat  the  contract  as  rescinded,  and  recover  back  the  money 
as  pud  on  a  consideration  which  has  failed. 

(Before  Wallacb,  J.,  Southern  District  of  New  York,  December  18th,  1884.) 

Waxlace,  J.  The  demurrer  to  the  complaint  raises  the 
qnestioD,  whether  the  plaintiff  can  recover  as  for  money  had 
and  received,  upon  the  following  facts :  In  May,  1883,  the 
defendant  sought  subscriptions  to  a  loan  to  be  made  to  it  of 
$2,0  jOjOOO,  to  aid  in  constructing  the  railroad  of  the  Mexican 
Kational  Railway  Company;  and,  on  May  30th,  1883,  the 
plaintiff  became  a  subscriber,  to  the  extent  of  $25,000,  upon 
the  terms  of  a  contract  of  subscription.  By  this  contract,  the 
defendant  agreed  to  deposit  in  trust,  with  a  trustee  named, 
certain  securities,  aggregating,  in  nominal  value,  $20,000,000, 


20  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Rensens  v.  The  Mexican  National  Construction  Company. 

as  coDateral  for  the  repayment  of  the  $2,000,000  loan,  on  or 
before  September  15th,  1884.     On  October  Ist,  1883,    the 
plaintiff  had  paid  the  amount  subscribed  by  him,  in  instal- 
ments, as  called  by  the  defendant,  and  had  received  receipts 
therefor,  which  were  not  transferable  without  the  consent  of 
the  defendant.     It  was  provided,  by  the  contract  of  subscrip- 
tion, that  such  receipts  should  be  exchanged  for  formal  cer- 
tificates of  interest  in  the  loan,  authenticated  by  the  trustee, 
upon  payment  of  the  last  instalment  of  the  subscription. 
Before  the  payment  of  the  last  instalment  by  the  plaintifiT, 
the  defendant  transferred  to  the  trustee  named  in  the  con- 
tract the  securities  specified  therein,  but  this  was  done  by  a 
trust  indenture,  which  prescribed  the  powers  and  duties  of 
the  trustee  respecting  the  use  and  sale  of  the  securities. 
Among  other  things,  this  trust  indenture  provided,  that  the 
trustee  should  execute,  from  time  to  time,  as  requested  by 
the  defendant,  certificates  of  interest,  entitling  the  registered 
holders  to  an  interest  in  the  securities,  or  the  proceeds  there- 
of, in  case  of  a  sale  by  him  "  under  the  provisions  of  the 
trust  indenture,"  bearing  the  same  proportion  to  the  whole 
as  the  amount  of  each  certificate  should  bear  to  $2,000,000. 
The  indenture  also  provided,  that  the  trustee  should  not  sell 
the  securities  to  satisfy  the  loan,  unless  holders  of  certificates 
representing  twenty-five  ^er  cent,  of  the  whole  amount  should 
request  him  to  do  so ;  and  it  also  provided,  that  the  holders 
of  a  majority  in  interest  might  waive  any  default  in  the  pay- 
ment of  the  loan  on  the  part  of  the  defendant,  or  instruct 
the  trustee  to  do  so,  and  extend  the  defendant's  time  for  pay- 
ment, and  suspend  or  postpone  the  sale  by  the  trustee,  of  the 
collaterals,  at  their  discretion.    So  far  as  appears,  the  plaintiff 
was  ignorant  of  the  terms  of  the  indenture,  when  he  paid  the 
instalments  of  his  subscription,  but,  after  it  was  executed,  he 
demanded  a  certificate  from  the  defendant,  of  the  character 
specified  in   the  contract   of  subscription.     The  defendant 
refused  such  a  certificate,  but  offered  one  such  as  it  had  au- 
thorized the  trustee  to  execute,  by  the  terms  of  the  trust 
indenture. 
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The  first  qnestion  is,  whether  the  deposit  made  of  the 
collaterals,  under  the  terms  of  the  trust  indenture,  was  such 
a  departure  from  the  contract  of  subscription  as  to  amount  to 
a  breach  of  that  contract.     The  contract  was  silent  as  to  the 
conditions  upon  which  the  bonds  should  be  deposited  with 
the  trustee,  aside  from  the  stipulation  that  the  loan  should  be 
secured  by  an  assignment  in  trust  of  the  specified  collaterals 
which  were  to  be  deposited  with  the  trustee.    The  reasonable 
imph'cation,  however,  is,  that  they  were  to  be  deposited  to  se- 
cure the  repayment  of  the  loan  on  the  contract  day,  and  that 
the  trustee  was  to  exercise  the  ordinary  rights  of  a  pledgee, 
to  sell  the  securities  and  satisfy  the  debt  for  the  benefit  of 
the  subscribers.     Such  a  pledge  would,   doubtless,   confer 
upon  every  subscriber  a  qualified  right  to  call  upon  the  trus- 
tee to  satisfy  the  amount  due  to  him  by  a  sale  of  the  securi- 
ties.    But  the  fund  created  was  a  joint  fund,  for  the  benefit 
and  protection  of  the  whole  body  of  subscribers,  and,  there- 
fore, is  not  to  be  dealt  with  upon  the  intervention  of  a  single 
ceatui  que  trusty  to  the  disadvantage  of  the  others.    If  the 
trust  assignment  had  provided  that  the  trustee  should  not 
sell  the  securities  unless  a  sale  should  be  advantageous  to  the 
common  interests  of  the  cestuis  qtce  trv^t.  it  would  be  unob- 
jectionable, because  it  would  only  prescribe  a  condition  which 
would  be  implied,  and  which  a  Court  of  Equity  would  im- 
pose, in  the  exercise  of  its  jurisdiction  over  trusts,  if  applied 
to  by  any  of  the  parties  in  interest.     But  the  indenture  con- 
tains arbitrary  restrictions  upon  the  powers  of  the  trustee, 
which  he  cannot  disregard,  and  which  materially  impair  the 
rights  of  the  subscribers.     It  substitutes  the  discretion  of 
twenty-five  per  cent,  in  interest  of  the  cestuis  que  trusty  in 
place  of  the  discretion  of  the  trustee,  and  requires  him,  at  the 
intervention  of  a  majority  of  the  subscribers,  to  extend  the 
time  of  payment  and  postpone  a  sale  of  the  securities.     The 
p]ainti£E  did  not  consent  to  the  creation  of  such  a  trust.    The 
conditions  may  have  been  designed  to  promote  the  best  in- 
terests of  all  the  subscribers ;  they  may  have  been  wise  and 
expedient ;  but  they  were  not  such  as  were  authorized  by  the 
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plaintifTB  contract.  A  Court  of  Equity  might  reform  the 
terms  of  the  trust  indenture,  if  a  suit  were  brought  for  that 
purpose,  but,  so  long  as  they  stand,  would  have  to  adhere  to 
them,  if  called  upon  to  intervene,  upon  the  application  of  the 
cestuia  que  trust 

It  remains  to  consider  whether  the  plaintiff  can  recover 
back  this  money,  in  an  action  for  money  had  and  received,  or 
whether  his  remedy  is  merely  one  for  a  breach  of  contract. 
The  subscription  agreement  was  a  separate  and  independent 
contract  between  the  defendant  and  each  subscriber.  The 
defendant  could  maintain  a  suit  against  each  subscriber,  upon 
his  failure  to  pay  the  amount  of  the  subscription,  and  it  must 
follow,  that  each  subscriber  has  a  corresponding  right  of 
action  against  the  defendant,  for  any  breach  of  the  contract, 
on  its  part,  towards  him.  Similar  contracts  have  been  fre- 
quently adjudged  to  confer  a  several  liability,  and  a  several 
right  of  action,  on  the  part  of  each  subscriber.  {Thompaon^s 
Liability  of  IStocJcholders^  §  H*  5  Whittlesey  v.  FrantZy  74 
jV.  F.,  450.) 

It  is  a  familiar  rule,  that,  when  one  party  to  an  executory 
contract  puts  it  out  of  his  power  to  perform  it,  the  other  may 
regard  it  as  terminated,  and  had  an  immediate  right  of  action 
to  recover  whatever  damages  he  has  sustained.  (Ford  v. 
Tileyy  6  Bam,  <&  (7.,  825 ;  Bowdell  v.  Parsons^  10  East^ 
359;  Heard  v.  Bowers^  23  Pick.^  455,  460;  Shaw  v.  Repub- 
lic Life  Ins.  Go.^  69  N.  y.,  293 ;  U?iited  States  v.  Behan, 
110  U.  S,  338 ;  Zovell  v.  St.  Louis  Mut.  Life  Ins.  Co.,  Ill 
U.  S.,  264.) 

The  plaintiff  was  under  no  obligation  to  tender  his  re- 
ceipts. They  were  merely  vouchers.  They  were  to  be  ex- 
changed for  formal  certificates,  but,  when  the  defendant  had 
put  it  beyond  its  power  to  deliver  the  proper  certificates,  the 
plaintiff  was  not  bound  to  tender  them.  No  demand  of  the 
certificates  was  necessary,  after  the  defendant  had  incapaci- 
tated itself  from  giving  them.  Where  money  is  advanced 
upon  an  executory  contract  which  the  contracting  party  fails 
to  perform,  it  is  in  the  election  of  the  other  party  either  to 
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fine  upon  the  agreement  and  recover  damages  for  a  breach,  or 
to  treat  the  contract  as  rescinded,  and  recover  back  his  money, 
as  paid  upon  a  consideration  which  has  failed,  {ffill  v. 
Rewee^  11  Met.^  268 ;  Brovm  v.  Ba/rrisy  2  Oray^  859 ;  Wheeler 
V.  Boards  12  Johna,^  363 ;  Lyon  v.  AnnoMe^  4  Gonn,^  350 ; 
AppleUm  V.  Chase^  19  Maine^  74 ;  Shepherd  v.  Homipton^  3 
TrA<?a<.,  200 ;  SmethuTst  v.  TFboi«^n,  5  TTo^*  cfe  /S.,  106.) 

If  there  had  been  a  part  performance  of  the  contract,  by 
which  the  plaintilS  received  sotne  benefit,  and  the  defendant 
>conld  not  be  restored  to  the  previous  situation,  the  plaintifPs 
only  remedy  wonld  have  been  for  a  breach  of  the  agreement, 
and  his  damages  wonld  be  measured  by  his  loss.  {^Hunt  v. 
Silky  5  jSo^,  449 ;  I^oss  v.  Richardson^  15  Oray^  303 ;  Nash 
V.  LiJly  102  Mass.y  60.)  He  has  received  nothing,  however, 
under  the  contract,  and  the  law  implies  a  promise  on  the  part 
of  the  defendant  to  pay  back  what  it  has  received. 

Judgment  is  ordered  for  the  plaintiff  on  the  demurrer. 


Michael  H.  CardozOy  for  the  plaintiff. 
Joseph  n.  ChoaUy  for  the  defendant. 


WiLHELM   PlOXHABDT   AND   AOOLPH  KuTEOFF 

'OS. 

MrroHKLL  N.  Paokaed  and  William  King.    In  Equtit. 

The  claim  of  letters  patent  No.  225,108,  granted,  March  2d,  1880,  to  BadUche 
AnUin  and  Soda  Fabrik,  as  assignee  of  Heinrich  Caro,  for  an  improyement  in 
coloring  matters  produced  from  alpha-napbthol,  namely,  "As  a  new  manufac- 
ture, the  coloring  matter,  or  sulpho-acid  of  dinitro-alpha-naphthol,  obtained 
from  the  action  of  nitric  add  upon  the  within  described  alpha-naphthol  sulpho- 
adds,  substantially  in  the  manner  set  forth,  or  by  any  other  method  which 
will  produce  a  like  result,**  is  a  yalid  claim. 

Caro  having  been  the  first  to  discoyer  the  process  by  which  the  destructiye 
sulpho-adds  of  alpha-naphthol,  capable  of  treatment  with  nitric  acid  without 
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the  destraction  of  their  snlpho^roaps,  coald  be  produced,  was  entitled  to 
claim  broadly  the  product  when  made  by  his  process,  whether,  as  part  of  the 

^  process,  the  treatment  of  the  snlpho-acids  with  nitric  acid  should  be  according- 
to  his  method  or  by  any  other  equivalent  method  which  would  produce  his- 
product. 

It  being  shown  that  the  defendants'  coloring  matter  possesses  the  peculiar  char- 
acteristics of  the  patented  article,  and  produces  the  same  results,  and  those 
results  haying  been  unknown  until  Carols  process  was  employed,  there  is  suf- 
ficient  prima  facie  eyidence  of  infringement. 

The  plainti£b  being  the  owners  of  the  exclusive  right  to  make,  use  and  sell,  and 
to  vend  to  others  to  use  and  sell,  the.invention,  thronghout  the  United  States, 
have  the  entire  interest,  although  the  right  to  vend  to  others  the  privilege- 
of  making  was  not  transferred  to  them. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  December  16th,  1884.) 

Wallace,  J.  The  complainants  have  acquired  from  the 
patentee  the  full  and  exdueive  right  to  make,  use  and  sell^ 
and  vend  to  others  to  use  and  sell,  throughout  the  United 
States,  the  invention  described  in  letters  patent  of  the 
United  States,  No.  225,108,  issued  to  Badische  Anilin  and 
Soda  Fabrik,  a  corporation,  as  assignee  of  Heinrich  Oaro,  for 
a  new  and  useful  improvement  in  coloring  matters  produced 
from  alpha-naphthol.  The  patent  was  granted  March  2d^ 
1880. 

The  gist  of  Caro's  invention,  as  described  in  the  specifica- 
tion, is  a  process  whereby  alpha-naphthol  is  converted  into 
sulpho-acids,  which  are  capable  of  being  treated  with  nitric 
acid  without  losing  their  sulpho-groups.  Until  this  process 
was  employed,  the  sulpho-acids  of  alpha-naphthol,  when  thus 
treated,  lost  their  sulpho-groups,  and  were  converted  into 
dinitro-naphthol,  or  naphthalene-yellow,  a  coloring  matter  in- 
soluble  in  water.  Caro's  sulpho-acids,  when  thus  treated,  are 
converted  into  a  yellow  coloring  matter,  which  is  soluble  in 
water,  and  is  especially  adapted  for  being  used  in  dyeing  and 
printing,  in  mixture  with  other  dye-stuffs  which  possess  simi- 
lar acid  properties,  such  as,  extract  of  indigo,  or  the  sulpho- 
acids  of  azo  compounds.  The  specification  fully  details  the 
process  of  converting  the  alpha-naphthol  into  the  requisite 
sulpho-acids,  and  also  the  process  of  treating  the  sulpho-acids- 
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with  nitric  acid.  The  claim  is  as  follows :  "As  a  new  manu- 
facture, the  coloring  matter,  or  sulpho-acid  of  dinitro-alpha* 
naphthol,  obtained  from  the  action  of  nitric  acid  upon  the 
within  described  alpha-naphthol  snlpho-acids,  substantially  in 
the  manner  set  forth,  or  by  any  other  method  which  will 
produce  a  like  result." 

It  18  shown,  by  the  proofs,  that  Caro's  coloring  matter  is- 
superior  to  any  previously  known  in  the  art  of  dyeing,  a& 
regards  fastness  to  water,  when  applied  to  wool  or  other 
material  of  animal  fibre.  It  does  not  blend  or  run  when 
wetted,  which  is  the  case  with  picric  acid,  Manchester  yellow^ 
Martin's  yellow  and  the  other  yellow  coloring  matters  previ- 
ously used.  This  is  clearly. indicated  by  the  samples  produced* 
That  it  is  an  extremely  valuable  contribution  to  the  art  of 
dyeing  is  plain. 

So  far  as  appears,  Oaro  was  the  first  discoverer  of  the  pro- 
cess by  which  the  distinctive  sulpho-acids  of  alpha-naphthol^ 
capable  of  treatment  with  nitric  acid  without  the  destruction 
of  their  sulpho-groups,  could  be  produced.  Consequently,  he 
was  entitled,  when  applying  for  a  patent,  to  make  a  broad 
claim  for  the  product,  when  made  by  his  process,  whether,  as 
part  of  the  process,  the  treatment  of  the  sulpho-acids  with 
nitric  acid  should  be  according  to  his  method,  or  should  be 
by  any  other  equivalent  method  which  would  produce  hi& 
product. 

The  claim  of  the  patent  is  not  to  be  construed  as  one  for 
his  coloring  matter  obtained  by  any  method  or  process  of 
treating  the  alpha-naphthol  sulpho-acids  with  nitric  acid,  but 
for  any  method  of  treatment  which  is  the  equivalent  of  the 
process  described,  because  it  produces  like  results.  The 
claim  is  capable  of  this  construction,  and  should  be  construed 
so  as,  if  possible,  to  secure  the  real  invention  to  the  patentee* 

It  was  not  shown  by  the  complainants  that  the  defendants' 
coloring  matter  was  made  by  the  process  described  in  the 
patent,  nor  was  any  evidence  to  the  contrary  produced  by  the 
defendants.  The  proofs  show  satisfactorily,  however,  that 
the  defendants'  coloring  matter  possesses  the  peculiar  charac- 


36  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Pickfaardt  v.  Packard. 

teristics  of  the  patented  article.  Sufficient  appears  to  estab- 
lish the  chemical  identity  of  the  defendants'  coloring  matter 
with  the  complainants',  by  the  evidence  of  the  results  pro- 
duced by  each,  in  experimental  tests.  As  these  results  were 
unknown  until  Oaro's  process  was  employed,  a  sufficient 
jprima  faoie  case  is  shown  upon  the  question  of  infringe- 
ment. 

The  only  attack  made  upon  the  novelty  of  the  invention 
is  by  evidence  which  shows  that  various  yellow  coloring 
matters,  such  as  Martin's  yellow,  Manchester  yellow,  and 
others,  were  old,  and  had  been  in  public  use  since  1868.  An 
attempt  was  made,  on  the  part  of  the  defendants,  to  show  the 
identity,  in  characteristics,  between  these  coloring  matters 
and  the  patented  article,  but  no  doubt  is  entertained  that 
there  is  a  substantial  difference  between  them  in  the  respects 
which  have  already  been  referred  to. 

The  complainants  are  not  licensees,  but  are  assignees  of 
the  entire  monopoly  conferred  by  the  patent.  The  patentees 
do  not  explicitly  transfer  to  the  complainants  the  right  to 
vend  to  others  the  privilege  of  making  the  patented  article, 
but  they  do  not  reserve  that  right  to  themselves,  in  the  in- 
strument ;  and,  as  the  complainants  are  vested  with  the  ex- 
clusive right  to  make  the  article  in  the  United  States,  as  well 
as  to  use  and  vend  it,  the  patentees  have  nothing  left  which 
they  can  transfer. 

These  considerations  dispose  of  the  several  objections 
which  have  been  urged  by  the  defendants  to  the  case  made 
by  the  complainants. 

A  decree  is  ordered  for  the  complainants. 

Z.  CUfford  and  B.  F,  Thurston^  for  the  plaintiflEs. 
William  H.  King^  for  the  defendants. 
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J.  McGbeoob  Adams  and  Eobebt  E.  Dibtz 

vs. 
John  W.  Howard  and  Daniel  R.  Morse.     In  Equitt. 

0.,  the  owner  of  a  patent,  conveyed  to  A.  and  £.  and  P.,  "coostitating^  the  firm 
of  A.,  P.  A  Co.,"  and  "  their  exeoators,  administrators  and  assigns,"  rights 
as  lioenaeea.  A  receiver  of  the  firm,  assigned  to  D.  all  the  interest  of  the 
firm  in  the  patent,  and  P.  tranaferred  to  D.  all  his  interest  in  it.  In  a  suit  in 
equity  by  the  owner  of  the  leg^  title  to  the  patent,  and  D.,  for  infriogement : 
Held, 

(1.)  The  license  was  vested  in  the  members  of  the  firm  as  individuals,  and  not 
in  the  firm,  and  D.  acquired  nothing  by  the  transfer  from  the  receiver; 

(2.)  The  license  was  assignable  by  P.,  as  to  his  several  interest. 

(S.)  The  transfer  by  P.  conveyed  his  interest,  and,  as  no  objection  was  taken 
by  answer,  that  A.  and  £.  were  not  parties  to  the  suit,  D.  was  entitled  to 
recover  one  third  of  any  damages  or  profits. 

(Before  Wallaox,  J.,  Southern  District  of  New  York,  December  2dth,  1884.) 

Wallace,  J.  The  defendant  moves  for  a  rehearing  upon 
the  ground  that  the  interlocutory  decree  erroneously  adjudges 
that  the  complainant  Dietz  is  entitled  to  an  injunction  and  an 
accounting  of  damages  and  profits,  as  the  owner  of  a  license 
under  the  patent  infringed  by  the  defendant.  It  was  held, 
that  Adams  had  acquired  the  title  of  the  Chicago  Manufactur- 
ing Company  in  the  patent  in  suit,  subject  to  an  outstanding 
license  which  that  company  had  granted  to  Archer  and  others, 
to  make  and  use  the  patented  invention  in  the  State  of  New 
York  and  elsewhere,  and  that  the  complainant  Dietz  had  ac- 
quired the  rights  of  Pancoast,  one  of  these  licensees.  (19  I^^ed. 
Rep.,  817.) 

The  facts  are  these :  By  an  instrument  of  the  date  of  July 
27th,  1867,  to  which  the  Chicago  Manufacturing  Company 
was  the  party  of  the  first  part,  and  "  Ellis  S.  Archer,  William 
0.  Ellison  and  Q-eorge  Pancoast,  of  the  city  of  New  York,  and 
eonBtituting  the  firm  of  Archer,  Pancoast  &  Co.,"  were  par- 
ties of  the  second  part,  the  first  party,  in  consideration  of  a 
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cash  payment  down,  granted  "  to  the  parties  of  the  second 
part,  their  heirs,  executors,  administrators  and  assigns,  the  full 
and  exclusive  right  of  making  each  and  all  of  the  said  inven- 
tions, and  employing  and  using  the  same  in  the  several 
States,"  (New  York  and  ten  other  States,)  and,  also,  "  the  full 
right,  but  not  the  exclusive  right,  to  use,  and  vend  to  others 
to  be  used,  each  and  aU  of  the  said  inventions,  in  each  and  all 
parts  of  the  United  States." 

In  July,  1868,  one  Murray  was  appointed  a  receiver  of  all 
the  property  and  assets  of  the  firm  of  Archer,  Pancoast  &  Co., 
in  an  action  brought  to  dissolve  the  copartnership,  and,  as 
such,  executed  to  Dietz  an  assignment  of  all  the  rights  and  in- 
terest of  the  firm  in  and  to  the  said  letters  patent.  Subse- 
quently, and  in  March,  1881,  Pancoast,  one  of  the  firm,  and 
one  of  the  licensees,  executed  a  transfer  of  all  his  right,  title 
and  interest  in  and  to  the  letters  patent,  to  Dietz. 

The  objection  was  taken  by  the  defendants,  at  the  hearing 
of  the  cause,  that  the  instrument  between  the  Chicago  Manu- 
facturing Company  and  Archer,  Ellison  and  Pancoast,  vested 
the  license,  not  in  the  firm  of  Archer,  Pancoast  &  Co  ,  but 
in  the  several  members  thereof  individually,  as  tenants  in 
common,  and,  consequently,  that  Dietz  acquired  nothing  by 
the  transfer  from  the  receiver  of  the  firm  property.  This  ob- 
jection was  sustained,  the  reference  to  the  parties  of  the  sec- 
ond part,  in  the  license  agreement,  as  "  constituting  the  firm 
of  Archer,  Pancoast  &  Co.,"  being  held  to  be  merely  descrip- 
tio  peraoncB.  Nevertheless,  it  was  held,  that,  by  the  transfer 
of  Pancoast,  in  March,  1881,  Dietz  acquired  Pancoast's  inter- 
est in  the  license,  and,  as  no  objection  of  the  non-joinder  of 
Ellison  and  Archer  was  taken  in  the  answer,  and  as  their 
rights  could  be  saved,  Dietz  was  entitled  to  recover  one-third 
of  the  damages  and  profits  arising  from  the  defendants'  in- 
fringement of  the  rights  of  the  licensees. 

The  point  is  now  taken,  that  the  license  was  not  assignable^ 
but  was  a  personal  privilege  to  the  parties  named  in  the  in- 
strument;  and  it  is  also  insisted,  that,  if  the  bill  should  be 
dismissed  as  to  Dietz,  it   must   also   be  as  to  Adams,  be- 
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cause  the  latter  cannot  maintain  a  suit  withoat  joining  the 
licensees. 

It  may  be  conceded,  that,  generally,  a  license  to  make  and 
use  a  patented  invention  is  a  privilege  personal  to  the  licen- 
see, which  is  incapable  of  assignment ;  but  here  the  license 
reserved  no  royalty  to  the  owner  of  the  patent,  and  granted 
the  right  not  only  to  the  persons  named,  as  parties  of  the 
second  part,  but,  also,  to  their  executors,  administrators  and 
assigns.  Snch  a  license  is  assignable.  {Hamilton  v.  Kings* 
hury,  15  Blotch/.  C.  a  R.,  64.) 

It  is  also  urged,  that  the  license  is  an  entirety,  not  appor- 
tionable  and  divisible  by  assignment,  and  cannot  be  trans- 
ferred except  by  the  joint  act  of  the  licensees.     The  case  of 
Brooks  V.  Byanij  (2  Story^  525,)  is  relied  upon  in  support  of 
this  position.     The  gist  of  Judge  Story's  decision  in  that  case 
is  found  in  that  part  of  his  opinion  which  is  as  follows : 
"  What  I  proceed  upon  is,  that  every  conveyance  of  this  sort 
must  be  decided  upon  its  own  terms  and  objects,  and  that  it 
is  very  clear  that  no  apportionment  or  division  of  the  license 
or  privilege  can  be  made,  if  it  is  contrary  to  the  true  intent 
and  meaning  of  the  parties  in  the  conveyance."    He  then  ad- 
verts to  the  maxim,  nuUum  simile  est  idem^  and  proceeds  to 
show  why  the  very  peculiar  license  in  that  case  could  not  be 
apportioned  in  severalty.     Here,  the  language  is  inconsistent 
with  such  a  deduction,  because  the  license  runs  to  the  execu- 
tors and  administrators  of  the  parties  of  the  second  part,  as 
well  as  to  their  assigns.    As  there  could  not  be  joint  executors 
or  administrators,  the  terms  and  object  of  the  instrument 
plainly  provide  for  a  devolution  or  transfer  of  the  title  in  sev- 
eralty.   It  is  to  be  observed,  also,  that  the  assignment  by 
Pancoast  to  Dietz  is  an  assignment  of  his  whole  right,  and 
not  an  attempt  to  split  up  or  subdivide  the  rights  acquired 
by  him  under  the  license,  and  for  this  reason  the  question 
is  not  analogous  to  that  presented  in  Brooks  v.  Byam^  or 
in  Consolidated  Fruit  Jar  Co.  v.  Whitney^  (31  Legal  Int.^ 
229.) 

Although  Dietz  has  not  acquired  the  interests  of  Archer 
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and  Ellison  in  the  license,  the  complaiuants  should  be  allowed 
to  proceed  to  a  decree  for  their  damages  and  profits.  If  it 
had  appeared  that  the  original  licensees  had  treated  the  license 
as  a  partnership  asset  between  themselves,  Dietz  would  have 
acquired  the  interests  of  all,  under  the  purchase  from  the  re- 
ceiver. The  rule,  that  a  receiver  cannot  convey  title  to  a  pat- 
ent unless  the  owner  of  the  legal  title  joins,  as  held  in  O&rdon 
V.  Anthony^  (16  Blatokf.  G.  C,  R.^  234,)  does  not  apply  to  the 
transfer  of  a  mere  equitable  title.  The  circumstance,  that  the 
instrument  came  to  the  hands  of  the  receiver  with  the  rest  of 
the  finn  property,  is  suggestive  that  the  licensees  regarded  the 
license  as  a  partnership  asset.  The  additional  circumstance, 
that  Pancoast,  who  is  the  only  survivor  of  the  firm,  and,  a& 
such,  regarded  himself  as  succeeding  to  all  the  firm  prop- 
erty not  transferred  by  the  receiver,  assigned  the  license  ti> 
Dietz,  as  a  firm  asset,  in  further  assurance  of  the  receiver'^ 
transfer,  tends  towards  the  same  conclusion.  If  the  legal 
representatives  of  Archer  and  Ellison  have  any  interest  in  the 
accounting,  their  interests  have  long  lain  dormant,  and  the 
objection  that  they  are  not  joined  as  complainants  should  not 
be  regarded  favorably.  {Grahcmi  v.  McUormick^  10  Biss.^ 
39.)  If  the  objection  to  their  non-joinder  had  been  taken  by 
the  answer,  it  could  not  have  been  disregarded.  But  such 
an  objection  may  be  waived  in  equity  as  well  as  at  law.  At 
law,  unless  such  non-joinder  is  pleaded  in  abatement,  the 
only  effect,  in  an  action  of  tort,  is  to  reduce  the  plaintifPs 
recovery  to  his  proportionate  share  of  the  damages ;  and,  if 
one  of  several  part  owners  of  a  chattel  sues  alone  for  a  tort, 
and  the  defendant  does  not  plead  in  abatement,  the  other 
part  owners  may  afterwards  sue  alone  for  their  individual 
shares,  and  the  defendant  cannot  plead  in  abatement  to  such 
action.    {Sedgworth  v.  Overendy  7  T.  H..  279.) 

The  defendant  has  litigated  the  case  on  its  merits,  and, 
therefore,  will  not  be  permitted  to  raise  for  the  first  time  at 
the  hearing  the  question  of  a  defect  of  parties,  unless  in- 
dispensable parties  are  absent ;  and  in  that  event  the  Court 
would  refuse  to  decree,  if  the  objection  were  not  suggested. 
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The  rights  of  the  absent  parties,  if  there  are  any,  will  not 
be  prejudiced  by  an  accounting  between  the  complaiAants 
and  the  defendant  respecting  the  injary  to  the  complainants' 
rights. 

There  are  no  merits  in  the  application  for  a  rehearing,  and 
the  application  is  denied. 

Frederic  H.  Betts^  for  the  plaintiffs. 

James  A.  Whitney^  for  the  defendant  Morse. 


The  Unitbd  States 

vs. 

John  Gunning  and  Adeline  M.  Inoebsoll.    In  Equity. 

Liettera  patent  for  an  invention  were  set  aside,  on  a  bill  filed  by  the  United 
States,  against  the  patentee  and  a  co-owner,  where  it  appeared  that  the  pat- 
entee had  set  np,  in  his  application,  that  he  was  an  original  and  first  inyentor, 
and  it  appeared  that  he  was  not  an  original  inventor  at  all,  although  the  co- 
owner  had  not  participated  in  the  Iraad,  or  enforced  the  patent  as  valid,  but 
the  latter  was  not  charged  with  costs. 

(Before  Whmblkb,  J.,  Sonthem  District  of  New  York,  December  26th,  1884.) 

Wheeleb,  J.  The  question  whether  this  bill  to  set  aside 
the  patent  granted  to  the  defendant  Canning  as  inventor,  and 
the  defendant  IngersoU  as  assignee  of  one-half  of  his  interest 
in  the  invention,  for  fraud  in  procuring  it  to  be  granted,  can 
be  maintained  by  the  United  States  as  a  party  to  the  grant, 
imposed  upon  by  the  fraud,  has  been  settled  in  this  case,  ex- 
cept upon  appeal,  by  the  decision  of  Judge  Wallace,  overrul- 
ing tiie  demurrer.  ( United  States  v.  Gunning^  21  Blatchf, 
C.  C.  -ff.,  516.)    The  only  question  now  is,  whether  the  ma- 
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terial  allegations  of  the  bill,  then  adjudged  to  be  sufficient, 
have  been  proved  by  sufficient  evidence.    The  fraud  is  alleged 
to  consist  in  setting  up,  in  the  application,  that  Gunning  was 
All  original  and  first  inventor,  when  he  was  not,  and  knew  he 
he  was  not ;  and  that  the  invention  had  not  been  in  public 
use  or  on  sale  for  two  years  prior  to  the  application,  when  it 
had  been,  and  he  knew  it  had  been.     These  allegations  are 
denied  by  the  answer.     The  orator  has  taken  and  filed  testi- 
mony ;  the  defendants  have  not  so  it  has  been  used.     The  an- 
swer, being  responsive,  is  to  be  overcome  as  evidence,  and  the 
Allegations  are  to  be  made  out.     In  analogy  to  the  require- 
ments of  evidence  for  defeating  patents,  and  for  setting  aside 
or  reforming  solemn  written  instruments  generally,  it  would 
seem  that  the  substance  of  the  allegations  should  be  estab- 
lished by  full  proof,  adequate  to  the  removal  of  all  fair  doubt. 
On  the  evidence,  however,  it  seems  to  be  quite  clear,  that 
Gunning  was  not  an  original  inventor  at  all  of  the  invention. 
It  appears  to  have  been  shown  to  him  by  others  some  time 
before  his  application,  and  that  he  did  not  then  claim  to  have 
known  of  it  before.     This  might  be  so,  and  he  have  invented 
it  before  that,  but  he  has  not  shown  by  others,  nor  testified 
himself,  that  he  had,  and  the  circumstances  strongly  tend  to 
the  conclusion  that  he  had  not.    That  he  knew  he  had  not, 
and  that  he  was  not  the  first  nor  an  original  inventor  even, 
follows  of  course.    This  conclusion  is  too  strong  to  be  resisted, 
and  this  point  seems  to  be  made  out  beyond  any  fair  doubt. 
And  this  makes  it  unnecessary  to  determine  whether  it  was  in 
public  use  or  on  sale  for  two  years  before  the  application,  and 
fio  known  by  him  to  have  been  for  that  length  of  time  as  to 
make  that  representation  sufficiently  fraudulent  to  vitiate  the 
grant  of  the  patent.     For  the  being  the  first  inventor  is  the 
principal  thing  in  obtaining  a  patent,  and  fraud  as  to  that 
would  be  as  material  as  any,  and  proving  that  sustains  the  al- 
legation of  fraud  in  the  bill,  as  well  as  more. 

The  defendant  Ingersoll  is  not  shown  to  have  participated 
in  the  fraud  ;  neither  is  she  shown  to  have  undertaken  to  jus- 
tify or  enforce  the  patent,  as  valid.     There  are  some  state- 
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ments  of  GnnniDg  as  to  her  course  and  connectioD  with  it, 
teDding  to  show  that  she  did,  but  they  are  mere  narratives  of 
past  transactions,  not  a  part  of  anything  then  going  on,  and 
not  competent  evidence  to  affect  her.  She  may  be,  and,  for 
aught  that  appears,  is,  a  Ixma  fide  purchaser  for  value,  with- 
out notice  of  any  fault  or  defect,  but,  if  she  is,  there  is 
nothing  about  a  patent  or  the  grant  of  a  patent  to  furnish 
ground  for  a  superior  right  in  the  hands  of  such  a  purchaser, 
as  against  the  United  States.  It  is  valid  or  void,  in  that 
aspect,  as  it  is  or  is  not  upheld  by  the  law,  and  all  have  legal 
notice  of  that.  But  her  position  may  have  some  proper  bear- 
ing upon  the  question  of  costs,  which  are  subjects  of  discre- 
tion in  a  Court  of  equity.  There  is  no  good  reason  why  she 
should  be  chargeable  with  any  in  this  case,  as  it  stands. 

Let  there  be  a  decree  for  the  orator,  setting  aside  the  pat- 
ent, according  to  the  prayer  of  the  bill,  with  costs  against  the 
defendant  Gunning,  and  without  costs  against  the  defendant 
IngersoU. 

G.  jBI  p.  Hawo/rdy  {Assistant  District  Attorney^  and 
Louis  G.  Raegener^  {Assistant  District  Attorney^  for  the 
plaintiffs. 


A.  J.  Todd,  for  the  defendant  IngersoU. 


Thomas  E.  Allen  and  Lewis  H.  Allen 

vs. 
CoBNELins  Piebpont. 

a.,  an  advertising  agent,  agreed  ^th  P.,  a  maker  of  agricultural  implements, 
to  procure  the  insertion  in  not  over  600  newspapers,  of  an  adyertisement  of 
P.,  of  a  dpedfied  sice,  for  6  months ;  A.  to  sign  3  due  bills  in  fayor  of  each 
publisher;  P.  to  accept  each  due  bill,  with  $16  in  cash,  as  full  payment  for 
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one  feed  cntter,  the  list  price  being  $26 ;  P.  to  pay  A.  a  commiseioii  of  %X^ 
tor  each  paper,  on  recelTlng  a  contract  signed  by  the  publisher,  of  a  specified 
form;  P.  also  to  pay  A.  19  cents  for  each  electrotype  cat  furnished  by  A. ; 
A.  to  disoontinae  arranging  for  advertising  on  notice  from  P.    A.  sued  P.  to 
recoyer  commissions  and  expense  of  cats  for  168  papers,  alleging  that  he  had 
been  paid  $129.76  only,  for  26  papers.    P.  answered,  setting  up  that  A.  had 
procured  the  advertisements  to  be  inserted,  not  under  the  agreement,  but 
some  by  paying  or  promising  other  compensation  than  the  due  bills»  and 
others  by  inserting  them  in  advertising  space  before  owned  or  controlled 
by  A. ;   that,  at  $16  for  each  machine,  there  was  a  profit  to  P.,  on  each, 
of  $6   over  cost,  which   fietct  was  stated  to  A.,  when  the  agreement  was 
made;  that  P.  had  never  received  the  $16,  under  any  due  bill;   that  P. 
paid   the    $129.  Y6,   on  receiving  26    contracts,  believing  that   they  had 
been  procured  under  the  agreement;    and  that  P.  had  notified  A.  to  dis- 
continue  making  contracts.     P.  claimed  to  recover  back  the  $129.76,  as  a 
counter-claim.    A.  demurred  to  the  answer  :    Edd, 

(1.)  A.  had  not  performed  the  agreement^  having  an  adverse  interest  as  to 
the  cases  in  which  he  furnished  his  own  advertising  space ;  and  as  to  the 
other  cases  not  having  acted  in  good  faith; 

(2.)  A.  was  not  entitled  to  recover  for  the  electrotypes; 

(8.)  The  demurrer  must  be  overruled. 

(Before  Shifman,  J.,  Connecticut,  December  27th,  1884.) 


Shiphan,  J.  This  is  an  action  at  law,  upon  the  following- 
contract,  which  was  entered  into  on  August  let,  1882,  between 
the  plaiiitifis,  who  are  advertising  agents  or  brokers,  and  the 
defendant,  who  is  a  manufacturer  of  agricultural  implements : 

"  Allen  Bros. : 

"  Gentlemen, 

"  You  are  hereby  authorized  and  em- 
ployed to  contract  for  us,  for  the  insertion  of  our  advertise- 
ment, as  furnished  by  us,  in  any  number  of  country  news- 
papers, not  to  exceed  five  hundred,  said  advertisement  to 
occupy  a  space  of  four  inches,  single  column,  for  a  period  of 
'six  months. 

*'  You  are  also  authorized  to  make,  sign,  and  deliver  for 
us,  and  m  our  name,  three  due  bills  in  favor  of  each  publisher 
or  order,  and  we  agree  to  accept  each  in  the  following  man- 
ner, and  not  otherwise,  to  wit,  when  accompanied  by  $16 
(sixteen  dollars)  in  cash,  as  full  payment  for  one  of  our  10 
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Baldwin  American  Feed  Onttere,  the  list  price  being  $26. 
The  three  due  bills  calling  for  three  cutters. 

"  We  further  agree  to  pay  you  for  your  services  a  cash 
commission  of  five  dollars  for  each  paper  in  which  you  pro- 
cure the  insertion  of  the  above  advertisement,  said  commis- 
sion to  be  dne  and  payable  upon  presentation  of  a  copy  of 
each  paper  containing  the  advertisement,  and  a  contract  of 
the  following  form,  signed  by  the  pablisher. 

'  Paper 


*  Town State 

'  Date 188—. 

'  Allen  Bros. : 

*  Gentlemen, 

'  The  undersigned  hereby  agrees  to 
insert  the  four-inch  single  column  advertisement  of  C.  Pier- 
pont  &  Co.,  for  a  period  of  six  months,  and  to  send  you  a 
copy  of  paper  each  week  during  the  term  of  this  contract,  in 
consideration  of  which  you  are  to  furnish  the  above  adver* 
tiser's  due  bill,  as  per  agreement. 

*  Signed  .' 

"We  also  authorize  you  to  furnish  all  the  electrotypes 

necessary  to  cany  out  the  contract  and  agree  to  pay  you  19 
cents  apiece  for  each  electrotype  used. 

"  Toa  to  provide  said  cuts  to  papers  at  your  own  expense. 

"  This  agreement  to  be  and  remain  in  force  for  a  period 
of  one  year.  You  are  to  discontinue  making  arrangements 
for  our  advertisement  any  time  we  give  yon  written  notice  to 
that  effect,  all  business  in  transit  applying  on  this  contract. 

0.  PiBBPONT  &  Co., 

^'  Signed  in  duplicate  D.  W.  Baldwin,  Atty. 

Allen  Bros." 
The  complaint  avers,  that,  in  pursuance  of  said  agreement, 
the  plaintiffs  afterwards  procured  the  insertion  of  the  defend- 
ant's advertisement  in  188  country  newspapers,  for  a  period 
of  six  months,  each  advertisement  in  each  paper  occupying 
the  space  of  fonr  inches,  and  also  procured  the  execution  of 
188  contracts,  one  signed  by  the  publisher  of  each  of  said 
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newspapers,  correspondiog  with  the  form  described  in  the 
contract  between  the  parties  to  the  suit,  and  delivered  said 
contracts  to  the  defendant,  and  that  the  plaintiffs  also  fur- 
nished one  electrotype  for  each  of  said  papers,  and  furnished 
to  the  defendant  copies  of  each  of  said  newspapers  containing 
said  adyertisement,  and  requested  payment  of  the  commis- 
sions, but  that  the  defendant  has  only  paid  the  sum  of  $129.75, 
being  the  amount  due  for  the  commissions  upon,  and  the  elec- 
trotypes for,  advertisements  in  25  newspapers. 

The  3d,  4th,  5th,  6th,  and  8th  paragraphs  of  the  defend- 
ant's answer  are  as  follows : 

'^  3.  The  defendant  avers  that,  if  the  plaintifis  did  procure 
the  insertion  of  said  advertisement  in  any  of  said  papers,  or 
did  procure  the  execution  of  any  of  said  contracts,  the  pub- 
lishers of  said  papers  were  induced  to  execute  said  contracts, 
and  insert  said  advertisement,  not  by  reason  of  the  undertak- 
ing of  the  defendant  to  furnish  to  said  publishers  said  three 
cutting  machines  for  the  price  of  $16  each,  being  a  reduction 
of  $10  from  the  defendant's  regular  list  price,  as  was  provided 
in  said  agreement,  Exhibit  A,  but  solely  by  reason  of  an 
especial  pecaniary  or  other  valuable  consideration,  directly 
paid  or  promised  to  said  publishers,  by  the  plaintiffs,  and,  in 
many  instances,  the  plaintiffs  had  previously  bought  the  adver- 
tising space  in  which  the  advertisements  in  question  were  to 
appear,  or  otherwise  owned  or  controlled  such  space,  and  in 
such  instances,  the  plaintiffs  simply  directed  the  proprietors 
of  said  papers  to  insert  in  such  space  the  advertisements  in 
question,  and  the  furnishing  to  said  proprietors  of  such  news- 
papers the  due  bills  in  question  was  no  inducement  whatever 
to  the  insertion  of  the  advertisement  in  their  newspapers. 

''  4.  At  said  price  of  $16  for  each  machine,  there  would  be 
a  considerable  profit  to  the  defendant,  viz.,  a  profit  of  $5  on 
each  machine  over  and  above  the  actual  cost  of  the  same, 
which  fact  the  defendant  stated  to  the  plaintiffs  at  the  time 
said  Exhibit  A  was  executed  ;  and  it  was  also  then  stated  by 
and  between  the  parties,  that  every  proprietor  of  a  paper 
undertaking  to  publish  said  advertisement,  in  consideration  of 
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a  right  to  buy  of  the  defendant  from  one  to  three  cutting 
machines  at  $16  each,  would  at  least  buy  one,  and  so  the  profit 
to  the  defendant  on  each  sale  would  nearly  pay  the  commis- 
sion of  the  plaintiffs  in  procuring  said  contract. 

"  5.  None  of  the  proprietors  of  said  newspapers  with  whom 
the  plaintiffs  claim  to  have  negotiated  the  publication  of  the 
defendant's  advertisement,  nor  the  indorsee  of  any  due  bill 
issued  to  said  proprietors  by  the  plaintifis,  as  provided  by  the 
agreement,  Exhibit  A,  haye  ever  sent  to  the  defendant  $16 
for  any  cutting  machine,  or  negotiated  with  the  defendant  in 
any  way  in  relation  thereto. 

"  6.  On  or  about  October  14th,  1882,  the  plaintiffs  pre- 
sented to  the  defendant  copies  of  twenty-five  newspapers  con- 
taining said  advertisement,  and  twenty-five  contracts  which 
purported  to  have  been  made  by  the  publishers  of  said  papers." 

"  8.  The  defendant,  believing  that  said  twenty-five  con- 
tracts had  been  procured  by  the  plaintiffs  in  pursuance  of  said 
agreement,  Exhibit  A,  did,  on  or  about  November  4th,  1882, 
pay  to  the  plaintiffs  $129.75." 

The  answer  also  alleges  that,  on  October  18th,  1882,  the 
defendant  notified,  in  writing,  the  plaintiffs,  to  cease  the 
making  of  any  more  of  said  contracts. 

The  defendant  also  alleges  the  facts  in  the  recited  para- 
graphs, by  way  of  counter-claim,  to  recover  from  the  plaint- 
iffs $129.75. 

The  plaintiffs  demur  to  the  snfiiciency  of  the  3d,  4th,  and 
5th  paragraphs,  which  substantially  contain  the  defence,  and 
also  to  the  sufficiency  of  the  averments  in  the  counter-claim. 

The  defence  is,  in  fact,  though  not  in  form,  that  of  fraud, 
and  the  counter-claim  is  based  upon  the  theory,  that  the 
money  which  was  paid  by  the  plaintiffs  was  obtained  from 
them  through,  and  in  ignorance  of,  the  subsequently  ascer- 
tained fraud. 

The  plaintiffs  are  brokers,  and,  as  agents  for  the  defend- 
ant, undertook  to  perform  for  him  the  service  specified  in 
the  contract,  and  thereby  obtain  for  him  the  benefits  which 
would  naturally  result  from  the  honest  and  fair  fulfilment  of 


38  CONNECTICUT, 


Allen  V.  Pierpont 


their  agreement.  The  service  was  to  obtain  the  insertion  of 
his  advertisement  in  newspapers  the  proprietors  of  which 
were  willing  to  furnish  the  required  space  for  the  required 
time,  upon  the  faith  of  his  promise  to  sell  to  them  from  one 
to  three  feed  catters  at  a  reduced  price.  The  publishers  were 
to  receive  their  compensation  in  the  reduction  of  the  price  of 
the  implements,  and,  if  thej  had  published  the  advertise- 
ments in  order  to  be  able  to  buy  feed  cutters  at  a  reduced 
rate,  they  would  probably  have  made  the  purchase.  The 
defendant  was  to  advertise  his  feed  cutters  and  also  to  sell 
them  at  a  profit,  and,  for  the  labor  and  time  spent  in  obtain- 
ing this  double  benefit^  he  was  to  pay  $5  per  newspaper. 
The  advertisements  and  the  sales  were  each  important ;  the 
latter  might  be  as  important  as  the  former. 

The  plaintiffs  knew  the  importance  to  the  defendant  of  hav- 
ing the  advertising  done  ux)on  the  terms  which  he  proposed, 
as  is  apparent  from  paragraph  4  of  the  answer,  but  they 
fraudulently  executed  their  undertaking  in  such  a  manner  as 
to  deprive  him  of  a  material  part  of  the  benefit  which  would 
naturally  have  resulted  from  the  honest  performance  of  their 
contract.    They  actually  performed  the  work  entrusted  to 
them,   either   by  inserting   the   advertisement    in    newspa- 
pers   in  which   they  had    previously  bought   the   required 
space,  or  the  right  to  control  such  space,  or  by  hiring  the 
proprietors  to  insert  the  advertisement  upon  some  considera- 
tion moving  from  themselves.    In  all  cases,  the  execution  of 
the  contract  by  the  publishers  was  a  mere  form,  and  the 
opportunity  to  buy  feed  cutters  at  a  reduced  price  did  not 
enter  into  the  consideration  for  printing  the  advertisement. 
The  plaintiffs  made  a  nominal  and,  apparently,  literal,  but  did 
not  make  a  substantial  and  real,  performance  of  their  con- 
tract, and  the  services  which  they  rendered  were,  to  a  great 
extent,  a  sham.     They  went  through  the  appearance  of  doing 
what  they  undertook  to  do,  and  now  ask  for  full  compensa- 
tion from  the  defendant,  as  if  pretence  was  equivalent  to 
reality. 

The  elementary  principles  which  govern  the  decision  of 
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the  case  are  stated  in  all  the  text-books,  and  in  one  of  them 
very  clearly,  as  follows:  "One  of  the  rules,  which  will  be 
found  more  particolarly  applicable  to  the  relation  of  principal 
and  agent,  is  the  one  '  that  good  faith  should  always  be  ob- 
served,' and  also  the  one  that  an  agent  cannot  act  so  as  to 
bind  hifi  principal,  when  he  has  an  adverse  interest  to  him  in 
himself.  This  rale,  says  Mr.  Justice  Story,  is  founded  in  the 
obvious  consideration,  that  the  principal  bargains,  in  the  em- 
ployment, for  the  exercise  of  the  disinterested  skill,  diligence 
and  zeal  of  the  agent,  for  his  exclusive  benefit."  {Petgranye 
4m  Agency^  25.) 

The  second  of  these  principles  is  applicable  to  all  the 
instances  in  which  the  plaintiffs  furnished  their  own  advertis- 
ing space  in  the  various  newspapers,  for  the  use  of  the 
defendant.  They  were  agents  to  buy  advertising  space,  and 
were  also  eellers  of  their  own  property ;  they  made  the  actual 
contract  with  themselves,  and  went  through  the  form  of 
obtaining  the  contract  which  they  were  ftnployed  to  obtain. 
The  agent  to  buy  property,  who,  in  the  pretended  discharge 
of  his  agency,  sells  his  own  property  to  his  principal,  without 
his  knowledge,  is  not  entitled  to  commissions. 

The  first  of  these  principles  is  applicable  to  the  claim  of 
the  plaintiffs  for  commissions  upon  the  other  advertisements. 
By  a  pecuniary  or  other  consideration,  moving  from  them- 
selves, they  obtained  the  insertion  of  the  advertisements,  but, 
by  this  course  of  conduct,  they  intentionally  prevented  their 
employer  from  receiving  the  other  benefits  which  they  under- 
took to  obtain  for  him. 

It  is  true  that  they  performed  a  part  of  the  service  which 
they  entered  upon,  and  many  cases  may  be  suggested  in  which 
an  agent  should  receive  compensation,  although  he  has  not 
carried  out  an  undertaking  exactly  upon  the  terms  upon 
which  it  was  entrusted  to  him.  (2  Kenfa  Com.^  619,  Qth 
4d,)  Bat,  in  this  case,  an  important  part  of  the  business 
which  they  undertook  to  do  was  actually,  though  not  in  form, 
omitted  to  be  done,  and  was  omitted  by  a  course  of  conduct 
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which  was  a  breach  of  the  good  faith  which,  it  is  indispen- 
sable, should  be  observed  between  principal  and  agent. 

It  may  be  said  that  the  plaintiifs  should  receive  the  sum 
which  was  agreed  to  be  paid  for  the  electrotypes  which  they^ 
might  furnish  to  the  different  newspapers,  but  the  electro- 
types were  to  be  furnished  to  those  papers  in  which  the  ad- 
vertising was  done  upon  the  terms  which  the  agents  were 
employed  to  obtain,  and  it  has  heretofore  been  said,  that 
these  terms  were  entered  into  by  all  the  proprietors  only  as  a 
matter  of  form. 

There  are  other  grounds  of  demurrer,  technical  in  their 
character,  which  I  do  not  consider  of  importance. 

The  demurrer  is  overruled. 

K  P.  Arvine  and  TalcoU  H,  RusaeU^  for  the  plaintiffs. 
John  W.  AUmgj  for  the  defendant. 


In  the  Matter  of  Joseph  M.  Behrendt,  on  IIabeab 

Corpus. 

The  5th  section  of  the  Act  of  August  8d,  1882,  (22  27.  8,  8iat.  at  Large,  216,)  in 
regard  to  the  mode  of  snthentioatiDg  documeDts  to  be  used  in  eyidence  in  ex- 
tradition cases,  restores,  in  sabstanoe,  the  proYisions,  on  that  subject,  of  the 
Act  of  June  22d,  1860,  (12  /J.,  84,)  and  supersedes  those  of  §  5,2Y1  of  the 
Revised  Statutes,  as  well  as  those  of  the  Act  of  June  19th,  18Y6,  (19  Id.,  69.) 

In  a  case  of  extradition  to  Prussia  for  foi-gery,  the  evidence  before  the  United 
States  Oommissioner  consisted  of  depositions  taken  in  Prussia,  in  criminal 
proceedings  there,  in  a  criminal  Court,  against  the  prisoner,  for  forgery,  witb 
a  certificate  by  the  judge  of  the  Prussian  Court,  that  "  Uiis  judicial  proceed- 
ing, with  respect  to  its  form,  is  valid  evidence  according  to  the  laws  existing 
in  Prussia,"  and  a  certificate  by  the  United  States  minister,  that  the  docu- 
ments "  are  properly  and  legally  authenticated,  so  as  to  entitle  them  to  be 
received  for  similar  purposes  by  the  tribunals  of  Prussia."  Cn  habeas  eorput  r 
Hddf  Uiat  the  certificates  were  sufiident  in  form,  under  the  Act  of  1882. 

(Before  Bbown,  J.,  Southern  District  of  New  York,  December  29th,  1884.) 
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Bbown,  J.  The  petitioner,  Joseph  M.  Behrendt,  having* 
been  held  by  a  United  States  Commissioner  for  extradition 
to  Prussia  on  the  charge  of  forgery,  under  the  treaty  of  June 
16th,  1852,  (10  U.  8.  Stat,  at  Large,  964,)  has  been  brought 
before  me  upon  habeas  corpus^  together  with  the  record  of 
the  proceedings,  under  a  writ  of  certiorari.  The  discharge 
of  the  prisoner  is  sought  upon  two  grounds — that  the  evi- 
dence of  forgery  is  insufficient  to  hold  him ;  and  that  the 
documentary  proof  received  by  the  Commissioner  is  not 
properly  anthenticated. 

The  evidence  of  criminality  is  drawn  wholly  from  the 
documentary  proofs,  consisting  of  depositions  taken  in  Prus- 
sia. These  depositions  purport  to  be  taken  in  penal  or  crimi- 
nal proceedings  against  the  petitioner  there ;  and,  in  some  of 
the  papers,  it  is  expressly  stated,  that  they  are  taken  in  a 
criminal  Court,  and  on  the  charge  of  forgery.  These  pro- 
ceedings are  certified  by  the  royal  Prussian  judge  of  the 
Court  at  Marienburg,  who  certifies  that  "  this  judicial  pro- 
ceeding, with  respect  to  its  form,  is  valid  evidence  according 
to  the  laws  existing  in  Prussia."  The  signatures  are  certified 
as  required  by  the  Act  of  August  3d,  1882,  section  5,  (22  U. 
S,  Stat.  (U  Zarge^  216 ;)  and  the  whole  is  finally  authenticated 
by  the  United  States  minister  at  Berlin^  who  certifies  that  the 
signatures  are  genuine,  that  the  documents  are  entitled  to  full 
&ith  and  credit,  and  that  the  said  '^  documents,  which  are 
intended  to  be  offered  in  evidence  upon  the  hearing  within 
the  United  States  of  an  application  for  the  extradition  of 
Joseph  Moses  Behrendt,  under  title  sixty-six  of  the  Revised 
Statutes  of  the  said  United  States,  and  for  all  the  purposes  of 
such  hearing,  are  properly  and  legally  authenticated,  so  as  te 
entitle  them  to  be  received  for  similar  purposes  by  the  tribu- 
nals of  Prussia." 

Section  5  of  the  Act  of  August  3d,  1882,  restores,  in 
substance,  the  provisions  of  the  Act  of  June  22d,  1860,  (12  U, 
S.  Stat,  at  Large,  84,)  as  respects  the  mode  of  authentication,, 
and  supersedes  the  provisions,  on  that  subject,  of  §  5,271  of 
the  Revised  Statutes  as  well  as  those  of  the  Act  of  June  19th^ 
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1876,  (19  /rf.,  59.)  The  certificate  of  the  royal  judge,  that 
the  judicial  proceeding  certified  to  ^^  is  valid  evidence  accord- 
ing to  the  laws  existing  in  Prussia,"  reasonably  interpreted, 
can  mean  nothing  less  than  that,  according  to  the  law  of 
Prussia,  such  documents  are  valid  evidence  of  criminality,  as 
regards  the  crime  charged  in  the  proceedings  specified  in  the 
Oourt  where  the  proceeding  purports  to  be  had.  This  is  all 
the  evidence  that  is  required  under  the  first  branch  of  the 
statute ;  since  the  proceeding  appears,  upon  its  face,  to  be  a 
<5rirainal  one,  and  in  a  criminal  court,  upon  a  charge  of 
forgery. 

The  final  authentication  by  the  United  States  minister  is 
in  the  exact  language  of  the  statute.  Whatever  ambiguity 
there  may  be  in  the  statute,  from  the  use  of  the  words  ^^  simi- 
lar purposes,"  there  is  no  greater  ambiguity  in  the  certificate 
itself ;  and,  as  it  exactly  conforms  to  the  statute,  it  must  be 
held  to  mean  whatever  the  statute  means,  and  cannot,  there- 
fore, be  held  defective.  {In  re  Farez^  7  Blatchf.  G.  C.  i?., 
345,  853 ;  In  re  Wadge,  15  Fed.  Rep.,  864,  and  21  Bl/Uchf. 
€.  a  R.,  300.) 

In  In  re  Fowler,  (18  Blatchf.  C.  C.  R.,  430,  437,)  Blatch- 
f ord,  J.,  says,  in  reference  to  the  final  certificate  of  the  prin- 
cipal diplomatic  officer  of  the  United  States :  "  Such  certi- 
ficate, if  in  proper  form,  is  absolute  proof,  whatever  may  be 
the  tenor  of  the  certificates  of  foreign  officials  to  the  same 
documents."  By  this  rule,  even  if  the  previous  authentica- 
tion were  defective,  the  final  certificate  of  the  United  States 
minister  would  supply  the  defects ;  but,  for  the  reasons  above 
stated,  there  are  no  substantial  defects  in  the  certificates  of 
the  Prussian  authorities. 

The  documentary  evidence,  therefore,  being  competent 
evidence,  the  decision  of  the  Commissioner  upon  the  weight 
of  proof  would  not  be  interfered  with  on  habeas  carpuSy  un- 
less there  be  clear  insufficiency  in  the  evidence  to  a£Eord  a 
jn*ifna  facie  case  against  the  petitioner.  The  evidence  in 
this  case,  though   circumstantial,  bears  so  strongly  against 
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him,  that  I  am  not  authorized  to  interfere  with  the  Commis- 
flioner'fi  conclnsion  in  this  respect. 

The  application  for  the  release  of  the  prisoner  mast,  there- 
fore, be  denied,  and  the  prisoner  remanded  to  the  custody  of 
the  marshal. 

A.  Z.  Sofiger,  for  the  petitioner. 

Edward  /Salomon^  for  the  Prussian  Government. 


The  Good  Hope  Company 
The  Railway  Barb  Fencing  Company. 

A  foreign  corporation  had  no  offioe  or  place  of  business  within  the  State  of  New 
York,  and  was  not  engaged  in  business  there,  bat  had  occasionaUy  purchased 
goods  there,  through  an  agent  sent  there.  Its  president  went  into  that  State 
to  adjust  a  eontroyersy  between  it  and  the  plaintiff,  growing  out  of  such  a 
purchase,  and  was  there  serred  with  the  summons :  Held,  that  the  corporation 
was  not  "  found  **  in  the  District,  within  the  meaning  of  §  Y89  of  the  Revised 
Statutes,  so  as  to  be  liable  to  toyioe  of  the  process. 

(Before  Waixagk,  J.,  Southern  District  of  New  York,  December  80th,  1884.) 

Wallace,  J.  The  qaestion  raised  by  this  motion  is, 
whether  jurisdiction  is  acqnired,  in  an  action  brought  against 
a  foreign  corporation,  by  the  service  of  process  on  its  presi- 
dent while  in  this  District,  although  the  corporation  has  no 
office  or  place  of  business  within  this  State,  and  is  not  en- 
gaged in  business  here,  except  that  it  has  made  occasionally  a 
purchase  of  goods,  by  sending  an  agent  here  for  that  purpose. 
Its  president  came  here  to  adjust  a  controversy  between  it 
and  the  plaintiff,  growing  out  of  such  a  purchase,  and  was 
then  served  with  the  summons  in  this  action.  Stated  in  an- 
other form,  the  question  is,  whether  a  foreign  corporation  is 
"  found  ^  here,  within  the  meaning  of  §  739  of  the  Kevised 
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Statutes  of  the  IlDited  States,  for  the  serv^ice  of  process, 
when  its  president  is  temporarily  here  upon  the  business  of 
the  corporation. 

Jurisdiction  of  the  person  is  acquired  by  the  Courts  of  the 
United  States  only  when  the  party  sued  "  is  an  inhabitant  '* 
of,  or  *'  found  "  within,  the  district  where  the  writ  is  served ; 
and  the  laws  of  the  State  can  neither  extend  nor  restrict  the 
conditions  upon  which  jurisdiction  depends.  It  was  intimat- 
ed, in  Merchantff  Manufacl/urmg  Co.  v.  Orand  Trunk  Bail^ 
way  Co.<,  (21  BlMchf,  C.  C.  H.j  109,)  that  a  commercial  cor- 
poration may  be  deemed  constructively  present,  for  the 
service  of  process  upon  it  outside  of  the  State  of  its  incorpo- 
ration,  wherever  it  has  property  and  carries  on  its  operations 
by  its  agents ;  but  the  point  was  not  decided,  because  it  wa& 
not  necessary  to  decide  it  in  that  case.  Some  of  the  authori- 
ties upon  that  subject  are  cited  in  the  opinion  in  that  case* 
When  a  corporation  has  so  far  identified  itself  with  a  locality 
beyond  the  State  of  its  creation  and  domicile,  as  to  be  found 
there  for  practical  business  purposes,  it  is  reasonable  to  treat 
it  as  there,  also,  to  respond  to  its  obligations,  when  called 
upon  to  do  so  in  the  Courts  of  that  locality.  Accordingly, 
the  tendency  of  later  judicial  opinion  is  in  favor  of  relaxing 
the  strictness  of  the  former  rule,  that  process  against  a  cor- 
poration must  be  served  on  its  head  or  principal  officer  within 
the  jurisdiction  of  the  sovereignty  where  this  artificial  body 
resides.  The  inconvenience  and  practical  injustice  of  per- 
mitting corporations  to  invoke  the  comity  of  a  foreign  State 
for  the  exercise  of  their  franchises  and  the  transaction  of 
their  business,  and  at  the  same  time  to  obtain  exemption 
from  suit,  have  been  met  by  legislative  enactments,  in  many 
States,  authorizing  the  service  of  process,  in  such  cases,  upon 
the  agents  of  the  corporations.  The  judgments  obtained  in 
suits  thus  commenced,  by  service  upon  agents,  pursuant  to 
the  laws  of  the  State,  are  valid  everywhere,  provided  the  cor- 
poration was  engaged  in  business  in  the  State,  and  service 
was  made  upon  an  agent  there,  actually  representing  the  cor- 
poration at  the  time. 
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The  Code  of  Civil  Procedure  of  this  State  provides  (§  432,) 
that  an  action  may  be  commenced  against  a  foreign  corpora- 
tion, by  delivering  a  copy  of  the  summons  to  the  president, 
secretary  or  treasurer  thereof.  As  coDstrued  by  the  highest 
Oonrt  of  the  State,  this  statute  permits  effectnal  service  to  be 
made,  although  the  officer  served  is  not  here  in  his  official 
capacity,  or  in  the  business  of  the  corporation.  {Pope  v. 
Terre  Baute  Car  Co.^  87  N.  Z.,  137.)  Such  a  law  was 
'Characterized,  in  Moulin  v.  Trenton  Ins.  Co,^  (4  ZcibriaJcie^ 
222,  224,)  aa  ^^  so  contrary  to  natural  justice,  and  to  the  prin- 
ciples of  international  law,  that  the  Courts  of  other  States 
ought  not  to  sanction  it/' 

It  is  quite  dear,  that  service  of  process  upon  an  agent  of 
a  foreign  corporation,  while  merely  casually  present  in  the 
State,  is  not  equivalent  to  a  personal  service  upon  an  indi- 
vidual, in  conferring  jurisdiction  upon  a  Court  to  render  a 
personal  judgment ;  and  such  a  judgment  would  be  treated  as 
T^oid  for  want  of  jurisdiction,  by  other  tribunals  than  those  of 
the  State  where  it  was  obtained.  The  authorities  may  be 
found  in  the  note  to  §  522  of  Mormjoetz  on  Private  Corpora- 
tions, The  subject  has  recently  been  considered  by  the 
Supreme  Court  of  the  United  States,  in  St.  Ckdr  v.  Cox^  (106 
U.  S.J  350,)  and  Mr.  Justice  Field,  speaking  for  the  Court, 
«ays:  "  We  are  of  opinion,  that,  when  service  is  made  within 
the  State,  upon  an  agent  of  a  foreign  corporation,  it  is  essen- 
tial, in  order  to  support  the  jurisdiction  of  the  Court  to  render 
a  personal  judgment,  that  it  should  appear  somewhere  in  the 
record,"  ^'  that  the  corporation  was  engaged  in  business  in  the 
State." 

A  corporation  ought  not  to  be  deemed  "  found,"  within 
the  meaning  of  §  739,  unless  it  is  so  far  constructively  present 
at  the  place  where  its  agent  is  served  with  process,  that  a  judg- 
ment against  it  would  be  respected  everywhere,  and  be  given 
full  force  and  efficacy  in  other  jurisdictions.  When  a  cor- 
poration is  not  engaged  in  business  in  this  State,  there  is  no 
room  for  implying  its  consent  to  come  here  to  litigate  with  a 
citizen  of  this  State  or  of  a  foreign  State. 
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In  this  case  the  president  of  the  defendant  was  here  in  his 
representative  character,  bnt  the  corporation  had  never  been 
practically  engaged  in  business  here.  It  had  made  purchases 
here  occasionally,  bnt  it  could  have  made  them  by  corres- 
pondence, as  well  as  by  the  presence  of  its  agent  here.  If 
the  purchases  had  been  made  by  correspondence,  it  could  be 
as  logically  urged,  that  the  corporation  was  engaged  in  busi- 
ness here,  as  it  can  be  now.  Instead  of  writing,  its  agent 
came  here  in  person.  As  it  has  never  kept  an  office  here,  or 
carried  on  any  part  of  its  business  operations  here,  or  been 
engaged  in  any  business  here  which  required  it  to  invoke  the 
comity  of  the  laws  of  the  State,  it  was  not  "found  "  here  for 
the  purpose  of  being  sued. 

The  motion  to  vacate  the  service  of  the  process  is  granted. 

Aaron  P.  Whiteheady  for  the  plaintiff. 
William  F.  Uj^oriy  for  the  defendant. 


The  Glen  Cove  Manufacturing  Company 

vs. 
Harm  H.  Ludbman.    In  Equity. 

The  plaintiff  registered  in  the  Patent  Office  two  trade-marks,  nnder  the  Act  of 
March  8d,  1881,  (21  U.  8,  Stat,  at  Large,  602),  one  for  the  word  "  Malzena,'* 
and  the  other  for  an  allegorical  picture,  representing  the  cnltiyation  of  oom^ 
and  the  preparation  of  flonr  thereirom  hy  Indians,  hoth  to  be  applied  to  com- 
flonr,  hy  priotiog  on  the  packages  thereof.  The  defendant  used  on  corn-starch 
the  word  **  Maizharina,'*  with  the  picture  of  a  man  carrying  a  quantity  of 
maize  in  his  arms.  Each  put  up  his  article  for  sale  in  foreign  countries. 
The  plaintiff  had  a  good  common  law  title  to  its  trade-marks,  prior  to  any 
title  of  the  defendant:  Held,  that  the  defendant,  hy  the  use  of  his  word  and 
picture,  in  connection  with  the  similarity  of  his  packages  in  form,  size,  color, 
printing,  and  other  characteristics,  had  violated  the  plaintiff's  right  to  the 
trade-mark  for  the  word,  under  the  statute 
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Although  the  defendant  had  registered,  under  the  aame  Act,  the  word  "  Mak- 
harina,*  as  a  trade-mark,  that  gave  him  only  a  presomptive  right  to  use  it 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  2d,  1885.) 

Wai*laoe,  J.  The  complainant  moves  for  a  preliminary 
injunction,  restraining  the  defendant  from  violating  its  right 
to  the  ezclnsive  nse  of  two  trade-marks,  used  by  it  in  com- 
merce with  foreign  nations,  and  applied  to  a  preparation  of 
corn-flour  for  food,  both  of  which  it  procured  to  be  registered 
in  the  Patent  Office,  December  6th,  1881,  under  the  provision 
of  the  Act  of  Congress,  of  March  3d,  1881  (21  U.  S.  Stat,  at 
Large  J  602.)  The  first  consists  of  the  word  "  Maizena,"  and 
the  second  is  an  allegorical  picture,  representing  the  cultiva- 
tion of  the  com,  and  the  preparation  and  cooking  of  the  flour 
by  Indians.  Both  are  applied  by  printing  upon  the  packages 
in  which  the  corn-flour  is  put  up  for  sale. 

!  The  defendant  is  the  registered  owner  of  a  trade-mark 
for  corn-starch,  which  consists  of  the  word  "  Maizharina," 
accompanied  with  a  pictorial  representation  of  a  man  carry- 
ing a  quantity  of  maize  in  his  arms,  registered  in  the  Patent 
OflSce,  December  5th,  1882. 

Both  parties  are  manufacturers  here  of  the  com  flour,  and 
put  it  up  here  for  sale  in  foreign  countries,  and  both  use  their 
respective  trade-marks  upon  the  packages  containing  the  flour 
or  starch  in  the  same  way.  The  complainant,  or  its  prede- 
cessor in  business,  was  the  originator  of  the  trade-marks  it 
has  registered,  had  used  them  for  many  years  to  designate  it& 
corn-flour,  and  had  acquired  a  good  common  law  title  to  them 
before  the  defendant  undertook  to  employ  either  the  word  or 
the  picture  registered  by  him. 

It  is  quite  obvious  that  the  defendant's  word  and  picture, 
as  applied  by  him  to  the  packages  of  his  com-flour  put  up 
for  exportation  to  Germany  and  Cuba,  in  connection  with 
the  similarity  of  his  packages,  in  form,  size,  color,  printings 
and  other  characteristics,  to  the  complainant's,  are  well  calcu- 
lated to  lead  purchasers  to  confuse  the  identity  of  the  pro- 
ducts of  the  respective  parties.     As  thus  used  by  him,  it 
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wonld  seem  clear  that  he  has  purposely  assimilated  the  com- 
plainaDt's  devices  for  distingaishing  its  product  from  those 
of  others ;  and,  if  the  case  turned  on  the  principles  which 
obtain  ordinarily,  in  equity,  when  the  use  of  a  common  law 
right  of  property  in  a  trade-mark  is  the  subject  of  contro- 
versy, it  would  be  the  duty  of  the  Court  to  order  an  injunc- 
tion. Granting  that  the  word  and  picture  of  the  defendant 
are  different  from  those  of  the  complainant,  a  Court  of  equity 
would  enjoin  the  defendant  from  using  them  with  such  acees- 
fiories  as  would  lead  purchasers  to  confound  the  one  with  the 
other,  not  because  of  the  infringement  of  the  complainant's 
trade-mark,  but  because  the  defendant  would  not  be  allowed, 
by  any  deceitful  practice,  to  impose  upon  the  public,  to  the 
prejudice  and  injury  of  the  complainant. 

But,  both  parties  are  citizens  of  this  State,  and  the  juris- 
diction invoked  is,  therefore,  founded  solely  on  the  Act  of 
dongress  for  the  protection  of  trade-marks,  and  can  only  be 
exercised  according  to  the  statute  which  invests  the  Court 
with  an  authority  to  hear  the  controversy.  The  complainant 
is  here  upon  his  statutory  title  to  enforce  his  statutory  rights 
in  the  enjoyment  of  his  trade-marks ;  and  the  single  question 
is,  therefore,  whether  these  have  been  invaded.  If  the  de- 
fendant has  appropriated  either  of  these  trade-marks,  the  com- 
plainant, as  the  party  aggrieved,  by  the  language  of  the  Act, 
{section  7),  '^  shall  have  his  remedy  according  to  the  course  of 
equity,  to  enjoin  the  wrongful  use  of  such  trade-mark." 

The  complainant's  trade-mark  in  the  picture  has  not  been 
infringed.  There  is  such  a  substantial  dissimilarity  between 
this  picture  and  that  used  by  the  defendant  as  to  eliminate 
from  the  case  any  theory  of  a  colorable  imitation.  Whether 
its  trade-mark  in  the  word  '^Maizena"  has  been  appropriated 
by  the  defendant's  use  of  the  word  '^  Maizharina  "  is  a  more 
doubtful  question.  Although  the  defendant  uses  the  word 
^^  Maizharina"  upon  the  packages  of  his  corn-flour  put  up  for 
the  German  market,  it  does  not  follow  that  the  article  will  be 
«old  exclusively  in  that  market,  and  the  tendency  of  the  word 
to  mislead  purchasers  of  the  article  into  the  belief  that  it  is 
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the  complainant's  product  does  not  depend  solely  npon  the 
inquiry  whether  it  may  mislead  German  purchasers.  The 
defendant's  act  is  committed  here,  and  whether  it  is  a  wrong 
or  is  justifiable  must  be  ascertained  upon  the  principles  of  our 
jurisprudence  and  not  upon  those  of  the  law  of  Germany. 
Unless  the  complainant's  trade-mark  is  used  on  goods  intended 
to  be  transported  to  a  foreign  country,  by  the  terms  of  the 
Act  of  Congress,  the  Court  can  take  no  cognizance  of  the 
^wrong  in  a  suit  between  citizens  of  the  same  State  (section  11). 
If  it  is  so  used,  the  Court  will  not  be  concluded  by  the  result 
of  an  inquiry  whether  it  is  used  with  an  intent  to  mislead 
purchasers  in  the  country  where  the  goods  are  to  be  ultimately 
sold,  because  the  goods  may  be  sold  here  or  in  some  country 
other  than  the  one  where  they  are  to  be  ultimately  sold,  and 
the  Act  of  Congress  contemplates  a  complete  protection  to 
the  right  which  it  creates. 

If  the  decision  were  to  depend  solely  upon  the  question 
of  a  substantial  similarity  in  sonorous  properties  between 
the  word  used  by  the  complainant  and  that  used  by  the  de- 
fendant, decisions  in  analogous  cases  furnish  sufficient  author- 
ity for  granting  an  injunction.  Thus,  the  word  '^  Cocoine " 
has  been  held  to  be  an  infringement  of  a  trade-mark  in  the 
word  **  Cocoaine,"  {Burnett  v.  PhcUon^  3  Keyea^  594 ;)  "  Bo- 
Tina"  of  the  word  "Boviline,"  {Lockwood  v.  Boatwick,^ 
Daly^  521 ;)  "  Apollinis"  of  the  word  "  Apollinaris,"  {Actien 
T.  Somham,  14  BlaUhf,  C.  C.  B.  380 ;)  ''  Holsteter "  of  the 
word  "  Hoetetter,"  {HoateUer  v.  VoioinMe,  1  Dillon,  329.) 

The  rule  is  well  settled,  that,  to  entitle  the  proprietor  of 
li  trade-mark  to  relief  against  an  illegal  appropriation,  it  is  not 
necessary  that  the  imitation  should  be  so  close  as  to  deceiye 
persons  seeing  the  two  marks  side  by  side  ;  it  is  sufficient  if 
there  is  such  a  degree  of  resemblance  that  ordinary  purchasers, 
using  ordinary  caution,  are  likely  to  be  deceived. 

But,  the  question  whether  the  defendant  has  colorably 

imitated  the  complainant's  trade-mark  is  not  to  be  solved 

merely  by  considering  the  resemblance  between  the  words 

themselves.    If  the  defendant  has  dressed  his  word  in  such 

Vol.  XXm.. 
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accessories  that  it  may  be  roistaken  for  the  complainant's  word, 
that  circamstance  is  not  to  be  overlooked.  A  word  used 
as  a  trade-mark  is  addressed  to  the  eyes  as  well  as  to  the  ear& 
of  purchasers  of  the  article  to  which  it  is  applied.  It  cannot 
be  disassociated  from  its  sarronndings,  when  the  inquiry  i& 
whether,  as  used,  it  is  a  colorable  imitation  of  another's  trade- 
mark. The  defendant  has  artfully  garbed  and  draped  a  word 
used  by  him  bearing  a  close  resemblance  to  the  complainant's 
word,  so  that  its  identity  is  rendered  more  indistinguishable 
from  that  of  the  complainant,  than  it  is  intrinsically. 

The  defendant  insists  that  his  certificate  of  r^stry  is  a 
decision  of  the  Commissioner  of  Patents  that  he  is  entitled 
to  the  word  ^^  Maizharina,"  in  connection  with  his  picture,  as 
a  trade-mark,  notwithstanding  the  complainant's  trade-mark 
in  the  word  '^  Maizena,"  and  is  a  judicial  determination  and 
conclusiye  as  between  the  parties. 

The  sufficient  answer  to  this  proposition  is,  that  the  Act 
of  Congress  makes  the  registration  of  a  trade-mark  only  prima 
facie  evidence  of  ownership  (section  7).  The  inquiry  is,, 
therefore,  always  open,  as  to  the  validity  of  the  title  to  a 
trade-mark  evidenced  by  the  registration.  The  registration 
could  not  confer  a  title  to  the  trade-mark  upon  the  complain- 
ant, if  some  other  corporation  or  individual  had  acquired  a 
prior  right  by  adoption  and  use,  nor  could  it  vest  the  defend- 
ant with  a  title  as  against  the  complainant's  common  law  title* 
In  this  view,  the  only  office  of  a  registration  is  to  confer  juris- 
diction upon  thfi  Court  to  protect  a  trade-mark,  when  the  pro- 
prietor has  obtained  the  statutory  evidence  of  title,  and  the 
only  function  of  the  Commissioner  of  Patents  is  to  determine 
whether  an  applicant  has  a  presumptive  right  to  the  trade- 
mark. 

An  order  is  granted  for  an  injunction,  in  conformity  with 
this  opinion. 

Francis  Forbes^  for  the  plaintiff. 

Frederick  Ingraha/m^  for  the  defendant. 
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Thb  Wilson  Sewing  Maohins  Company 

vs. 
William  G.  Wilson. 

A  dtixen  of  niinois  Attended  this  Oonrt  for  the  trial  of  a  snit  in  it  against  him* 
self,  and  as  a  necessary  witness  on  the  trial  of  other  salts  in  it  to  which  he 
was  not  a  party.  Before  the  trial  of  his  own  snit  was  finished,  and  before  he 
had  been  called  as  a  witness  in  the  other  suits,  he  was  served,  while  in  attend* 
ance  at  the  trial,  in  Connecticut,  with  a  complaint  and  a  summons  commenc- 
ing this  suit,  without  attachment :  Meld,  on  a  plea  in  abatement,  that  the 
complaint  was  not  legally  seryed. 

(Before  Shipmak,  J.,  Connecticut,  January  8d,  1886.) 

SmPMAN,  J.    This  is  a  plea  in  abatement  npon  the  ground 
that  the  complaint  was  not  legally  served.     The  plaintiff  is  a 
citizen  of  Connecticut,  and  the  defendant  is  a  citizen  of  the 
State  of  Illinois.    On  March  19th,  1884,  four  actions  at  law 
were  assigned  for  trial  in  this  Court,  one  being  in  favor  of  F. 
H.  Alfred  against  the  present  defendant,  and  three  being  -^  -^ 
npon  endorsed  promissory  notes,  in  favor  of  the  endorsee,  the*^j|K  ^ 
First  National  Bank  of  Chicago,  against  the  makers,  said^    #% 
Alfred  and  Charles  Dickinson.     The  defendant  was  an  en- 
dorser upon  each  of  said  notes. 

In  the  case  in  which  Alfred  was  plaintiff,  the  defendant 
was  the  important  witness  in  his  own  behalf,  and  his  personal 
presence  was  necessary  for  the  instruction  of  his  counsel.  He 
came  from  Chicago  to  Hartford  on  March  18th,  expressly  to 
attend  the  trial  of  his  case.  The  attorney  for  the  bank  had 
notified  his  client  that  it  was  necessary  to  be  prepared  to 
prove  that  it  became  the  owner  of  the  notes  before  maturity. 
Wilson  knew  the  date  when  the  notes  were  discounted,  and, 
being  here  upon  his  own  case,  was  ready  and  prepared  to  be 
used  as  a  witness  in  the  bank  cases.  He  was,  in  fact,  called 
by  the  defendants.    The  trial  of  Alfred  against  Wilson  com- 
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menced  on  March  19th,  and  was  finished  on  March  27th.  On 
March  20th,  and  before  the  defendant  had  been  called  as  a 
witness,  the  complaint  in  this  case  was  served  upon  him,  in 
the  Court  House  at  Hartford,  by  summons.  Ko  attachment 
was  ever  made. 

Disregarding  the  fact  that  the  defendant  was  in  attendance 
in  readiness  to  be  used  as  a  witness  in  the  bank  cases,  the 
question  is — is  a  non-resident  defendant,  in  attendance  upon 
the  trial  of  his  case,  at  which  trial  his  presence  is  necessary 
both  as  a  witness  and  for  the  purpose  of  instructing  his 
counsel,  protected,  while  in  such  attendance,  from  service, 
by  summons,  of  a  new  writ  or  complaint  against  him  ? 

It  is  not  denied  that  non-resident  parties  and  witnesses, 
while  in  attendance  upon  the  trial  of  causes  with  which  they 
are  connected,  are  privileged  from  arrest  on  civil  process. 
The  contention  upon  this  plea  is,  whether  a  non-resident 
defendant  and  witness  is  protected  from  service  of  a  new  writ 
by  summons. 

Upon  principle  the  answer  should  be  in  the  affirmative. 
It  is  important  to  the  administration  of  justice,  that  each  party 
to  a  suit  should  have  a  free  and  untrammeled  opportunity  to 
present  his  case,  and  that  non-resident  defendants  should  not 
be  deterred,  by  the  fear  of  being  harassed  or  burdened  with 
new  suits  in  a  foreign  State,  from  presenting  themselves  in 
such  State  to  testify  in  their  own  behalf,  or  to  defend  their 
property.  The  inconvenience  to  which  plaintifiEs  are  sub- 
jected, by  being  compelled  to  sue  defendants  in  the  State  of 
which  they  are  citizens,  is  not  so  great  as  to  justify  the  al- 
lowance of  obstructioDs,  by  means  of  legal  proceedings,  which 
will  preclude  non-resident  suitors  from  giving  free  and  unre- 
stricted attention  to  their  cases  when  they  are  on  trial.  Pub- 
lic policy  requires  that  the  entrance  of  such  suitors  to  the 
Court  room  should  not  be  impeded. 

The  authorities  upon  the  general  question  of  the  protec- 
tion of  non-resident  parties  and  witnesses  from  the  service  of 
process,  whUe  they  are  in  attendance  upon  the  trial  of  cases 
in  which  they  are  concerned,  are  very  numerous  and  were 
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collected  in  the  defendant's  brief.  It  is  safiicient  to  cite  only 
thoee  which  bear  upon  the  precise  point  in  this  case  and 
which  are,  MaUAews  v.  Tufts^  (87  iT.  T.,  668 ;)  Parker  v. 
Sotchhissj  (1  WaU.j  Jr.^  269 ;)  LyeU  v.  Ooadwin^  (4  McLecm^ 
29 ;)  Halaey  v.  Stewart,  (1  South.,  366 ;)  MUea  v.  MeCul- 
lough,  (1  Binn.,  77.) 

The  decision  is  confined  to  the  case  of  a  non-resident  de- 
fendant, because  the  Supreme  Court  of  Connecticut  held,  in 
Bishop  V.  Vase,  (27  Conn,,  1,)  that  a  non-resident  plaintiff 
was  not  protected,  while  in  attendance  upon  the  trial  of  his 
case  in  this  State,  from  the  service  of  a  new  writ  by  summons. 
There  is,  perhaps,  a  reason  why  a  plaiutiff,  who  has  volnn- 
tarily  sought  the  aid  and  the  protection  of  our  courts,  should 
not  shrink  from  being  subjected  to  their  control,  which  does 
not  apply  to  the  condition  of  a  defendant,  whose  attendance  is 
compulsory,  and,  therefore,  I  do  not  intend  to  express  dissent 
from  the  doctrine  of  the  Connecticut  case,  but  to  limit  this  de- 
cision to  the  facts  which  are  before  me. 

The  plea  in  abatement  is  sustained. 

Z.  Jf.  HvJtha/rd  and  W.  C.  Oaae,  for  the  plaintiff. 
H.  C.  Robinson  and  4.  P.  Hyde,  for  the  defendant. 


64  CONNECTICUT, 


Downs  «.  Allen. 


Maby  a.  Downs  and  James  E.  Downs,  her  husband 

John  Allen  and  Jakes  McLean,  suBviviNa  fastness  of 

Hopkins,  Allen  &  Co. 

Masy  a.  Downs  and  Jambs  E.  Downs,  heb  husband 

V8. 

John  Allen. 

John  Allen 

w. 

Maby  A.  Downs  and  Jambs  E.  Downs,  heb  husband.    In 

Equity. 

A  jadgment  of  a  Court  of  one  State  of  the  United  States  oan,  in  an  action  there- 
on in  a  Conrt  of  another  State,  be  inquired  into  only  in  respect  to  the  juris- 
diction of  the  former  Court  over  the  person  or  subject-matter  embraced  in  the 
judgment,  and  in  respect  to  notice  to  the  defendant ;  and  such  inqniry  can  be 
made,  although  the  record  of  the  judgment  shows  a  service  upon,  or  an  i^ 
pearance  by,  the  defendant. 

In  July,  1866,  a  firm  composed  of  A.  and  four  others  went  into  liquidation.  In 
a  suit  in  equity  brought  in  a  State  Court  of  Alabama,  in  Jnne,  1871,  by  D. 
against  the  five  members  of  the  firm,  in  regard  to  real  estate  in  Alabama,  no 
one  of  the  fiye  was  serred  with  process,  but  under  an  employment  by  A., 
who  had  no  authority  in  regard  to  the  other  four,  a  lawyer  in  Alabama  ap- 
peared and  answered  for  A.  and  the  firm.  There  was  a  money  decree  in 
April,  1882,  against  A.,  and  the  ^yb  members  of  the  firm,  naming  them,  "or 
such  of  them  as  are  now  surviying,"  not  stating  who  the  sunrivors  were,  three 
of  them  being  then  dead.  In  a  suit  in  Connecticut ,  on  the  decree,  againat  A 
and  M.,  the  two  surviying  members  of  the  firm :    Btld, 

(1.)  A.  was  bound  by  the  decree  against  him  individually ; 

(2.)  Under  sections  2,906  and  2,918  of  the  Code  of  Alabama,  the  decree  against 
the  ^ve  members  of  the  firm  was  a  valid  decree  agrainst  the  survivors. 
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The  mere  fact  of  the  diBsolation  of  a  law  firm  does  not  neoessarily  dissolve  the 
igency  of  each  member ;  and  the  dissolation  of  the  agency  of  a  particular 
member  depends  on  questions  of  fact 

The  anthority  of  an  attorney  at  law  in  a  cause  extends  to  all  proceediugs,  in 
good  faith,  naturally  incident  to  the  management  of  the  cause,  while  it  is 
pending. 

The  laches  or  negUgenoe  of  the  attorney,  when  there  is  no  fraudulent  collusion 
by  him  with  the  attorney  for  the  opposing  party,  will  not  render  void  a  judg- 
ment for  the  latter. 

In  rendering  a  judgment  for  the  amounts  of  the  decrees  in  Alabama,  interest  on 
them  was  not  allowed. 

^Before  SamiAir,  J.,  Connecticut,  January  6th,  1886.) 

Shipmaet,  J.  The  first  two  named  cases  are  actions  at  law 
upon  judgments  rendered  by  the  Chancery  Court  for  the 
Eighth  District,  Southern  Chancery  Division,  of  the  State  of 
Alabama,  in  favor  of  Mary  A.  Downs,  one  being  against  the 
members  of  the  firm  of  Hopkins,  Allen  &  Co.,  and  the  other 
against  John  Allen,  one  of  said  firm.  The  third  case  is  a 
bill  in  equity  by  said  Allen,  to  restrain  the  defendants  from 
prosecuting  said  actions  at  law,  upon  the  ground  that  said 
judgments  were  fraudulently  obtained  and  are  void. 

A  trial  by  jury  of  said  actions  at  law  haying  been  duly 
waived  by  written  stipulation  of  the  parties,  said  causes  were 
tried  by  the  Court,  and  the  following  facts  were  found  to 
have  been  proved  and  to  be  true:  On  the  1st  of  July,  1855, 
the  firm  of  Hopkins,  Allen  &  Co.,  theretofore  existing  in  the 
city  of  New  York,  and  composed  of  Lucius  Hopkins,  William 
Allen,  John  Allen,  Walter  H.  Bulkley,  and  James  McLean, 
ceased  to  do  business  and  existed  thereafter  only  for  the  pur- 
pose of  liquidation.  Lucius  Hopkins  and  John  Allen,  in  pur- 
suance of  the  articled  of  partnership,  settled  the  business  of 
the  firm  and  used  the  partnership  name  for  that  purpose. 
Mr.  Bulkley  died  before  March  14th,  1872.  William  Allen 
died  on  May  25th,  1874.  Mr.  Hopkins  died  on  September 
27th,  1876.  Mr,  McLean  was  not  served  with  process  in  these 
actions  at  law. 

On  September  27th,  1855,  George  Cowles  mortgaged  to 
the  said  Hopkins,  Allen  &  Co.  a  parcel  of  land  in  Montgom- 
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ery,  Alabama,  to  Becnre  his  note  to  said  firm  for  $4,205.63, 
dated  January  Ist,  1855,  payable  with  interest  on  January  let,. 
1856,  and  on  January  22d,  1858,  mortgaged  the  same  land  to 
James  S.  Brooks,  administrator  of  E.  A.  Cowles,  to  secure  a 
debt  to  the  estate  of  said  Cowles  of  about  $10,000,  and  after- 
wards sold  said  land  to  William  Cowles,  who  took  and  re- 
tained possession  of  the  same  until  February  22d,  1868.  On 
March  17th,  1868,  in  pursuance  of  their  said  mortgage,  and 
after  thirty  days'  public  notice,-  Hopkins,  Allen  &  Co.  sold 
said  land  at  public  auction,  at  the  Court  House  door,  in  Mont- 
gomery, and  John  Allen,  being  the  highest  bidder  therefor^ 
became  the  purchaser  for  the  sum  of  $5,000.  The  purchase 
was  made  by  Mr.  Allen  in  pursuance  of  legal  advice.  By  an 
instrument  under  seal,  dated  March  17th,  1868,  and  signed 
Hopkins,  Allen  &  Co.,  by  Lucius  Hopkins,  said  firm  pur- 
ported to  convey  to  Jolin  Allen  their  title  to  said  land. 
About  October  6th,  1869,  J.  H.  Lakin  went  into  possession  of 
said  premises,  under  a  contract  with  Mr.  Allen  to  buy  the 
same  for  the  sum  of  $7,250.  On  September  19th,  1870,  Mr. 
Allen  and  his  wife  duly  executed  a  deed  of  the  premises  to- 
said  Lakin,  which  deed  was  to  be  held  in  escrow  until  he 
should  pay  the  purchase-money.  On  March  14th,  1872,. 
Lakin  owed  Allen  about  $1,100  on  this  contract. 

By  the  law  of  Alabama,  a  foreclosure  sale  of  mortgaged 
property  to  a  mortgagee  is  voidable  at  the  election  of  the 
proper  party  in  interest,  in  a  reasonable  time  after  the  sale. 
On  March  14th,  1 872,  Mary  A.  Downs,  the  daughter  and  sole 
heir  of  E.  A.  Cowles,  and  who  became  of  age  on  June  £7th, 
1871,  and  who  was  married  while  she  was  an  infant,  brought 
her  bill  in  equity  before  the  Court  of  Chancery  in  the  South- 
ern Division  of  Alabama,  praying,  among  other  things,  that 
the  sale  of  said  real  estate  by  Hopkins,  Allen  &  Co.  to  John 
AUen  be  set  aside,  and  that  they  be  required  to  account  for 
the  rents  and  profits  of  said  premises,  and  for  an  account  of 
said  first  mortgage  debt  to  the  time  of  the  said  sale,  and  for  a 
decree  for  the  surplus  of  the  proceeds  of  sale,  after  satisfying 
the  said  mortgage.     Hopkins,  Allen  &  Co.,  the  five  members 
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of  said  firm  being  named,  Lakin,  William  Cowles  and  George 
Cowlefi  were  made  defendants.  Service  was  not  made  upon 
any  of  the  members  of  said  firm.  John  Allen  employed 
Stone  &  Clopton,  lawyers  in  Montgomery,  to  appear  for  him 
and  for  Hopkins,  Allen  &  Co.,  and  to  answer  for  them. 
These  lawyers  had  also  appeared  for  Lakin.  After  the  an- 
swers had  been  filed,  Mr.  Troy,  the  attorney  for  the  plaintiff,, 
became  satisfied  that  an  administrator  should  be  appointed 
upon  the  estate  of  £.  A.  Cowles  and  should  be  made  a  party 
plaintiff,  and  so  told  Mr.  Clopton,  and  asked  him,  for  the  pur- 
pose of  saving  delay  and  expense,  to  admit  that  if  Hopkins, 
Allen  &  Co.  were  liable  to  anybody  they  were  liable  to  the 
plaintiff.  Mr.  Clopton  asked  Mr.  Troy  to  elect  to  affirm  the 
sale  to  Lakia.  Troy  replied  that  he  had  .thus  elected.  Where- 
npon,  the  following  stipulation  was  signed  on  or  about  Janu- 
ary 24th,  1874 : 

**MABy  A.  Downs, 
by  next  friend, 

Hopkins,  Allkn  &  Co.,  et  cU. 

In  this  case  it  is  admitted,  to  save  costs  and  unnecessary 
litigations,  that,  if  the  defendants,  Hopkins,  Allen  &  Co.,  or 
John  Allen,  are  liable  to  any  person  on  account  of  the  matters 
alleged  in  the  bill,  or  any  of  them,  (which  liability  is  not  ad- 
mitted,) that  the  complainant,  Mary  A.  Downs,  is  entitled  to 
the  recovery  for  such  liability ;  and  complainant,  Mary  A. 
Downs,  consents  to  affirm  the  sale  of  the  mortgaged  premises 
to  J.  H.  Lakin,  and  waives  any  right  she  may  have  to  set 
aside  said  sale ;  and  we  consent  to  a  reference  to  the  register 
to  ascertain  and  state  the  matters  of  account  between  the 

parties. 

Watts  &  Teoy, 

For  complainant,  and  for  Wm.  and  Geo.  Cowles. 

Stonb  &  Clopton, 

For  Hopkins,  Allen  &  Co.  and  Lakin.'^ 

John  Allen  had  no  knowledge  of  this  stipulation. 


In  Chancery, 
At  Montgomery. 
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Sach  proceedings  were  afterwards  had,  that,  upon  a  find- 
ing that  the  total  amount  received  by  Hopkins,  Allen  &  Co. 
above  the  mortgage  debt,  (treating  the  payments  by  Lakin  to 
Allen  as  made  to  Hopkins,  Allen  &  Co.),  with  interest  to  No- 
vember 20th,  1875,  was  $1,852.18,  a  decree  against  said 
firm  for  that  amount  was  entered,  on  November  26th,  1875, 
but  the  Chancellor  refused  to  charge  the  firm  or  John  Allen 
with  the  rents  or  the  rental  value  of  the  property  while  it 
was  in  the  possession  of  the  latter.  Mr.  Allen,  who  was  then 
living  in  Connecticut,  was  asked  by  a  Connecticut  lawyer  to 
pay  this  judgment  and  refused.  Thereupon,  on  January  3d, 
1877,  the  plaintifi!  appealed  from  the  decree  of  the  Chancery 
Court  to  the  Supreme  Court  of  Alabama.  Notice  of  this  ap- 
peal was  served,  on  January  6th,  1877,  upon  Mr.  Clopton, 
Stone  &  Clopton  having  dissolved  partnership  on  March  6th, 
1876,  upon  the  appointment  of  Mr.  Stone  to  a  judgeship  in 
the  Supreme  Court.  The  statutes  of  Alabama  in  regard 
to  appeals  provide  that  they  can  be  taken  within  two  years 
from  the  date  of  the  decree,  and  that  service  of  the  citation 
shall  be  made  upon  the  appellee,  or  his  attorney.  The  Su- 
preme Court  held  that  the  rents  and  profits  after  the  sale 
must  be  applied  to  the  reduction  of  the  mortgage  debt,  re- 
versed the  decree  of  the  Chancellor,  and  remanded  the 
cause.  There  was  no  argument  before  the  Supreme  Court 
in  behalf  of  Mr.  Allen,  or  of  Hopkins,  Allen  &  Co.,  and  he 
was  not  informed  of  the  appeal. 

Such  proceedings  were  thereupon  afterwards  had,  that  the 
net  rents  of  said  premises  received  by  Mr.  Allen,  while  in 
possession  thereof  from  March  17th,  1868,  to  October  1st, 
1869,  after  deducting  taxes,  insurance,  &c.,  were  found  to 
amount,  at  the  latter  date,  to  $710.23,  and  with  interest  to 
April  25th,  1882,  to  $1,424.21,  and  it  was  further  found, 
that  the  $1,852.18,  found  to  be  due  from  Hopkins,  Allen  & 
Co.,  was,  with  interest  from  November  20th,  1875,  to  April 
25th,  1882,  $2,804.97.  The  Court  thereupon  decreed  as  fol- 
lows :  '*  It  is  therefore  ordered,  adjudged  and  decreed,  that 
complainant  have  and  recover  of  the  said  defendant   John 
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Allen,  said  suin  of  fourteen  hundred  and  twenty-four  ^ 
($1,424AV)  dollars,  for  which  execution  may  issue.  It  is 
thereupon  further  ordered,  adjudged  and  decreed,  that  com- 
plainant have  and  recover  of  said  defendants  Lucius  Hopkins, 
William  Allen,  John  Allen,  James  McLean  and  Walter  H. 
Sulkley,  or  such  of  them  as  are  now  surviving,  said  sum  of 
twenty-eight  hundred  and  four  AV  ($2,804:.97)  dollars,  for 
which  execution  may  issue." 

By  the  report  made  before  the  first  decree,  which  report 
was  confirmed,  it  was  found  that  Hopkins,  Allen  &  Co.  had 
been  overpaid  their  mortgage  debt,  on  October  Ist,  1870,  the 
sum  of  $665.41;  $521.07,  as  interest  on  $665.41,  and  on 
the  other  payment,  after  October  1st,  1870,  were  included  in 
the  amount  of  $1,852.18. 

After  the  appeal  to  the  Supreme  Court,  Mr.  Allen's  at- 
torney does  not  seem  to  have  been  vigilant  in  the  further 
conduct  of  the  case.  There  was  no  fraud,  at  any  time,  on  his 
part,  by  collusion  with  the  opposing  counsel,  as  charged  in 
the  bill.  There  was  no  opportunity  to  defend  successfully 
against  a  judgment  for  some  amount  against  Allen.  Hopkins 
&  Co.,  provided  suit  was  brought  in  the  name  of  the  proper 
plaintifil  There  was  an  opportunity,  by  testimony  in  regard 
to  the  rents  and  profits,  and  the  disbursements,  to  attempt  to 
reduce  the  amount  against  Mr.  Allen.  The  reason  which 
probably  induced  the  attorney's  conduct  after  the  appeal  was, 
that  he  had  not  received  any  money  from  Mr.  Allen,  from 
whom,  however,  he  had  not  asked  compensation. 

Upon  the  foregoing  finding  of  facts,  divers  questions  of 
law  arise,  which  remain  to  be  considered.  The  plaintiff  places 
her  case  upon  the  established  principle,  that  judgments  of  a 
Court  of  one  State  of  the  United  States  can,  in  an  action 
thereon  in  a  Court  of  another  State,  be  inquired  into  only  in 
respect  to  the  jurisdiction  of  the  foreign  Court  over  the  per- 
son or  subject-matter  embraced  in  the  judgment,  and  in  respect 
to  notice  to  the  defendant.  (Christmas  v.  Russell^  5  TFaB., 
290 ;  Thompson  v.  Whitman^  18  WaU,^  457.)  Such  inquiry 
can  be  made  although  the  record  of  the  judgment  shows  a 
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service  upon,  or  an  appearance  by,  the  defendant.     {Knowle^ 
V.  Gas  Light  Co.,  19  Wall.,  68.) 

In  this  case,  service  was  not  made  upon  any  member  of 
the  firm  of  Hopkins,  Allen  &  Co.,  and  Mr.  Allen  had  no  legal 
authority  to  authorize  an  appearance  for  the  other  members ; 
but  he  voluntarily  and  fully  appeared  for  himself,  through 
his  attorneys,  and,  by  such  general  appearance,  he  sub- 
mitted himself  to  the  jurisdiction  of  the  Court,  and  became 
personally  bound  by  a  valid  judgment  against  himself  indi- 
vidually. {Hall  V.  Lanning,  91  U.  &,  160 ;  Cooper  v.  Rey- 
nolds, 10  WaU.,  308 ;  HUl  v.  MendenhaU,  21  WaU.,  453.) 
The  question,  therefore,  is — are  the  judgments,  or  either  of 
them,  absolutely  void  as  against  Mr.  Allen,  by  virtne  of  any 
inherent  defects  therein  ? 

The  defendant  says,  that  the  judgment  against  the  five 
members  of  the  firm  of  Hopkins,  Allen  &  Co.  by  name,  "  or 
such  of  them  as  are  now  surviving,"  three  of  them  being  dead 
at  the  date  of  the  rendition  of  the  judgment,  and  no  sugges- 
tion of  the  death  of  a  defendant  having  been  made  on  the 
record,  is  void,  because  a  judgment  against  two  or  more,  one 
of  whom  is  dead,  is  a  nuUity  against  the  dead  defendant,  and, 
being  void  against  one,  is  void  against  all :  and  because  of  its 
uncertainty,  it  being  in  the  alternative  and  the  survivors  not 
being  found  nor  named. 

It  is  true,  that,  at  the  ancient  common  law,  a  judgment 
against  three,  one  of  them  having  died  pending  the  suit, 
would  be  reversed  upon  writ  of  error  as  against  aU,  upon 
the  principle  that  a  judgment  is  an  entirety,  and  is  invalid 
against  all,  if  invalid  against  one;  {Baoon^s  Air.,  Error, 
M.;  Gaylord  v.  Payne,  4  Corm.,  190 ;)  a  principle  still  rec- 
ognized in  States  where  the  common  law  has  not  been  modi- 
fied by  statute,  (  Wright  v.  Andrews,  130  Mass.,  149.)  In 
many  States,  however,  the  eflPect  of  statutes  has  been  to 
alter  the  nature  of  a  joint  judgment,  and  to  make  it  several 
as  well  as  joint,  while  in  other  States  the  principle  has  been 
relaxed. 

Sections  2,905  and  2,913  of  the  Alabama  Code  are  as  fol- 
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lows :  "  Sect.  2,905.  Where  two  or  more  persons  are  jointly 
bonnd  by  judgment,  bond,  covenant,  or  promise  in  writing, 
of  any  description  whatsoever,  the  obligation  or  promise  is  in 
law  several  as  well  as  joint."  ^^  Sect.  2,913.  In  suits  against 
joint  obligors,  where  one  dies  pending  the  suit,  judgment  may 
be  rendered  against  the  survivor  at  the  trial  term,  and  the  suit 
be  continued  as  to  the  representative  of  the  deceased  obligor, 
and  the  judgments,  when  rendered,  shall  be  several  as  to  the 
survivors  and  the  representatives  of  the  deceased."  In  Fahel 
V.  Bof/Mtij  (55  Ala,j  883,)  a  judgment  had  been  rendered 
against  Fabel  and  Price,  the  latter  being  dead  at  the  date  of 
the  judgment.  Upon  execution,  Fabel's  property  was  sold. 
Upon  motion  to  set  aside  the  sale  on  the  ground  that  the  judg- 
ment was  void,  or  at  least  voidable,  by  reason  of  Price's  death, 
the  Court  said :  '^This  would  make  the  judgment  void  against 
him,"  (Price,)  ^  but  not  against  Fabel.  If  a  motion  had  been 
made  to  vacate  it,  as  against  Price,  this  would  have  been  so 
done  as  to  leave  it  in  force  against  Fabel  from  the  time  of  its 
rendition.  Such  a  motion  not  having  been  made,  execution 
was  properly  issued,  in  conformity  with  the  judgment,  against 
both,  though,  as  was  legally  proper,  it  was  enforced  only  against 
the  property  of  Fabel." 

It  thus  appears  that  an  Alabama  judgment  against  two  or 
more  is  several  as  well  as  joint,  {Cox  v.  Harris,  48  Ala.,  538,) 
and  that,  in  the  event  of  the  death  of  one  of  the  joint  obligors, 
pending  the  suit,  a  judgment  may  be  rendered  against  the 
survivors ;  and  it  further  seems,  from  I^label  v.  Boy  kin,  that  an 
omission  to  comply  with  the  provisions  of  another  section  of 
the  Code,  in  regard  to  the  suggestion  of  the  death  of  a  party 
upon  the  record,  does  not  make  the  judgment  void  against  the 
survivor.  The  legal  efiect,  then,  of  the  judgment  against  the 
five  members  of  the  firm  of  "Hopkins,  Allen  &  Co.  is  a  judg- 
ment against  the  survivors. 

But,  it  is  earnestly  urged,  that  the  judgment,  being  in  the 
alternative,  is  uncertain  and,  therefore,  void,  by  reason  of  its 
uncertainty,  and  because  the  survivors  are  neither  found  nor 
named.    It  is  not  necessary  to  determine  what  would  be,  in 
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general,  the  effect  of  a  money  judgment  against  several  per- 
sons in  the  alternative,  for  these  judgments  are  to  be  looked 
at  in  the  light  of  the  Alabama  statutes  and  decisions  which 
have  been  cited.  Remembering  that  the  judgment  against  the 
five  named  persons  is,  in  legal  effect,  a  judgment  against  the 
survivors,  the  words  "  or  such  of  them  as  are  now  surviving  '* 
cannot  be  construed  to  have  been  used  in  the  altemativey  in 
the  sense  of  offering  a  choice  or  making  a  distinction  between 
two  sets  of  defendants.  ^^Or  is  often  used  to  express  an 
alternative  of  terms,  definitions,  or  explanations  of  the 
same  thing  in  different  words.'^  ( Webster^ 8  Did.)  It  was 
used  in  this  case  to  explain  the  meaning  of  the  preceding 
clause,  and  the  same  persons  were  meant  by  both  expres- 
sions. 

If  a  judgment  against  five  named  persons,  three  of  whom 
are  dead,  is  good  against  the  survivors,  it  naturally  follows 
that  it  is  not  incumbent  upon  the  Court,  in  order  to  make  a 
valid  judgment,  to  name  the  survivors. 

The  considerations  which  have  been  already  suggested  in 
regard  to  the  natare  of  judgments  against  two  or  more  are 
applicable  to  another  point  made  by  the  defendants'  counsel, 
and  which  is,  that  a  judgment  against  three  persons,  not 
served,  two  of  whom  did  not  appear,  and  for  whom  the  third 
had  no  authority  to  appear,  being  void  as  against  the  two, 
is  also  void  against  the  third,  who  did  voluntarily  appear. 

It  is  next  insisted,  that  the  judgment  against  Mr.  Allen 
individually  is  void,  because  service  of  the  notice  of  appeal 
was  made  upon  Mr.  Clopton,  who,  it  is  said,  ceased  to  be  Al- 
len's attorney,  upon  the  dissolution  of  the  firm  of  Stone  & 
Clopton.  Service  of  citation  upon  the  law  partner  of  a  de- 
ceased attorney  of  record,  the  partner  not  aflBrmatively  aj>- 
pearing  to  have  been  attorney  or  counsel  in  the  cause  in  which 
the  appeal  is  taken,  is  not  good,  {Bacon  v.  Hart^  1  Blacky 
38 ;)  but,  in  this  case,  Mr.  Clopton  affirmatively  appears  to 
have  been  both  attorney  and  counsel,  and  to  have  been, 
equally  with  Mr.  Stone,  charged  with  the  management  of 
the  cause.     The  mere  fact  of  the  dissolution  of  a  law  firm 
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does  not  uecessarily  dissolve  the  agency  of  each  member,  bnt 
the  dissolntion  of  the  agency  of  a  particular  member  must,  I 
think,  depend  npon  questions  of  fact ;  and,  in  this  case,  Mr. 
Clopton  continued  to  be,  what  he  was  before,  the  actual  at- 
torney of  Mr.  Allen.  I  do  not  propose  to  consider  what 
may  be  the  effect  of  the  dissolution  of  a  commercial  part- 
nership upon  the  relation  of  the  members  of  such  partner- 
ship, as  selling  agents  or  factors  for  others. 

Upon  the  bill  to  set  aside  the  judgments  for  fraud,  the 
conduct  of  the  defendants'  attorneys  in  making  the  stipula- 
tion and  in  not  attending  to  the  cause  after  the  appeal,  is  at- 
tacked. If  the  stipulation  had  not  been  entered  into,  the 
effect  would  not  have  been  to  cause  an  abandonment  of  the 
existing  suit  and  the  institution  of  a  new  one,  but  simply  a 
delay  and  the  amendment  of  the  bill  or  the  filing  of  a  supple- 
mental bill.  The  agreement  of  Stone  &  Clopton  was  not  in 
excess  of  their  authority,  which  extended  to  all  proceedings^ 
in  good  faith,  naturally  incident  to  the  management  of  the 
existing  cause,  while  it  was  pending  in  Court.  They  were 
not  autliorized  to  make  agreements  by  way  of  compromise  or 
settlement  of  the  cause,  or  agreements  to  keep  alive  a  cause 
which,  bnt  for  such  agreement,  must  be  abandoned ;  but^ 
the  stipulation  which  they  made  was  not  of  such  a  char- 
acter. The  wisdom  or  the  imprudence  of  their  agreement 
I  am  not  called  upon  to  examine,  but  there  was  no  fraud- 
ulent combination  with  the  plaintiff's  lawyer  to  sacrifice 
Mr.  Allen,  or  to  benefit  Mr.  Lakin.  So,  also,  while  I  think 
that  Air.  Clopton  was  neglectful  in  the  management  of  the 
cause  after  the  appeal,  his  conduct  was  not  fraudulent,  and  it 
cannot  be  that  the  laches  or  the  negligence  of  an  attorney, 
when  there  is  no  fraudulent  combination  or  collusion  with 
the  opposing  counsel,  will  have  the  effect  of  rendering  void 
a  judgment  in  favor  of  the  successful  party.  ( Wynn  v.  Wil- 
son^  Hemp.j  698.) 

Other  objections  are  made  to  the  judgments,  on  the 
ground  that  the  decree  is  not  in  conformity  to  the  bill,  and 
that  the  plaintiff  could  not  properly  bring  the  bill  in  her 
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own  name ;  but,  ''  it  is  of  no  avail  to  show  that  there  are 
errors  in  the  record,  unless  they  be  such  as  prove  that  the 
Court  had  no  jurisdiction  of  the  case  or  that  the  judgment 
rendered  was  beyond  its  power."  {Cooper  v.  Meynolds,  lO 
WaU.,  308.) 

In  an  action  upon  a  judgment,  interest  thereon  is,  as  a 
rule,  allowed  by  the  Courts  of  this  country,  in  the  absence  of 
a  compulsory  statute,  upon  the  amount  of  the  original  judg- 
ment, as  damages  for  the  detention  of  the  money  and  as 
equitably  incident  to  the  debt.  {WiUiama  v.  American 
Bamk^  4  Met^  317 ;  Klock  v.  Robinson^  22  Wend.,  157  ; 
NeUon  v.  Felder,  7  Rich.  (5.  C.)  E^.,  395.)  This  is  the 
general  rule,  but  exceptional  cases  arise,  where  it  is  inequita- 
ble that  interest,  by  way  of  damages,  should  be  allowed. 
{Redfidd  v.  T%talyfera  Co.,  110  U.  &,  174.) 

The  judgment  of  $1,424.21,  is  made  up  of  $710.23,  prin- 
cipal, and  $713.98,  interest,  at  eight  per  cent.,  the  legal  rate. 
In  the  original  amount  of  $1,852.18,  found  to  be  due  from 
Allen,  Hopkins  &  Co.,  $521.07  interest  are  included.  Five 
years  and  seven  months  interest  upon  that  interest  is  in- 
cluded in  the  judgment  of  $2,b04.97.  The  amount  of  the 
two  judgments  is  $4,229.18,  of  which  $2,187.84  are  interest, 
at  eight  per  cent.  If  interest  should  now  be  allowed  upon 
these  two  judgments,  a  large  and  inequitable  compounding  of 
interest  would  be  the  result. 

In  the  case  against  John  Allen,  let  judgment  be  entered 
against  the  defendant  for  $1,424.21  and  costs;  and  in  the 
case  against  John  Allen  and  James  McLean,  (McLean  not 
served,)  let  judgment  be  entered  against  said  Allen  for 
$2,804.97  and  costs. 

The  bill  in  equity  is  dismissed,  without  costs. 

Charles  R.  IngeraoU,  for  the  plaintiffs. 

William  Hamereley  and  OrviUe  ff.  Piatt,  for  the  defend, 
ants. 
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Dana  Estes  and  othess 
vs. 

KiCHABD  "WOBTHINOTON.      In  EqUITT. 

E.  purebased  from  J.,  of  England,  in  1880,  the  right  to  a  trade-mark  in  the 
word  "  Chatterbox,"  as  applied  to  juTenile  booka.  On  an  application  for  a 
preliminary  injunction  to  restrain  the  use  of  the  trade-mark,  it  appeared  that 
Tarioiu  pnbliahere,  since  1876,  had  applied  the  word,  as  a  trade-mark,  to 
their  publications  of  juvenile  books,  in  the  United  States,  in  hostility  to 
the  real  proprietors,  without  prosecution,  and  that  E.  had  done  so  for  two 
or  three  years  before  he  purchased  from  J, :  Meld,  that  the  application  must 
be  denied. 

(Before  Wallaox,  J.,  Southern  District  of  New  York,  January  6th,  1886.) 

Wallace,  J.  The  validity  of  the  complainants'  title  to 
a  trade-mark  in  the  word  **  Chatterbox,"  as  applied  to  juvenile 
books,  and  which  they  acquired  by  purchase  from  James 
Johnston,  of  England,  in  the  year  1880,  has  been  established, 
and  is  not  open  to  controversy,  upon  the  case  made  by  the 
defendant.  {Estes  v.  Williams,  22  Blatchf.  C.  C.  B.^  364.) 
The  only  doubt  as  to  the  complainants'  right  to  a  preliminary 
injunction  is  suggested  by  the  fact  that  various  publishers  of 
such  books  since  1876  have  been  permitted,  without  prosecu- 
tion, to  apply  the  word  to  their  publications  of  juvenile  books 
in  this  country,  and  use  it  as  a  trade-mark,  in  hostility  to  the 
real  proprietors,  and  among  them  were  the  complainantE 
themselves,  who  did  so  for  two  or  three  years  before  they 
purchased  the  right  of  Johnston.  Laches  in  prosecuting  in- 
fringers has  always  been  recognized  as  a  suflScient  reason  for 
denying  a  preliminary  injunction,  sometimes  apparently  by 
way  of  discipline  to  a  complainant  who  has  manifested  reluc- 
tance to  burden  himself  with  the  expense  and  vexation  of  a 
law  suit,  and  delayed  legal  proceedings  until  his  patience  was 
exhausted.  (See  BovUl  v.  Crate^  L.  R.^  1  J^.  Cases^  388.) 
When  the  delay  of  the  owner  of  a  patent  or  trade-mark  to 
Vol.  XXin. 
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prosecute  infringers  has  been  of  a  tendency  to  mislead  the 
public  or  the  defendant  sought  to  be  enjoined  into  a  false  se- 
curity, and  a  sudden  injunction  would  result  injuriously,  it 
ought  not  to  be  granted   summarily,  but  the  complainant 
should  be  left  to  his  relief  at  final  hearing.     So,  also,  where, 
as  in  this  instance,  the  extensive  use  of  the  trade-mark  by 
others,  with  the  implied  acquiescence  of  the  owner,  has  con- 
tributed to  give  a  reputation  and  create  a  demand  for  the 
article  to  which  it  has  been  applied  which  it  would  not  other- 
wise have  acquired,  equity  should  not,  by  any  stringent  inter- 
vention, assist  the  owner  to  secure  these  fruits.     The  com- 
plainants do  not  occupy  a  position  that  commends  them  to  a 
Court  of  equity,  because  they  seem  to  have  refused  to  recog- 
nize the  rights  of  Johnston,  the  original  proprietor  of  the 
trade-mark,  until  they  thought  it  would  be  more  profitable  to 
purchase  his  rights  in  this  country  and  obtain  a  monopoly 
here  in  the  use  of  the  trade-mark.      By  their  contract   of 
purchase  they  reserved  the  right  to  annul  the  contract  at  their 
option.     They  should  be  left  to  their  rights  at  final  hearing, 
according  to  the  usual  course  of  equity. 
The  motion  is  denied. 

Wetmore  <6  Jenner  and  John  Z.  S.  Roberts^  for  the  plaint- 
iffs. 

Scudder  <6  Carter,  for  the  defendant- 


William  H.  Chandleu  vs.  The  Town  of  Attica. 

C,  owning  12  coupons,  of  $26  each,  cut  from  bonds  of  a  town,  bought  from  S;^ 
a  banker,  79  other  coupons,  of  the  same  issue,  of  |26  each,  for  $79.  and  im- 
mediately brought  suit  against  the  town,  on  the  91  coupons,  in  a  State  Court, 
and  then  remoyed  the  rait  into  this  Court.    C.  and  S.  testified  that  there  was 
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no  arrangement  qaalif  jiog  the  absolate  sale.  The  transaction  was  condncted 
by  correspondence,  but  it  was  not  produced,  nor  were  the  books  of  S.  On 
this  and  other  evidence,  the  Court  held  that  C.  was  coUasively  made  a  party, 
and  that  the  suit  mast  be  remanded  to  the  State  Conrt,  under  section  6  of  the 
Act  of  March  8d,  1876,  (18  U.  8.  8tai.  at  Large,  472.) 

(Before  Wallaob,  J.,  Northern  District  of  New  York,  Jaonary  7tb,  1885.) 

Wallace,  J.  The  qaestion  jKaised  upon  this  motion  for  a 
new  trial  is,  whether  the  Court  erred  upon  the  trial,  in  order- 
ing the  action  to  be  remanded  to  the  State  Coort,  upon  the 
ground  that  the  plaintiff  was  collusivelj  made  a  party  to  the 
eait^  for  the  purpose  of  creating  a  case  removable  to  this 
Court, 

It  appeared   in  eyidBnce  that,  prior  to   February  9th, 
1884,  the  plaintiff  was  the  owner  of  12  unpaid  and  overdue 
coupons  for  interest  on  bonds  issued  by  the  defendant,  the 
coupous  being  for  the  sum  of  $25  each.     The  plaintiff  was  a 
citizen  of  the  State  of  Connecticut.    He  had  owned  similar 
coupons  previously,  upon  which  he  had  brought  suit  in  this 
Court  and  recovered  judgment.     (21  Blatchf.  O.  C.  i?.,  499.) 
The  defendant  contested  the  coupons  in  that  suit,  upon  the 
ground  that  the  bonds  were  issued  without  its  authority.     On 
the  9th  of  February,  1884,  the  plaintiff  purchased  79  other 
coupons,,  of  the  same  issue  of  bonds,  being  also  for  $25  each, 
of  Sistare  &  Sons,  bankers,  of  New  York  City.    He  paid  for 
these  coupons  $79,  or  one  dollar  for  each  coupon  of  $25. 
Sistare  immediately  delivered  these  coupons  to  the  plaintiff's 
attorneys,  who  brought  a  suit  upon  them  and  the  12  previ- 
ously belonging  to  the  plaintiff.    The  suit  was  brought  in  the 
State  Court,  and  was  immediately  removed  by  the  plaintiff 
to  this  Court;  and,  as  was  conceded  by  his  coimsel,  the  suit 
was  intended  to  be  so  removed  at  the  time  it  was  commenced. 
The  negotiations  between  pls^intiff  and  Sistare  &  Sons  for  the 
purchase  took  place  by  correspondence*     None  of  the  letters 
were  produced,  and  it  was  not  shown  that  they  were  lost,  but 
both  the  plaintiff  and  Mr.  Sistare  were  permitted  to  testify, 
without  objection,  that  there  was  no  arrang^ement  or  under- 
etanding  between  them  in  reference  ta  the  object  of  the  pur- 
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chase,  or  qualifying  in  any  way  the  abeolnte  transfer  of  the 
coupons  from  Sistare  &  Sons  to  the  plaintiff.    Sistare  re- 
fused to  produce  his  books  showing  the  account  between  his 
firm  and  the  plaintiff.    Neither  the  plaintiff  nor  Sistare  was 
asked,  or  attempted  to  explain,  how  the  plaintiff  knew  the 
coupons  were  for  sale,  how  he  came  to  purchase  them,  or  why 
iSistare  &  Sons  sold  $1,975  of  coupons  for  $79.    Sistare  was  a 
witness  on  the  trial  of  the  former  action  brought  in  this  Court 
by  the  plaintiff  against  the  defendant,  and  sold  the  plaintiff 
the  xioupons  on  which  that  suit  was  brought,  at  their  par 
value.     Upon  the  present  trial  lie  testified  that  he  was  unable 
to  fitate  whether  his  firm  were  the  owners  of  the  79  coupons 
sold  to  the  plaintiff,  or  whether  the  coupons  belonged  to 
•other  persons. 

If  the  Court  was  authorized  to  find,  upon  this  evidence, 
that  the  coupons  were  sold  by  Sistare  &  Sons  to  the  plaintiff 
to  invest  him  with  the  legal  title,  and  enable  him  to  maintain 
an  action  thereon  in  this  Court,  without  intending  to  transfer 
to  him  the  beneficial  interest  therein,  the  case  was  properly 
demanded.  {Fountain  v.  Town  of  Angdicaj  20  Blatckf.  C. 
C.  JS.y  448.)  As  was  said  in  that  case,  a  plaintiff  who  has 
been  introduced  into  a  controversy,  by  assignment  or  transfer, 
merely  that  he  may  acquire  a  standing  and  relation  to  the 
controversy  which  will  enable  him  to  prosecute  it  for  the 
beneficial  interests  of  the  original  party,  is  collusively  made 
a  party  to  the  suit;  and,  when  the  fact  appears,  it  is  the  duty 
of  the  Court  to  dismiss  or  remand  the  suit,  under  section  5 
of  the  Act  of  Congress  of  March  3d,  1875,  (18  U.  S.  Stat 
at  Large^  472.) 

It  is  insisted  for  the  plaintiff,  that  this  conclusion  cannot 
be  indulged  in  the  face  of  the  testimony  of  both  the  plaintiff 
and  Sistare  to  the  contrary,  both  of  whom  aro  uncontradicted 
and  unimpeached  witnesses.  It  may  very  well  be,  that  there 
was  no  express  arrangement  or  understanding  between  them 
to  this  effect,  and  that  the  testimony  of  each  of  them  was 
literally  true  in  this  behalf,  but  there  may  have  been  some 
equivalent  arrangement  for  the  ultimate  protection  of  Sistare. 
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If  such  an  arrangement  can  be  fairly  inferred  from  the  cir- 
camstances  the  suit  waa  properly  dismissed. 

The  plaintiff  owned  coupons  which  were  not  of  sufficient 
amount  to  enable  him  to  sne  in  this  Court  b}^  an  original 
suit,  or  to  remove  a  suit  into  this  Court  from  a  State  Court, 
and  which  were  not  valid  obligations  of  the  defendant,  ac- 
cording to,  the  decisions  of  the  State  Courts.  The  plaintiff 
and  Sistare  both  knew  the  coupons  were  collectible  by  a  suit 
in  this  Court.  Obviously,  the  plaintiff  bought  the  coupons 
intending  to  sue  upon  them,  and  to  invoke  the  jurisdiction  of 
this  Court,  because  they  were  immediately  delivered  to  his 
lawyer  for  that  purpose.  That  Sistare,  knowing  the  coupons 
to  be  thus  collectible,  would  be  willing  to  seU  them  for  one- 
twenty-fifth  of  their  face  value,  without  attempting  to  get 
more  for  them,  is  utterly  incredible.  That  he  did  not  know 
whether  they  belonged  to  him  or  some  one  else  is  also  incred- 
ible ;  and  it  is  quite  fair  to  assume  that  they  belonged  to 
him.  If  Sistare  had  been  insolvent  at  the  time,  and  the 
question  were  whether  the  sale  could  stand  as  against  his 
creditors,  the  gross  inadequacy  of  the  price  paid  would  stamp 
the  transaction  as  a  colorable  sale,  unless  it  were  shown  that 
he  had  tried  to  get  a  better  price.  In  such  a  controversy,  no 
prudent  lawyer  would  permit  his  client  to  rest  on  the  bare 
assertion  of  a  purchase,  without  the  production  of  the  corres- 
pondence by  which  the  transaction  was  effected.  If  that  cor- 
respondence was  within  his  reach  and  was  not  produced,  its 
non-production  would  start  a  persuasive  inference  that  it  was 
unsafe  to  produce  it.  If,  in  such  a  controversy,  the  sale 
would  be  deemed  a  colorable  one,  why  should  it  not  be  here  ? 
If  the  sale  was  collusive,  what  was  the  nature  of  the  real 
arrangement  between  the  parties  to  it  ? 

The  Court  could  not  ignore  the  fact  that  an  extraordinary 
transaction  was  disclosed ;  that  no  reasonable  explanation  of 
it  was  vouchsafed ;  and  that  the  evidence  of  the  transaction 
which  it  was  in  the  power  of  the  parties  to  produce  was 
withheld.  The  Court  was.  therefore,  at  liberty  to  disregard 
the  testimony  of  the  parties,  so  far  as  it  was  incredible,  and 
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interpret  the  transaction  in  a  way  consistent  with  the  ordi- 
nary conduct  and  motives  of  business  men.  A  sufficient 
motive  appeared  for  just  such  a  transaction  as  the  statute 
under  which  this  suit  was  remanded  was  enacted  to  meet, 
and  the  circumstances  were  consistent  with  that  motive,  and 
inconsistent  with  the  theory  of  an  unconditional  sale  of  the 
coupons.  If  the  Court  was  at  liberty  to  disregard  the  testi- 
mony of  the  two  witnesses,  it  was  also  justified  in  accepting 
it  as  true  in  part  and  untrue  in  part ;  in  believing  what  was 
probable,  and  in  disbelieving  what  was  incredible. 

The  case,  then,  resolves  itself  into  the  inquiry,  whether 
the  Court  was  foreclosed  by  the  statements  of  the  parties,  to 
the  e£fect  that  the  sale  was  hona  fide.  It  is  stated,  in  Newton 
V.  Pope^  (1  Cow.^  109,j  that  it  is  difficult  to  establish  a  rule 
which  shall  regulate  and  limit  the  discretion  of  a  Court  or 
jury  in  the  degree  of  credit  to  be  given  to  the  testimony  of  a 
witness,  but,  where  he  is  unimpeached,  the  facts  sworn  to  by 
him  uncontradicted,  and  there  is  no  intrinsic  improbability  in 
the  relation  given  by  him,  his  testimony  cannot  be  disregarded. 
A  witness  may  be  contradicted  by  circumstances  as  effectu- 
ally as  by  the  statements  of  other  witnesses.  Conjecture  is 
not  to  be  substituted  for  probative  indicia,  but,  where  these 
exist,  a  judge  or  a  juror  is  not  bound  to  surrender  his  convic- 
tions, and  blindly  accept  the  statement  of  a  witness,  because 
no  other  witness  has  contradicted  it,  and  the  character  of  the 
witness  is  not  impeached. 

The  authorities  are  numerous,  that  a  judge  or  jury,  in  the 
exercise  of  judicial  discretion,  is  at  liberty  to  reject  the  state- 
ments of  witnesses  in  the  situation  of  the  witnesses  here,  and 
under  the  circumstances  of  this  case.  {Ha/rding  v.  Brooks^  5 
Pick.,  244 ;  Elwood  v.  Western  Union  Tel.  Co.,  45  N.  Z, 
549 ;  Kavanagh  v.  WiUon,  70  If.  T.,  177 ;  Oildersleeve  v. 
Zandon,  73  If.  T.,  609 ;  KoeUer  v.  Adler,  78  N.  F.,  287.) 

The  motion  for  a  new  trial  is  denied. 

Pedfield  dk  Hill,  for  the  plaintiff. 

Cogewelly  BenUey  dk  Cogswell,  for  the  defendant. 
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Id  a  suit  by  T.  agsinst  a  town,  on  bonds,  it  appearing  that  they  were  ieened  in 
fraud  of  the  rights  of  the  town,  T.  endeavored  to  show  by  P.,  from  whom  he 
bought  them,  that  P.  was  a  holder  of  them  in  good  faith  and  for  valne.  The 
case  rested  on  the  testimony  of  P.  alone,  and  the  Gonrt  left  the  question  to  the 
jary :  Bidd,  that  the  jnry  had  the  right  to  reject  the  testimony  of  P.,  as  in- 
credible. 

(Before  Waixage,  J.,  Northern  Bistrict  of  New  York,  Jannary  Yth,  1885.) 

Wallace,  J.  The  plaintiff  contends  that  Post  was  a 
bona  fide  holder  of  the  bonds  in  suit,  and  that  the  plaintiff, 
who  acquired  title  from  him,  was  entitled  to  stand  on  Post's 
title,  notwithstanding  the  bonds  were  illegally  created  by 
persons  who  assumed  authority  to  represent  the  defendant. 

When  it  appeared  that  the  bonds  were  issued  in  fraud  of  the 
lights  of  the  defendant,  the  burden  was  cast  upon  the  plaint- 
iff to  show  that  he  was  a  holder  in  good  faith  and  for  value. 
{Bailey  v.  Town  of  Lansing^  13  Blatchf,  C.  G.  -ff.,  424.)  He 
attempted  to  do  this  by  showing  that  Post  was  such  a  pur- 
chaser. Post  was  produced  as  a  witness  for  the  plaintiff,  and 
testified  that  he  took  $6,000  in  amount  of  the  bonds,  as  col- 
lateral to  a  loan  of  $2,000,  made  to  one  Davis  at  the  time, 
and  without  any  information  of  the  invalidity  of  the  bonds. 
He  was  a  banker,  and  testifies  that  he  made  inquiries  about 
the  bonds  of  other  bankers,  before  taking  them,  and  received 
satisfactory  information  about  their  validity.  It  nevertheless 
appears,  that  two  days  later  he  wrote  to  the  financial  officer 
of  the  defendant  asking  information  if  the  bonds  were  good 
and  all  right ;  and  that,  after  he  was  informed  the  bonds  were 
in  litigation,  he  took  $5,500  more  of  the  bonds,  and  thereafter 
sarrendered  $3,000  of  those  he  took  on  the  earlier  occasion. 
He  also  testified  to  a  subsequent  sale  of  all  the  bonds  to  the 
plaintiff  in  this  suit,  which  was  obviously  a  merely  colorable 
Bale,  but  which  Post  testified  was  a  hona  fide  business  trans- 
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action.  Davis  was  not  produced  as  a  witness,  nor  were  any 
of  the  parties  produced  of  whom,  according  to  Post's  testi- 
mony, he  made  inqairies  before  taking  the  bonds.  The  bona 
fides  of  his  acquisition  of  the  bonds  was  left  to  rest  on  his 
unsupported  testimony. 

Upon  this  case  the  Court  refused  to  rule,  as  matter  of 
law,  that  Post  was  a  hona  fide  purchaser  of  the  bonds,  and 
left  the  question,  as  one  of  fact,  to  the  jury.  This  was  not 
error,  because  the  jury  were  at  liberty  to  reject  his  testimony 
as  incredible,  although  he  was  not  impeached  or  contradicted 
by  direct  evidence.  It  was  enongh  to  authorize  the  jury  to 
do  this,  that  there  was  some  intrinsic  improbability  in  Post's 
narrative,  and  he  had  shown  himself  unworthy  of  credit,  by 
his  attempt  to  falsify  the  transaction  respecting  the  sale  of 
the  bonds  made  by  him  to  the  plaintiff.  {Harding  v.  BrookSj 
5  Pich.y  244 ;  Elwood  v.  Western  Union  Td.  Co.,  45  N.  T., 
549  ;  Kavanagh  v.  Wilson^  70  N.  Y.,  177 ;  Gildersleeve  v. 
Zandon,  73  If.  T.,  609;  KoehUr  v.  Adl&r^  78  N.  Z., 
287.) 

The  motion  for  a  new  trial  is  denied. 

Edward  B.  ThomaSj  for  the  plaintiff. 

Comatock  dk  Bennett  and  H.  Y.  Hoxolandy  for  the  de- 
fendant. 


Daniel  B.  Wooster 

Samuel   Hill,   Benjamin  B.  Pbentioe   and   the  Yebmont 
Farm  Machine  Company.    In  Equtit. 

In  a  suit  in  equity,  in  this  Court,  the  disability  of  a  wife,  as  a  witness  for  her 
husband,  where  he  is  interested,  arising  from  coyerture,  is  not  removed  by 
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•nj  statute  of  the  UDited  States  or  of  Vermont.    (See  JR&v.  Stat,  U,  8.,  uc. 
858;  and  Rev.  Law  of  Vermont,  tea.  1001  aand  1006.) 

(Before  Whkilib,  J.,  Vermont,  January  9th,  1886.) 

This  was  a  suit  in  equity,  brought  under  §  4,915  of  the 
Revised  Statutes,  after  the  refusal  of  the  Commissioner  of 
Patents  to  grant  several  claims  of  the  application  of  the 
plaintiff  for  a  patent,  on  interferences  between  him  and  the 
defendants  Hill  and  Prentice,  assignors  to  the  third  defend- 
ant. Besides  the  questions  of  fact  as  to  the  priority  of  inven- 
tion, a  question  arose  as  to  the  admissibility  of  the  testimony 
of  the  ^Tf  e  of  Hill. 

5.  C.  Shurtleff^  for  the  plaintiff. 

IT.  E.  Simonda^  for  the  defendants. 

Wheelkb,  J.,  (after  adjudging  priority  of  invention  in 
favor  of  Wooster  as  to  certain  claims :)  This  conclusion  has 
been  reached  without  considering  or  examining  the  testimony 
of  the  wife  of  the  defendant  Hill.  He  is  a  proper  party  to 
the  8uit,  and  was  liable  to  be  decreed  to  pay  costs  of  suit, 
and  perhaps  interested  otherwise  at  the  time  she  testified,  al- 
though he  had  assigned  his  right  to  the  invention  before. 
The  disability  of  witnesses  on  account  of  interest  in  the  suit, 
as  a  party  or  otherwise,  has  been  removed  both  by  the  stat- 
utes of  the  United  States  and  those  of  the  State.  {Rev.  Stat. 
U,  5.,  sec.  868 ;  Rev.  Law%  Vt.^  sec.  1001.)  Neither  have  re- 
moved the  disability  arising  from  coverture,  except  in  partic- 
ular instances  not  including  this.  {Rev.  Laws  Vt.^  sec.  1005 ) 
Therefore,  she  stands  disqualified  as  a  witness  in  cases  where 
her  husband  is  interested,  as  at  common  law.  The  motion  to 
suppress  her  testimony  is,  therefore,  to  be  granted,  and  her 
testimony  has  been  treated  as  suppressed. 
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Frederick  Frbrichs  vs.  Charles  B.  Coster. 

A  collector  of  internal  revenue,  who,  in  seizing  property  at  forfeited,  for  a  vio- 
lation of  the  internal  revenue  laws,  acts  on  the  request  of  a  revenue  a^nt, 
who  was  instructed  by  the  chief  clerk  of  a  uupervisor  to  make  the  request 
does  not  act  under  the  direction  of  a  "  proper  officer  of  the  Government " 
within  the  meaning  of  §  989  of  the  Revised  Statutes,  in  regard  to  granting  a 
certificate  of  "  probable  cause." 

Whether,  after  a  refusal  of  the  District  Court,  in  a  suit  for  the  forfeiture  of  the 
property  seized,  to  grant  a  certificate  of  "  reasonable  cause  of  seizure  "  under 
§  970  of  the  Revised  Statutes,  the  Circuit  Court  can,  in  an  action  for  dam- 
ages against  the  collector,  grant  a  certificate  of  "probable  cause,"  under 
§  989,  gu€re, 

(Before  Cozb,  J.,  Southern  District  of  New  York,  January  10th,  1885.) 

In  May,  1876,  the  defendant,  then  Collector  of  Internal 
Revenue,  seized  the  property  of  the  plaintiff,  as  forfeited, 
upon  the  ground  that  he  was  unlawfully  carrying  on  the  busi- 
ness of  a  distiller.  This  issue  was  tried  in  the  District  Court, 
and  resulted  in  a  verdict  for  the  plaintiff.  The  Collector 
asked  for  a  certificate  of  reasonable  cause  of  seizure,  under 
section  970  of  the  Revised  Statutes,  which  was  refused  by 
the  District  Court.  ( United  States  v.  Frerichsy  16  Bl'Otchf. 
C.  C,  R.^  547,  and  United  States  v.  Ahatoi/r  Place^  106  U. 
S,y  160.)  The  present  action  to  recover  damages  for  the 
seizure  was  then  commenced  against  the  Collector  personally. 
At  the  trial,  there  was  a  verdict  for  the  plaintiff.  The  de- 
fendant then  asked  the  Court  to  grant  a  certificate,  pursuant 
to  section  989  of  the  Revised  Statutes,  that  the  defendant 
"  acted  under  the  direction  of  the  Secretary  of  the  Treasury, 
or  other  proper  oflScer  of  the  Government." 

Henry  E.  Davies,  for  the  motion, 

Elihu  Root^  {District  Attorney,)  and  Edward  Salomon^ 
opposed. 
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CoxB,  J.  This  motion  is  founded  upon  the  evidence  of 
Edward  McLeer,  who  testified,  in  sabstance,  as  follows  :  "  In 
May,  1876, 1  was  a  revenue  a^ent  attaehed  to  the  office  of  the 
supervisor  of  New  York.  1  had  examined  the  plaintifPs  dis- 
tillery and  reported  the  result  to  the  chief  clerk  of  the  super- 
visor, who  was  acting  in  the  latter's  absence.  I  was  instructed 
by  him  to  request  the  defendant  to  make  the  seizure  of  the 
jplaintifPs  distillery.  Subsequently,  I  went  to  the  defendant's 
oflSce,  and,  the  defendant  not  being  there,  made  the  request  of 
his  deputy."  Do  these  facts  present  the  case  contemplated 
by  the  statute  referred  to  ?  It  is  thought  i)ot  The  construc- 
tion of  this  testimony  most  favorable  to  the  defendant  is, 
that  he  acted  pursuant  to  the  request  of  a  revenue  agent,  who 
was  instructed  to  make  the  request  by  the  chief  clerk  of  a 
supervisor. 

The  plain  intent  of  the  statute,  in  my  judgment,  is,  that 
the  direction  to  the  Collector  shall  shield  him  only  when  given 
by  some  officer  of  the  Government  who  has  the  undoubted 
authority  to  direct.  Unless  the  Collector  is  under  some  obli- 
gation to  heed  the  instructions,  he  is  not  protected.  The  de- 
fendant here  was  not  required  to  perform  the  unlawful  act 
complained  of  because  of  any  request  or  demand  disclosed  by 
this  testimony.  Neither  the  revenue  agent  nor  the  chief 
clerk  stood  in  such  a  relation  to  him  that  he  could  be  pro- 
tected by  following  their  instructions,  or  censured  for  refus- 
ing so  to  do.  Upon  the  case  presented  the  defendant  has 
not  succeeded  in  showing  that  he  acted  under  the  direction  of 
a  "  proper  officer  of  the  Government." 

I  do  not  mean  to  intimate  that  a  revenue  agent  may  not, 
in  certain  circumstances,  be  such  an  officer.  He  may  receive 
from  his  chief  instructions,  general  or  special,  clothing  him 
with  the  most  extensive  powers.  There  is,  however,  no  ques- 
tion of  this  character  now  before  the  Court.  And  this  is  so, 
even  if  the  pamphlet  entitled  '^  Instructions  to  Internal  Bev- 
enue  Officers  concerning  their  accounts,  etc.,"  submitted  by 
the  defendant's  coimsel,  January   6th,  1885,  is  considered 
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as  properly  in  evidence,  for  I  find  therein  no  such  instrnc- 
tions. 

In  a  sapplemental  brief  sabmitted  for  the  defendant  the 
proposition  is  advanced,  that,  notwithstanding  the  refusal  of 
the  District  Court,  in  the  original  proceedings,  to  grant  a  cer- 
tificate of  "  reasonable  cause  of  seizure,"  under  section  970  of 
the  Revised  Statutes,  this  Court  may  now  certify  "  that  there 
was  probable  cause  for  the  act  done  by  the  Collector,"  under 
section  989.  There  is  very  serious  doubt  whether  this  posi- 
tion can  be  sustained.  To  assert  that  there  is  probable  cause 
for  an  act  which  is  without  reasonable  cause,  certainly  seems 
paradoxical.  If  the  act  is  illegal,  irrational  or  unjust,  if  there 
is  no  cause  for  it  dictated  by  reason,  no  cause  of  sufiScient 
importance  to  satisfy  a  reasonable  man,  it  can  hardly  be 
maintained  that  a  person  guilty  of  such  an  act  has  probable 
cause  for  what  he  does.  To  hold  otherwise  would  lead  the 
Court  to  the  illogical  conclusion,  that  a  seizure  made  without 
reasonable  cause  may  yet  be  a  seizure  the  justice  of  which  is 
susceptible  of  proof,  a  seizure  having  a  preponderance  of  ar- 
gument in  its  favor,  a  seizure  ^^  supported  by  evidence  which 
inclines  the  mind  to  belief." 

It  is  thought  that  a  result  favorable  to  the  defendant's 
theory  in  this  regard  can  be  reached  only  by  a  process  of  reas- 
oning 80  attenuated  that  a  distinction,  if  discovered,  would, 
in  all  probability,  be  too  infinitesimal  for  practical  applica- 
tion. But,  even  conceding  that  the  action  of  the  District 
Court  is  not  conclusive,  it  is  sufficient,  upon  this  branch  of 
the  motion,  to  say,  that  there  is  nothing  of  which  to  predicate 
a  certificate  of  probable  cause.  There  is  no  evidence  prop- 
erly before  the  Court,  bearing  upon  this  question  in  any  ap- 
preciable degree. 

For  these  reasons  I  am  constrained,  reluctantly,  to  refuse 
the  certificate. 
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Gbobob  H.  Hammond 

'08. 

Henby  B.  Franklin.    In  Equity. 

CUims  8  and  4  of  re-issued  letters  patent  No.  8,119,  granted  to  William  Davis, 
September  16th,  1868,  for  an  improvement  in  preserving  meats,  fruit,  <fcc., 
(the  original  patent.  No.  78,982,  having  been  granted  June  16th,  1868,)  are 
invalid,  on  the  groand  that  those  claims  cover  inventions  not  described  in  the 
original  patent. 

(Before  Whxkub,  J.,  Southern  District  of  New  York,  January  10th,  1886.) 

Wheklkb,  J.  This  suit  is  brought  for  alleged  infringe- 
ment of  re-issued  letters  patent  No.  3,119,  dated  September 
15th,  1868,  granted  to  William  Davis,  assignor,  for  an  im- 
provement in  preserving  meats,  fruit,  <fec.,  the  original  of 
which  was  No.  78,982,  dated  June  16th,  1868.  The  alleged 
infringement  consists  in  the  use  of  refrigerator  cars  made 
according  to  the  specifications  of  letters  patent  No.  244,676, 
dated  July  19th,  1881,  granted  to  William  Scott,  for  a  re- 
frigerating chamber,  and  letters  patent  No.  248,738,  dated 
October  26th,  1881,  granted  to  Edward  Hamilton,  for  im- 
provemeiits  thereon.  Lack  of  novelty,  differences  between 
the  original  and  re-issue,  and  non-infringement,  are  set  up 
and  relied  upon  as  defences. 

The  original  patent  described  a  car-body  constructed  of 
three  separate  compartments,  one  within  the  others,  with 
open  spaces  all  around  between  them  filled  with  poor  con- 
ductors of  heat,  and  an  ice  receptacle  inside  the  inner  com- 
partment, consisting  of  a  double  wall,  "  extending  from  the 
bottom  to  the  top  "  of  the  compartment,  and  having  funnels 
extending  upwafd  through  the  roof,  to  contain  the  freezing 
mixture  to  be  filled  in  throngh  the  funnels,  and  closed  air- 
tight except  where  there  were  funnels ;  and  they  were  pro- 
vided with  caps  to  close  them  as  tightly  as  was  practicable. 
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The  ice  receptacle  was  provided  with  a  goose-neck  trap,  for 
carrying  off  water  which  would  collect  in  the  lower  part, 
without  admitting  air.  Access  to  the  inside  of  the  car  was 
provided  for  through  hatch wajs  in  the  roof,  made  to  be 
practically  air-tight,  for  discharging  freight  at  way  stations, 
without  letting  out  the  cold  and  heavy  air  to  be  replaced  by 
warm  air,  and  through  doors  in  the  sides,  made  air-tight  in  a 
similar  manner,  for  use  at  the  beginning  and  end  of  the  jour- 
ney. The  drawings  and  model  showed  the  ice  receptacle 
extending  around  the  inside  of  the  car,  at  a  little  distance 
from  the  walls,  and  the  model  showed  it  standing  on  the 
floor  and  extending  upward  to  the  ceiling.  Whether  the 
drawings  showed  it  as  standing  on  the  floor  or  suspended  a 
little  above  it,  and  as  reaching  to  the  ceiling  between  the 
funnels,  or  stopping  a  little  below,  is  a  matter  of  controversy. 
Nothing  was  said  about  producing  currents  anywhere  in  the 
inner  chamber  for  equalizing  the  cold,  nor  about  freezing  the 
moisture  from  the  air,  to  produce  dryness  and  purity.  The 
leading  idea  seems  to  have  been  to  produce  cold  air  within, 
and  retain  it  by  excluding  external  warm  air,  and  protecting 
it  from  radiation  by  non-conducting  sides.  The  claims  were 
for  the  construction  of  a  car-body,  room,  box,  or  chesty  pro- 
vided with  the  compartments  between  the  sides,  ice  recep- 
tacle, funnels  and  hatches,  arranged  and  operating  substan- 
tially as  described  and  for  the  purposes  set  forth ;  and  for  the 
gooseneck  trap  in  combination  with  the  receptacle  and  com- 
partments, arranged  substantially  as  and  for  the  purposes  set 
forth. 

On  the  15th  of  Angust,  1868,  Davis  filed  another  applica- 
tion for  a  patent  for  an  improvement  in  preserving  meats, 
fruits,  fish,  &c.,  consisting  of  a  box,  room,  chest,  or  car-body 
of  any  size  or  shape  desired,  with  another  box  inside  suffi- 
ciently small  to  allow  an  air  space  all  around  it,  and  the 
inside  of  the  inner  box  covered  with  wooJ  or  felt,  and  the 
whole  lined  with  galvanized  iron  or  zinc  or  other  appropriate 
material,  making  it  water-tigiit,  and  forming  a  receptacle  for 
the  article  to  be  preserved.    Inside  this  was  to  be  placed  a 
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rectangular  or  other  properly  shaped  receptacle,  within  which 
to  place  ice  and  salt  or  other  freezing  mixture,  which  might 
extend  aroand  the  entire  box,  be  placed  across  one  or  both 
sides  or  ends  or  in  the  middle,  as  might  be  desired,  closed  on 
all  sides  and  at  top  and  bottom  except  small  opening  or 
openings  for  patting  in  ice,  provided  with  covers  as  described 
in  his  former  patent,  and  provided  with  a  gooseneck  to 
carry  oflf  the  drippings  arising  from  the  melting  ice.  He 
stated  that  it  was  a  fact  beyond  question,  that  the  moisture 
of  air  was  what  tended  to  produce  decomposition ;  that  he 
did  not  propose  to  preserve  the  contents  of  his  boxes  or  cars 
by  simply  reducing  the  atmosphere  in  which  they  were  con- 
fined to  as  near  a  Ireezing  point  as  possible ;  that  neither  did 
he  wish  to  introduce  fresh  air  upon  the  principle  that  con- 
fined air  becomes  foul,  especially  when  the  articles  confined 
in  it  are  constantly  throwing  off  moisture ;  that  it  was  this 
introduction  of  fresh  air  into  refrigerators  that  prevents  their 
contents  from  being  preserved  but  a  short  time;  that  he 
designed  to  preserve  the  contents  of  his  boxes  or  cars,  "  by 
having  the  air  space  next  the  outside  of  the  san;e  so  arranged 
that  the  air  in  said  space  is  still  at  all  times ; "  and  that  then, 
by  the  arrangement  of  the  other  parts  as  before  described, 
with  the  air  confined  in  the  preserving  receptacle,  no  matter 
how  full  of  moisture,  he  would  congeal  the  moisture  upon 
the  inner  metallic  walls  of  the  receptacle,  thereby  rendering 
it  perfectly  pure  and  dry,  so  that  decomposition  would  be 
postponed  for  a  long  time.  He  claimed  congealing  the  moist- 
ure in  the  air  confined  in  boxes,  chests,  rooms,  or  cars,  upon 
the  inner  walls  of  the  same,  substantially  as  described ;  the 
ice  receptacle  placed  entirely  around,  across  either  end  or 
side,  or  at  any  other  point  in  the  preserving  chamber,  when 
operating  substantially  aa  and  for  the  purposes  set  forth ;  and 
the  hatchways  or  doors  in  connection  with  a  box,  room,  chest, 
or  car,  for  the  purposes  specified.  He  was  advised  by  the 
Departnient  that  his  patent  anticipated  the  leading  features 
of  his  claim,  and  that,  if  he  desired  to  avail  himself  of  the 
protection  afforded  by  the  patent  laws,  he  should  seek  it  by 
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a  re-issue.  He  thereupon  abandoned  that  application  and 
obtained  leave  to  withdraw  the  model,  with  a  view  to  filing 
it  in  an  application  for  the  re-issne  of  a  former  patent  for  the 
same  invention.  Application  was  made  for  the  re-issae  and 
it  was  granted,  as  it  is  in  suit,  but  upon  what  communications 
between  him  and  the  Department  does  not  appear.  In  the 
re-issue,  the  construction  of  the  car  itself,  with  its  compart- 
ments, is  the  same  in  all  respects  as  in  the  original.  The  ice 
receptacle  is  the  same,  except  that,  in  the  re-issue,  it  is  de- 
scribed as  extending  from  near  the  bottom  of  the  chamber,  but 
leaving  a  space  between  it  and  the  bottom  of  the  chamber,  to 
the  top  of  the  chamber;  and  that  its  sides  arc  slightly  in- 
clined or  tapering,  from  the  top  to  the  bottom,  so  that  the 
bottom  is  less  in  area  than  the  top.  This  is  stated  to  be  an 
essential  feature  to  the  complete  and  successful  operation  of 
the  invention,  for,  the  inclined  sides  will  keep  the  melting 
ice  in  close  contact  with  them,  causing  the  moisture  to  be 
frozen  upon  them,  as  long  as  any  ice  remains;  but  it  is  added, 
that  the  walls  may  be  '*  perpendicular  or  equilateral,''  but 
that  the  inclined  sides  are  preferred  as  best  in  effect.  One 
drawing  shows  the  ice  receptacle  with  inclined  sides  near  a 
side  or  end  of  the  inner  chamber,  raised  from  the  floor  and 
extending  to  the  top  of  the  chamber.  It  is  stated  in  the 
specification,  that,  by  the  arrangement  of  the  ice  receptacle  in 
and  with  relation  to  the  chamber  as  shown,  only  a  thin  film  of 
air  lies  between  the  top  of  the  receptacle  and  wall  of  the 
chamber ;  that  the  air  in  this  thin  space  is  colder  than  in  any 
other  portion  of  the  chamber,  and  hence  there  is  a  current  or 
circulation  of  the  air  from  the  thin  space  between  the  top  of 
the  receptacle  and  wall  of  the  chamber,  downward  and  under 
the  receptacle,  into  the  space  in  the  chamber  between  tlie  ice 
receptacle  and  the  opposite  wall,  until  the  whole  air  in  the 
chamber  is  at  the  same  temperature.  This  is  all  that  is  said 
in  the  specification,  apart  from  the  claims,  about  the  produc- 
tion of  currents  for  equalizing  temperature.  This  thin  space 
and  its  film  of  air  is  treated  on  both  sides  of  the  case  as  being 
between  the  upper  surface  of  the  ice  receptacle  and  the  ceil- 
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ing  of  the  chamber,  so  that  the  falling  of  the  cold  air  would 
ci'eate  a  cnrrent  over  the  top,  and  down  behind  the  receptacle, 
but  such  does  not  appear  to  me  to  be  the  case.  The  recep- 
tacle is  described  and  shown  everywhere  as  extending  to  the 
top  of  the  chamber;  the  cnrrent  is  described  as  being  down- 
ward and  under,  but  not  over,  the  receptacle ;  and  the  third 
claim,  which  is  framed  upon  this  part  of  the  specification,  is 
for  the  receptacle,  "so  constructed  and  arranged  as  to  be 
pendent  from  the  inner  upper  wall "  of  the  chamber,  "  and 
allowing  a  free  circulation  underneath  the  receptacle,  and  on 
all  sides,  substantially  as  described."  The  thin  space  would 
seem  to  be  between  the  projecting  top  of  tlie  inclined  side  of 
the  receptacle  and  wall.  The  descending  cold  air  would  be 
replaced  by  currents  around  the  ends  and  along  the  sides  of 
the  receptacle,  and  would  thus  pass  under  it,  and  thereby  fill 
the  whole  description,  and  not  contradict  any  of  it.  The 
first  two  claims  of  the  re-issue  are  the  same  as  the  two  claims 
of  the  original.  There  are  two  others  in  the  re-issue,  the 
third  being  as  just  stated,  and  the  fourth  is  for  the  construc- 
tion and  relative  arrangement  of  the  ice  receptacle  with  the 
chamber,  whereby  the  moisture  in  the  chamber  is  frozen  to 
the  walls  of  the  receptacle,  substantially  in  the  manner  and 
by  the  means  described.  The  defendant  does  not  have  the 
construction,  arrangement,  or  combination  of  either  of  the 
claims  of  the  original  patent,  and  infringement  of  the  two 
new  claims  only  is  relied  upon.  The  claims  of  the  original 
are  enlarged  in  the  reissue,  and  the  suit  rests  upon  the  en- 
largement. But  little  more  than  two  months,  and  less  than 
three,  elapsed  between  the  date  of  the  original  and  the  appli- 
cation for  the  re-issne.  This  does  not  seem  to  be  too  long  a 
time  to  take  before  proceeding  for  an  enlargement  of  the 
claims  to  cover  parts  of  the  invention  described  but  not 
claimed  in  the  original,  especially  when  not  shown  to  be  done 
to  cover  the  progress  of  other  inventors.  The  decided  cases 
appear  to  warrant  this  course.  {Miller  v.  Brass  Co,^  104  U, 
&,  352;  James  v.  Campbell^  104  U.  S.,  371;  ClemenU  v. 
Odorless  Apparatus  Co.^  109  O.  S.j  641 ;  Hartshorn  v.  Ji^agle 
Vol,.  XXIII.— 6 
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Shade  Holler  Oo.y  18  jFed.  Rep,,  90.)      But  where  the  re-issne 
is  for  an  invention  not  shown  in  the  original,  or  a  diflFerent 
one  from  that  shown  there,  neither  promptitude  nor  delay  in 
making  application  for  the  re-issue  would  seem  to  make  any 
difference.     It  is  understood  that  an  inventor  cannot  at  any 
time  take  out  a  valid  re-issue  for  an  invention  not  shown  in 
the  original,  in  some  manner,  so  as  to  be  discernible  there. 
{OiU  V.   Wells,  22  Wall,  1 ;  Russell  v.  Dodge,  93  U,  &,  460; 
Manufacturing  Co.  v.  Ladd^  102  U.  S.,  408.)      The  evidence 
tends  to  show  that  Davis  made  a  refrigerating  apparatus  show- 
ing the  principle  of  these  new  claims,  and  of  the  alleged  in- 
fringement, prior  to  his  application  for  the  original  patent ; 
and  it  is  urged  that  this  shows  that  the  invention  which  he 
undertook  and  intended  to  patent  included  the  same  thing, 
and  that  the  re-issue  is  for  the  same  invention.     The  same 
thing  was  done  in  Manufacturing  Co,  v.  Ladd,  (stipra,)  and 
the  Court  said  that  if  it  were  true  it  would  be  nothing  to  the 
purpose ;  that  there  was  no  safe  or  just  rule  but  that  which 
confines  a  re-issued  patent  to  the  same  invention  w  hich  was 
described  or  indicated  in  the  original.     It  is  also  urged,  that 
the  action  of  the  Patent  Office,  in  suggesting  an  application 
for  a  re-issue  when  the  application  for  a  new  patent  was  made, 
should   have  weight  in   upholding   the   re-issue.     But   that 
application  was  for  a  patent  for  a  different  invention  from 
that  to  which  the  new  claims  of  the  re-issue  are  ap[)licable. 
That  was  for  an  arrangement  to  have  the  air  still ;  this  for 
having  it  in  circulation.     Therefore,  if  a  new  invention  was 
taken  into  the  re-issue,  it  was  not  that,  and  the  suggestion,  if 
it  would  have  any  weight  when  acted  upon,  was  not  acted 
upon  for  this   purpose.     Upon  this   question,  the   original 
patent  as  it  was  made,  not  as  it  might  have  been  made,  is  to 
be  compared  with  the  re-issued  patent  as  it  is.     Now,  the 
invention  sought  to  be  covered  by  these  new  claims  consists 
essentially  in  the  production  of  circulation  of  the  air  about 
the  ice  receptacle,  by  the  falling  of  the  cold  and  heavy  air 
behind  it  and  passing  under  it,  to  replace  the  warmer  air  tak- 
ing the  place  of  the  falling  cold  air,  and  the  freezing  of  the 
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inoi8tnre  taken  by  the  warmer  air  from  the*  articles  to  be 
preserved,  to  the  surfaces  of  the  ice  receptacle,  as  it  passes 
them.  The  original  patent  does  not  mention  this  operation 
nor  this  result.  If  the  ice  receptacle  was  raised  from  the 
floor  so  as  to  make  an  air  passage  under  it,  this  result  would 
be  produced.  It  would,  doubtless,  be  well  enough,  if  the 
patent  showed  the  parts  arranged  to  produce  the  result,  with- 
out saying  expressly  that  they  would  produce  it.  It  is  an 
important  question,  therefore,  whether  the  original  patent 
shows  the  ice  receptacle  so  raised  from  the  floor  of  the  com- 
partment. It  is  described  as  extending  from  the  bottom  to 
the  top  of  the  compartment.  The  model  shows  it  resting  on 
the  floor  of  the  compartment.  The  drawing  shows  nothing 
to  support  it  raised.  Figures  2  and  3  of  the  drawings  show 
cross  sections  of  it  touching  a  line  at  the  bottom.  It  is  not 
clear  what  that  line  is  intended  to  represent ;  if  the  floor, 
then  the  drawing  shows  the  receptacle  resting  on  the  floor ; 
if  another  part  of  the  receptacle,  then  it  may  show  it  raised. 
But,  the  cross-sections  of  the  structure  are  at  such  points  that 
there  would  be  no  part  of  the  receptacle  there  to  be  repre- 
sented by  this  line.  The  drawings  themselves  are  ambiguous 
on  this  point,  and  do  not  appear  to  be  sufficiently  clear  to 
control  the  expressions  of  the  speciflcations  and  model.  Prob- 
ably no  one,  not  even  of  those  skilled  in  the  art  or  science  to 
which  this  invention  appertains,  would  read  the  specifications, 
examine  the  model  and  drawings,  without  taking  any  sugges- 
tions from  without  them,  and  perceive  any  invention  there 
depending  at  all  upon  a  passage  for  air  under  the  ice  recep- 
tacle ;  certainly,  what  the  inventor  delivered  was  not  a  written 
description  of  an  invention  or  discovery  covering  such  device, 
in  such  full,  clear  and  exact  terms  as  to  enable  any  person  so 
skilled  to  construct  and  use  it,  as  required  by  tlie  statute  under 
which  the  patent  was  granted.  {Act  of  July  4M,  1836,  §  6,  5 
U.  S.  St(U.  at  Large^  119.)  The  conclusion  follows,  that  the 
invention  described  in  the  re-issue,  and  that  part  of  it  relied 
upon,  is  a  different  invention  from  that  described  in  the 
original,  and  that,  to  this  extent  at  least,  the  re-issue  is  void. 
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Let  a  decree  be  entered  dismissing  the  bill  of  complaint, 
with  costs. 

Livingston  Oifford^  for  the  plaintiff. 

Charles  Levi  Woodbury^  for  the  defendant. 


EOBERT  K.    Dow    AND  OTHERS 

vs. 


The  Memphis  and  LmLB  Hook  Railroad  Company.    In 

Equity. 

The  trustees  in  a  railroad  mortgage  to  secure  |2,600,000  of  bonds,  snccessMly 
defended,  in  this  Court,  a  suit  brought  by  the  railroad  company  to  set  aside 
the  mortgage.  The  Court  allowed  to  them  $17,000,  as  counsel  fees,  and  an 
additional  sum  for  disbursements,  and  126,000  for  their  personal  compensa- 
tion, being  at  the  rate  of  commission  allowed  by  the  law  of  the  State,  to  trus- 
tees, for  receiying  and  paying  out  $2,600,000  of  money,  and  apportioned  the 
sum  among  the  trustees,  according  to  their  services. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  19th,  1886.) 

Wallace,  J.  The  defendant  filed  a  bill  to  set  aside  a 
mortgage  for  $2,600,000  to  trustees  for  the  holders  of  the 
mortgage  bonds.  (22  Blatchf.  (7.  C,  7?.,  48.)  The  mortgage, 
among  other  things,  provided  that  the  trustees  should  receive 
a  reasonable  compensation  for  executing  their  trust.  The 
trustees  filed  the  present  cross  bill,  and  obtained  a  decree  ad- 
judging the  complainant  to  pay  to  them  the  amount  of  com- 
pensation to  which  they  are  entitled,  and  the  costs,  charges, 
and  expenditures  which  they  have  incurred  in  defending 
their  trust,  by  reason  of  the  suit  brought  to  set  aside  the  mort- 
gage. It  was  referred  to  a  master  to  take  an  account  and  re- 
port. He  has  reported  that  they  should  be  allowed  the  sum 
of  $17,000  for  counsel  fees,  and  an  additional  sum  for  dis- 
bursements actually  incurred  in  defending  the  suit.     He  has 
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also  reported  that  they  should  be  allowed  the  further  sum  of 
$45,000,  for  their  personal  compensation  in  defending  the 
suit    Exceptions  have  been  filed  to  that  report.     Upon  the 
argument  of  the  exceptions,  it  was  conceded  that  the  amount 
which  should  be  allowed  them  as  incurred  for  counsel  fees 
was  fixed  by  the  master  at  a  reasonable  sum.     It  is  obvious 
that  any  sum  paid  to  the  trustees  must  really  come  out  of  the 
bondholders,  because  tlie  property  of  the  corporation  is  not 
Buflicient  to  discharge  the  mortgage  which  is  a  lien  upon  it. 
The  trustees  are  entitled  to  reasonable  compensation  for  their 
services  in  defending  the  suit  brought  to  set  aside  the  mort- 
gage and  protect  the  rights  of  the  bondholders,  but  it  is  not 
easy  to  determine  what  is  a  fair  compensation  in  this  behalf. 
Although  there  were  issues  of  fact  in  the  case,  the  contro- 
versy turned  essentially  upon  questions  of  law  presented  by 
record  evidence.     The  attack  upon  the  mortgage  was  so  mani- 
festly unjust  and  inequitable,  that  it  was  apparent  it  could 
never  succeed  unless  there  were  inflexible  legal  rules  to  justify 
it,  which  could  not  be  parried.    Yet  the  mortgage  was  as- 
sailed by  able  counsel,  upon  technical  grounds,  which  were 
not  without  plausibility.    The  trustees  were  bound  to  assume 
that  these  grounds  might  be  held  to  be  tenable.     It  became 
their  duty,  therefore,  to  employ  competent  counsel,  and  put 
them  in  possession  of  the  facts,  and  assist  them  in  procuring 
the  necessary  evidence.     When   they  had   done   this   their 
duties  to  the  bondholders  were  discharged.     Their  compensa- 
tion should  be  adjusted  largely  as  an  equivalent  for  the  re- 
sponsibility which  they  were  thus  obliged  to  assume.     If  the 
result  of  the  suit  had  been  adverse,  they  would  doubtless  have 
been'subjected  to  criticism,  although  there  would  have  been 
no  reason  for  it.     The  amount  involved  was  very  large,  and 
the  trustees  should  not  be  exposed  to  contingencies  in  which 
their  discretion  and  fidelity  might  come  in  question,  without 
an  adequate  remuneration.     The  usual  commissions  allowed 
to  trustees,  by  the  laws  of  this  State,  for  receiving  and  paying 
out  Bums  of  above  ten  thousand  dollars  in  amount,  is  one  per 
cent.,  besides  their  necessary  expenses.     This  is  assumed  to  be 
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a  fair  return  for  their  time  and  services,  and  for  the  responfli' 
bilities  which  they  incur.  As  the  whole  trust  fund  was  at 
stake  in  the  suit  brought  against  them,  it  would  seem  to  be 
fair  to  allow  them  this  commission  here.  Thej  are,  accord- 
ingly, allowed  the  sum  of  $26,000.  In  apportioning  this  sum 
between  them,  reference  should  be  had  to  the  services  ren- 
dered by  each.  Mr.  Matthews  has  not  taken  an  active  part  in 
the  defence  of  the  suit,  but  Mr.  Dow  and  Mr.  Moran  have 
devoted  a  great  deal  of  time  to  it.  Mr.  Dow  has  been  espe- 
cially active  in  the  preparation  of  evidence,  and  has  been  un- 
remitting in  his  efforts  from  the  beginning  of  the  litigation, 
while  Mr.  Moran  has  been  zealous  and  active  in  consultations 
with  the  bondholders  and  with  counsel.  $11,500  should  be 
awarded  to  Mr.  Dow,  $8,500  to  Mr.  Moran,  and  $6,000  to 
Mr.  Matthews. 

Piatt  (&  BowerSy  for  the  plaintiffs. 

Dillon  dh  Swayne^  for  the  defendant. 


Clinton  G.  Colgate 

vs, 

Compagnie  Fbakcaibe  du  Telegraphs  db  Fabis  a  New 

York.     In  Equtiy. 

A  bill  of  discorery  by  a  plaintiff  in  a  suit  at  law  against  a  corporation,  for  the 
infringement  of  letters-patent,  brought  in  aid  of  that  suit,  will  lie,  in  a  Circait 
Court  in  New  Tork,  where  it  arers  that  the  article  used  by  the  defendant  is 
a  telegraph  cable  under  water,  and  not  open  to  inspection. 

It  does  not  follow,  because  a  Court  of  law  has  power  to  compel  discorery,  by 
the  oath  of  a  party,  or  the  production  of  books  and  writings,  that  a  Court  of 
equity  will  forego  the  exercise  of  an  ancient  and  well  settled  jurisdiction. 

In  respect  to  the  infringement  of  a  patent,  a  discoyery  in  eqmty  is  in  the  natore 
of  an  inspection. 
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A  discoverj  by  a  bill  in  equity  affords  a  more  adequate  and  complete  remedy 
than  one  by  the  testimony  of  an  adverse  party,  on  the  trial  of  tbe  action  at 
law. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  January  30th,  1885.) 

Wallace,  J.  The  complainant  has  filed  a  bill  of  disco v- 
eryin  aid  of  a  pending  action  at  law  in  this  Court,  wherein  he 
is  the  plaintiff,  brought  against  the  defendant  to  recover  dam- 
ages for  the  infringement  of  letters  patent  for  an  invention. 
The  subject  of  the  patent  is  an  improvement  in  electrical  con- 
ductors for  submarine  telegraph  purposes.  The  bill  avers 
that  the  defendant  operates  a  cable  telegraph  under  water, 
extending  from  the  coast  of  France  to  some  point  on  or  near 
Cape  Cod,  Massachusetts,  and  also  operates  lines  of  telegraph 
wire,  including  a  number  of  river  and  water  crossings  in  the 
United  States,  and  employs  the  plaintiff's  inventions  in  such 
lines  of  cable  telegraph  ;  that,  in  the  suit  at  law,  the  defend- 
ant, in  its  answer,  has  pleaded  non-infringement  of  said  letters 
patent ;  that  the  complainant  is  unable  to  prosecute  his  action 
at  law  without  a  full  discovery  of  the  method  of  insulation  of 
the  said  lines  of  cable  telegraph,  for  tlie  reason  that  such  lines 
are  under  water,  and  are  nnder  the  control  of  the  defendant, 
and  are  in  localities  unknown  to  the  plaintiff,  and  are  not  open 
to  his  inspection  ;  and  that  he  cannot  prove  with  accuracy 
and  completeness  the  damages  that  he  has  suffered  by  reason 
of  the  infringement,  without  the  discovery  by  the  defendant 
of  the  locality  and  length  of  said  lines,  the  number  of  the 
conducting  wires  composing  said  lines,  and  the  inspection 
of  certain  contracts  in  the  defendant's  possession,  which  dis- 
close the  mode  and  materials  of  the  construction  of  its 
cables,  all  of  which  matters  and  things  are  solely  within  the 
knowledge  of  the  defendant  and  unknown  to  the  complain- 
ant. 

The  defendant  has  demurred  to  the  bill,  and  the  main 
points  made  by  the  demurrer  are,  first,  that  the  defendant,  as 
a  corporation,  cannot  be  compelled  to  make  a  discovery  ;  and, 
second,  that  the  Court  should  refuse  to  entertain  the  bill,  be- 
cause, under  sections  724  and  858  of  the  Revised  Statutes  of 
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the  United  States,  and  the  existing  practice  at  law,  discovery 
is  no  longer  necessary,  but  the  plaintiff  can  obtain,  in  the  suit 
at  law,  all  necessary  evidence,  by  an  examination  of  the  oflS- 
cers  of  the  defendant,  and  by  compelling  a  production  of  all 
books  or  writings  containing  pertinent  evidence. 

Undoubtedly,  a  corporation  cannot  be  compelled  to  answer 
under  oath  to  a  bill  in  equity.  It  answers  only  under  the  seal 
of  the  corporation.  It  is  for  this  reason  the  practice  has  ob- 
tained of  making  the  officers  of  the  corporation  parties  to  the 
bill,  and  requiring  them  to  answer  the  interrogatories.  This, 
however,  does  not  excuse  a  corporation  from  answering,  and 
the  complainant  is  entitled  to  an  answer  from  a  corporation 
as  well  as  from  an  individual,  although  the  value  of  the  an- 
swer as  evidence  may  not  be  worth  the  expense  of  the  experi- 
ment. Although  no  officer  or  agent  is  made  a  party  to  the 
bill,  it  is  still  the  duty  of  the  corporation  to  cause  diligent  ex- 
amination to  be  made,  and  to  give  in  its  answer  all  the  in- 
formation derived  from  such  examination ;  and,  if  it  alleges 
ignorance,  without  excuse,  a  disposition  on  its  part  to  defieat 
and  obstruct  the  course  of  justice  may  be  inferred,  which  will 
justify  the  Court  in  charging  it  with  the  costs  of  the  suit. 
{Attorney-General  v.  The  Burgesses  of  East  Retford^  2 
Mylne  db  K.,  35.)  There  is  nothing,  therefore,  in  the  fact 
that  the  defendant  is  a  corporation  to  defeat  the  complainant's 
right  to  maintain  a  bill  of  discovery.. 

Under  the  existing  practice  in  Courts  of  law  in  this  State, 
a  plaintiff  can  obtain  the  evidence  of  a  defendant  upon  the 
trial,  by  examining  him  as  a  witness ;  and  can  obtain  a  pro- 
duction of  books  and  papers  both  before  and  upon  the  trial. 
He  can  also  compel  a  sworn  answer  to  his  complaint,  and  thus 
require  the  defendant  to  admit  or  deny  under  oath  all  the 
material  allegations  of  fact  in  his  complaint.  The  practice 
which  thus  prevails  is  the  practice  of  the  Federal  Courts  also, 
by  force  of  sections  724,  858  and  914  of  the  Revised  Statutes 
of  the  United  States.  lie  cannot  obtain  the  testimony  of  the 
defendant  before  the  trial,  in  an  action  pending  in  this  Court, 
although  he  can  do  so  in  the  State  Courts,  because  section  861 
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of  the  Revised  Statutes  of  the  United  States,  as  construed  in 
BeardfiUy  v.  Littell^  (14  Blatchf,  G,  C.  /?.,  102,)  requires 
such  testimony,  unless  taken  de  bene  ease  or  by  commission,  to 
be  taken  in  the  presence  of  the  Court  and  jury  at  the  trial. 
(See,  also,  Eastan  v.  Hodges^  7  Biss.^  324.) 

The  jurisdiction  in  equity  for  discovery  originated  in  the 
absence  of  power  in  Courts  of  law  to  compel  a  discovery  by 
their  own  process,  either  by  means  of  the  oath  of  a  party,  or 
by  the  production  of  deeds,  books,  and  writings  in  his  posses- 
sion or  control.  But  it  does  not  follow,  because  Courts  of 
law  now  have  power  to  extend  such  relief,  that  a  Court  of 
equity  should  forego  the  exercise  of  an  ancient  and  well  set- 
tled jurisdiction.  No  principle  is  more  vigorously  asserted  by 
Courts  of  equity  than  that  they  will  not  yield  a  jurisdiction 
once  legitimately  exercised,  because  an  enlargement  of  the  or- 
dinary power  of  Courts  of  law  has  rendered  a  resort  to  equity 
no  longer  necessary.  "  There  can  be  no  ebb  and  flow  of  jur- 
isdiction, dependent  upon  external  changes.  Being  once 
legitimately  vested  in  the  Court,  it  must  remain  there,  until 
the  legislature  shall  abolish  or  limit  it ;  for,  without  some 
positive  Act,  the  just  inference  is,  that  the  legislative  pleasure 
is,  that  the  jurisdiction  shall  remain  upon  its  old  foundations." 
{Story^a  Eq.  Jwria,^  VUh  ed,.  sec.  64z.)  Accordingly,  it  has 
been  frequently  held,  that  a  Court  of  equity  should  not  refuse 
to  entertain  a  bill  for  discovery,  although,  by  the  enlargement 
of  the  jurisdiction  and  remedies  exercised  by  Courts  of  law, 
similar  relief  could  be  obtained  by  the  complainant  in  his  ac. 
tion  at  law.  (Lovell  v.  Galloway^  17  Beav.,  1 ;  B7*itish 
Empire  Shipping  Co.  v.  Soinea^  3  K.  <&  J,^  433  ;  ShotwelVa 
AdnCr  v.  Smithy  20  New  Jersey  Eq.y  79 ;  Cannon  v.  McNah^ 
48  Ala.,  99 ;  Millsaps  v.  Pfeiffer,  44  Miss,,  805.) 

It  is  obviously  desirable  to  ascertain  the  merits  of  a  case 
at  its  outset,  so  far  as  may  be  practicable,  when  this  can  be 
done  with  the  formalities  and  safeguards  of  regular  procedure, 
rather  than  to  await  the  result  of  an  elaborate  trial.  The 
saving  of  time  and  expense  which  may  be  thud  effected  is 
beneficial  not  only  to  the  immediate  litigants  but  to  the  public 
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also.  There  are,  therefore,  persuasive  considerations  why  a 
party  should  be  permitted  to  resort  to  a  bill  of  discovery  when 
the  facts  alleged  in  the  bill  reasonably  indicate  that  such  a 
remedy  will  conduce  to  the  sate  and  convenient  prosecution 
of  his  action  or  defence  at  law. 

It  is  the  rule  of  the  English  Courts,  that  a  party  may 
maintain  a  bill  of  discovery  in  equity,  not  only  when  he  is 
destitute  of  other  evidence  than  the  oath  of  the  adverse  party 
to  establish  his  case,  but  also  to  aid  such  evidence  or  to  render 
it  unnecessary.  {Lord  Montagv^  v.  Dudman^  2  Ves.^  Sr,^ 
398 ;  Finch  v.  Finch^  Id.^  491 ;  Brereton  v.  Gamul^  2  Atk., 
240.)  In  Earl  of  Glengall  v.  Frazer^  (2  Ha/re^  105.)  it  was 
said,  by  Vice-Chancellor  Wigram :  "  The  plaintiflF  is  in  this 
Court  entitled  to  an  answer  from  the  defendant,  not  only  in 
respect  of  facts  which  he  cannot  otherwise  prove,  but  also  aa 
to  facts  the  admission  of  which  will  relieve  him  from  the  ne- 
cessity of  adducing  proofs  from  other  sources."  There  are 
many  American  authorities  to  the  same  effect,  among  which 
may  be  cited  Marsh  v.  Davison^  (9  Paige^  580 ;)  Peck  v. 
Ashley^  (12  Met^  481 ;)  Sta^y  v.  Pearson^  (3  Rich.  jEj., 
148,  152 ;)    Williams  v.  Wann,  (8  Block/.,  477.) 

Other  authorities  hold,  that,  in  order  to  maintain  suoh  a 
bill,  it  must  appear  affirmatively  that  the  case  of  the  party  at 
law  cannot  be  established  by  the  testimony  of  other  witnesses 
or  without  the  aid  of  the  discovery  he  seeks.  Such  is  the 
rule  declared  in  Brown  v.  Swann^  (10  Peters,  ^^7,)  where  it 
is  held  that  the  complainant  must  show,  by  his  bill,  that  he  is 
unable  to  prove  the  facts  sought  to  be  discovered  by  other 
testimony  than  that  of  the  defendant.  That  was  a  case,  how- 
ever, in  which  the  complainant  sought  general  relief  as  well 
as  discovery,  thus  seeking  to  withdraw  the  whole  jurisdiction 
from  the  Court  of  law,  of  a  cause  of  action  properly  triable 
there,  and  transfer  it  to  a  Court  of  equity;  and  the  decision 
is  not  applicable  where  the  bill  is  for  discovery  merely. 
{Story^s  Fq.  PL,  sec.  324.)  The  same  observation  applies  to 
the  case  of  Drexel  v.  Bemey,  (1  i  Fed.  Pep.,  268,)  decided  in 
this  Court. 


JANUARY,  1886.  91 


Colgate  V.  Compagnie  Fran^ftise  du  Telegraplie  de  Paris  k  New  York. 

A  Consideration  peculiar  to  a  bill  of  discovery  like  the 
present,  in  which  the  complainant  seeks  a  discovery  concern- 
ing the  infringement  of  a  patent,  should  be  adverted  to. 
Courts  of  equity,  in  patent  causes,  sometimes  exercise  the 
power  of  granting  to  a  complainant  an  inspection  of  alleged 
infringing  devices,  as  incidental  to  ordinary  discovery.  (  Vidi 
V.  Smithy  3  EL  dk  £1.,  969 ;  Morgan  v.  Seaward ^  1  Webster^s 
Pat.  Cases,  169 ;  Russell  v.  Cowley^  Id,^  468 ;  Shaw  v.  Bank 
of  Englandj  22  Z.  e/".,  N.  S.,  JSacch.,  26.)  Courts  of  law  have 
no  such  authority,  but  power  to  do  so  was  conferred,  in  En- 
gland, upon  common  law  Courts,  by  chapter  S3,  sec.  42,  15  & 
16  Victoria.  Manifestly,  cases  may  occur  where  the  exercise 
of  this  power  is  necessary  in  order  to  prevent  a  defendant 
from  profiting  by  his  own  artifice.  The  case  made  by  the 
present  bill  is  one  where,  if  the  defendant  has  appropriated 
the  complainant's  invention,  the  complainant  must  rely  upon 
the  conscience  of  the  defendant's  managers  for  evidence  of 
the  fact,  unless  he  can  be  permitted  to  inspect  their  telegraph ; 
and  the  exigencies  of  the  case  may  render  an  inspection  indis- 
pensable. 

In  reaching  the  conclusion  that  the  demurrer  should  be 
overruled,  the  statutory  provision,  (Sec.  723,  liev.  Stat.  U.  S.^) 
which  prohibits  the  Federal  Courts  from  sustaining  suits  in 
equity  where  a  plain,  adequate,  and  complete  remedy  may  be 
bad  at  law,  has  not  been  overlooked.  It  has  been  decided  in 
some  of  the  States,  where  equity  jurisdiction  is  restricted  by  a 
similar  statutory  regulation,  that  a  biH  of  discovery  will  not 
be  sustained  where  the  common  law  Courts  are  competent  to 
compel  the  disclosure  sought.  {Hall  v.  Joiner ^  1  So.  Car., 
186 ;  McGotigh  v.  Ins.  Bank,  2  Ga,^  151 ;  Riopelle  v.  Doell- 
ner,  26  Mich.  102.) 

Section  723  was  originally  section  16  of  the  judiciary  Act 
of  1789,  (1  TJ.  S.  Stat,  at  Large,  82,)  and  was  considered  as  de- 
claratory merely,  as  early  as  the  case  of  Boyc^s  Exrs.  v. 
Orundy,  (3  Peters,  210.)  It  may  well  be  insisted,  that  a  dis- 
covery by  a  bill  in  equity  affords  a  more  adequate  and  com- 
plete remedy  than  a  discovery,  upon  the  trial  of  the  action  at 
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law',  by  the  testimony  of  an  adverse  party.  This  is  certainly 
so  if  a  bill  may  be  resorted  to  in  order  to  enable  a  party  to 
dispense  with  the  necessity  of  proof  from  other  sources,  upon 
the  trial  of  the  suit  at  law. 

Power  is  conferred  by  law  upon  the  Supreme  Court  to 
prescribe  rules  regulating  the  practice  of  the  Circuit  Courts 
in  equity ;  and  it  is  more  properly  the  province  of  that  Court 
than  of  the  Circuit  Court  to  determine  what,  if  any,  innova- 
tion shall  be  made  in  the  existing  practice,  in  consequence  of 
the  more  enlarged  powers  now  enjoyed  by  Courts  of  law. 
Until  some  action  by  that  Court,  this  Court  should  be  slow  to 
declare  that  a  jurisdiction  so  ancient  and  so  convenient  as  that 
of  disc(»very  should  be  surrendered,  or  should  depend  upon 
the  accidents  of  legislation  respecting  the  practice  of  common 
law  Courts. 

£elt8y  Aiterhury  <b  Betts^  for  the  plaintiff. 

Clarence  A.  Seward  and  Charles  M.  Da  Costay  for  the 
defendant. 


AlANSON    CaRY   and   OTHERS 

Raphael  H.  Wolff  and  others.    In  Equity. 

Letters  patent,  No.  116,266,  granted  to  Alanson  Cary,  June  27th,  1871,  for  an 
improvement  in  mode  of  tempering  springs,  are  valid,  as  producing  a  new  re- 
sult by  the  new  application  of  an  old  process. 

The  invention  consists  in  subjecting  spiral  springs,  of  steel  wire,  made  by  coil- 
ing, to  spring  temper  heat,  about  600  degrees,  more  or  less,  for  about  8  min- 
utes, to  restore  their  elasticity  and  strength. 

The  patent  is  infringed  by  effecting  that  result  by  the  use  of  a  higher  heat  than 
600  degrees. 

(Before  Wuekler,  J.,  Southern  District  of  New  York,  February  7th,  1886.) 
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Wheeler,  J.  This  suit  is  brought  upon  letters  patent 
No.  116,266,  dated  June  27th,  1871,  and  granted  to  the  orator 
Cary,  for  an  improvement  in  mode  of  tempering  springs.  The 
specification  sets  forth',  that  the  invention  relates  to  spiral 
springs,  usnallj  made  in  conical  form,  of  steel  wire,  nsed  in 
upholstering  chairs,  sofas,  and  for  bed-bottoms  ;  describes  the 
manner  of  making  them,  by  coiling  and  forcing  hard  drawn 
steel  wire  to  the  proper  shape,  whereby  the  onter  portion  of 
the  wire  is  stretched  and  the  inner  portion  crushed,  and  its 
strength,  elasticity  and  durability  greatly  reduced ;  states  the 
discovery  that  subjecting  them  to  a  degree  of  heat  known  as 
spring-temper  heat,  about  600°,  more  or  less,  for  about  eight 
minutes,  will  restore  the  wire  to  its  normal  condition,  by  pro- 
ducing a  complete  homogeneity  of  the  metal,  and  greatly  in- 
crease their  value.  The  claim  is  for  the  method  of  tempering 
furniture  or  other  coiled  springs  substantially  as  described. 
The  defendants  subject  such  springs,  after  being  coiled,  to  a 
degree  of  heat  beyond  the  range  of  what  is  known,  among 
artisans  in  tempering  steel,  as  spring  temper  heat,  and  beyond 
600®,  for  the  purpose  of  restoring  the  elasticity  and  strength 
of  the  wire  to  its  normal  condition.  They  set  up  want  of 
patentable  novelty  in  the  invention  and  deny  infringement  of 
the  patent,  as  defences  to  the  suit. 

If  the  patent  was  for  the  process  merely  of  tempering 
steel,  by  merely  subjecting  it  to  heat,  it  would  apparently  be 
anticipated  in  several  ways;  that  process  was  known  to  ex- 
perts and  artisans,  and  described  with  particularity  in  books, 
before  the  date  of  this  invention.  The  process  of  the  patent 
does  not  merely  add  temper,  as  a  quality,  to  steel  which  did 
not  have  it  before  ;  it  restores  the  lost  strength  and  elasticity 
of  the  wire  consequent  to  the  displacement  of  the  particles  of 
which  it  is  composed  by  the  process  of  making  it  into  springs. 
The  discovery  was  that  the  application  of  heat  would  effect 
that  restoration,  which  is  a  different  thing  from  tempering. 
Subjection  to  heat  for  casting  and  tempering,  and  to  produce 
malleability,  and  for  various  other  purposes,  was  well  enough 
known,  but  it  was  not  known  for  this  purpose  until  it  was  ap- 
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plied  to  this  kind  of  springs  in  their  peculiarly  weakened 
state.  The  discovery  was  of  a  new  application  of  an  old  pro- 
cess, which  produces  a  new  and  highly  useful  result.  Wire 
bells  for  clocks  were  made  to  have  sonorous  properties  by  the 
same  process,  in  kind,  but  for  a  different  pnrpose  and  with  a 
different  result.  What  seems  to  be  the  nearest  to  this  is  the 
method  of  shaping  and  spacing  the  coils  of  hair  balance 
springs  for  marine  clocks,  by  coiling  the  wire  into  a  mould 
of  the  required  shape,  called  a  snail,  and  subjecting  it  to  heat 
w^hile  there  in  shape,  to  make  it  retain  its  place.  But  there 
was  no  displacement  of  the  particles  of  which  the  wire  was 
composed  by  distortion,  and  the  process  was  not  a  restoration 
of  any  lost  quality,  but  a  mere  shaping  of  the  wire  into  the 
article  desired.  That  the  discovery  of  this  eflFect  of  restora- 
tion by  this  mode  was  new  hardly  admits  of  question  upon 
the  evidence ;  experts  called  by  the  defendants  admit  that 
they  did  not  believe  the  results  would  be  produced  until  they 
saw  the  process  tried  in  connection  with  this  litigation.  And 
that  this  production  of  a  new  and  useful  result,  by  a  new  ap- 
plication of  a  process  although  old,  is  patentable,  seems  to  be 
clear.  {Crane  y.  P^ice^  1  Wehst.  Pat  Cas.j  393;  Smith  y. 
Goodyear  Co.^  93  U.  /?.,  486 ;  IjOom  Co.  v.  Riggin8^  105  U* 
S.,  580.) 

It  is  claimed  that  the  application  of  this  process  to  the 
yery  purpose  of  restoring  this  kind  of  springs  was  known  to 
and  applied  by  J.  Joseph  Eagleton  prior  to  the  invention  by 
Cary,  upon  which  knowledge  the  application  for  letters  pat- 
ent No.  122,001,  as  involved  in  Eagleton  Manufa^turin^g  Co. 
V.  West^  Bradley  cj&  Cary  Manufacturing  Co,^  (111  U,  S,j 
490,)  was  founded.  Eagleton,  however,  appears  to  have  done 
nothing,  in  this  direction,  to  such  springs,  but  to  japan  them 
and  bake  on  the  japan  at  a  degree  of  heat  lower  than  will  pro- 
duce good  results  in  restoring  strength  and  elasticity ;  and 
neither  he  nor  those  who  followed  up  his  application  appear 
to  have  known  of  the  benefits  of  the  subjection  of  the  strained 
spring  to  lieat  until  after  Gary's  invention.  What  they  knew 
and  did  would  not  bring  the  knowledge  of  Gary's  discovery  to 
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others  any  more  than  to  themselves,  nor  affect  the  validity  of 
his  patent.  {Colgate  v.  Western  Union  Telegraph  Co,^  15 
Blatchf.  a  C.  i?.,  365  ;  Tilghmcm  v.  Proctor,  102  U.  S., 
707.)  The  patentee  was  the  meritorious  discoverer  of  this 
application  and  effect  of  the  process,  and  his  patent  for  it  ap- 
pears to  be  valid. 

The  defendants  use  Gary's  process  for  the  same  purpose 
and  with  the  same  result,  although  they  use  a  higlier  degree 
of  heat.  The  patent  does  not  limit  the  process  to  any  precise 
heat.  The  substance  of  the  patented  invention  is  taken,  and 
the  use  of  more  heat  does  not  make  the  process  different  in 
principle  from  the  patented  process.  {Tilghmcm  v.  Proctor, 
suj)raJ)  The  extent  of  the  infringement  is  not  important 
now ;  any  infringement  entitles  the  orators  to  a  decree. 

Let  a  decree  be  entered  for  an  injunction  and  account,  ac- 
cording to  the  prayer  of  the  bill,  with  costs. 

Hobert  H.  Duncan   and   Samuel  A.  Dunca/n,,   for  the 
plaintiffs. 

Charles  D.  Adama  and  Frederic  H.  Betta,  for  the  de- 
fendants. 


Edwin  D.  Hapgood  and  others 
MoRiTz  RosENSTocK  AND  Alice  -D.  IIadlock.     In  EQUnT, 

A.,  the  owner  of  a  patent,  conveyed  to  IT.  the  exclusive  right  to  make  and  sell 
the  patented  article,  except  the  right  to  sell  in  Chicago,  reserving  to  A.  the 
personal  right  to  make  and  sell  anywhere,  and  giving  to  H.  the  right  to  sue 
for  iDfringements  and  to  take  the  fruits  of  the  suits.  Afterwards,  A.  assigned 
the  patent  lo  R.,  who  knew  of  the  rights  of  H.,  and  R.  proceeded  to  make  and 
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sell  in  New  York  tbe  patented  article.     On  a  bill  filed  by  H.  against  R. : 
Held,  that  R.  ou'^ht  to  be  enjoined  from  making  and  Belling. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  February  7th,  1886.) 

Wallace,  J.  The  complainants'  motion  for  a  prelimina- 
ry injunction  is  founded  on  a  bill  which  shows  that,  in  Au- 
gust, 1884,  one  Alice  D.  Hadlock,  who  was  then  the  owner 
of  a  patent  for  an  improvement  in  bustles,  entered  into  an 
agreement  with  the  complainants,  which  is  set  out.  By  the 
terms  of  that  agreement,  Hadlock,  in  consideration  of  certain 
royalties  to  be  paid  from  time  to  time  by  the  complainants, 
conveyed  to  them  **  the  sole  and  exclusive  right  and  privilege 
to  manufacture  and  sell "  the  patented  bustle  anywhere  in  the 
United  States,  with  the  exception  that  they  were  not  to  sell 
the  bustles  in  Chicago,  and  reserving  to  Hadlock  herself  the 
privilege  to  manufacture  and  sell  the  bustles  in  any  part  of  tbe 
United  States.  By  the  second  clause  of  that  agreement, 
Hadlock  covenanted  "not  to  form  any  stock  company  or  co- 
partnership for  the  purpose  of  manufacturing  the  bustle." 
By  the  third  clause  she  agreed  that  the  complainants  might 
prosecute  infringers,  and  that  any  moneys  which  might  be 
the  outcome  of  any  suits  for  infringement  brought  by  com- 
plainants, should  belong  to  them. 

The  bill  further  alleges,  that  the  defendant  Eosenstock 
asserts  that,  on  October  4th,  1884,  he  obtained  an  assign- 
ment of  the  patent  from  Hadlock,  and  is  now  the  sole  and 
exclusive  owner  thereof;  that,  although  the  complainants 
have  fully  performed  their  agreement  with  Hadlock,  the  de- 
fendants assert  that  his  rights  under  said  agreement  have 
been  forfeited  and  terminated ;  and  that  the  defendant  Ros- 
enstock  is  now  manufacturing  and  selling  the  patented  bus- 
tles in  the  city  of  New  York,  it  is  also  alleged  that  Kosen- 
stock  had  full  knowledge  of  all  the  rights  and  equities  of 
the  complainants,  at  the  time  he  acquired  the  assignment 
of  the  patent.  The  prayer  of  the  bill  is  for  an  injunc- 
tion restraining  Rosenstock  from  interfering  with  the  com- 
plainants' rights  and  privileges  under  their  agreement  with 
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Hadlock,  and  from  making,  selling  and  nsing  the  patented  , 

boBtles. 

The  defendants  claim  that  Rosenstock  is  now  the  owner  of 
the  patent,  and  admit  that  he  purchased  it  from  Hadlock  with 
knowledge  of  the  terms  of  the  agreement  between  her  and 
the  complainants. 

As  the  requisite  diversity  of  citizenship  exists  between  the 
parties,  and  is  alleged  in  the  bill,  to  confer  jurisdiction  upon 
this  Court,  the  jurisdiction  does  not  depend  upon  the  patent 
laws  but  upon  general  principles  of  equity.     Assuming  that 
the  complainants  did  not  acquire,  by  their  agreement  with 
Hadlock,  the  legal  title  to  the  patent,  and,  therefore,  could 
not  maintain  an  action  for  infringement  except  in  the  name 
of  the  owner   or  with   the  owner  joined  as  a  party,  it  is, 
nevertheless,  true,  that  they  acquired  an  extensive  beneficial 
interest  in  the  patent.     The  second  clause  of  the  agreement 
shows  that  the  right  reserved  to  Hadlock  was  intended  to  be 
a  pergonal  privilege  merely.      The  complainants,  therefore, 
acquired  the  whole  monopoly  of  the  patent  except  in  Chi- 
cago, and  subject  to  the  right  of  Hadlock  to  sell  the  bustles 
when  she  manufactured  them  herself  or  bought  them  from 
the  complainants  or  their  vendees.     If  Hadlock  were  now 
Belling  the  patented  articles  in  New  York,  not  manufactured 
by  herself  or  by  the  complainants,  nO  doubt  is  entertained 
that  she  could  be  enjoined  at  the  suit  of  the  complainant?. 
The  complainants  would  not  be  restricted  to  a  remedy  at 
law  for  damages  for  breach  of  covenant.     Equity  will  enjoin 
the  breach  of  negative  covenants  whenever  it  'would  decree  a 
specific  performance  of  tho  agreement  between  the  parties. 
Such  a  remedy  is  said,  by  a  commentator  of  authority,  to  fur- 
nish the  complement  to  the  relief  by  specific  performance. 
{Biapham^s  £q.j  see.  461.)    Although  equity  does  not,  as  a 
general  rule,  decree  specific  performance  of  contracts  relating 
to  personal  property,  this  is  because,  ordinarily,  adequate  com- 
pensation in  case  of  a  breach  may  be  obtained  by  way  of 
damages  at  law.     It  is  apparent  that  such  a  consideration  can- 
not apply  to  an  agreement  like  the  present,  because,  from 
YoL.  xxni.— 7 
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the  nature  of  the  subject-matter,  it  would  be  impossible,  in 
many  cases,  to  ascertain  the  damages  which  licensees  might 
sustain  by  reason  of  being  deprived  of  their  rights  to  use 
an  invention.  Agreements  for  the  assignment  of  a  patent, 
and  for  delivery  of  chattels  which  can  be  supplied  by  the 
vendors  alone,  and  for  renewals  of  leases,  are  among  those 
which  wHl  be  specifically  enforced,  {Binney  v.  Annan^  107 
Mdsa.j  94 ;  Fry  on  Specific  Performcmce^  see.  33 ;  Fumival 
V.  CreWy  3  Ath.^  83,  87 ;  Burke  v.  Smyth^  3  Jones  cfe  Latcvr 
che,  193 ;  Willis  v.  Astor,  4t  Edw.  Ch.  jff,,  594,)  and  are  suf- 
ficiently analogous  in  their  character  to  the  present  agreement, 
to  bring  this  case  within  the  authorities. 

As  Rosenstock  had  full  knowledge  of  the  complainants' 
equities,  these  equities  are  impressed  upon  the  title  he  ac- 
quired, and  restrict  his  rights  to  the  same  extent  as  though 
the  title  remained  in  Hadlock.  He  can  be  compelled  to  do 
and  not  to  do  those  things,  which  Hidlock  ought  or  ought 
not  to  do.  He  knew  or  was  bound  to  know,  that,  if  Hadlock 
intended,  by  a  sale  of  her  patent,  to  put  it  out  of  her  power 
to  perform  her  agreement  with  the  complainants,  the  transac- 
tion was  intended  as  a  fraud  upon  them.  He  was  either  a 
party  to  this  fraudulent  design  or  he  intended  to  recognize 
the  complainants'  rights.  In  either  case,,  he  stands  towards 
the  complainants  in  the  place  he  would  occupy  if  she  now 
owned  the  patent,  and  must  abide  by  the  agreement.. 

An  injunction  is  granted. 

J.  C.  Huestofby  for  the  plaintiffs. 
Dicherson  dk  Dickersonj  for  the  defendants. 
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A  charter-party  of  a  steamship,  to  carry  so  many  cases  of  oranges,  "not  above 
what  she  conld  reasonably  stow  and  carry/'  provided  that  the  hatches  shonld 
be  taken  off  "  whenever  practicable,  as  usnal  for  ventilation  of  green  fruit/' 
A  bill  of  lading  given  by  the  vessel  to  the  libellant,  exempted  her  from  liabil- 
ity for  loss  from  accidents  of  navigation  and  from  negligence  or  defianlt  of 
mafter,  mariners  or  others.  When  loaded,  the  vessel  drew  at  least  a  foot 
more  water  than  was  customary,  in  view  of  her  cargo  and  the  reasonable 
contingencies  of  the  voyage.  She  encoontered  bad  weather,  and  could  not 
keep  open  her  hatches  soffidently,  and  the  oranges  rotted.  In  a  salt  against 
the  vessel,  to  recover  for  the  loss :  Held, 

(1.)  Oo  the  facts,  the  loss  was  attributable  to  the  fault  of  the  vessel  rather  than 
to  the  perils  of  the  voyage ; 

(2.)  The  overloading  of  the  vessel  prevented  her  from  complying  with  the 
stipulation  as  to  taking  off  the  hatches; 

(8.)  The  bill  of  lading  did  not  exonerate  the  vessel  from  liability  for  the  negli- 
gence of  not  removing  the  hatches ; 

(4.)  The  fact  that  the  libellant  knew  the  vessel  was  overloaded  when  he  deliv- 
ered the  oranges  to  her,  did  not  prevent  him  from  recovering. 

(Before  Wallagb,  J.,  Southern  District  of  New  York,  February  7th,  1886.) 

This  was  a  libel  in  rem^  in  Admiralty,  filed  in  the  District 
Court,  to  recover  damages  for  injury  to  a  cargo  of  oranges. 
After  a  decree  by  that  Court  for  the  libellant,  the  claimants 
appealed. 

William  A.  Walker  and  George  A.  Blacky  for  the  libel- 
lant. 

Ooodrichy  Deady  dk  Platt^  for  the  claimants. 

Wall^cb,  J.  The  libel  is  filed  to  recover  damages  for 
the  loss  upon  a  cargo  of  oranges  received  by  the  steamship  at 
Valencia,  Spain,  in  January,  1881,  to  be  transported  to  the 
city  of  New  York.    The  Regulus  sailed  from  Valencia  Janu- 
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ary  7th,  and  arrived  in  New  York  February  9th,  with  the 
oranges  rotten. 

The  libel,  after  setting  out  the  conditions  of  a  charter- 
party  executed  between  the  libellant  and  the  owners,  avers 
that  the  steamship,  at  the  time  she  received  the  oranges,  was 
so  stiff  and  deep  in  the  water,  in  consequence  of  cargo  previ- 
ously taken  on,  that  she  wfts  unseaworthy,  unfit  to  encounter 
the  weather  of  that  season  of  the  year,  and  rendered  incapable 
of  properly  ventilating  and  caring  for  the  cargo  of  fruit ;  and 
that  the  master  and  those  navigating  her  failed  to  properly 
ventilate  the  same. 

The  answer  denies  any  lack  of  proper  ventilation,  "  so  far 
as  the  circumstances  of  the  voyage  would  permit "  ;  alleges 
that  the  libellant  well  knew  the  quantity  (rf  cargo  on  board 
before  the  loading  of  his  cargo;  denies  that  the  steamship  was 
overloaded ;  denies  all  negligence ;  alleges  that  the  damage  to 
the  fruit,  if  any,  was  occasioned  solely  by  unusually  stormy 
weather  and  heavy  seas,  whereby  the  voyage  was  protracted, 
and  the  usual  ventilation  became  impracticable ;  and  insists 
that  the  loss  was  within  an  exception  in  the  bill  of  lading 
exempting  the  steamship  from  liability. 

An  issue  is  made  by  the  pleadings  respecting  the  proper 
stowage  of  the  libellant's  cargo,  but  the  ship  was  stowed  by 
the  libellant's  stevedores,  was  properly  stowed,  and,  upon  the 
concessions  of  counsel  at  the  hearing,  this  issue  is  to  be  deemed 
eliminated  from  the  case. 

The  proofs  establish  the  following  facts :  November  30th, 
1880,  the  Eegulus  then  being  in  the  Tyne,  bound  for  Qcdor, 
her  owners  entered  into  a  charter-party,  at  London,  with  the 
libellant,  conditioned  that,  ^'  after  loading  her  mineral  at 
Elba,  for  owner's  benefit,"  she  should  proceed  to  Valencia 
and  load  4,400  cases  of  oranges  for  the  libellant,  "  not  above 
what  she  could  reasonably  stow  and  carry  above  her  tackle, 
apparel,  provisions  and  furniture,"  and,  being  so  loaded, 
should  proceed  to  New  York.  It  was  also  conditioned,  in 
the  charter-party,  that  the  hatches  should  be  taken  off  "  when- 
ever practicable,  as  usual  for  ventilation  of  green  fruit." 
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After  leaving  Genoa,  the  ship  proceeded  to  Elba  and  took  on 
1,243  tons  of  mineral  ore,  the  master  giving  notice  by  telegram 
to  the  libellant,  December  23d,  that  she  would  sail  that  night 
for  Valencia.  She  arrived  there  January  1st.  In  the  mean- 
time, the  libellant  had  directed  his  oranges  to  be  packed, 
boxed,  and  brought  in  from  the  country,  ready  for  shipment. 
Jannary  5th,  a  bill  of  lading  was  executed  between  the  libel- 
lant and  the  master,  containing  a  clause  exempting  the 
owners  from  liability  for  loss  from  all  accidents  of  navigation 
and  from  negligence  or  default  of  master,  mariners  or  others. 
When  she  arrived  at  Valencia,  the  steamship  had  on  board  60 
tons  of  coal,  besides  the  1,243  tons  of  ore  taken  on  at  Elba. 
Her  carrying  capacity  was  2,000  tons.  The  libellant,  who  had 
been  a  ship  captain,  and  was  familiar  with  the  contingencies 
of  the  voyage  and  the  conditions  of  safety  for  his  fruit, 
objected  to  the  master  that  the  ship  was  too  deeply  loaded, 
and  suggested  that,  with  bad  weather,  the  hatches  would 
have  to  be  battened  down,  and  the  fruit  could  not  be  properly 
ventilated.  The  master  dissented  from  this  view,  and  the 
libellant  delivered  the  oranges,  4,326  cases,  weighing  about 
300  tons.  After  the  cargo  had  been  delivered,  the  libellant 
was  informed  that  the  ship  would  coal  at  Gibraltar.  This 
had  not  been  understood  by  him  before ;  it  was  not  contem- 
plated .by  the  terms  of  the  bill  of  lading;  and  there  was  no 
niiif orm  custom  on  the  part  of  vessels  coming  from  England 
to  do  so,  although  fruiters  generally,  on  the  voyage  from  the 
Mediterranean  to  New  York,  were  accustomed  to  coal  there. 
The  steamship  left  Valencia  January  7th  and  proceeded  to 
Gibraltar,  where,  on  the  10th,  she  took  on  300  tons  of  coal. 
On  January  11th  she  left  there  for  New  York.  When 
she  left  Gibraltar  her  draught  of  water  aft  was  19  feet  6 
inches,  and  forward  was  17  feet  4  inches,  a  mean  draught  of 
18  feet  5  inches.  She  carried  a  Plimsoll  mark,  according  to 
the  provisions  of  £nglish  Acts  of  Parliament,  which  is  a  disc 
one  foot  in  diameter,  with  a  line  drawn  horizontally  through 
the  centre,  painted  on  the  outside  of  the  vessel,  amidships. 
The  centre  line  fixes  the  point  beyond  which,  according  to  the 
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judgment  of  the  owner,  the  vessel  is  not  to  be  loaded  deeper. 
When  she  left  Gibraltar  her  water  or  load  line  was  about  ten 
inches  below  the  centre  line  of  the  Plimsoll  mark,  and  she 
had  4  feet  4  inches  of  freeboard.  According  to  Lloyd's  rules, 
however,  the  utmost  mean  draught  of  water  which  she  could 
have  consistently  with  safety  to  herself  and  any  cargo,  was  18 
feet  5  and  one-half  inches,  and  a  freeboard  amidships  of  not 
less  than  4  feet  5  and  three-eighths  inches.  Vessels  carrying 
fruit  customarily  allow  a  freeboard  of  a  couple  of  feet  more 
than  the  freeboard  for  ordinary  cargo,  in  order  that  the 
hatches  can  be  opened  without  danger  from  water,  to  secure 
the  necessary  ventilation  of  the  fruit  and  prevent  it  from 
heating.  The  coal  taken  on  at  Gibraltar  increased  her  draught 
something  over  a  foot,  but,  when  she  left  Valencia,  it  is  safe 
to  assume  she  drew  at  least  a  foot  more  water  than  was  cus- 
tomary in  view  of  the  cargo  she  was  to  carry  and  the  reason- 
able contingencies  of  the  voyage.  The  steamship  was  pro- 
vided with  the  ordinary  facilities  for  ventilation,  and,  in 
addition,  with  booby  hatches,  such  as  are  usually  provided  for 
the  ventilation  of  fruit  cargoes,  and  which  were  constructed 
under  the  supervision  of  the  libellant,  at  Valencia.  These 
booby  hatches  were  built  at  the  after  part  of  the  holds  Nos.  2 
and  5,  in  which  the  oranges  were  stowed.  After  leaving 
Gibraltar,  the  steamship  met  with  unusually  tempestuous 
weather  and  heavy  seas,  which  lasted,  with  occasional  inter- 
missions of  a  day  or  two  at  a  time,  until  she  arrived  at  New 
York,  February  9th.  On  January  12th,  one  of  the  booby 
hatches  was  carried  away  by  the  seas,  and  on  the  13th  the 
other  was  carried  away.  After  that  the  hatches  were  covered 
with  tarpaulins  and  were  opened  for  ventilation  from  time  to 
time,  and  wind  sails  were  used  for  that  purpose ;  but,  owing 
to  the  heavy  seas  constantly  shipped  by  the  steamer,  the 
hatches  were  not  kept  open  sufficiently  for  the  proper  venti- 
lation of  the  oranges.  The  voyage  of  the  ship  was  protracted 
ten  or  twelve  days  beyond  the  usual  time  required,  by  reason 
of  the  heavy  gales  and  seas  she  encountered,  and  because,  in 
consequence  of  being  so  deeply  laden,  she  was  obliged  mate- 
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rially  to  decrease  her  speed.  When  the  oranges  were  delivered 
on  board  they  were  in  good  condition  for  shipment,  and  with 
proper  ventilation  would  have  arrived  in  good  condition,  not- 
withstanding the  length  of  the  voyage.  When  the  ship  left 
Gibraltar  she  was  too  deeply  laden,  by  two  or  three  feet,  to 
carry  her  cargo  of  oranges  with  a  due  regard  to  necessary 
ventilation,  in  case  of  encountering  heavy  seas.  Her  trim 
was  gradually  lightened  as  she  consumed  her  coal,  but,  when 
she  arrived  at  New  York,  her  draught  of  water  aft  was  18 
feet  10  inches.  If  she  had  had  two  more  feet  of  freeboard 
she  would  not  have  shipped  such  heavy  seas,  and  it  would 
have  been  practicable  to  open  her  hatches  oftener  and  venti- 
late her  fruit  more  efficiently  than  was  done.  Two  other 
steamships,  the  ]^avigation,  and  the  Bossend  Castle,  left 
Gibraltar  about  the  same  time  she  did,  the  Navigation  bound 
for  Boston,  and  the  Rossend  Castle  for  New  York.  They 
encountered  the  same  weather  substantially  as  did  the  Kegu- 
lus,  but  were  able  efficiently  to  ventilate  their  cargoes  of 
oranges  and  deliver  them  in  good  order.  The  Navigation 
sailed  from  Gibraltar  January  10th  and  arrived  at  Boston 
February  1st.  Her  voyage  was  protracted  about  three  days 
by  the  very  exceptional  weather  she  met  vith.  Her  booby 
hatches  were  carried  away  by  the  heavy  seas.  She  carried  a 
clear  side  of  seven  feet,  and  shipped  a  great  deal  of  water 
during  the  passage,  but,  although  a  large  part  of  the  time  she 
was  unable  to  take  off  her  hatches,  she  managed  to  keep  the 
lee  comers  open  for  ventilation.  Owing  to  the  want  of  suffi- 
cient ventilation,  the  libellant's  oranges  became  heated  upon 
the  voyage  and  rotted,  whereby  he  sustained  a  loss  in  the 
sum  of  $10,144.99,  which  sum  represents  the  difference 
between  the  amount  realized  by  the  sale  of  the  oranges  at 
public  auction,  in  New  York,  January  10th,  1881,  and  the 
amount  he  would  have  realized  from  the  current  prices  at  that 
time,  if  the  oranges  had  arrived  in  good  condition. 

In  considering  the  proofs,  the  question  which  has  present- 
ed the  most  difficulty  is  the  one  of  fact,  whether,  in  view 
of  the  severe  weather  encountered  by  the  steamship,  it  would 
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have  been  practicable,  if  she  had  not  been  overloaded,  to  keep 
the  hatches  open  sufficiently  for  the  ventilation  of  the  fruit. 
No  doubt  is  entertained  that,  with  the  usual  freeboard,  the 
steamship  would  not  have  shipped  such  heavy  seas,  and  that 
the  hatches  could  have  been  opened  more  frequently  than 
was  practicable  when  she  was  loaded  down  almost  to  the 
limit  of  her  draught.  But  the  weather  was  extraordinary, 
and  the  doubt  is  whether,  with  two  feet  more  of  freeboard, 
she  would  not  still  have  been  under  the  necessity  of  keeping 
her  hatches  closed  so  much  of  thf3  time  as  to  preclude  the 
necessary  ventilation. 

It  is  incumbent  upon  the  libellant  to  show  affirmatively 
that  the  loss  arose  solely  from  the  breach  of  the  obligation  of 
the  charter-party ;  and  he  cannot  prevail  by  raising  a  doubt 
upon  this  point.  It  does  not  help  him  that,  in  such  a  case* 
the  evidence  is  almost  wholly  in  the  control  of  those  in  charge 
of  the  ship  and  affords  him  a  frail  reliance  in  establishing 
fault  on  their  part.  But  it  is  not  unreasonable  to  hold  that, 
where  it  is  shown  that  the  ship  disregarded  the  practice  which 
experience  has  established,  and  which  is,  therefore,  to  be 
deemed  essential  to  a  discharge  of  her  whole  duty,  that  cir 
cumstance  \^  prima  facie  sufficient  to  account  for  the  result, 
and  to  shift  upon  the  ship  the  burden  of  a  satisfactory  excul- 
pation. Certainly,  the  proofs  are  not  convincing  that  the 
hatches  could  not  have  been  opened  efficiently  for  ventilation 
if  the  ship  had  been  in  light  trim  and  carried  the  usual  free 
board.  The  result  that  followed  was  just  what  experience 
indicated  as  likely  to  follow  in  case  of  heavy  seas.  Tlie  log 
of  the  first  officer  is  well  calculated  to  convey  the  impression 
that  the  vessel  had  to  contend  with  tremendous  seas  through- 
out nearly  the  entire  voyage,  but  an  analysis  of  the  testimony 
of  the  master  and  of  the  first  officer,  and  a  comparison  l>etween 
this  log  and  the  engineer's  log,  materially  modifies  this  im- 
pression. For  instance,  the  log  (January  11th),  has  this  entry : 
"  Ship  rolling  heavily  and  shipping  quantities  of  water  over 
all;"  while  the  master,  with  the  official  log  in  his  hand,  says 
the  first  bad  weather  was  on  the  13th.    The  first  officer  also 
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testifies  that  there  was  nothing  extraordinary  in  the  character 
of  the  wind  or  sea  on  the  1  Ith.  The  fact  that  the  Navigation 
encountered  sabstantialiy  the  same  perils,  with  safety  to  her 
cargo,  fortifies  the  theory  that  the  loss  is  attributable  to  the 
fault  of  the  ship  rather  than  to  the  perils  of  the  voyage. 

The  cause  of  action  being  founded  on  the  breach  of  the 
charter-party,  the  remaining  question  is,  whether  the  hatches 
were  "  taken  off  whenever  practicable,  as  usual  for  ventila- 
tion of  green  fruit."  This  covenant  obligated  the  ship  to  fur- 
nish the  usual  ventilation  necessary  for  such  cargoes,  to  the 
extent  which  her  facilities  would  permit.  The  hatches  were 
to  be  taken  off  whenever  practicable,  in  view  of  the  facilities 
of  the  ship  as  they  existed  at  the  time  the  charter-party  was 
executed,  and  the  vicissitudes  of  the  voyage.  It  was  not  con- 
templated by  the  charter-party  that  the  ship  should  be  at 
liberty  to  carry  other  cargo  of  a  character  to  cripple  the  ordi- 
nary ventilating  facilities  of  the  ship.  The  hatches  may  have 
been  taken  off  to  the  extent  practicable,  in  view  of  the  over- 
loaded state  of  the  ship  on  her  voyage  and  the  weather  she 
encountered ;  but  they  were  not  taken  off  "  as  usual,"  because 
the  overloaded  condition  of  the  ship  rendered  this  impossible. 
The  ship  could  not  perform  her  contract  with  the  libellant, 
because  those  in  charge  had  put  it  out  of  her  power  to  do  so. 
If  there  was  negligence  on  the  part  of  those  in  charge,  in  not 
removing  the  hatches  as  often  as  they  should  have  been,  the 
ship  is  not  exonerated  by  the  exception  in  the  bill  of  lading. 
Conceding  that  the  contract  is  to  be  interpreted  and  effectu- 
ated according  to  the  law  of  England,  {^oore  v.  Harris,  1 
Appeal  Cases,  318;  Woodley  v.  Michell,  11  Q.  B.  Div.,  61,) 
and  that  it  was  competent,  by  the  stipulation  of  the  parties, 
to  exempt  the  ship  from  liability  arising  from  the  negligence 
of  those  in  charge,  yet  that  stipulation  must  give  way  to  the 
express  contract  to  take  off  the  hatches  whenever  practicable. 
Both  stand  together,  and  any  doubtful  question  of  construc- 
tion should  be  resolved  against  the  carrier.  {Hayne  v,  Culli- 
ford,  3  C.  P.  Div.,  410,  and  4  Id,,  182;  Taylor -v.  Liverpool 
Co.,  L.  R.,  9  Q.  B.,  549.) 
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It  is  insisted  for  the  appellants,  that  the  libellant  cannot 
recover  because  he  knew  the  ship  was  overloaded  when  he 
delivered  his  cargo  to  her.  If  his  cause  of  action  was  one 
for  negligence,  it  would  be  pertinent  to  inquire  whether  there 
was  negligence  on  his  part  which  contributed  to  the  loss,  and, 
if  so,  whether  the  loss  should  fall  upon  him  or  be  apportioned. 
There  is  no  principle,  however,  which  precludes  one  party 
from  a  recovery  for  the  breach  of  an  express  contract  because 
he  had  reason  to  suppose,  at  the  time  the  contract  was  made, 
or  during  the  time  it  remained  executory,  that  the  other  party 
could  not  perform.  He  has  a  right  to  rely  upon  the  contract 
and  to  substitute  the  promise  of  the  other  party  for  his  own 
fallibility  of  judgment. 

In  reaching  the  conclusion  that  the  decree  of  the  District 
Court  was  right,  the  theory  that  the  delay  in  the  voyage, 
which  was  attributable  in  part  to  the  overloading  of  the  ship, 
contributed  to  the  spoiling  of  the  fruit,  has  not  been  adopted. 
Possibly,  with  a  shorter  voyage,  the  lack  of  proper  ventilation 
might  not  have  been  so  injurious  to  the  fruit,  but  this  would 
seem  to  be  conjectural  merely ;  and,  when  the  oranges  were 
shipped,  they  were  unripe  and  ought  to  have  kept  forty  or 
fifty  days,  with  ordinary  care.  The  testimony  introduced  for 
the  first  time  upon  this  appeal  has  not  materially  changed  the 
case  as  made  in  the  District  Court ;  and  that  which  has  been 
adduced  to  show  that  the  oranges,  when  shipped,  were  unduly 
ripe,  is  rejected  as  utterly  unworthy  of  credit. 

A  decree  is  ordered  for  the  libellant,  for  $10,144.99,  with 
interest  from  January  10th,  1881,  with  the  costs  of  the  Dis- 
trict Court  and  of  this  appeal. 

William  A.  Walker  and  George  A.  Blacky  for  the  libel- 
lant. 

Goodrich^  Deady  dk  PlaM^  for  the  claimants. 
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Benjakin  Foster 
James  M.  Sethour  and  othebs.    In  Equity. 

The  tniBtees  of  a  mining  corporation  issued  the  whole  of  its  capital  stock, 
100,000  shares,  of  |100  each,  to  themselyes,  in  payment  for  mining  property 
sold  by  them  to  the  corporation,  the  value  of  which  did  no^  exceed  $100,000, 
and  sold  the  stock,  as  full  paid  stock,  to  purchasers.  The  statute  authorized 
the  trustees  to  issue  stock  and  exchange  it  for  property,  and  declared  that  the 
stock,  when  exchanged,  should  be  taken  to  be  full  paid  stock.  On  a  bill  filed 
by  a  purchaser  of  the  stock,  against  the  trustees  and  the  corporation,  to  com- 
pel the  trustees  to  account  to  the  corporation  for  the  dispoeition  of  the  stock : 
Hdd,  that  the  corporation  had  no  cause  of  action  against  the  trustees. 

(Before  Wallacz,  J.,  Southern  District  of  New  York,  February  7th,  1886.) 

Wallace,  J.  The  bill  of  complaint  is  filed  by  the  com- 
plainant as  the  holder  of  certain  shares  of  stock  in  the  Central 
Arizona  Mining  Company,  against  that  corporation  and  its 
tnistees  personally,  to  require  the  trustees  to  account  to  the 
corporation  for  a  fraudulent  disposition  of  its  capital  stock. 

The  bill  alleges,  in  substance,  that  the  whole  capital  stock 
of  the  corporation,  which  was  fixed  ai^d  limited  by  the  cer- 
tificate of  incorporation  of  the  company  at  100,000  shares  of 
$100  each,  was  exchanged  by  the  trustees  of  the  corporation 
in  payment  for  the  purchase  of  mining  property  owned  by 
the  trustees  personally,  or  some  of  them,  the  value  of  which 
did  not  exceed  $100,000,  as  the  trustees  knew.  The  bill  fur- 
ther alleges,  that  the  tnistees,  after  such  exchange  of  the 
capital  stock,  divided  and  distributed  it  among  themselves, 
and  sold  it  as  full  paid  stock,  to  innocent  purchasers,  includ- 
ing the  complainant,  and  the  trustees  realized  large  sums  of 
money  thereby,  which  they  applied  to  their  own  use.  The 
bill  also  contains  allegations  for  the  purpose  of  showing  that 
the  trustees  exert  entire  control  over  the  corporation,  and  that 
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the  corporation  refuses  to  bring  an  action  against  them  for 
relief  in  the  premises.  It  is  not  alleged  in  the  bill  that,  when 
the  stock  of  the  corporation  was  exchanged  for  the  mining 
property,  any  part  of  the  capital  stock  had  been  subscribed 
for,  or  that  any  part  of  it  had  ever  been  paid  in  to  the  com- 
pany, or  that  it  represented  any  corporate  property.  But  the 
bill  alleges  that  the  trustees  issued  it  and  delivered  it  as  fnll 
paid  stock,  to  themselves,  in  exchange  for  the  mining  prop- 
erty. 

Upon  these  facts,  the  corporation  has  no  right  of  action 
against  the  trustees.  The  statute  under  which  the  company 
was  incorporated  authorizes  the  trustees  to  issne  stock  and 
exchange  it  for  property,  and  declares  that,  when  exchanged, 
such  stock  shall  be  taken  to  be  full  paid  stock  and  not  liable 
to  further  calls.  {Laws  of  New  York^  of  1853,  chap.  333, 
8ec.  2.)  The  statute,  however,  permits  the  trustees  to  ex- 
change stock  to  the  amount  only  of  the  value  of  the  property 
for  which  it  is  exchanged. 

The  corporation  lost  nothing  by  the  transaction  disclosed 
by  the  bill,  except  the  paper  which  was  created  and  called 
capital  stock.  None  of  its  capital  was  diverted.  The  scrip 
was  not  capital  stock.  The  capital  stock  of  a  corporation  is 
the  money  or  property  which  is  put  into  a  corporate  fund  by 
those  who  subscribe  for  the  stock  and  thereby  agree  to  become 
members  of  the  corporate  body.  Unless  it  represents  capital 
contributed,  or  agreed  to  be  paid  in,  it  has  no  value.  {Burrali 
V.  The  Bushwick  R.  R.  Co,,  75  N.  7.,  216 ;  Spurges  v.  Stet- 
souy  1  Bi8s,j  246.)  The  property  received  in  exchange  for 
the  scrip  had  some  value,  certainly  as  much  as  the  scrip  had. 

There  was  no  fraud  upon  the  corporation.  At  the  time  the 
scrip  was  exchanged  for  the  mining  property  the  trustees 
were  all  there  was  of  the  corporation.  There  were  no  stock- 
holders unless  they  were  stockholders.  What  was  done  was 
done  by  the  corporation.  By  the  exchange  the  corporation 
got  the  mining  property,  and  gave  it  back  again  to  those  from 
whom  it  got  it,  divided  into  100,000  shares,  of  the  nominal 
value  of  $100  each.    {In  re  Ambrose  Lake  Tin  and  Copper 
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Co.y  Ik  parte  Taylor ^  14  Ch,  Div.^  890  ;  Re  Seamless  Box 
Co,,  17  Ch.  Div.,  467.) 

The  traDsaction  as  alleged  was  a  frand  upon  the  public. 
It  was  equivalent  to  an  overissue  of  stock  by  a  corporation  to 
its  stockholders.  It  was  calculated  to  lead  parties  dealing 
with  the  corporation,  in  ignorance  of  the  facts,  to  believe  that 
it  had  a  paid  up  capital  of  ten  millions  of  dollars,  and  repre- 
senting a  corporate  fund  of  that  amount,  invested  in  mining 
property.  By  putting  out  the  scrip,  the  trustees  represented 
to  the  public,  who  have  no  means  of  knowing  of  the  private 
contracts  made  between  a  corporation  and  its  stockholders, 
that  the  capital  stock  had  been  subscribed  for  and  paid  in. 
It  was  not  a  fraud  upon  stockholders,  however,  because  there 
were  none ;  nor  necessarily  upon  persons  subsequently  becom- 
ing stockholders,  because  the  stock  was  f  uU  paid  stock  and 
not  liable  to  any  further  calls  in  the  hands  of  those  who 
might  purchase  it.  {ScoviU  v.  Thayer,  105  U.  /X,  143.)  A 
purchaser  of  the  stock  would  not  be  injured  by  the  transaction 
unless  he  paid  more  for  it  than  it  was  worth ;  and  every  pur- 
chaser would  stand  upon  the  particular  circumstances  of  his 
purchase. 

If  the  original  transaction  in  connection  with  the  special 
facts  of  a  purchase  of  stock  should  operate  as  a  fraud  upon  a 
purchaser,  the  cause  of  action  would  be  his  and  not  that  of 
the  corporation.  The  fraudulent  character  of  the  transaction 
was  imparted  to  it  by  the  corporation  itself ;  that  is,  by  those 
who  represented  all  there  was  of  the  corporation.  The  reme- 
dy of  the  complainant,  if  he.has  been  deceived  into  the  pur- 
chase  of  stock  by  false  representations  as  to  its  value,  is 
against  those  who  have  misled  him.  Even  if  he  could  re- 
cover against  the  corporation  or  against  the  trustees  (see 
Fosdick  V.  SiurgeSy  1  Bias.,  255,)  the  corporation  has  no 
cause  of  action  against  the  trustees. 

Upon  the  argument  of  the  demurrer,  the  opinion  was 
■expressed  that  the  bill  was  defective  in  not  alleging  the  ne- 
cessary efforts  of  the  complainant  to  set  the  corporation  in 
motion  to  seek  such  redress  as  it  ought  to  seek,  within  the 
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rule  declared  in  Uawes  v.  Oakland,  (104  IT.  S.,  460,)  and 
Bubsequent  cases  in  the  Supreme  Court.  It  has  been  deemed 
proper,  however,  to  meet  the  main  question  in  the  case,  in  die- 
posing  of  the  demurrer. 

The  demurrer  is  sustained. 

W.  F.  Scott,  for  the  plaintiff. 

8ta/rr  dk  Buggies  and  W,  S.  Logan,  for  the  defendants. 


EoBEBT  Fitton  and  Wife 


The  Phcenix  Assurance  Company  and  othebs.  In  EQumr. 

The  proTiflion  of  §  648  of  the  Revised  Statutes,  that  "  the  trial  of  issues  of  fact 
in  the  Circuit  Courts  shall  be  by  jury,  except  in  cases  of  equity  and  of  admi- 
ralty and  maritime  jurisdiction/'  does  not  forbid  the  sending  of  an  issue  of 
fact  in  an  equity  case  to  be  tried  by  a  jury. 

The  issues  in  this  case  being  as  to  fraudulent  representations  in  obtaining  agree* 
ments  to  insure  against  fire,  and  wrongful  and  negligent  acts  in  causing  the 
fire,  they  were  ordered  to  be  tried  by  a  jury. 

(Before  Whekler,  J.,  Vermont,  February  lOth,  1886.) 

Wheeleb,  J.  This  cause  has  been  heard  before,  on  de- 
murrer to  the  bill,  which  was  overruled  as  to  the  defendants 
now  before  the  Court,  with  leave  to  answer  over.  {Fitton  v. 
Fire  Insurance  Ass^n,  20  Fed,  Hep.,  766.)  The  defendants 
have  answered  that  the  agreement  to  bind  insurance  was 
procured  by  the  fraudulent  representations  of  the  orators  as 
to  the  situation  of  the  property  as  to  exposure  to,  and  pre- 
cautions against,  loss  from  lire ;  that  the  loss  occurred  through 
want  of  the  precautions  represented  to  be  employed,  and  tiie 
wrongful,  wilful,  and  negligent,  acts  of  the  orators.  Issues 
of  fact  are  raised  by  the  traverse  of  the  answers,  and  the 
defendants  now  move  that  these  issues  be  sent  to  a  jnry. 
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The  motion  is  opposed  apon  the  ground  that,  bj  the 
Btatntes  of  the  United  States,  the  power  to  send  issues  of 
fiict  to  a  jury  is  not  given  to,  but  rather  taken  from,  the 
Circuit  Courta,  as  Courts  of  equity ;  and  *that  these  issues 
shoald  be  tried  by  the  Court,  and  not  sent  to  a  jury,  if  the 
power  to  send  them  exists.  The  provision  of  the  statute 
chiefly  relied  upon  to  show  want  of  such  power  is  that  found 
in  section  648  of  the  Bevised  Statutes,  providing  that  '^  the 
trial  of  issues  of  fact  in  the  Circuit  Courts  shall  be  by  jury, 
except  in  cases  of  equity  and  of  admiralty  and  maritime  juris- 
diction." It  is  argued  that  the  exception  excludes  that  mode 
of  trial  in  the  excepted  cases.  But  that  is  not  understood  to 
be  the  meaning  of  the  provision.  The  object  of  it  seems  to 
have  been  to  carry  out  the  constitutional  provision  guarantee- 
ing the  right  to  trial  by  jury  in  common-law  cases,  and  at  the 
same  time  not  to  require  a  trial  in  that  mode  in  equity  and 
admiralty  cases.  This  provision  was  enacted  in  early  times, 
and  the  power  of  a  Circuit  Court  under  it  to  send  issues  to  a 
jury  has  always  been  recognized.  (Field  v.  Holland^  6 
Cranch^  8;  Ha/rdingv.  Hcmdy^  \\  Wheats  103;  Brockett  v. 
Broekett,  3  How.,  691.)  It  is  expressly  stated  to  exist,  in 
Oarsed  v.  Beally  (92  U.  /SI,  684.)  The  motion  cannot  be  de- 
nied upon  that  ground. 

The  inconvenience  of  so  sending  the  issue  has  been  dwelt 
upon  in  the  argument,  but,  as  the  trial  must  be  in  the  same 
Court,  with  the  difference  only  that  it  is  upon  the  law  side  by 
jury,  according  to  the  course  of  the  trial  of  common-law 
cases,  instead  of  on  the  equity  side  by  the  judges,  according 
to  the  ordinary  course  of  equity  procedure,  that  consideration 
is  entitled  to  but  little  weight. 

The  principal  question  is  as  to  the  propriety  of  so  sending 
the  issues  in  this  particular  case.  The  issues  are  the  same 
that  they  would  have  been  if  an  insurance  in  fact,  by  delivery 
of  a  policy,  instead  of  a  mere  agreement  to  insure,  had  been 
effected.  The  orators  have  standing  in  this  Court  merely 
on  account  of  that  difference.  The  right  to  trial  by  jury 
of  an  issue  of  fact  proper  for  their  cognizance  is  valuable,  as 
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it  exists  and  is  guaranteed  bj  the  Constitutions  and  laws  of 
this  countr}%  notwithstanding  the  hostility  shown  to  it  in 
some  quarters.  The  defendants  have  not  an  absolute  right 
to  that  mode  of  tfial  in  this  ease,  because  it  is  not  within  the 
constitutional  or  statutory  provisions,  but  they  have  the  right 
to  have  their  request  for  it  carefully  considered,  when  it  falls 
so  naturally  in  the  line  of  the  right  in  other  cases.  These 
issues  seem  to  be  very  proper  for  the  cognizance  of  a  jury  in 
this  case. 

Motion  granted. 

James  S.  Martin,  for  the  defendants. 

Martin  II.  Ooddard,  for  the  plaintiffs. 


No.  1.  George  H.  Wooster  v8.  Charles  W.  Handy.    In 

Equiit. 

No.  2.  The  Samk  vs.  The  Singer  Manufacturing  Company 

OF  New  York.    In  Equfty.  . 

No.  3.  The  Same  va.  The  Howe  Machine  Company.    In 

Equfty. 

No.  4.  The  Same  m.  The  Wilcox  &  Gibbs  Sewing  Machine 

Company.    In  Equity. 

No.  5.  The  Same  vs.  The  Domestic  Sewing  Machine  Com- 

PANY,    IMPLEADED,   &C.        In   EqUIIY. 

No.  6.  The  Same  vs.  Allkn  Schence,  impleaded,  &a    In 

Equity. 

No.  7.  The  Same  vs.  The  Singer  Manufacturing  Company 

OF  New  Jersey.    In  Equity. 

No.  8.  The  Same  vs.  Charles  B.  Burke.    In  Equity. 
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Ifo.  9.  The  Same  vs.  John  Thornton  et  al.     In  Equity. 

No.  10.  The  Same  vs.  Eli  J.  Blake  et  al.,  impleaded,  &c. 

In  Equity. 

To  constitote  "  a  final  hearing  in  eqaity  or  admiralty,"  within  the  meaning  of 
§  824  of  the  Revised  Statntes,  allowlDg  a  docket  fee  of  $20  to  solicitors  and 
proctor?,  '*  on  a  final  hearing  in  eqaity  or  admiralty,"  there  must  be  a  hearing 
of  the  cause  on  the  merits,  that  is,  a  submissioo  of  it  to  the  Court,  in  such 
shape  as  the  parties  choose  to  give  it,  with  a  view  to  a  determination  whether 
the  plaintiff  or  libellant  has  made  out  the  case  stated  by  him  in  his  bill  or 
libel,  as  the  ground  for  the  permanent  relief  which  his  pleading  seeks,  on  such 
proofs  as  the  parties  place  before  the  Court,  be  the  case  one  of  pro  eonfesao, 
or  bill  or  libel  and  answer,  or  pleadings  alone,  or  pleadings  and  proofs. 

Where,  after  a  hearing  on  pleadings  and  proofs,  in  a  suit  in  equity,  a  decree  for 
the  plaintiff  is  directed,  and  tlien  the  case  is  reheard,  and  the  bill  dismissed, 
two  docket  fees  of  $20  each  are  taxable  against  the  plaintiff. 

Where  a  deposition  is  taken  in  one  case,  and  is,  by  stipulation  of  the  parties  to 
another  case,  admitted  in  evidence  in  the  latter,  the  solicitor's  fee  of  $2.60, 
given  by  §  824,  "  for  each  deposition  taken  and  admitted  as  evidence  in  a 
canse,"  cannot  be  taxed  in  the  latter  case,  against  the  losing  party. 

Under  the  provision  of  g  983,  that  "  lawful  fees  for  exemplifications  and  copies 
of  papers  necessarily  obtained  for  use  on  trials,  in  cases  where  by  law  costs 
are  recoverable  in  favor  of  the  prevailing  party,  shall  be  taxed''  and  "be  in- 
eluded  in"  the  "judgment  or  decree  against  the  losing  party  "  the  papers,  to 
be  taxable,  must  not  only  be  for  use  '*  on  trials,"  that  is,  such  trials  and  final 
hearings  as  are  elsewhere  spoken  of  in  the  Act  of  February  26th,  1863,  (10 
U.  8,  Siai.  at  Large^  161,)  from  which  the  provision  is  taken,  but  they  must 
have  been  actually  used,  or  obtained  for  such  use  under  a  rule,  order,  or  stip- 
ulation ;  and  all  exemplifications  and  copies  not  provided  for  in  g  983  must 
be  excluded,  such  as  papers  used  on  interlocutory  or  preliminary  or  incidental 
motions  or  hearings. 

Expenses  of  a  messenger  in  bringing  a  model  from  the  Patent  Office  to  use  on  a 
motion  for  a  preliminary  injunction;  travelling  expenses  of  the  solicitor; 
cost  of  a  box  for  an  exhibit;  cost  of  mc.ving  exhibits;  cost  of  machine  ex- 
hibits or  models,  not  from  the  Patent  Office,  and  not  procured  under  an  order 
or  rule  of  Court ;  cost  of  photo-lithographic  sketches,  not  from  the  Patent 
Ofiice,  but  introduced  by  witnesses  in  giving  evidence ;  are  not  taxable  items. 

Items  for  fees  of  witnesses,  not  paid  to  them  for  attendance  in  a  case,  when  they 
were  paid  fees  for  attending  in  other  cases,  are  not  taxable  in  the  absence  of 
explanation  as  to  why  they  were  not  paid. 

Where,  in  several  cases,  there  is  but  one  record  of  proofs  for  all,  and  each  wit- 
ness is  sworn  in  each  case,  and  his  deposition  is  written  down  only  once,  and 
is  entitled  in  all  of  the  suits,  a  deposition  fee  of  $2.50  to  the  solicitor,  for  each 
witness,  in  each  case  in  which  his  deposition  is  entitled,  is  taxable,  in  the 
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absence  of  any  agreement  to  the  contrary,  because  the  deposition  was  "  taken 
and  admitted  as  evidence  "  in  each  case  in  which  it  was  entitled. 

Where  the  witness  is  sworn  in  several  cases  at  once,  between  the  same  plaintiff 
and  different  defendants,  and  his  deposition  is  taken  in  all  at  the  same  time, 
by  being  written  down  once,  as  given,  under  the  titles  of  all  the  cases,  and  he 
is  paid  his  lawful  witness  fees  in  each  case,  such  fees  are  taxable,  under  g  848. 

Certain  certified  copies  of  papers,  put  in  evidence,  pertaining  to  the  text  in,  and 
forming  part  of,  the  record  of  proofs  for  final  hearing,  held  to  be  taxable. 

On  an  appeal  from  the  taxation  of  costs,  the  plaintiff  for  the  first  time  applied 
to  the  Court  to  declare  certain  of  the  defendant's  depositions  to  be  incompe- 
tent and  immaterial,  under  Rule  67  in  Equity,  so  as  not  to  be  charged  with 
the  costs  of  them :  Hdd,  that  the  objections  were  waived  by  the  laches. 

(Before  Blatohtoed,  J.,  Southern  District  of  New  York,  February  16tb,  1885.) 

Blatghfobd,  J.  In  snits  Nob.  1,  9,  and  10,  hearings  were 
had  on  pleadings  and  proofs,  and  decrees  directed  for  the 
plaintiff,  in  April,  1881.  ( Wooster  v.  Blake^  8  Fed.  Iiep.j 
429.)  Afterwards,  on  the  application  of  the  defendants,  those 
cases  were  reheard,  because  of  decisions  made  by  the  Supreme 
Court,  in  January,  1882,  and  the  bills  were  dismissed,  in  July, 
1884.  {Wooster  v.  Handy^  21  Fed.  Rep,^  51.)  At  the  same 
time,  after  hearings  on  pleadings  and  proofs,  the  bills  were 
dismissed  in  the  other  7  cases.  ( Wooster  v.  Howe  Machine 
Co.,  21  Fed.  Rep.,  67.) 

The  questions  now  to  be  considered  arise  on  appeals  by 
both  parties  from  the  taxation  by  the  clerk  of  the  defendants' 
bills  of  costs.  The  amounts  of  the  bills  in  the  several  cases, 
as  offered  for  taxation,  the  amounts  disallowed,  and  the 
amounts  taxed,  were  as  follows  : 


Snito. 

Offiared. 

Dlaallowed. 

Taxed. 

No.  1. 

$1,555.29 

%   486.40 

$1,068.89 

No.  2. 

2,707.46 

340.19 

2,367.27 

No.  3. 

261.86 

24.25 

237.61 

No.  4. 

203.42 

89.25 

114.17 

No.  5. 

237.92 

25.50 

212.42 

No.  6. 

249.67 

27.25 

222.42 

No.  7. 

168.52 

122.50 

46.02 

No.  8. 

157.57 

115.00 

42.57 

No.  9. 

190.63 

38.74 

151.89 

No.  10. 

160.27 

28.85 

131.92 

$5,892.61  $1,297.43  $4,595.18 
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The  qnestions  to  be  considered  arise  mainlj  under  the 
statutory  provisions  in  regard  to  fees  and  eosts. 

The  fee  bill  of  February  26th,  1853,  (10  U.  S.  Stat  at 
Large^  161,)  provided  as  follows :  (§  1.)  "  In  lieu  of  the  com- 
pensation now  allowed  by  law  to  attorneys,  solicitors  and 
proctors  in  the  United  States  Courts,  *  *  *  witnesses 
*  *  *  in  the  several  States,  the  following  and  no  other 
compensation  shall  be  taxed  and  allowed.  But  this  Act  shall 
not  be  construed  to  prohibit  attorneys,  solicitors  and  proctors 
from  charging  to  and  receiving  from  their  clients,  other  tlian 
the  Government,  such  reasonable  compensation  for  their  serv- 
ices, in  addition  to  the  taxable  costs,  as  may  be  in  accord- 
ance with  general  usage  in  tbeir  respective  States,  or  may  be 
agreed  upon  between  the  parties. 

^^  Fees  of  Attorneys^  Solicitors  and  Prootors.  In  a  trial 
before  a  jury,  in  civil  and  criminal  causes,  or  before  referees, 
or  on  a  final  hearing  in  equity  or  admiralty,  a  docket  fee  of 
twenty  dollars :  Provided^  That,  in  cases  of  admiralty  and  , 
maritime  jurisdiction,  where  the  libellant  shall  recover  less 
than  fifty  dollars,  the  docket  fee  of  the  proctor  shall  be  but 
ten  dollars.  In  cases  at  law,  where  judgment  is  rendered 
without  a  jury,  ten  dollars,  and  five  dollars  where  a  cause  is 
discontinued.  For  scire  facias  and  other  proceedings  in 
recognizances,  five  dollars.  For  each  deposition  taken  and 
admitted  as  evidence  in  the  cause,  two  dollars  and  fifty  cents." 
"  Sec.  3  *  *  *  Witn4ssei  Fees.  For  each  day's  attend- 
ance in  Court,  or  before  any  oflScer,  pursuant  to  law,  one 
dollar  and  fifty  cents,  and  five  cents  per  mile  for  travelling 
from  his  place  of  residence  to  said  place  of  trial  or  hearing, 
and  five  cents  per  mile  for  returning.  When  a  witness  is 
sabpcBnaed  in  more  than  one  cause  between  the  same  parties 
in  different  suits  at  the  same  Court,  but  one  travel  fee  and 
one  per  diem  compensation  shall  be  allowed  for  attendance, 
to  be  taxed  in  the  first  case  disposed  of,  and  "  per  diem  "  only 
in  the  other  causes,  to  be  taxed  from  that  time  in  each  case, 
in  the  order  in  which  they  may  be  disposed  of.  *  *  * 
The  bill  of  fees  of  clerk,  marshal  and  attorneys,  and  the 
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amount  paid  printers,  and  witnesses,  and  lawful  fees  for  ex- 
emplifications and  copies  of  papers  necessarily  obtained  for 
use  on  trial  in  cases  where  by  law  costs  are  recoverable  in 
favor  of  the  prevailing  party,  sliall  be  taxed  by  a  judge  or 
clerk  of  the  Court,  and  be  included  in  and  form  a  portion  of 
a  judgment  or  decree  against  the  losing  party.  *  *  * 
That  before  any  bill  of  costs  shall  be  taxed  by  any  judge 
or  other  officer,  or  allowed  by  any  officer  of  the  treasury,  in 
favor  of  clerks,  marshals,  commissioners,  or  district  attorneys, 
the  party  claiming  such  bill  shall  prove  by  his  own  oath,  or 
some  other  person  having  a  knowledge  of  the  facts,  to  be 
attached  to  such  bill,  and  filed  therewith,  that  the  services 
charged  therein  have  been  actually  and  necessarily  performed, 
as  therein  stated." 

The  foregoing  provisions  appear  in  the  following  form  in 
the  Revised  Statutes :  "  §  823.  The  followinc:  and  no  other 
compensation  shall  be  taxed  and  allowed  to  attorneys,  solicit- 
ors and  proctors  in  the  Courts  of  the  United  States,  to  *  *  * 
witnesses  *  *  *  in  the  several  States  and  Territories, 
except  in  cases  otherwise  expressly  provided  by  law.  But 
nothing  herein  shall  be  construed  to  prohibit  attorneys,  solic- 
itors and  proctors  from  charging  to  and  receiving  from  their 
clients,  other  than  the  Government,  such  reasonable  compen- 
sation for  their  services,  in  addition  to  the  taxable  costs,  as 
may  be  in  accordance  with  general  usage  in  their  respective 
States,  or  may  be  agreed  upon  between  tlie  parties.  I*\es  of 
attorney  %^  solicitor  a  and  proctors.  §  824.  On  a  trial  before  a 
jury,  in  civil  or  criminal  cau^es,  or  before  referees,  or  on  a 
final  hearing  in  equity  or  admiralty,  a  docket  fee  of  twenty 
dollars :  Provided^  That  in  cases  of  admiralty  and  maritime 
jurisdiction,  where  the  libellant  recovers  less  than  fifty  dol- 
lars, the  docket  fee  of  his  proctor  shall  be  but  ten  dollars.  In 
cases  at  law,  when  judgment  is  rendered  without  a  jury,  ten 
dollars.  In  cases  at  law,  when  the  cause  is  discontinued,  five 
dollars.  For  scire  facias  and  other  proceedings  on  recogniz- 
ances, five  dollars.  For  each  deposition  taken  and  admitted 
in  evidence  in  a  cause,  two  dollars  and  tiftv  cents."     "  IFi^- 
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nessei  fees.  §  848.  For  each  day's  attendance  in  Court,  or  be- 
fore any  officer  pursuant  to  law,  one  dollar  and  fifty  cents,  and 
five  cents  a  mile  for  going  from  his  place  of  residence  to  the 
place  of  trial  or  hearing,  and  five  cents  a  mile  for  returning. 
When  a  witness  is  subpoenaed  in  more  than  one  cause  between 
the  same  parties,  at  the  same  court,  only  one  travel  fee  and 
one  per  diem  compensation  shall  be  allowed  for  attendance. 
Both  shall  be  taxed  in  the  case  first  disposed  of,  after  which 
tlie  per  diem  attendance  fee  alone  shall  be  taxed  in  the  other 
cases  in  the  order  in  which  they  are  disposed  of."  "  §  983. 
The  bill  of  fees  of  the  clerk,  marshal,  and  attorney,  and  the 
amount  paid  printers  and  witnesses,  and  lawful  fees  for  exem- 
plifications and  copies  of  papers  necessarily  obtained  for  use 
on  trials  in  cases  where  by  law  costs  are  recoverable  in  favor 
of  the  prevailing  party,  shall  be  taxed  by  a  judge  or  clerk  of 
the  Court,  and  be  included  in  and  form  a  portion  of  a  judg- 
ment or  decree  against  the  losing  party."  "  §  984.  Before 
any  bill  of  costs  shall  be  taxed  by  any  judge  or  other  officer, 
or  allowed  by  any  officer  of  the  Treasury,  in  favor  of  clerks, 
marshals,  commissioners  or  district  attorneys,  the  party  claim- 
ing such  bill  shall  prove  by  his  own  oath,  or  that  of  some 
other  person  having  a  knowledge  of  the  facts,  to  be  attached 
to  such  bill,  and  filed  therewith,  that  the  services  charged 
therein  had  been  actually  and  necessarily  performed,  as  there- 
in stated." 

The  objections  taken  by  the  defendant  to  the  disallowance 
of  items  which  were  disallowed,  will  first  be  considered. 

(1.)  Docket  Fees. 

In  suits  Nos.  1,  9,  and  10,  a  solicitor's  docket  fee  in  each 
case  was  claimed,  of  $20  for  each  one  of  the  two  hearings, 
but  only  one  docket  fee  of  $20  was  taxed  in  each  one  of  the 
three  cases. 

It  is  contended,  for  the  plaintiff,  that  only  one  docket  fee 
of  $20  in  each  one  of  the  three  cases  was  taxable ;  that  the 
first  hearing  was  not  the  "final  hearing"  referred  to  in  the 
statute ;  that  the  docket  fee  of  $20  is  only  taxable  once  in  a  suit. 


118  SOUTHERN  DISTRICT  OF  NEW  YORK, 

WooBter  v.  Handy. 

although  there  is  more  than  one  trial  or  more  than  one  hearing 
of  the  ease  ;  that  a  iinal  hearing  in  an  equity  suit  is  the  hear- 
ing pursuant  to  which  the  final  decree  is  entered  ;  and  that 
there  can  be  but  one  final  hearing  of  a  cause  in  the  same 
Court. 

The  words  of  §  824  are,  "on  a  final  hearing  in  equity  or 
admiralty."  The  same  words  were  used  in  §  1  of  the  Act  of 
1853.  The  words  "final  hearing"  had  a  recognized  meaning, 
in  the  practice  and  procedure  of  Courts,  in  1853.  Those 
words  are  found  in  the  removal  Act  of  July  27th,  1856,  (14 
U,  S.  ^tat,  at  Large^  306,)  in  the  provision  for  a  removal  by 
a  petition  filed  "  at  any  time  before  the  trial  or  final  hearing 
of  the  cause,"  which  provision  is  reproduced  in  that  language 
in  subdivision  2  of  §  639  of  the  Revised  Statutes.  They  are 
also  found  in  the  removal  Act  of  March  2d,  1867,  (14  U,  8. 
Stat  at  Large^  558,)  in  the  provision  for  a  removal  by  a  peti- 
tion tiled  "  at  any  time  before  the  final  hearing  or  trial  of  the 
suit,"  which  provision  is  reproduced  in  subdivision  3  of  §  639 
of  the  Revised  Statutes,  in  this  language,  "  at  any  time  before 
the  trial  or  final  hearing  of  the  suit."  In  reference  to  this 
Act  of  1867,  it  was  said,  by  Chief-Justice  Waite,  in  Vannevar 
V.  Bi'yant^  (21  Wail,^  41,  43  :)  "  The  Act  authorizes  the  peti- 
tion for  removal  to  be  filed  '  at  any  time  before  the  final  hear- 
ing or  trial  of  the  suit.'  The  hearing  or  trial  here  referred  to 
is  the  examination  of  the  facts  in  issue.  Hearing  applies  to 
suits  in  chancery,  and  trial  to  actions  at  law."  In  the  same 
case,  mb  7ioin.,  Bryant  v.  Rich^  (106  Ma^8.^  180,  192,)  it  was 
said,  by  Justice  Gray,  that  the  words  "final  hearing  or  trial," 
in  the  Act  of  1867,  would  seem  to  be  equivalent  in  meaning 
to  the  words  "  trial  or  final  hearing,"  in  the  Act  of  1866.  In 
reference  to  these  words  in  the  Acts  of  1866  and  18f»7,  it  is 
said  by  Judge  Dillon,  in  his  work  on  the  Removal  of  Causes, 
(3^  ed,^  chap.  15,  §  59,  p.  73,)  as  the  result  of  numerous  au- 
thorities cited  :  "  Under  this  language,  the  petition  for  the 
removal  7nay^  it  is  certain,  be  made  at  any  time  before 
entering  upon  the  final  trial,  or  the  hearing  on  the  merits." 

In  Doughty  v,  West^  Bradley  <&  Gary  ^fg*  Co.s  (8  Blatchf. 


FEBRUARY,  1886.  119 


Wooster  v.  Handy. 


C.  C.  li.y  107,)  it  was  said  by  Woodruff,  J.,  in  1870,  in  refer- 
ence to  the  allowance  of  a  docket  fee  under  §  1  of  the  Act  of 
1853 :  "  Trial  and  final  hearing  have  well  known  definite 
meanings  in  the  law,  and  they  are  used  in  this  statute  in  that 
well  known  sense.  *  Trial '  is  used  to  describe  the  process  of 
determining  the  issues  in  an  action  at  law ;  and  '  final  hear- 
ing' the  submission  of  the  case,  for  a  determination  thereof, 
upon  the  pleadings,  or  pleadings  and  proofs,  or  otherwise, 
so  that  the  case  may  be  finally  disposed  of." 

The  distinction  between  interlocutory  applications  and 
final  hearings  is  a  fundamental  one,  in  equity  proceedings ; 
and,  when  the  expression  "  final  hearing  "  is  tised,  in  refer- 
ence to  an  equity  suit,  it  is  used  in  contradistinction  to  an  in- 
terlocutory application. 

In  2  DcmidVs  Ch,  Pr.^  chap.  35,  seo.  1,  4^A  Am,  ed.^  p. 
1,5^7,  it  is  said  :  "  An  interlocutory  application  is  a  request 
made  to  the  Court,  or  to  a  Judge  in  Chambers,  for  its  in- 
terference in  a  matter  arising  in  the  progress  of  a  cause  or 
proceeding ;  and  it  may  either  relate  to  the  process  of  the 
Court,  or  to  the  protection  of  the  property  in  litigation  pen- 
dente litey  or  to  any  matter  upon  which  the  interference  of  the 
Court  or  judge  is  required  before,  or  in  consequence  of,  a  de- 
cree or  order." 

This  distinction  is  recognized  in  the  Eules  in  Equity  pre- 
scribed by  the  Supreme  Court.  Rule  1  is  as  follows  :  "  The 
Circuit  Courts,  as  Courts  of  equity,  shall  be  deemed  always 
open  for  the  purpose  of  filing  bills,  answers  and  other  plead- 
ings ;  for  issuing  and  returning  mesne  and  final  process  and 
commissions  ;  and  for  making  and  directing  all  interlocutory 
motions,  orders,  rules,  and  other  proceedings,  preparatory  to 
hearing  of  all  causes  upon  their  merits."  This  rule  went 
into  effect  August  1st,  1842,  and  has  been  in  force  ever 
since. 

So,  in  Rule  29,  of  the  Rules  in  Admiralty,  prescribed  by 
the  Supreme  Court,  it  is  provided,  that  a  default  in  an- 
swering a  libel  may  be  set  aside,  and  an  answer  allowed  "  at 
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any  time  before  the  final  hearing  and  decree."     This  Enle 
has  been  in  force  since  September  1st,  1845. 

In  Dedekam  v.  Vo9e,  (3  Blatchf.  C.  C.  li.,  77,)  in  1853,  in 
this  Court,  where  a  decree  dismissing  a  libel  in  Admiralty  had 
been  aJBSrmed,  it  was  held  by  Mr.  Justice  Kelson  and  Judge 
Betts,  that  the  proctor  could  not  have  a  docket  fee  of  $20 
for  each  one  of  two  terms  at  which  the  cause  was  on  the 
calendar,  but  could  have  one  docket  fee. 

In  Hayford  v.  Griffith,  {Id.,  79,)  in  1853,  in  tliis  Court, 
where  an  appeal  in  Admiralty  was  dismissed  by  the  Court, 
on  motion,  before  hearins^,  for  irregularity,  it  was  held  by 
Mr.  Justice  Nelson,  that  the  docket  fee  was  allowable,  be- 
cause the  cause  was  on  the  calendar  for  hearing  and  was  finally 
disposed  of. 

In  Dedekam  v.  Vose,  {Id,^  153,)  in  1853,  in  this  Court, 
where,  after  a  decree  in  Admiralty  had  been  aflBrmed,  there 
was  an  order  by  default  against  the  stipulators,  it  was  held, 
by  Judge  Betts,  that  a  docket  fee  could  not  be  charged 
therefor,  as  a  final  hearing,  because  it  was  an  interlocutory  or 
collateral  proceeding  by  motion. 

In  Doughty  v.  West,  Bradley  <&  Cary  Mfg.  Co.,  (8  Blatchf. 
C.  C,  R.,  107,)  in  1870,  in  this  Court,  there  was  a  reference 
to  a  master  growing  out  of  a  motion  for  an  injunction,  before 
final  hearing,  and  it  was  held  by  Judge  Woodruff,  that  a 
docket  fee  for  the  reference,  as  a  trial  or  final  hearing,  was 
not  taxable. 

In  Goodyear  Dental  Vulcanite  Co,  v.  Osgood,  (2  Bam,n  dk 
Ard.,  529,)  in  1878,  in  the  Circuit  Court  for  the  District  of 
Massachusetts,  there  were,  in  each  of  two  equity  cases,  a  bill, 
an  answer,  and  a  replication,  and  each  case  was  dismissed  by 
an  order  of  the  Court,  on  the  plaintiflTs  motion,  there  having 
previously  been  an  interlocutory  decree  in  each  suit,  which 
substantially  decided  the  merits  of  the  controversy ;  and  it 
was  held  by  Judge  Shepley,  that  a  docket  fee  of  $20  was  tax- 
able in  each  of  the  two  cases.  He  said :  ''  In  the  taxation  of 
costs,  *  final  hearing'  is  to  be  considered  as  the  submission  of 
a  cause  in  equity  for  the  determination  of  the  Court,  so  that 
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the  case  may  be  finally  disposed  of,  upon  bill  and  answer, 
or  bill,  answer  and  replication,  or  upon  pleadings  and  proofs, 
or  otherwise,  after  the  ease  is  at  issue." 

In  The  Bay  City,  (3  Fed.  Rep.,  47,)  in  1880,  in  the  trial 
of  a  suit  in  Admiralty,  in  the  District  Court  for  the  Eastern 
District  of  Michigan,  evidence  was  given  on  both  sides,  and 
leave  was  granted  to  the  libellant  to  give  further  proof,  the 
Court  having  intimated  an  opinion  that  he  had  not  made 
out  a  case.  He  then  discontinued  the  suit.  Judge  Brown 
held  that  the  docket  fee  was  taxable,  and  was  not  depend- 
ent on  a  judgment  or  decree,  but  was  taxable  on  a  trial  or  final 
hearing. 

In  Sirafer  v.  Carr,  (6  Fed.  Rep.,  466,)  in  1881,  in  the 
District  Court  for  the  Southern  District  of  Ohio,  there  were 
two  disagreements  of  juries,  and  then  the  plaintiff  dis- 
missed the  case.  It  was  held  by  Judge  Swing  that  no 
docket  fee  of  ;f 20  was  taxable,  but  only  a  discontinuance  fee 
of  $5. 

In  Schmieder  v.  Barney^  (19  Blatchf.  C.  C.  R.,  143,)  in 
1881,  in  this  Court,  there  were  three  trials  before  a  jury  ; 
first,  the  plaintiff  had  a  verdict,  and  the  defendant  obtained  a 
new  trial ;  second,  the  defendant  had  a  verdict,  and  the  plaint- 
iff obtained  a  new  trial ;  third,  the  defendant  had  a  verdict. 
It  was  held  by  Judge  Blatchford,  that  each  of  the  three  trials 
was  a  complete  trial,  and  that  the  defendant  was  entitled  to 
tax  three  docket  fees  of  $20  each. 

In  Coy  V.  Perkiths,  (13  Fed.  Rep.,  Ill,)  in  1882,  in  the 
Circuit  Court  for  the  District  of  Massachusetts,  there  was  a 
demurrer  to  a  bill  in  equity,  and  the  plaintiff,  without  notice 
to  the  defendant,  or  hearing  or  consideration  of  the  case  By 
the  Court,  entered  an  order  as  of  course,  dismissing  the  bill. 
It  was  held  by  Mr.  Justice  Gray  and  Judge  Lowell,  (Judge 
Nelson  concurring,)  that  the  docket  fee  was  not  taxable.  Mr. 
Justice  Gray  says,  referring  to  §§  823  and  824  :  '*  We  are  of 
opinion,  that,  upon  the  face  of  the  statute,  the  intention  of 
the  Legislature  is  manifest,  that  it  is  only  where  some  ques- 
tion of  law  or  fact,  involved  in  or  leading  to  the  final  disposi- 
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tion  actually  made  of  the  case,  has  been  submitted,  or  at  least 
presented,  to  the  consideration  of  the  Court,  that  there  can  be 
said  to  have  been  a  final  hearing  which  warrants  the  taxation 
of  a  solicitor's  or  proctor's  fee  of  $20 ;  as,  for  instance,  where 
the  Court,  on  motion  and  argument,  dismisses  for  irregularity 
an  appeal  from  the  District  Court,  as  in  the  case  before  Mr. 
Justice  Nelson,  of  Uayford  v.  Griffith^  3  Blatchf.  C.  C.  Ji.^ 
79,  or  where  the  plaintiff  discontinues,  after  the  Court  has 
substantially  decided  the  merits  of  the  case,  either  in  an  opin- 
ion expressed  at  the  hearing  upon  the  merits,  as  in  the  case  of 
The  Bay  City,  before  Judge  Brown,  8  Jped.  Hep.j  47,  or 
by  a  previous  interlocutory  decree,  as  in  Goodyear  Dental 
Vulcanite  Company  v.  Ougood^  decided  by  Judge  Shepley,  in 
February,  1878." 

In  Tale  Lock  Mfg.  Co,  v.  Colvin^  (21  Blatchf.  C,  C  R.y 
168,)  in  1882,  in  this  Court,  where  a  suit  in  equity  was  volun- 
tarily discontinued  by  the  plaintiff,  without  any  hearing  or 
decision  by  the  Court,  Judge  Wheeler  held  that  the  docket 
fee  was  not  taxable. 

In  The  Al&rt,  (15  Fed.  Rep.,  620,)  in  1883,  in  the  District 
Court  for  the  Eastern  District  of  New  York,  a  vessel  was  in 
custody,  in  an  Admiralty  suit  in  rerriy  and  the  case  was  en- 
tered on  the  Admiralty  docket.  An  order  was  afterwards 
made  by  the  Court  dismissing  the  case,  and  discharging  the 
vessel  from  custody,  on  payment  of  costs,  founded  on  a  con- 
sent of  the  libellant  that  the  cause  be  discontinued  on  pay- 
ment of  the  amount  claimed  and  the  libellant's  costs.  Judge 
Benedict  held,  that,  as  an  order  of  Court  was  necessary  to 
obtain  the  release  of  the  vessel  and  to  cancel  the  libellant's 
stipulations,  the  hearing  on  the  motion  to  that  effect  was  a 
final  hearing,  and  the  docket  fee  was  taxable. 

In  Huntrese  v.  Town  of  Epsom,  (15  Fed.  Rep.,  732,)  in 
1883,  in  the  Circuit  Court  for  the  District  of  New  Hamp- 
shire, there  was  a  disagreement  of  one  jury,  and  afterwards  a 
verdict  by  another  jury.  Judge  Olark  held  that  only  one 
docket  fee  of  $20  could  be  allowed. 

In  Goodyear  v.  Saioyer,  (17  Fed.  Rep.,  2,)  in  1883,  in  the 
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Circuit  Court  for  the  Western  District  of  Tennessee,  in  six 
suits  in  equity,  Judge  Hammond  held,  that  the  docket  fee 
was  taxable  where,  after  a  cause  was  set  on  the  hearing 
docket,  it  was  dismissed  by  an  order  of  the  Court,  either  gen- 
erally or  without  prejudice,  on  motion  of  the  plaintiff ;  and, 
also,  where,  after  a  decree  against  the  defendant,  for  an  in- 
junction and  an  account,  and  for  costs,  the  cause  was  dis- 
missed by  an  order  of  the  Court,  on  motion  of  the  plaintiff. 
There  were  answers  in  all  the  cases,  and  replications  in  two, 
but  no  replications  in  tlie  others. 

In  Andrews  v.  Cole,  (20  I^ed.  Bep.,  4:10,)  in  1884,  in  this 
Court,  in  a  suit  in  equity,  there  was  an  order  pro  confesao, 
followed  by  a  final  decree.  It  was  held,  by  Judge  Wallace, 
that  there  had  been  a  final  hearing,  and  that  a  docket  fee  was 
taxable,  because  a  final  decree  after  an  order  ^ro  confesso  was 
not  a  matter  of  course. 

The  conclusion,  from  the  considerations  above  stated,  sup- 
ported as  they  appear  to  be  by  all  the  cases  cited,  except,  per- 
haps, that  of  Ooodyear  v.  Sawyer^  is,  that,  to  constitute  '^  a 
final  hearing  in  equity  or  admiralty,"  within  the  meaning  of 
§  824,  there  must  be  a  hearing  of  the  cause  on  its  merits :  that 
is,  a  submission  of  it  to  the  Court,  in  such  shape  as  the  parties 
choose  to  give  it,  with  a  view  to  a  determination  whether  the 
plaintiff  or  libellant  has  made  out  the  case  stated  by  him  in 
his  bill  or  libel,  as  the  ground  for  the  permanent  relief  which 
his  pleading  seeks,  on  such  proofs  as  the  parties  place  before 
the  Court,  be  the  case  one  oipro  confesso,  or  bill  or  libel  and 
answer,  or  pleadings  alone,  or  pleadings  and  proofs.  Nor 
does  it  detract  from  the  force  of  this  conclusion,  that  what  is 
called  an  interlocutory  decree,  as  distinguished  from  a  final 
decree,  is  often  entered  as  the  result  of  a  decision  on  a  final 
hearing.  In  2  DanielPs  Chancery  Practice,  chap,  26,  sec.  1, 
4^A  Am.  ed,,  p.  986,  it  is  said :  *^  A  decree  is  a  sentence  or 
order  of  the  Court,  pronounced  on  hearing  and  understanding 
all  the  points  in  issue,  and  determining  the  right  of  all  the 
parties  to  the  suit,  according  to  equity  and  good  conscience. 
It  is  either  interlocutory  or  final.     An  interlocutory  decree  is. 
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when  the  consideration  of  the  particular  question  to  be  de- 
termined, or  the  further  consideration  of  the  cause  generally, 
is  reserved  till  a  future  hearing."  The  docket  fee  is  given  by 
§  824  as  a  fee  to  the  solicitor  or  proctor  ''  on  "  the  final  hear- 
ing. If  there  is  such  a  final  hearing  as  is  above  defined,  the 
fee  is  taxable,  as  between  party  and  party,  in  behalf  of  the 
party  to  whom  the  costs  of  the  cause  are  awarded. 

Nor  is  there  anything  in  the  statute  which  forbids  the  al- 
lowance of  a  docket  fee  on  or  for  each  trial  l)efore  a  jury, 
where  there  is  a  verdict,  or  on  or  for  each  final  hearing  in 
equity  or  admiralty,  if  there  are  two  or  more  final  bearings, 
such  as  are  above  defined,  in  the  same  cause.  A  new  trial 
granted  after  a  verdict  is  as  complete  a  trial,  if  there  is  a  ver- 
dict in  it,  as  was  the  first  trial ;  and  a  rehearing,  or  second 
hearing,  such  as  was  had  in  suits  Nos.  1,  9  and  10,  after  a  de- 
cision was  rendered  in  them,  is  as  complete  a  final  hearing  as 
was  the  first  one. 

I  am,  therefore,  of  opinion  that  the  second  $20  docket  fee 
in  each  of  the  three  cases  so  reheard  must  be  allowed. 

(2.)  Depositions  admitted  in  evidence  by  siij)ulation. 

There  were  in  each  one  of  suits  Nos.  2,  3,  4,  5,  6,  7  and  8, 
depositions  admitted  in  evidence  by  stipulation  or  order, 
which  were  not  taken  in  the  csLse  in  which  they  were  so  ad- 
mitted. They  number,  in  all,  150  depositions,  and  the  fees 
for  them,  at  $2.50  each,  are  $375.  Those  fees  were  disal- 
lowed on  taxation. 

In  suits  Nos.  2,  3,  5  and  6,  there  was  a  stipulation  that  the 
depositions  of  two  persons,  taken  in  suits  Nos.  1,  9  and  10, 
might  be  put  in  evidence  by  the  defendants,  in  suits  Nos.  2, 
3,  5  and  6,  "  with  the  same  force  and  effect  as  if  "  those  two 
persons  '*  were  personally  examined  herein  and  testified  as 
they  have  testified  in  said  depositions ; "  and  that  the  deposi- 
tions of  two  other  persons,  theretofore  taken  in  suits  Nos.  1, 
9  and  10,  might  *'  be  read  upon  tiie  final  hearing,"  in  suits 
Nos.  2,  3,  5  and  6,  "  with  the  same  force  and  effect  as  if 
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duly  taken  "  in  suits  Nos.  2,  3,  5  and  6,  "  on  the  part  of  com- 
plainant." 

In  suits  Nos.  4  and  5,  there  was  a  stipulation  that  all  the 
evidence  taken  in  suit  No.  3  ^'  be  admitted  as  evidence,"  in 
suits  Nos.  4  and  5,  "  subject  to  all  objections  entered  in  the 
record  "  in  suit  No.  3,  '*  with  the  same  force  and  effect  as 
if  said  evidence  had  been  adduced  "  in  suits  Nos.  4  and  5 ; 
and  that  the  evidence  of  two  persons,  theretofore  taken  in  suit 
No.  10,  "  be  admitted  as  evidence  "  in  suit  No.  5. 

In  suit  No.  6,  there  was  a  stipulation  that  the  deposition 
of  one  person,  taken  in  suit  No.  3,  be  considered  as  taken  in 
suit  No.  6,  ''for  the  purposes  thereof." 

In  suit  No.  7,  an  order  was  made,  on  consent  of  both  par- 
ties, that  all  of  the  evidence  theretofore  taken  on  behalf  of 
either  party,  in  suits  Nos.  2,  3  and  4,  "  be  treated  as  evidence  " 
in  suit  No.  7,  on  behalf  of  the  party  "  who  introduced  and 
took  the  same  "  in  suits  Nos.  2,  3  and  4,  "  with  the  same 
efifect,  fexcept  on  question  of  costs,)  as  if  duly  taken  "  in  suit 
No.  7. 

In  suit  No.  8,  an  order  was  made,  on  consent  of  both 
parties,  that  the  proofs  theretofore  taken  in  suits  Nos.  2.  3,  4 
and  7  "  be  admitted  as  evidence  for  final  hearing "  in  suit 
No.  8. 

The  defendants  contend,  that,  by  tliese  stipulations  in  the 
suits  other  than  No.  7,  it  was  agreed,  that  the  depositions 
should  be  treated  in  all  respects  as  if  taken  in  the  respective 
suits  into  which  they  were  admitted  ;  that,  independently  of 
such  agreement,  the  fee  was  taxable  in  all  the  cases  in  which 
the  depositions  were  admitted  in  evidence;  and  that  there 
is  notliing  in  the  stipulation  in  suit  No.  7  which  varies  that 
rule. 

In  Dedekam  v.  Vose,  (3  Blatohf,  C.  C.  B.,  77,)  in  1853.  in 
this  Court,  it  was  held  by  Mr.  Justice  Nelson  and  Judge  Betts, 
in  an  appeal  in  admiralty,  that  the  fee  of  $2.50  could  not 
be  taxed  for  a  deposition  taken  in  the  District  Court  and 
read  in  evidence  in  this  Court,  at  the  hearing,  from  the 
apostles. 


126  SOUTHERN  DISTRICT  OF  NEW  YORK. 

Wooster  v.  Handy. 


In  Sti7npso7i  v.  Brooks^  (3  Jilatchf.  C\  C.  JR.,  456,)  in 
1856,  in  this  Court,  it  was  held  by  Judge  Betts,  that  the  fee 
was  not  taxable  for  a  deposition  taken  and  admitted  as  evi- 
dence on  the  hearing  of  a  motion  for  a  preliminary  injunc- 
tion. 

In  Troy  Iron  c&  Nail  Factory  v.  Corning,  (7  Blatchf.  C. 
C.  R.,  li>,)  in  1869,  in  the  Circuit  Court  for  the  Northern 
District  of  New  York,  it  was  held  by  Mr.  Justice  Nelson, 
that  the  word  "  deposition,"  in  the  act  of  1853,  did  not  in- 
clude oral  testhnony  taken  in  Court,  or  before  a  master,  and 
applied  only  to  a  deposition  given  in  evidence  on  the  trial  of 
a  case  at  common  law,  and  to  one  read  at  the  hearing  of  a  suit 
in  equity. 

In  Jerman  v.  Stewa/rt^  (12  Fed.  Rep,^  271,)  in  1882,  in  the 
Circuit  Court  for  the  Western  District  of  Tennessee,  it  was 
stipulated  between  the  parties,  tl)at  depositions  theretofore 
taken  in  a  suit  in  a  Court  of  the  State  might  '*  be  read  and 
used  in  evidence  on  the  trial"  of  the  suit  in  the  Circuit 
Court.  Judge  Hammond  held  that  the  fee  of  |2.50  for  each 
of  them  was  taxable,  on  the  ground  that,  under  §  821,  it  was 
not  necessary  that  the  depositions  should  be  formally  taken, 
but  it  was  sufficient  if  they  were  taken  in  any  way  and  ad- 
mitted in  evidence  ;  tliat  the  depositions  stood,  in  all  respects, 
as  if  taken  in  the  usual  way,  except  that  the  cost  of  retaking 
was  saved  ;  that  the  fee  of  $2.50  was  not  a  part  of  the  cost  of 
taking  the  deposition,  but,  like  the  docket  fee,  was  an  allow- 
ance to  the  attorney,  as  taxable  costs,  for  his  professional 
services  in  the  case ;  and  that,  unless  the  agreement  of  the 
parties  waived  it,  it  was  as  much  taxable  as  any  other  costs. 

In  Green  v.  Frtn^ch,  (5  N.  J.  Law  Journal,  228,)  in  18^2, 
in  the  Circuit  Court  for  the  District  of  New  Jersey,  there  was 
a  stipulation  that  the  testimony  taken  in  the  case  should  be 
used  in  13  other  cases.  Under  the  stipulation,  95  depositions 
taken  and  admitted  in  evidence  in  the  first  case  were  used 
in  the  13  other  cases.  Judge  Nixon  held  that  the  fee  of 
$2.50  was  taxable  for  each  deposition  in  each  one  of  the  14 
cases. 
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The  contention  of  the  plaintiff  here  is,  that  the  fee  for  a 
deposition  cannot  be  taxed  in  any  other  sait  than  that  in 
which  it  was  taken  ;  that  it  is  not  enough  that  the  deposition 
is  "  admitted  in  evidence  in  a  caase,"  but  it  must  be  taken  in 
the  same  cause ;  that  the  object  of  the  stipulations  and  orders 
was  to  save  the  labor  and  expense  of  taking  the  depositions 
more  than  once ;  and  that,  therefore,  they  cannot  be  charged 
for,  as  actually  taken,  when  they  were  not  actually  taken. 

The  question  has  been  before  this  Court.  In  Simon  v. 
NeurMLun^  the  depositions  of  38  witnesses  taken  in  another 
suit,  in  this  Court,  heard  at  a  different  time,  were  admitted 
in  evidence,  by  virtue  of  a  stipulation  that  "  all  the  evidence 
taken  for  the  final  hearing,"  on  both  sides,  in  the  other  suit, 
"  maybe  read  on  the  final  hearing  herein,  with  the  same  force 
and  effect  as  if  taken  herein."  On  taxation,  the  clerk  disal- 
lowed the  charge  of  $2.50  for  each  of  the  38  depositions,  and 
Judge  Wallace,  in  July,  1884,  after  hearing  counsel  for  both 
parties,  affirmed  the  taxation. 

No  distinction  favorable  to  the  allowance  of  the  fee  can 
be  taken  between  the  case  of  Simon  v.  Neumann  and  the 
present  cases,  and  it  is  proper  that  the  ruling  in  that  case 
should  be  followed,  as  the  law  of  this  Circuit,  as  the  taxations 
in  the  present  cases,  in  October,  1S84,  were,  as  to  this  point, 
based  on  the  ruling  of  this  Court  in  Simon  v.  Neumann, 

(3.)  Copies  of  Papers. 

The  following  items  in  suit  No.  1,  for  copies  of  papers, 
were  disallowed : 

1.  Copy  deposition  in  Magic  Ruffler  case $1.25 

2.  Copy  deposition  Wooster  (from  Gutman) 5.70 

3.  Copy  testimony  Asa  Wilmot 14.60 

4.  Certificate  of  loss  of  deposition  and  copy  deposi- 

tion (Outman) 3.60 

5.  Copy  opinion 3.00 

6.  Stenographer's  minutes  of  argument  and  copy. . . .   103.50 

7.  Copy  testimony  in  interference,  Bobjohn  v.  Pipo . .     47.50 
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The  following  items  in  suit  No.  2,  for  copies  of  papers, 
were  disallowed : 

8.  Copy  prima  facie  proofs  (Gutman) $10.20 

9.  Copy  of  Carey's  deposition  (Cxutman) 7.50 

10.  Copy  of  Kellogg's  deposition 5.75 

11.  Copy  of  Pipo's  deposition 5.00 

12.  Copy  of  part  of  testimony  taken 30.00 

The  following  items  in  suit  No.  9,  for  copies  of  papers, 
were  disallowed : 

13.  Copy  deposition  Wooster,  from  Gntman $5.34 

14.  Copy  of  part  of  evidence  before  master 4.80 

Item  1  was  obtained  to  be  used  in  opposing  a  motion  for 
a  preliminary  injunction. 

Items  2,  8,  9,  10,  11,  12,  13  and  14  were  for  copies  of  tes- 
timony taken  on  behalf  of  the  ])laintiff,  either  in  chief,  or  be- 
fore the  master,  the  coj)ies  being  procured  by  the  defendants 
so  as  to  be  informed  of  the  contents  and  to  be  prepared  to  meet 
the  evidence. 

Item  3  was  for  a  copy  of  a  deposition  of  a  person,  obtained 
for  use  on  a  motion  made  in  suit  No.  1,  by  the  defendant,  to 
open  the  proofs  therein  and  allow  the  deposition  of  that  per- 
son to  be  taken  as  a  witness  in  suit  No.  1,  the  object  of 
procuring  the  copy  being  to  show  the  relevancy  of  the  evi- 
dence. 

Item  4  was  a  certificate  from  the  examiner  as  to  the  loss 
of  the  deposition  of  a  witness  taken  in  suit  No.  1,  and  a  copy 
of  a  second  deposition  of  the  same  witness  taken  in  suit  No.  1, 
the  certificate  and  copy  being  obtained  for  use  on  a  motion  in 
reference  to  tlie  lost  dei)osition. 

Item  5  was  a  copy  of  the  opinion  of  the  Court  given  on 
the  decision  in  favor  of  the  plaintiflE  on  the  first  hearing  in 
suit  No.  1,  the  copy  being  obtained  for  use  by  the  defendant 
in  settling  the  decree  on  that  decision. 

Item  G.  At  the  first  hearing  in  suit  No.  1,  the  defendant 
had  no  brief  i)repared,  and  the  hearing  proceeded,  with  leave 
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to  the  defendant  to  send  in  afterwards  a  printed  argument. 
To  enable  him  to  do  this,  he  employed  a  stenographer  to  take 
down  the  oral  argument  for  the  defendant. 

Item  7  was  for  a  copy  from  the  files  of  the  Patent  Ofiiee 
of  the  testimony  in  an  interference  case.  Accompanying  the 
motion  for  a  rehearing  in  suit  No.  1  there  was  a  motion  by 
the  defendant  for  leave  to  put  in  evidence  the  interference 
testimon}',  and  such  copy  was  part  of  the  moving  papers  on 
that  motion.     The  motion  was  not  granted. 

The  provision  of  §  983  is,  that  "  lawful  fees  for  exemplifi- 
cations and  copies  of  papers  necessarily  obtained  for  use  on 
trials,  in  cases  where  by  law  costs  are  recoverable  in  favor 
of  the  prevailing  party,  shall  be  taxed"  and  "be  included 
in  "  the  "  judgment  or  decree  against  the  losing  party." 

The  papers  must  be  not  only  for  use  "  on  trials,"  or,  as  the 
Act  of  1853  says,  "on  trial" — that  is,  such  trials  and  final 
hearings  as  are  elsewhere  spoken  of,  (for  this  provision  came- 
from  tlie  Act  of  1853,  and  must  be  interpreted  in  the  light 
of  the  other  provisions  of  that  Act) — but  the  language  im- 
plies that  the  copies  must  have  been  actually  used  on  or  in 
the  trial  or  final  hearing,  (or,  at  least,  obtained  for  such  use 
under  a  rule,  or  an  order,  or  a  stipulation,)  and  the  fact  of 
such  use,  or  the  existence  of  such  rule  or  order  or  stipulation, 
is  evidence  that  the  copy  was  "necessarily  obtained  for  use." 
As  §  983  relates  to  exemplifications  and  copies  of  papers,  it 
covers  that  subject,  and  excludes  all  of  that  class  which  are 
not  there  provided  for.  It  excludes  papers  used  on  inter- 
locutory or  preliminary  or  incidental  motions  or  hearings. 
Copies  of  papers  in  the  suit,  obtained  from  the  clerk,  and 
otherwise  properly  taxable,  are  included  in  the  provision,  in 
§  983,  for  taxing  "  the  bill  of  fees  of  the  clerk." 

In  these  cases,  the  plaintiff  did  not  object  to  certified  copies 
from  the  clerk,  of  orders  in  the  suits,  required  by  the  rules  to 

be  served. 

In  Hathaway  v.  Roach,  (2  TT.  <k  M,,  63,  74,)  in  1846,  in 
the  Circuit  Court  for  the  District  of  Massachusetts,  even  be- 
fore the  Act  of  1853,  Mr.  Justice  Woodbury  disallowed  a 
Vol.  XXIIL— 9 
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charge  by  the  defendant  for  a  copy  of  the  plaintiffs  patent, 
on  the  ground  that  it  was  not  needed  in  order  to  be  used  as 
evidence  by  the  defendant,  but  was  wanted  for  preparation 
and  argument. 

In  Hussey  v.  Bradley,  (5  Blatchf,  C.  C.  R.,  210,)  in  1864, 
in  the  Circuit  Court  for  the  Northern  District  of  New  York, 
the  expense  of  reporting  for  the  Conrt  the  argument  on  the 
final  hearing  was  disallowed  by  Judge  Hall,  (Mr.  Justice  Nel- 
son concurring,)  because  there  was  no  agreement  of  the  parties 
that  the  expense  should  be  taxed. 

Under  the  foregoing  views,  all  of  the  above  14  items  were 
properly  disallowed. 

(4.)  Travelling  Expenses  of  Messengers  and  Attorneys  and 

Expense  of  Box. 

The  following  item  in  suit  No.  1  was  disallowed  : 

15.  Expenses  of  messengers  from  Patent  OflSce,  with 

original  models $25.00 

The  following  items  in  suit  No.  2  were  disallowed  : 

16.  Expenses  B.  F.  Lee,  Syracuse $37.86 

17.  Expenses  B.  F.  Lee,  Wilkesbarre 20.50 

18.  Expenses  B.  F.  Lee,  at  Boston 70.83 

19.  Box  for  preserving  Exhibits,  in  Clerk's  Office 5.80 

:80.  Expenses  W.  H.  L.  Lee,  at  Navesink 2.00 

21.  Paid  messenger  from  Clerk's  Office,  with  exhibits ..     13.00 

Item  15  was  for  the  expense  of  a  messenger  in  bringing 
from  the  Patent  Office,  for  use  in  opposition  to  a  motion  for 
a  preliminary  injunction  in  suits  Nos.  1,  9  and  10,  certain 
original  tiled  models,  with  a  view  of  showing  that  the  original 
patents  were  invalid. 

Itenis  16, 17,  18  and  20  were  for  travelling  expenses  of 
thesolicitor  in  attending  to  take  testimony. 

Item  19  was  for  the  cost  of  a  box  to  preserve  the  Exhibits, 
in  the  Clerk's  Office. 

Item  21  was  for  bringing  from  the  Clerk's  Office  to  the 
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office  of  counsel,  for  use  in  taking  testimony  in  suit  No.  2, 
the  Exhibits  and  filed  papers  in  suits  Nos.  1,  9  and  10. 

In  riusaey  v.  Bradley,  (5  Blatchf.  C.  a  li.,  210,)  in  1864, 
in  the  Circuit  Court  for  the  Northern  District  of  New  York, 
Judge  Hall  (Mr.  Justice  Nelson  concurring)  disallowed  the 
travelling  expenses  of  counsel  in  attending  Court ;  and  the 
expense  of  models  and  old  machines  nsed  in  evidence  as  Ex- 
hibits, (which  did  not  appear  to  be  copies  of  models  in  the 
Patent  Office  ;)  and  the  expenses  of  their  transportation  and 
of  taking  cliarge  of  the  same. 

Item  15,  being  for  use  on  a  motion,  cannot  be  classed  as 
amounting  to  the  use,  as  evidence  in  chief,  of  a  copy  of  a 
model  in  the  Patent  Office. 

It  is  sought  to  maintain  the  propriety  of  allowing  items 
16,  17,  18,  19,  20,  and  21,  on  the  view,  that  they  were  actual 
disbursements  necessarily  incurred  in  the  exercise  of  the  right 
of  examining  witnesses;  and  the  cases  of  Hxi^sey  v.  Bradley^ 
(5  Blatchf.  C.  C.  R.,  212;)  Dennis  v.  Eddy,  (12  Id.,  195;) 
and  Gunther  v.  Liverpool^  cfec?.,  Ins.  Co.,  (20  Id.,  390,)  are 
cited.  In  the  first  case,  money  paid  for  telegraphic  despatches, 
properly  and  necessarily  expended  in  the  progress  of  the  suit, 
was  allowed,  on  the  same  principle  on  which  necessary  and 
proper  postages  were  allowed.  In  the  second  case,  the  cost 
of  printing  papers  which  a  rule  of  Court  required  to  be  printed 
was  allowed,  as  a  necessary  disbursement,  made  by  order  of 
the  Court ;  and  it  was  held  that  the  Act  of  1853  did  not  pro- 
hibit the  allowance  of  indemnity  for  snch  disbursements  as 
were  made  necessary  by  an  order  of  the  Court.  In  the  third 
case,  it  was  held  that  a  disbursement  of  $1  paid  for  serving 
the  summons  by  which  a  suit  at  law  was  commenced  was  tax- 
able, as  a  necessary  disbursement  actually  made,  and  taxable 
by  virtue  of  the  rules  of  the  Court,  it  having  been  so  taxable 
prior  to  the  Act  of  1853 ;  and  that  §  983,  relating  to  copies 
of  papers,  did  not  forbid  the  taxation  of  disbursements  other 
than  fees  for  such  copies  of  papers.  In  this  connection,  it 
may  be  noted,  that  §  5  of  the  Act  of  1853  provided  as  fol- 
lows :  '*  All  laws  and  regulations  heretofore  made,  which  are 
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incompatible  with  the  provisions  of  this  Act,  are  hereby  re- 
pealed and  abrogated."  Bnt  rules  and  regulations  not  so  in- 
compatible remained  in  force. 

Items  16,  17,  18,  19,  20  and  21  were  never  taxable  before 
or  since  the  Act  of  1853. 

(5.)  Machine  ExhihiU. 
The  following  items  in  suit  No.  1  were  disallowed  : 

22.  Exhibit  Carey  machine %  23.20 

23.  Exhibit  Wilmot  first  ruffler \ 

Exhibit  No.  13.     (Barney) I   170.00 

Exhibit  Crosby  &  Kellogg  spring  blade  machine  ) 

24.  Eufflers  Exhibit,  (hinged,  &c.) 10 .  00 

The  following  items  in  suit  No.  2  were  disallowed : 

25.  Ruffler  Exhibits .$    5.00 

26.  Fanning  machine 66 .  25 

These  machine  Exhibits  represented  structures  regarding 
which  proof  was  given  that  they  anticipated  the  plaintiffs 
patent,  and  the  models  enabled  the  oral  evidence  to  be  under- 
stood. But  they  were  none  of  them  models  from  the  Patent 
Office,  of  the  patented  invention  in  suit.  Items  for  Exhibits 
of  that  character  were  taxed.  Nor  were  any  of  the  items 
disallowed  procured  under  order  or  rule  of  Court,  nor  was 
there  any  stipulation  that  they  should  be  taxed. 

Such  machine  Exhibits  were  not  taxable  before  the  Act  of 
1853.    {Hathaway  v.  Roach,  2  IF.  <&  M.,  63.) 

The  cases  of  Parker  v.  Bigler^  (1  Fisher^  285,)  in  1857, 
and  Woodruff  Y,  Barney^  (2  Fisher^  244,)  in  1862,  are  to  the 
eflEect  that  the  items  hero  in  question  cannot  be  allowed. 

In  Husseyv.  Bradley,  (5  Blatchf,  C.  C.  R,.  210,)  in  1864, 
in  the  Circuit  Court  for  the  Northern  District  of  New  York, 
Judge  Hall  held,  (Mr.  Justice  Nelson  concurring,)  that  the 
expense  of  copies  of  models  in  the  Patent  Office,  properly 
procured  for  use  as  a  part  of  the  evidence  in  the  suit,  might 
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be  allowed  for,  but  that  the  expense  of  other  models  and 
machines  was  not  allowable. 

(6.)  Phoichlithographing  Exhibits. 
The  following  item  in  suit  Ifo.  2  was  disallowed  : 
27.  Photo-lithographing  Exhibits $17.75 

These  were  not  drawings  from  the  Patent  Office,  but  were 
sketches  introduced  by  witnesses,  in  giving  their  evidence. 
They  fall  under  the  rule  as  to  machine  Exhibits,  as  they  were 
substantially  of  that  character. 

(7.)  Witnesses  fees^  not  paid. 
The  following  items  for  witnesses  fees  were  disallowed  : 

In  suit  No.  2,  3  witnesses,  1  day  each $  4.50 

"       No.  3,  7        "  1        ''        10.50 

"       No.  4,  6         "  1        "        9.00 

«       No.  5,  7        "  1        «        10.50 

«       No.  6,  7        "  1        "        10.50 

These  witnesses  had  not  been  paid  their  fees,  in  these 
several  cases,  but  had  been  paid  their  fees  as  witnesses  in  one 
or  more  of  others  of  these  cases. 

The  statute  (§  983)  allows  the  amount  "  paid  "  to  witnesses 
to  be  taxed.  In  Cummings  v.  Akro)i  Cement^  cfea,  Cfe.,  (6 
Blaickf.  a  a  R,,  509,)  and  Dennis  v.  Eddy,  (12  Id.,  195,) 
as  is  clearly  to  be  inferred,  the  witnesses  had  been  paid,  and 
the  question  was  whether  their  fees  were  taxable,  inasmuch 
as  it  was  not  shown  that  they  had  attended  on  service  of  a 
subpoena. 

If  a  party  does  not  pay  a  witness,  either  before  or  after 
he  has  testified,  the  presumption  is,  that  the  debt  is  forgiven, 
unless  the  failure  to  pay  is  explained,  in  such  wise  that  the  fee 
can  be  considered  as  if  "  paid,"  because  both  parties  intend  it 
shall  be  paid.  Nothing  of  that  kind  here  appears.  Witnesses 
are  generally  paid  in  advance,  or  at  the  time,  or  soon  after- 
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wards;  and  where,  as  here,  they  are  paid  in  one  or  more  cases, 
and  not  in  others,  tlie  evidence  is  strong  that  they  are  never 
to  be  paid,  especially  where  tlie  lapse  of  time  is  so  great,  as 
here,  between  the  rendering  of  the  service  and  the  taxation. 

The  objections  taken  by  the  plaintiff  to  the  allowance  of 
items  which  were  allowed  will  next  be  considered. 

(8.)  Depositions  of  witnesses  sworn  in  more  cases  than  one. 

In  suits  Nos.  1,  9  and  10,  there  was  but  one  record  of 
proofs,  and  each  witness  on  both  sides  was  sworn  in  each  of 
the  three  suits,  and  his  deposition  was  written  down  only 
once,  and  was  entitled  in  the  three  suits.  The  same  is  tnie  as 
to  suits  Nos.  2,  3,  5  and  6,  except  that  a  few  depositions 
taken  in  other  cases  were  admitted  by  stipulation. 

The  record  in  suit  No.  4  was  the  same  as  that  in  suits 
Kos.  2,  3,  5  and  6,  a  part  of  it  being  admitted  by  stipulation 
from  other  cases,  and,  as  to  the  rest,  each  witness  being  sworn 
in  this  case,  and  in  each  one  of  suits  Nos.  2,  3,  5  and  6,  and 
his  deposition  written  down  only  once,  and  entitled  in  the  five 
cases. 

In  the  bills  of  costs  as  taxed,  the  clerk  allowed  a  deposi- 
tion fee  to  the  solicitor  of  $2.50  for  each  witness  in  each  case 
in  which  his  deposition  was  entitled,  although,  in  suits  Nos. 
1,  9  and  10,  as  a  group  of  titles,  the  testimony  of  the  witness 
was  written  down  but  once,  on  one  direct  and  one  cross  ex- 
amination for  all  three  cases,  and  in  suits  Nos.  2,  3,  4,  5  and 
6,  as  a  group  of  titles,  the  testimony  of  the  witness  was  writ- 
ten down  but  once,  on  one  direct  and  one  cross  examination, 
for  all  five  cases.  The  plaintiff  contends,  that  there  should 
be  but  one  deposition  fee,  of  $2.50,  for  each  witness,  for  each 
writing  down  of  his  testimony.  His  objection  covers  the  fol- 
lowing number  of  depositions  taxed  :  suit  No.  1, 18 ;  suit  No. 
3,  42;  suit  No.  4,  14;  suit  No.  5,  39;  suit  No.  6,  40;  and 
suit  No.  9,  19 ;  in  all,  172,  at  $2.50  each  -=  $430. 

The  language  of  §  824  is,  "for  each  deposition  taken 
and  admitted  in  evidence  in  a  cause,  two  dollars  and  fifty 
cents."     The  Act  of  1853  said,  "in  the  cause."    Each  of  the 
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depositions  allowed  for  was  taken  and  admitted  in  evidence  in 
each  suit  in  which  it  was  entitled.  It  was  for  the  parties  to 
agree  that  the  fee  should  be  taxed  but  once  for  the  group  of 
cases,  if  that  was  to  be  the  rule.  Otherwise,  the  fee  was  tax- 
able, because  the  deposition  was  taken  in  each  case,  and  ad- 
mitted in  evidence  in  each  case,  although  the  writing  was  not 
repeated  for  each  case.  When  several  cases  are  heard  at  the 
same  time,  on  one  argument,  a  docket  fee  is  always  taxed  in 
each  case. 

(9.)  Fees  paid  the  same  xoitness  in  more  than  one  case. 

In  the  cases  mentioned  in  Clause  (8)  above,  where  the  wit- 
ness was  sworn  in  several  cases  at  once,  but  his  deposition  was 
taken  in  all  of  them  at  the  same  time,  by  being  written  down 
once,  as  given,  under  the  titles  of  all  of  the  several  cases,  the 
defendants  paid  the  witness  his  lawful  witness  fees  in  each 
one  of  the  several  cases  in  which  his  deposition  was  entitled, 
to  the  same  extent  they  would  have  done  if  his  deposition  had 
been  written  down  separately  for  each  of  the  cases.  The 
clerk  taxed  the  fees  so  paid.  The  plaintiff  objects  to  the  tax- 
ation. The  amounts  objected  to  are,  in  the  several  suits,  as 
follows:  No.  3,  $75;  No.  4,  $18;  No.  5,  $73.50;  No.  6,  $75; 
No.  9,  $42 ;  No.  10,  $42. 

By  §  848,  a  witness  is  allowed  $1.50  for  each  day's  at- 
tendance in  Court,  or  before  an  officer  pursuant  to  law.  This 
necessarily  means,  that  he  is  entitled  to  that  in  each  suit  in 
which  he  attends.  The  same  section  makes  special  provision 
for  the  case  where  a  witness  is  subpoenaed  "  in  more  than  one 
cause  between  the  same  parties,  at  the  same  Court,''  thus 
leaving  the  case  where  he  attends  in  more  than  one  cause  be- 
tween different  parties,  or  where  only  one  of  the  parties  is  the 
same,  to  be  regulated  by  the  general  provision,  in  the  absence 
of  any  rule  of  Court,  or  special  order,  or  stipulation  of  parties. 

This  view  was  held  in  Parker  v.  Bigl-er^  (1  Fisher^  285,) 
in  1857,  in  the  Circuit  Court  for  the  Western  District  of 
Pennsylvania,  by  Mr.  Justice  Grier. 
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(10.)   Certified  copies  of  papers  put  in  evidence. 

The  clerk  allowed,  on  taxation,  the  disbursements  paid  for 
various  copies  of  papers  put  in  evidence  by  the  defendants, 
and  forming  part  of  the  record  for  final  hearing.  They  com- 
prised documentary  exhibits  not  from  the  Patent  Ofiice; 
documentary  exhibits  from  the  Patent  Office,  (other  than 
patents,)  but  which  were  not  part  of  the  file  wrapper  and 
contents  of  the  patent  sued  on,  and  not  assignments  affecting 
the  plaintiff's  title  to  that  patent ;  and  certified  copies  of  pat- 
ents other  than  the  one  sued  on,  which  did  not  affect  the 
plaintifi^s  title  to  that  patent,  and  were  not  mentioned  in  the 
bill  of  complaint.  One  of  the  above  items  was  for  drawings 
from  the  Patent  Office,  to  bind  with  the  printed  record,  being 
drawings  of  patents,  and  drawings  in  file  wrappers.  They 
pertained  to  the  text  in  the  record,  and  fairly  came  under  the 
head  of  the  printing  required  by  the  Rule.  All  of  the  above 
items  were  taxable.  They  were,  under  §  983,  "copies  of 
papers  necessarily  obtained  for  use,"  being  put  in  evidence, 
and  there  being  no  order  rejecting  them  as  evidence. 

(11.)  Incompetent  and  immaterial  testimony. 

Under  the  provision  of  Rule  67  in  Equity,  that  "  the  Court 
shall  have  power  to  deal  with  the  costs  of  incompetent,  imma- 
terial or  irrelevant  depositions,  or  parts  of  them,  as  may  be 
just,"  the  plaintiff,  now,  for  the  first  time,  on  an  appeal  from 
the  taxation  of  costs,  applies  to  the  Court  to  declare  certain 
depositions  to  be  incompetent  and  immaterial.  This  is  done 
on  an  affidavit  made  by  the  counsel  for  the  plaintiff,  more 
than  a  month  after  the  costs  were  taxed,  setting  forth,  that, 
in  his  opinion,  certain  depositions,  evidence  and  exhibits  in- 
troduced by  the  defendants  are  incompetent  or  immaterial, 
and  the  cost  of  introducing  and  printing  them  should  not  be 
charged  against  the  plaintiff.  He  specifies  18  different  items. 
The  counsel  for  the  defendants  makes  an  affidavit  expressing 
a  contrary  opinion.  Under  this  state  of  facts,  it  is  a  sufficient 
firround  for  denying  the  application,  that  the  plaintiff  did  not, 
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at  or  before  the  final  hearing  in  June,  1884,  or  before  the  tax- 
ation of  costs,  move  to  strike  out  the  evidence  in  question. 
Whatever  objections  may  have  been  taken  to  any  of  the  testi- 
mony at  the  time  it  was  introduced,  (and  only  such  objections 
could  be  considered,  in  any  event,)  they  were  waived  by  the 
laches. 

It  results,  that  the  taxations  are  all  of  them  affirmed,  ex- 
cept that,  in  each  of  the  suits  Nos.  1,  9  and  10,  a  docket  fee 
of  |20  is  to  be  added. 

Henry  S.  Iloyt  and  Frederic  H,  Betts^  for  the  plaintiff. 

John  Dane^  Jr.^  IF.  H.  L.  Lee  and  B.  F,  Les^  for  the 
defendants. 


The  CmzENs'  Bank  vs,  Fbank  W.  Brooks. 

In  a  suit  on  a  personal  judgmeDt  recovered  against  the  defendant,  by  the 
plaintiff,  in  another  Court,  the  issue  of  fact  was  as  to  whether  the  defendant 
employed  and  paid  an  attorney  who  appeared  for  him  in  the  suit  in  which 
the  judgment  was  recovered,  he  not  having  been  personally  served  with  pro- 
cess. That  issue  being  found  for  the  defendant,  it  was  held  that  he  was  not 
bound  by  the  judgment. 

On  the  trial  of  a  suit  by  the  Court  without  a  jury,  the  defendant  having  died 
after  the  day  when  the  last  of  the  evidence  was  submitted,  judgement  was 
rendered  as  of  that  day. 

(Before  Whbelbe,  J.,  Vermont,  February  18th,  1885.) 

Wheeler,  J.  This  is  an  action  of  debt  on  a  judgment 
recovered  in  the  Circuit  Court  of  the  United  States  for  the 
District  of  Kansas,  for  $9,337.16  damages,  and  $108.30  costs. 
The  defendant  has  pleaded  five  pleas,  in  the  last  of  which  he 
alleges  that  he  was  not  a  citizen  of  Kansas,  nor  in  Kansas,  at 
the  time  of  the  commencement  of  that  action,  nor  at  anytime 
afterwards;  that  no  process  in  it  was  ever  served  upon  him  ; 
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that  he  never  authorized  or  employed  any  attorney  or  other 
person  to  appear  for  him  and  in  his  behalf,  nor  authorized  or 
empowered  any  person  to  employ  or  procure  an  attorney  or 
other  person  to  appear  for  him  and  in  his  behalf ;  that  no  at- 
torney or  other  person  ever  had  any  authority  to  appear  for 
him  and  in  his  behalf  in  that  suit;  and  that  he  never  entered 
his  appearance  therein  in  person.  To  this  plea  the  plaintiff 
replies,  that  the  defendant  had  knowledge  of  the  commence- 
ment and  pendency  of  the  suit,  and  did,  by  his  agents,  pro- 
cure attorneys  of  the  Court  there  to  appear  for  him  and  in  his 
behalf,  in  that  cause,  and  that  he  did,  by  these  attorneys,  vol- 
untarily appear  in  said  cause  and  defend  it,  and  that,  after  the 
judgment  had  been  rendered,  he  paid  the  attorneys  for  their 
appearance  in  the  cause,  and  for  defending  it,  and  ratified  and 
confirmed  their  appearance  in  and  defence  of  it.  The  defend- 
ant traversed  this  replication,  and  issue  to  the  contrary  is 
joined  upon  it.  The  other  pleadings  are  disposed  of  in  such 
manner  as  to  leave  this  one  for  trial  and  it  is  tried  by  the 
Court,  upon  waiver  in  writing  of  a  jury. 

The  record  shows  service  by  attachment  of  property  of 
the  defendant,  as  a  non-resident  of  Kansas,  only,  and  an  ap- 
pearance and   answer  for  the  defendant  by  the  attorneys 
named  in  tlie  replication.     The  plaintiff  claims  that  the  rec- 
ord of  the  appearance  in  the  cause,  of  attorneys  of  the  Court, 
for  the  defendant,  is  conclusive  of  their  right  to  appear  for 
him,  and  that  evidence  to  the  contrary  should  not  be  consid- 
ered.     There  are  cases  which,  perhaps,  go   to  this  length. 
{MilU  V.  Duryee,  7  Cranch^  481 ;  Lapham  v.  Briggs^  27  Vt^ 
26.)     But  it  is  now  well  settled,  in  the  Courts  of  the  United 
States,  that  want  of  jurisdiction  to  bind  the  person  may  be 
shown  in  an  action  upon   the    judgment  against  the  person. 
{Thompson  v.  Whitman.  18  TF^rW.,  457  ;  Knowlea  v.  Gds  Light 
Co,.  19  Wall.,  58 ;  Tlall  v.  Lanning,  91  U.  S.,  160;  Graham 
V.  iSpencer,  14  Ftd.  liep,,  603.)    The  fact  that  the  attorneys 
entered  an  appearance  for  the  defendant  is,  perhaps,  conclu- 
sively shown  by  the  record,  but  that  they  had  authority  in  fact, 
or  any  more  than  that  they  assumed  to  have  authority,  is  not 
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shown  at  all  by  it.  The  presumption  that  all  was  rightly 
done,  arising  from  their  being  officers  of  the  Court,  is  ad- 
mitted to,  and  doubtless  does,  cast  the  burden  upon  the  de- 
fendant, of  showing  that  the  a])pearance  was  without  his  au- 
thority. The  defendant  testifies  distinctly,  that  he  never 
employed,  nor  authorized  the  employment  of,  any  attorney  to 
appear  for  him  in  the  case,  and  there  is  no  proof  that  he  ever 
did.  Three  attorneys  appeared,  one  at  first  and  two  othere 
afterwards.  The  testimony  of  the  last  two  shows  that  they 
were  engaged  by  the  first,  and  he  is  dead,  and  nothing  is  pro- 
duced to  show  that  the  defendant  ever  had  any  communica- 
tion with  him.  A  deposition  of  the  defendant  was  taken  by 
the  plaintiff,  in  Vermont,  where  the  defendant  resided,  on 
notice  accepted  by  the  attorneys  in  Kansas,  and  filed  in  that 
cause,  in  which  it  is  stated  that  the  deponent  "  is  the  defend- 
ant "  in  the  canse.  After  the  jud<rment  was  rendered,  the 
attorneys  telegraphed  to  the  defendant :  "  Simonds  writes  re- 
fusing to  be  responsible  for  fees  ;  are  we  to  be  paid  for  serv- 
ices and  by  whom  ;  answer  definitely  quick."  He  answered  : 
"  We  expect  to  pay  our  counsel."  In  a  few  days  he  sent  $300 
for  them.  The  plaintiff  relies  upon  this  to  sustain  the  allega- 
tion of  the  replication,  that  he  knew  of  the  suit,  and  of  the 
employment  and  appearance  of  the  attorneys  in  it,  and  ratified 
their  doings,  and  paid  them  for  their  services.  The  substance 
of  the  replication  is,  that  he  voluntarily  submitted  himself  to 
the  jurisdiction  of  the  Court,  and  that  the  canse  was  thereupon 
tried.  If  he  was  heard  there  upon  the  trial,  he  has  no  right 
to  be  heard  again  upon  the  questions  involved,  except  upon 
appeal,  but  is  bound.  That  he  had  notice  of  the  suit,  however 
full  and  formal,  out  of  the  jurisdiction,  would  not  bind  him. 
He  could  not  be  compelled  to  appear  by  anything  done  without 
the  jurisdiction.  {BischoJ'  v.  Wethered^  9  WalL^  812.)  There- 
fore, taking  his  deposition  would  not  bind  him.  The  other  party 
had  the  right  to  take  it  in  order  to  obtain  a  judgment  to  bind  the 
property  attached,  but  he  conld  not  be  made  a  party  person- 
ally in  that  manner.  If  he  could,  the  jurisdiction  of  Courts 
could  be  extended  without  their  territorial  limits,  by  merely  re- 
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sorting  to  that  proceeding.  Tlie  suit  was  founded  upon  an  al- 
leged liability  of  the  Adams  Bank,  a  State  bank  of  Kansas,  of 
which  the  defendant,  and  Simonds  mentioned  in  the  telegram, 
and  others,  were  stockholders,  to  the  plaintiff,  and  a  statute  of 
Kansas  making  the  stockholders  personally  liable  on  the  disso- 
lution of  the  corporation.  The  statute  also  provided  for  con- 
tribution between  stockholders,  when  any  were  made  to  pay. 
(Comp.  Laws  of  Kansas^  223,  g§  44,  45.)  The  defendant  tes- 
tifies, that  he  understood  there  was  litigation  going  on  in 
Kansas,  in  respect  to  the  liability  of  the  Adams  Bank  to  the 
plaintiff,  but  not  that  it  was  against  him  personally,  and  that 
some  of  the  other  stockholders  were  defending  it,  and  that  the 
telegram  referred  to  that  litigation  ;  and  he  testifies  that  the 
money  which  he  sent  was  contributed  by  other  stockholders 
residing  near  him  as  well  as  himself,  and  sent  to  one  of  those 
whom  he  understood  to  be  defending,  to  aid  in  paying  the  at- 
torneys, and  not  to  the  attonieys  as  his  attorneys.  No  one  is 
called  to  contradict  this  testimony,  and  there  is  nothing  op- 
posed to  its  correctness,  unless  the  circumstances  contradict  it. 
From  the  circumstances  it  is  apparent  enough,  that  the  other 
stockholders,  or  some  of  them,  employed  the  attorneys  to  ap- 
pear and  defend  this  case,  on  account  of  their  interest  in  the 
result ;  and,  from  his  testimony,  that  he  did  not  know  that  his 
personal  liability  was  being  passed  upon,  although  he  knew 
that  what  might  affect  him  ultimately  was  involved.  Al- 
though he  knew  of,  and  was  willing  to  and  did  contribute  to, 
the  common  defence,  he  does  not  appear  to  have  in  any  way 
ratified  or  confirmed  the  submission  of  his  personal  liability 
to  the  judgment  of  the  Court.  As  the  plaintiff  had,  and  was 
entitled  to,  no  proceedings  to  compel  his  personal  appearance, 
it  could  not  be  had  without  he  knowingly  and  voluntarily 
yielded  to  it ;  and  he  could  not  ratify  the  assumjition  of  others 
to  appear  and  submit  his  case  for  him,  without  knowledge  of 
what  they  had  assumed  to  do  for  him.  This  is  not  intended 
to  imply  that  what  was  done  without  jurisdiction  over  his 
person  could  be  made  binding  upon  him  by  any  ratification 
after  the  judgment.    Jurisdiction  over  the  person  at  the  time 
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of  the  judgment  is  necessary  to  its  validity  as  a  personal  judg- 
ment. A  defendant  might,  probably,  compensate  any  one 
who  had,  without  his  knowledge,  undertaken  the  defence  of  a 
suit  against  him  which  might  bind  his  property,  and  failed, 
and  not  subject  himself  to  the  consequences  of  making  the 
judgment  bind  him  personally,  when,  before,  it  would  only 
bind  his  property. 

The  issue  joined  upon  the  replication  to  the  fifth  plea  is 
found  for  the  defendant. 

The  testimony  in  the  case  was  closed  on  February  5th,  ex- 
cept that  there  was  reserved  to  the  plaintiff  the  privilege  of 
having  the  testimony  of  a  witness  who  was  sick  and  unable  to 
attend  taken  by  the  Court  at  the  residence  of  the  witness,  on 
the  next  day,  to  the  same  eflfect  in  all  respects,  by  consent  of 
the  parties,  as  if  taken  in  Court  on  that  day.  The  death  of 
the  defendant  was  suggested  on  the  opening  of  Court,  the 
next  day,  as  having  taken  ])1ace  after  adjournment  on  the 
evening  before.  ITie  plaintiff  objected  to  anything  further 
being  done,  but  waived  the  taking  of  the  testimony  of  that 
witness.  The  whole  case  was  in  the  hands  of  the  Court  dur- 
ing the  life  of  the  defendant.  The  arguments  of  counsel  are 
in  aid  of  its  consideration.  In  JSroas  v.  Jlersereauy  (18 
Wendy  653,)  a  verdict  was  taken  after  the  death  of  the 
party.  In  Trelawny  v.  Bishop  of  WiyichesUr^  (1  Burr,^  219,) 
judgment  was  rendered  as  of  a  time  prior  to  the  death, 
which  occurred  while  the  case  was  pending  for  argument. 
This  was  a  common  proceeding  in  the  English  Courts,  from 
early  times.  {Bac,  Ahr.,  Ahateinenty  J^\)  And  it  is  said  by 
Metcalf,  J.,  in  Springfitld  v.  Worcester^  (2  Cush.^  52,)  to  be 
the  common  course,  when  an  action  which  would  fail  by  the 
death  of  eitlier  party  before  judgment  is  continued  for  ar- 
gument or  advisement,  whether  there  has  been  a  verdict,  or 
demurrer,  or  agreed  statement  of  facts,  and  one  of  the  par- 
ties afterwards  dies,  to  enter  judgment  as  of  a  former  term. 
This  is  all  in  the  same  term,  and  it  seems  proper  that  the 
case  should  be  argued,  considered,  and  judgment  rendered, 
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as  of  the  day  in  the  term  when  the  last  of  the  evidence  was 
submitted. 

Let  there  be  judgment  for  defendant  as  of  February  5th. 

Mar^tiii  dk  Eddy^  for  the  plaintiff. 

Haskins  <&  Stoddard^  for  the  defendant. 


Alvah  W.  Burlingame 
The  Central  Railroad  Company  op  Minnesota. 

Where  services  are  rendered  to  a  corporation  by  a  director  and  treasurer,  out- 
side of  his  duties,  and  at  the  special  request  of  the  corporation,  a  jury,  in 
allotting  compensation  Tor  such  services,  may  allow  interest  thereon  from  the 
time  the  services  were  completed. 

The  jury  having  returned  a  verdict  for  the  plaintiff  for  $8,600,  the  Court,  on 
the  second  day  thereafter,  and  during  the  same  term,  on  notice,  and  in  the 
presence  of  the  counsel  for  both  parties,  recalled  the  jury,  and  they  all  stated, 
in  an  aflidavit,  that  their  verdict  as  agreed  on  was  for  $3,600,  with  interest, 
and  they  all  further  stated,  in  Court,  that  their  verdict  was  for  |6,638.20, 
which  iucluded  $2,038.20  interest,  and  their  verdict  was  so  recorded:  Edd, 
no  error,  and  that  the  plaintiff  was  entitled  to  judgment  for  the  $6,638.20. 

(Before  Whshleb,  J.,  Eastern  District  of  New  Tork,  February  19th,  1886.) 

Whkeler,  J.  This  is  an  action  to  recover  for  personal 
services  rendered  while  the  plaintiff  was  a  director  and  treas- 
urer of  the  defendant.  The  jury  were  directed  to  return  a 
verdict  for  the  plaintiff  for  such  services  as  he  rendered,  if 
any,  outside  the  scope  of  his  duties  as  director  and  treasurer, 
at  tlie  special  request  of  the  president  and  the  rest  of  the 
board  of  directors ;  and  that,  if  they  found  for  the  plaintiff, 
they  might  allow  interest  from  the  time  when  the  services  were 
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completed.     Late  in  the  day  they  returned  a  verdict  for  the 
plaintiff  for  $3,500,  and  the  Conrtwas  immediately  adjourned 
to  the  next  day.     During  the  next  day,  a  statement  was  made 
to  the  Court  that  the  jury  intended  to  give  a  verdict  for 
$3,500,  with  interest.     On  the  morning  of  the  next  day  after 
that,  and  on  notice  to  the  defendant's  counsel  to  be  present, 
and  while  the  counsel  for  both  parties  were  present,  the  Court 
directed  the  jury  to  be  recalled  to  their  places,  and  that  the 
verdict  as  recorded  be  read  to  them,  and  that  they  be  asked  if 
that  was  their  verdict.     This  was  done,  and  the  foreman  an- 
swered that  it  was  not,  and  that  their  verdict  was  for  $3,500, 
with  interest.     They  were  directed  to  compute  tlie  interest, 
and  agreeiupon  the  amount,  which  they  did,  and  answered 
that  it  was  $2,038.20,  making  $5,538.20,  and  that  their  ver- 
diet  was  for  the  plaintiff  for  that  amount,  which  was  ordered 
to  be  recorded,  and  tlio  jury,  being  interrogated  separately, 
all  said  that  that  was  their  verdict.     At  the  same  time  an  affi- 
davit of  all  the  jurors  was  presented  and  filed,  stating  that  the 
verdict  agreed  upon  was  for  the  plaintiff  for  $3,500,  with  in- 
terest. 

The  plaintiff  now  moves  for  judgment  on  tiie  verdict,  for 
the  full  amount.  The  defendant  objects  to  judgment  on  the 
verdict  for  any  more  than  $3,500,  on  the  ground  that  hiterest 
was  not  recoverable,  and  because  it  was  not  within  the  power 
of  the  court  to  allow  the  verdict  to  be  varied  after  it  had  been 
received  and  recorded.  As  the  services  were  rendered  on  a 
special  request,  and  were  to  be  paid  for,  the  pay  was  due  when 
they  were  performed,  and  after  that  time  was  detained  by  the 
defendant  against  the  right  of  the  plaintiff'  to  have  it.  Under 
these  circumstances  it  ought  to  bear  interest.  {People  v. 
Oashene,  9  Johns.,  71 ;  Wood  v.  liobbins,  1 J  Mass.,  504 ; 
Burdett  v.  Estey,  19  Blatchf.  C.  C.  B.,  1.) 

The  power  of  the  Court  to  cause  the  verdict  to  be  cor- 
rected would  seem  to  be  ample,  according  to  the  law  of  the 
State  of  New  York  and  the  practice  of  its  Courts,  as  settled 
by  its  highest  Courts.  In  Dalrymple  v.  Wllliama,  (63  N.  J^., 
361,)  the  jury  returned  a  verdict  against  two,  when  the  ver- 
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diet  agreed  upon  was  against  one,  and  in  favor  of  tlie  other, 
and  the  verdict  v^as  recorded,  and  the  jury  separated.  After- 
wards, on  the  same  day,  on  the  affidavit  of  all  the  jurors,  the 
verdict  was  corrected  and  judgment  entered  upon  it.  This 
course  was  approved.  In  Cogan  v.  Ehden^  (1  Biirr.^  383,) 
where  the  issue  was  as  to  two  rights  of  way  under  which  the 
defendant  justified,  the  jury  found  for  the  defendant  as  to 
one,  and  for  the  plaintiff  as  to  the  other,  but  returned  a  ver- 
dict for  the  defendant  as  to  both,  and  separated.  Tin's  ver- 
dict was  corrected,  on  the  affidavit  of  the  jurors.  In  this 
case  there  is  no  suspicion  of  any  unfair  conduct  on  tlie  part 
of  the  jurors,  or  any  one.  It  was  an  honest  mistake,  which, 
if  not  corrected,  would  prevent  the  finding  of  tlie  'jury,  as  it 
actually  was,  from  being  carried  out.  The  correction  is  not 
an  impeachment  of  the  verdict  by  the  jurors,  in  any  sense. 
It  upholds  the  real  verdict,  and  prevents  miscarriage  in  its 
delivery  into  Court.  The  verdict  as  first  recorded  was  not 
the  real  verdict  of  the  jury.  If  it  could  not  be  corrected,  it 
should  be  set  aside.     Neither  party  has  moved  for  that. 

Let  there  be  judgment  on  the  verdict  for  the  full  amount. 

P.  W,  OstrandeVj  for  the  plaintiff. 

jff.  W.  De  FoiesU  for  the  defendant. 


The  Amkrican  Diamond  Drill  Compaxy 

vs. 
The  Sullivan  Machine  Company.    In  Equfty. 

Where  officers  of  a  defendant  corporation  appear  before  a  master,  to  testify  in 
an  accounting  by  the  corporation  for  the  infringement  of  letters  patent,  under 
an  order  of  the  Court  for  such  accounting,  their  per  diein  and  mileage  fees,  as 
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witnesees,  cannot  be  taxed  against  the  plalDtiff,  on  a  final  decree  for  the  de- 
fendant)  for  costs. 
In  taxing  such  costs,  the  clerk  cannot  tax  against  the  plaintiff,  without  an  order 
of  the  Court  to  that  effect,  moneys  which  the  defendant  had  paid  to  the 
master,  for  his  services  on  such  accounting;  but  it  is  proper  that  an  order 
should  be  made  for  such  taxation,  where  the  final  decree  is  for  the  de- 
fendant. 

(Before  Sejfmas,  J.,  Southern  District  of  New  York,  February  20th,  1885.) 

Shipmak,  J.  This  appeal  ffom  the  taxation  of  costs  in- 
volves divers  difiTerent  items,  of  which  two  only  need  special 
mention. 

The  first  is  thejp^  diem  and  the  mileage  of  the  officers  of 
the  defendant,  while  testifying  before  the  master.  They  ap- 
peared before  him  in  obedience  to  the  order  that  the  defendant 
should  accoaut,  and  for  the  purpose  of  furnishing  the  account. 
I  concur  with  the  clerk  that  they  are  the  representatives  of 
the  defendant,  and  for  this  reason  stand  upon  a  dificrent  foot- 
ing from  its  other  witnesses;  and  that  the  items  should  not  be 
taxed. 

The  principal  point  is  in  regard  to  the  disallowance  of 
$990,  master's  fees,  which  had  been  paid  by  the  defendant. 
The  clerk  is  correct  in  the  position  that,  as  taxing  officer,  he. 
ought  not  to  include  this  item  in  the  costs  without  an  order 
or  direction  of  the  Court  to  that  effect,  the  question  being  one 
for  the  Court  to  determine.  No  order  in  regard  to  this  sura 
had  been  entered. 

The  practice  in  regard  to  repayment  of  the  money  which 
had  been  paid  by  the  defendant  to  the  master,  as  a  part  of 
his  fees,  when  the  decree  against  the  defendant  is  reversed 
and  a  final  decree  is  rendered  in  his  favor,  is  stated  by  Judge 
Blatchford,  in  Myers  v.  Dunbar,  (12  Blatchf.  C.  C.  JR.,  380,) 
as  follows :  *^  If  the  defendants  succeed,  as  against  the  plaint- 
iffs, in  reversing  the  decree,  they  will,  indeed,  not  be  able  to 
recover  back  any  money  from  the  master,,  but  it  will  be  com- 
petent for  the  Court,  if,  on  such  reversal,  costs  of  the  suit 
shall  be  awarded  to  the  defendants,  to  regard  the  amount  paid 
by  the  defendants  to  the  master  as  a  part  of  such  costs,  and  to 
Vol.  XXm.— 10 
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enable  the  defendants  to  recorer  such  amount  from  the  plaint- 
iffs. The  amount  disbursed  by  the  defendants  to  the  master 
will  merely  take  its  place  with  other  items  of  disbursements, 
as  to  which  the  defendants,  with  a  decree  against  them,  now 
have  no  recovery,  but  which  may  form  part  of  a  recovery,  in 
case  they  shall  have  a  decree  in  their  favor/' 

The  plainti£Ps  argument,  that  the  accounting  was  pro- 
longed, and  that  the  master^s  fees  were  much  enhanced  by  the 
defendant's  reluctance  to  give  promptly  the  necessary  infor- 
mation, and  that,  therefore,  the  defendant  ought  not,  in 
equity,  to  be  repaid  this  disbursement,  has  some  force ;  but  I 
have  been  more  impressed  by  the  fact  that,  as  a  result  of  the 
late  decisions  of  the  Supreme  Court,  the  defendant  is  success- 
ful, and  by  the  consideration  that  it  should  reap  the  benefits 
«of  success.  I  see  no  controlling  reason  why,  upon  a  finding 
that  it  never  was  an  infringer  of  the  patent,  as  properly  con- 
strued, it  should  pay  the  master  as  though  it  had  been  an  in- 
fringer. 

The  sum  of  $990,  disbursed  by  the  defendant,  by  order 
of  Court,  to  the  master,  should  become  a  part  of  the  costs, 
and  should  be  added  to  the  $766.43,  as  taxed  by  the  clerk. 

1  concur  with  the  clerk  in  his  taxation  of  the  other 
items  in  dispute,  and  in  the  reasons  which  he  has  given 
therefor,  in  the  statement  annexed  to  the  bill  of  costs. 

Edmund  Wetmore^  for  the  plaintiff. 

^  T,  Rice^  for  the  defendant. 
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The  Excelsior  Needle  Company 

vs. 
The  Union  Needle  Company.    In  Equity. 

The  claim  of  letters  patent  granted  to  Hopson  and  Brooks,  July  4th,  1871,  for  an 
"  improyement  in  sewing  machine  needles,"  namely,  "  A  sewing  machine 
needle  possessing  the  pecnliaritaes  specified,  and  forming  a  new  article  of 
roanafactare,"  is  invalid,  in  view  of  prior  patents  granted  to  the  same  persons 
for  the  machinery  for  making  such  needles,  any  novelty  in  the  needles  being 
the  result  of  the  functions  of  the  machinery. 

(Before  Wallaov,  J.,  Southern  District  of  New  York,  February  28d,  1880.) 

Wallace,  J.  Hopson  and  .Brooks  were  the  inventors  of  a 
machine  for  compressing  articl&s  of  metal  in  dies,  and  letters 
patent  therefor  were  granted  to  them  August  9th,  1864,  and 
re-issued  December  12th,  1865.  The  specification,  among 
other  things,  states :  ^'  Our  invention  has  for  its  object  the 
compressing  of  metal  to  a  smooth  round  form,  corresponding 
to  the  shape  of  the  dies,  and  consists  in  a  divided  die,  that  is 
forced  together  two  or  more  times  during  each  revolution 
around  the  article  to  be  formed,  and,  by  a  series  of  compres- 
sions upon  the  sides  of  such  article,  reduces  the  same  to  the 
size  and  shape  of  the  opening  or  cavity  of  the  dies,  and  gives 
to  the  article  great  density,  as  well  as  a  smooth  round  and 
uniform  shape,  and  there  is  no  loss  of  material,  like  there  is 
in  the  turning,  milling  and  grinding  operations  heretofore 
pursued,  and  which  do  not  harden  or  render  the  metal  dense 
and  strong,  and  there  are  no  bnrrs,  angles,  projections  or 
roughness  on  the  surface,  as  heretofore  usual  with  articles 
struck  up  in  dies."  The  specification  then  describes  a  shaft, 
a  longitudinal  jaw,  cams,  and  dies  and  screws,  and  proceeds : 
"  The  mode  of  operating  this  machine  is  as  follows :  The  end 
of  the  piece  of  metal  to  be  pointed  or  otherwise  shaped  is  en- 
tered between  the  dies,  ii^  and  pressed   into   them,  which 
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slightly  opens  said  dies.  The  revolution  of  the  shaft  I  brings 
the  projection  o,  of  the  jaw  d^  into  contact  with  the  end  of 
one  of  the  cams  i,  which  cam  is  adjusted  so  that  it  will  close 
the  dies  w,  and,  in  so  doing,  compress  the  wire  or  metal, 
and  these  operations  are  repeated,  the  end  of  the  wire  or 
piece  of  metal  being  pressed  in  a  little  farther  each  time 
the  jaw  is  relieved  and  allowed  to  slightly  open,  until  the 
same  is  perfectly  formed  or  given  the  shape  of  the  open- 
ing in  the  die,  and  the  metal  is  compressed  and  extended 
without  any  burr  or  projection  being  formed  on  the  same,  and 
the  metal  is  rendered  much  more  dense,  by  this  compressing 
action,  than  it  would  be  if  the  metal  was  filed  or  ground 
away  to  the  required  shape.  The  screw  y,  regulating  the  ex- 
tent to  which  the  metal  can  open  the  die  each  time,  prevents 
injury  to  the  machinery  by  too  great  reduction  at  once.  The 
mechanism  herein  set  forth  may  be  employed  for  shaping,  in 
a  circular  form,  the  point  of  a  pin,  or  any  other  article  to 
which  it  may  be  adapted.  It  will  be  evident  that  there  is  no 
waste  of  material,  as  the  metal  is  compressed  and  elongated, 
thus  effecting  a  saving  of  stock  over  the  methods  heretofore 
pursued,  and  making  a  much  better  article."  The  first  claim 
is  as  follows :  "  A  divided  die,  fitted  and  actuated  substan- 
tially as  specified,  and  operating,  by  a  series  of  compressions 
upon  the  article  to  be  formed,  to  give  to  such  article  a  smooth, 
round  shape,  corresponding  to  the  shape  of  the  dies,  as  set 
forth."  There  are  two  other  claims,  covering  various  parts  of 
the  machine  in  combination. 

In  using  this  machine,  Hopson  and  Brooks  employed  dies 
of  various  kinds,  including  those  of  proper  form  for  swaging 
pins,  buckle  tongues,  and  similar  articles,  and  also  for  swaging 
needles  for  sewing  machines.  In  December,  1864,  they  em- 
ployed Mr.  Mandeville  to  assist  them  in  improving  the  surface 
of  the  wearing  parts,  and  in  increasing  the  power  of  the  ma- 
chine, and  on  February  6th,  1866,  a  patent  was  granted  to 
Hopson  and  Brooks,  assignees  of  Hopson  and  Brooks  and 
Mandeville,  for  these  improvements.  In  the  specification  of 
this  patent  the  form  of  dies  for  forming  sewing  machine 
needles  is  pointed  out  as  being  ^^  of  the  shape  of  the  needle  or 
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other  article  to  be  formed,"  but  is  not  made  in  any  way  a  con- 
stituent of  the  claims. 

On  August  11th,  1866,  Hopson  and  Brooks  made  applica- 
tion for  another  patent,  which  was  granted  to  them  July  4th, 
1871,  for  *'  an  improvement  in  sewing  machine  needles."  The 
present  suit  is  brought  upon  this  patent.  The  specification  is 
as  follows :  "  The  needles  for  sewing  machines  are  formed 
with  a  shank  that  is  of  larger  diameter  than  the  needle  itself ; 
this  enables  the  needles  to  be  secured  into  the  machine.  In 
'  order  to  reduce  the  needle  itself  from  the  size  of  wire  re- 
quired for  the  shank,  various  devices  have  been  employed, 
such  as  milling  tools,  or  grinding  wheels,  and  also  turning 
tools  that  reduce  the  wire  to  the  size  which  the  parts  may  be 
adjusted  to  produce ;  but,  in  consequence  of  the  wear  upon 
the  tools,  there  is  no  reliability  in  the  sizes  of  the  needle 
blanks  ;  besides  this,  it  is  well  known  that  a  steel  bar  or  wire 
is  not  entirely  homogeneous,  that  the  compression  in  drawing 
the  wire  makes  the  surface  more  dense  than  the  core  ;  hence, 
the  turning  or  milling  removes  the  best  portion  of  the  metal, 
leaving  the  needle  of  an  inferior  quality.  In  order  to  manu- 
facture our  improved  needles,  we  make  use  of  a  compressing 
die,  closed  or  pressed  together  rapidly  around  the  steel  wire, 
as  said  wire  or  the  dies  are  revolved ;  thereby,  there  is  a  series 
of  compressions  and  a  gradual  extension  of  the  steel,  which 
brings  the  same  down  to  the  proper  size  for  the  needle.  The 
machines  which  we  prefer  to  use  for  this  purpose  are  similar 
to  those  patented  by  us  August  9th,  1864,  re-issued  December 
12th,  1865,  and  by  us  as  assignees,  February  6th,  1866. 
Needles  made  by  our  machine  or  method  possess  properties 
not  heretofore  found  in  sewing  machine  needles,  and  are 
hence  new  and  much  more  useful  and  durable  than  others 
heretofore  made.  The  peculiar  properties  of  our  needles  may 
be  set  forth  as  follows :  The  needles  are  of  a  uniform  density 
and  size.  They  are  free  from  flaws,  hard  specks  and  inequal- 
ities always  existing  in  steel  that  is  turned  or  ground  down 
from  a  drawn  wire.  They  are  very  tough  and  cannot  easily 
be  broken.    They  have  a  surface  that  is  very  dense  and  per- 
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fectly  smootli,  requiring  no  polishing  by  hand.  They  can  be 
grooved  with  uniformity,  being  themselves  of  a  regular  size, 
and  the  steel,  by  the  compression,  is  more  uniform,  and  the 
grooving  tools  will  wear  much  longer  than  in  grooving  ordi- 
nary needles.  The  needles  are  not  injured  in  the  hardening 
and  tempering,  as  less  heat  is  required  to  bring  the  needles 
to  the  required  spring,  hardness,  or  temper."  The  claim  is  as 
follows:  "A  sewing  machine  needle  possessing  the  pecu- 
liarities specified,  and  forming  a  new  article  of  manufac- 
ture." 

After  the  expiration'of  the  two  patents  for  the  machines, 
the  defendants  used  such  machines,  or  machines  substan- 
tially like  them,  for  manufacturing  swaged  sewing  machine 
needles. 

Upon  these  facts,  the  patent  for  the  needles,  now  owned 
by  the  complainant,  must  be  held  to  be  void.  The  real  in- 
vention of  Hopson  and  Brooks  was  a  machine  for  swaging 
metal,  and  any  novelty  which  exists  in  the  articles  made  by 
that  machine  is  the  result  of  the  functions  of  the  machine. 
It  is  explicitly  stated,  in  the  specification  of  the  patent,  that 
the  "  needles  made  by  our  machine  or  method  possess  proper- 
ties not  heretofore  found  in  sewing  machine  needles,  and  are 
hence  new  and  much  more  useful  and  durable  than  others 
heretofore  made."  The  patent  is  an  attempt  to  appropriate  a 
function  of  the  machine,  and  thus  to  extend  the  monopoly  of 
the  invention  beyond  the  term  allowed  by  law.  If  successful, 
it  would  result  in  charging  as  infringers  the  defendants  and 
all  others  who,  at  the  expiration  of  the  machine  patent,  were 
entitled  to  avail  themselves  of  the  invention  which  had  be- 
come public  property.  There  was  no  invention  in  applying 
the  means  provided  by  the  machine  to  the  making  of  the 
needles  or  other  articles  for  which  the  machine  was  adapted. 
Any  mechanic  skilled  in  the  art  could  do  this  as  well  as  the 
inventors  of  the  machine.  The  patent  of  1866  is  not  deemed 
of  any  importance  in  this  view.  The  first  covers  the  whole 
invention,  so  far  as  it  relates  to  the  product  patent,  and  any 
change  in  the  form  of  the  dies,  introduced  after  the  first  pat- 
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ent  was  obtained,  was  merely  a  matter  of  mechanical  adapta- 
tion and  not  substantive  invention. 

It  does  not  aid  the  complainant's  case  to  concede  that 
Hopson  and  Brooks  might  have  claimed  in  their  first  patent 
both  the  apparatus  and  the  product  or  article  made  by  it.  If 
they  were  the  inventors  of  a  new  manufacture — ^a  needle 
which  was  not  only  commercially  new  but  new  in  the  sense  of 
the  patent  law — ^they  might  have  claimed  both  the  machine 
and  the  product,  according  to  the  language  of  Mr.  Justice 
Swayne,  in  Rvbher  Co.  v.  Ooodyear^  (9  WaU.y  788.)  It  is  to 
be  remarked,  however,  that  in  that  case  the  product  of  a  pro- 
cess was  the  subject  of  the  patent,  and  not  the  product  of  a 
machine.  The  distinction  between  a  patent  for  the  product 
of  a  process  and  one  for  the  product  of  a  machine  is  pointed 
out  in  Coming  v.  Burden^  (15  Hovo.^  252,  268,)  by  Mr.  Jus- 
tice Grier,  as  follows :  "  But  the  term  '  process '  is  often  used 
in  a  more  vague  sense,  in  which  it  cannot  be  the  subject  of  a 
patent.  Thus  we  say  that  a  board  is  undergoing  the  process 
of  being  planed ;  grain,  of  being  ground ;  iron,  of  being  ham- 
mered or  rolled.  Here  the  term  is  used  subjectively  or  pas- 
sively, as  applied  to  the  material  operated  on,  and  not  to  the 
method  or  mode  of  producing  that  operation,  which  is  by  me- 
chanical means,  or  the  use  of  a  machine  as  distinguished  from 
a  process.  In  this  use  of  the  term,  it  represents  the  function 
of  a  machine,  or  the  eSect  produced  by  it  on  the  material  sub- 
jected to  the  action  of  the  machine.  But  it  is  well  settled, 
that  a  man  cannot  have  a  patent  for  the  function  or  abstract 
effect  of  a  machine,  but  only  for  the  machine  which  produces 
it."  If  the  patentees  might  have  claimed  the  product  origi- 
nally they  did  not  do  so,  and,  if  the  failure  to  do  so  was  owing 
to  mistake  or  inadvertence,  they  should  have  resorted,  in  due 
season,  to  a  re-issue,  to  correct  the  patent. 

The  decisions  which  adjudge  that  an  inventor  may  have 
a  patent  for  an  invention  described  in  the  prior  patent,  but 
not  claimed,  when  he  has  not  lost  his  rights  by  unreasonable 
delay,  have  no  application  to  a  case  like  this.  Here  the  real 
invention  was  claimed  in  the  prior  patent,  but  the  patentees 
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now  seek,  by  claiiniiig  another  invention,  to  deprive  the  pub- 
lic of  that  which  became  theirs  when  the  patent  expired.  The 
improvements  in  the  needles  themselves  all  fall  within  the 
category  of  degree,  and  the  invention  was  not  the  manufac- 
ture but  the  machine.  {Smith  v.  NichoU^  21  WaU.^  112 ; 
Wooater  v.  Calhoun,  11  Blatchf.  C.  C.  R.,  215.) 
The  bill  is  dismissed. 

Solotnon  J.  Oordon,  for  the  plaintiff. 

« 

James  E.  Maynadier,  for  the  defendant. 


Anna  Elizabetha  Kappes  and  others 
Lorenzo  R.  Hartung.    In  Equitt. 

Letters  patent  No.  87«858,  granted  to  J.  George  Eappes,  March  16th,  1869,  for 
an  improyed  mosaic  floor,  are  invalid,  the  invention  claimed  being  the 
laying  of  hard  wood  marquetry  on  soft  wood  strips,  tongued  and  grooved 
together,  and  being,  in  view  of  the  state  of  the  art,  an  exercise  of  mechanical 
skill  merely. 

(Before  Coxi,  J.,  Sonthern  District  of  New  York,  February  24th,  1886.) 

CoxE,  J.  This  suit  is  brought  by  the  complainants,  as  the 
representatives  of  J.  George  Kappes,  deceased,  for  the  in- 
fringement of  letters  patent  No.  87,853,  granted  to  him, 
March  16th,  1869,  for  an  improved  mosaic  floor.  The  pat- 
entee says :  "  This  invention  rektes  to  a  new  manner  of  ar- 
ranging the  lower  soft-wood  layer  of  that  kind  of  mosaic 
floors  in  which  the  ornaments  are  produced  from  very  thin 
pieces  of  hard  wood ;  and  the  invention  consists  in  construct- 
ing the  said  soft-wood  layer  of  narrow  pieces,  or  bars,  which 
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are  grouped  together  in  snch  manner  that  the  separate  plates, 
composed  of  such  groups,  will  not  be  able  to  shrink,  so  as  not 
to  displace  the  hard  wood  covering  which  is  glued  upon  them." 
A  number  of  narrow,  parallel  strips  of  soft  wood,  J,  5,  are 
connected  by  tongues  and  grooves.  To  the  ends  of  these  are 
fastened,  in  like  manner,  transverse  strips,  o,  o,  of  equal  thick- 
ness, the  grain  of  the  end  and  parallel  strips  running  at  right 
angles.  Upon  the  top  of  the  plates  thus  constructed  the  mo- 
saic flooring,  a,  is  laid.  The  claim  is  as  follows :  ^'  The  com- 
bination of  the  parallel  bars,  5,  i,  cross-bars,  o,  c,  and  the  upper 
layer,  a,  connected  together  in  the  manner  described,  the 
whole  forming  squares  for  mosaic  floors,  as  herein  set  forth 
and  shown."  The  defences  are,  prior  use  and  lack  of  inven- 
tion. It,  therefore,  becomes  necessary  to  ascertain  what  was 
known,  prior  to  the  patent,  with  reference  to  flooring  of  this 
character  and  other  kindred  subjects. 

The  complainants'  expert  testifies,  that  "  the  tongued  and 
grooved  arrangement  between  the  centre  strip  is  so  old  and 
well  known  a  device  in  carpentry  as  to  be  in  no  sense  an  ele- 
ment of  the  invention  in  question."  The  patentee  admits,  in 
the  description,  that  sectional  marquetry  flooring,  laid  upon 
single  pieces  of  soft  wood,  was  old.  The  defendant  proved, 
by  uncontradicted  testimony,  that  the  precise  construction  of 
the  lower  layer,  as  shown  in  the  specification,  was  very  old 
and  had  before  been  used  in  pastry  boards,  drawing  boards, 
doors,  wainscoting,  portable  sectional  floors,  table  tops,  mirror 
backs,  wash-tub  lids,  door- jamb  heads,  desk  tops,  drawer  fronts, 
fire-place  enclosures,  church-pew  backs,  counter  fronts,  and, 
in  many  instances,  as  a  foundation  for  hard-wood  veneer. 
The  defendant  also  proved,  that,  in  1864,  the  firm  of  Ziegler 
&  Co.  imported,  from  Vienna,  designs  of  marquetry  fiooring 
similar  in  every  respect  to  the  construction  shown  in  the 
patent ;  that  they  remained,  as  samples,  in  the  possession  of 
the  firm  till  1879,  when  they  were  sold  with  the  rest  of  the 
stock  at  public  auction.  During  this  time  they  were  openly 
and  frequently  exhibited  to  customers.  It  is  by  no  means 
certain  that  the  defendant  has  not  succeeded  in  proving  a 


154  SOUTHERN  DISTRICT  OP  NEW  YORK, 

Eappes  V.  Hartimg. 

complete  anticipation,  by  the  evidence  relating  to  the  Vienna 
designs.*  {Parker  v.  Ferguson^  1  BUUchf.  C.  C.  JR.^  407.) 
But,  let  it  be  assumed  that  the  record  shows  nothing  more 
than  this — that  both  the  mosaic  flooring  and  the  soft  wood 
foundation  were  well  known ;  that  the  former  had  previ- 
ously been  laid  in  sections,  on  single  pieces  of  soft  wood  ; 
and  that  the  latter  had  been  used  as  a  foundation  for  hard 
wood  veneer. 

In  the  light  of  all  this  knowledge,  is  the  person  who  , 
simply  laid  hard  wood  marquetry  on  soft  wood  strips,  * 
tongued  and  grooved  together,  entitled  to  the  rewards  of  an 
inventor  ?  Doubtless,  a  floor  constructed  on  the  principle  of 
the  lower  layer  described  in  the  patent,  would  preserve  a 
carpet  or  an  oil  cloth  longer  than  an  ordinary  one ;  but  is  he 
who  first  lays  down  an  oil  cloth  on  such  a  floor  entitled  to  a 
monopoly — to  a  patent  for  a  combination  of  the  oil  cloth  with 
the  flooring  ( 

The  men  who  placed  the  old  swivelling  car  truck  under 
the  forward  end  of  a  locomotive,  who  substituted  the  figured 
roller  for  the  plain  one,  who  attached  the  mirror  to  the 
front  hood  of  a  street  car,  displayed,  respectively,  as  much 
ingenuity  as  he  who  placed  the  old  soft  wood  foundation 
under  the  old  mosaic  flooring.  {Penn.  JRailroad  v.  Loco- 
motive Ti^ck  Co,^  110  U.  S.y  490 ;  Stimjpson  v.  Woodma/rij 
10  WalL^  117 ;  Stephenson  v.  Brooklyn  Cross-town  H.  Co.^  19 
BlatcKf.  C.  a  y?.,  473.) 

Giving  to  the  evidence  the  most  favorable  interpretation 
for  the  complainants,  it  shows  that  Kappes  exercised  mechan- 
ical skill  merely.  The  problem  was  to  produce  a  suitable 
foundation  for  an  inlaid  floor.  Experience  had  demonstrated 
that  strips  of  soft  wood,  tongued  and  grooved  and  provided 
with  end-pieces,  would,  for  many  purposes,  resist  the  tendency 
to  shrink  and  swell.  This  Kappes  knew.  He  constructed  a 
square  in  the  well  known  manner  and  said,  '^  Lay  the  flooring 
on  that."  This  was  not  invention.  It  was  what  any  skilled 
cabinet  maker  would  say.  To  adopt  tlie  language  of  the  Su- 
preme Court,  in  the  recent  case  of  HoUister  v.  Benedict 
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Manufacturing  Company^  (113  U,  xS.,  59,  72,)  the  idea  seems 
"not  to  spring  from  that  intuitive  faculty  of  the  mind  put 
forth  in  the  search  for  new  results,  or  new  methods,  creating 
what  had  not  before  existed,  or  bringing  to  light  what  lay 
hidden  from  vision ;  but,  on  the  other  hand,  to  be  the  sug- 
gestion of  that  common  experience,  which  arose  spontaneously 
and  by  a  necessity  of  human  reasoning,  in  the  minds  of  those 
who  had  become  acquainted  with  the  circumstances  with  which 
they  had  to  deal.  *  *  *  It  is  but  the  display  of  the  ex- 
pected skill  of  the  calling,  and  involves  only  the  exercise  of 
the  ordinary  faculties  of  reasoning  upon  the  material  supplied 
by  a  special  knowledge,  and  the  facility  of  manipulation  which 
results  from  its  habitual  and  intelligent  practice :  and  is  in  no 
sense  the  creative  work  of  that  inventive  faculty  which  it 
is  the  purpose  of  the  Constitution  and  the  patent  laws  to  en- 
courage and  reward." 

There  should  be  a  decree  for  the  defendant. 

Briesen  cfe  Steele  and   Antonio  Knauthy  for  the  plaint- 
iffs. 

Lvdwig  Semler^  Edxoard  C.  Scliaffer  and  Frost  &  Coe^ 
for  the  defendant. 


AViLUAM  MoFabland  and  James  Dubois 
OscAB  A.  Spencer  and  Edgae  Undeehill.    In  EQunr. 

Letters  patent  Ko.  76,491,  granted  to  William  McFarland  and  John  H.  Camp. 

bell,  April  7th,  1868,  for  a  metal  tenon  for  bUod  slats,  are  valid. 
The  invention  upheld  on  the  ground  of  economy,  simplicity,  symmetry  and 

durability. 

(Before  Coaa,  J„  Southern  District  of  New  York,  February  24th,  1885.) 
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CoxB,  J.  The  complainants  are  the  owners  of  letters 
patent,  No.  76,491,  iBEned  to  William  McFarland  and  John 
H.  Campbell,  April  7tb,  1868,  for  a  metal  tenon  for  blind- 
elate.  The  object  of  the  invention  is  to  provide  tenons  for 
blind-elate  Trhen  the  original  tenons  are  broken  off,  or  injnred 
BO  as  to  become  inoperative.  The  following  diagrams  will 
serve  to  illnetrate  the  invention : 


Ji^.J. 


Figure  1  represents  the  tenon  applied  and  fitted  to  a  blind- 
elat,  and  working  in  the  mortiee  of  tlie  frame,  in  place  of  the 
one  broken  or  removed.  Figure  2,  the  face  view  of  the  tenon, 
with  escutcheon  plate  on  its  inner  end.  Figure  8,  the  same 
revereed,  showing  the  connection  of  the  eecntcbeon  plate  to 
the  tenon  by  means  of  a  beveled  shoulder. 

The  inventor  declares,  in  the  specification,  that  "  hereto- 
fore the  breaking  off  or  the  decay  of  a  tenon  hae  caneed  the 
entire  Jobs  of  the  elat,  there  being  no  means  or  device  known, 
previous  to  •sa^  invention,  whereby  the  tenon  could  be  restored 
or  repaired  without  incurring  too  much  expense;  and,  fur- 
thermore, the  repair  or  restoration  of  a  broken  tenon  is  diffi- 
cult without  the  removal  of  one  of  the  eide  bare  of  the 
frame." 

The  advantages  of  the  invention  are  economy,  simplicity, 
symmetry  and  durability.    It  is  much  dieaper  to  uee  the 
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metal  tenon  than  to  remove  the  slat.  A  person  possessed  of 
a  pocket  knife  and  a  very  limited  amount  of  mechanical  skill 
can  make  the  repair. 

Prior  to  the  invention,  it  was  necessary  to  take  down  the 
blind,  separate  the  frame,  remove  the  broken  slat,  substitute 
the  new  slat,  attach  it  to  the  hand  rod  which  operates  the 
series  of  slats,  and  readjust  the  frame.  All  this  required  time 
and  skill,  was  expensive  and  inconvenient,  and,  when  the  work 
was  done,  it  was  found  almost  impossible  to  make  the  new 
slat  correspond  in  color  with  the  old  ones.  The  device  is  an 
exceedingly  simple  and  unpretending  one,  so  simple,  that,  to 
one  who  sees  it  now,  the  wonder  is  that  it  did  not  occur  to 
some  one  long  before  the  date  of  the  patent.  But  it  never 
did.  Criticism  that  an  invention  is  so  plain  that  it  must  be 
perceived  by  all  comes  with  poor  grace  from  those  who  did 
not  themselves  perceive  it. 

The  answer  is  confined  to  specific  denials  of  the  allegations 
of  the  bill.  No  affirmative  defence  is  pleaded.  The  defend- 
ant introduced  in  evidence  a  patent  granted  to  George  K. 
Clark,  March  5th,  1867,  for  an  *'  improved  metallic  blind-slat, 
clasp  and  pivot."  It  consists  of  a  metal  cap,  carrying  a  tenon, 
which  fits  on  the  end  of  the  slat.  The  merits  claimed  for  it, 
are,  that  it  prevents  longitudinal  splitting  and  furnishes  a 
pivot  of  great  durability  for  the  slat  to  turn  on.  Should  a 
tenon  become  broken,  the  frame  must  necessarily  be  dismem- 
bered, precisely  as  in  the  case  of  the  wooden  tenon,  in  order 
to  repair  it.  The  Clark  device  is  wholly  dissimilar  from  that 
of  the  complainants. 

The  defendants  also,  under  objection,  introduced  testi- 
mony showing  that,  in  1837  or  1838,  two  hundred  tenons  were 
made,  to  fill  a  special  order,  out  of  16  gauge  strap  iron ;  the 
strap  being  bent  so  as  to  grasp  the  slat  on  both  sides,  and  a 
pivot  to  swivel  the  slat  being  riveted  to  the  bent  end.  These 
tenons  could  not  be  used  for  purposes  of  repair  except  by  tak- 
ing the  frame  apart,  it  required  mechanical  skill  to  apply 
them,  and  they  could  be  made  only  on  special  order,  as  it  was 
necessary  that  they  should  exactly  fit  the  slat.    The  defend- 
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ants  also  proved  that,  between  1849  and  1851,  the  iron  shut- 
ter of  a  building  on  Eeade  street,  New  York,  was  repaired 
with  a  ten(5n  like  the  complainants';  also,  that,  in  1841  and 
1846,  in  Germany,  similar  tenons  were  used  in  the  original 
construction  of  iron  shutters,  and  that,  for  three  hundred 
years,  shutters  so  made  had  been  used  in  the  tower  of  the 
church  at  "Wittenberg,  to  the  front  door  of  which  Martin 
Luther  nailed  his  theses. 

It  will  be  seen  that  even  had  the  defendants  pleaded  prior 
use,  as  required  by  section  4,920  of  the  Revised  Statutes,  there 
is  nothing  in  this  testimony  which  anticipates  the  complain- 
ants' invention.  There  is  no  allegation  that  the  inventor  or 
other  persons  here  had  knowledge  of  the  alleged  prior  use  in 
Germany.  But,  in  any  view,  the  evidence  is  wholly  inade- 
quate to  defeat  the  patent.  As  showing  the  state  of  the  art, 
the  testimony,  though  involved  in  obscurity  and  doubt,  may 
be  admissible,  and,  were  the  question  one  of  infringement, 
such  proof  might  require  the  narrow  construction  of  a  broad 
claim,  but  it  is  obvious  that  it  cannot  avail  the  defendants 
where  they  deal  in  the  identical  contrivance  covered  by  the 
patent. 

No  one,  so  far  as  the  record  shows,  ever  used,  prior  to 
the  patent,  a  tenon  like  the  complainants',  on  wooden  blind- 
slats,  for  the  purposes  of  repair.  This  is  what  the  invention 
covers. 

There  should  be  a  decree  for  the  complainants,  for  an  in- 
junction and  an  account,  with  costs. 

Peter  Van  Antwerp^  for  the  plaintiffs. 

Edward  S.  Clinch  and  K  T.  Rice^  for  the  defendants. 
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Goodyear  and  Ives 
The  Habtford  Spring  and  Axle  Company.    In  Equity. 

Letters  patent  granted  to  John  S.  Steele,  Febmary  19th,  1867,  for  an  improved 
8and>box  npon  carriage-axles,  are  invalid. 

An  axle  with  the  axle-box  enlarged  at  the  inner  end,  and  projecting  over  and 
enclosing  the  collar,  existed  before ;  and  an  axle  with  an  extra  loose  collar 
slipped  over  its  square  bar  and  pushed  near  to  the  wearing  collar,  leaving  a 
chamber,  as  a  "  snnd-box,"  between  the  two  collars,  existed  before.  Steele 
added  the  one  to  the  other,  and  made  the  wnole  solid,  like  the  ordinary  wear- 
ing collar.  The  arrangement  was  an  actaal  and  a  commercial  snccess,  bnt 
the  extra  collar  was  nsed  for  the  same  purpose  as  before,  with  no  change  in 
the  manner  of  applying  it,  except  to  make  it  solid  with  the  axle,  the  wearing 
collar  having  long  been  made  in  the  same  manner.  The  alteration  was  an 
obvious  and  ordinary  improvement  and  not  patentable. 

(Before  Shifman,  J.,  Oonnectiout,  February  27th,  1886.) 

Shipman,  J.  This  is  a  bill  in  equity  to  prevent  the  al- 
leged infringement  of  letters  patent  granted  to  John  S. 
Steele,  February  19th,  1867,  for  an  improved  sand-box  upon 
carriage  axles.  The  patentee  says,  in  his  specification :  ^'  My 
invention  consists  in  a  light  extra  sand  collar  C,  placed  npon 
a  common  axle  a  short  distance  from  the  wearing  collar  A. 
The  chamber  E,  thus  formed  by  the  collar  A,  collar  C,  and 
covering  D,  prevents  the  mud  and  dust  from  coming  in  con- 
tact with  the  wearing  collar  A.  The  housing  or  covering  D 
is  formed  by  an  expansion  and  continuation  of  the  pipe  box 
F."  The  claim  is  for  "  The  sand  collar  C  and  chamber  E,  in 
combination  with  the  extended  pipe  box  F,  for  the  purpose 
set  forth." 

The  question  in  the  case  is  that  of  patentable  novelty.  A 
^^ common  axle"  is  an  axle  that  has  a  single  nut  in  front, 
with  a  solid  collar,  or  collar  ^'  shrunk  on,"  at  the  inside  end. 
The  collar  at  the  back  forms  a  bearing  surface,  which  receives 


160  COITNECTICUT, 


Goodyear  and  Ives  v.  The  Hartford  Spring  and  Axle  Company. 


the  endwise  play  of  the  hub  or  of  the  edge  of  the  axle-box 
which  is  driven  through  the  hub.  The  advantages  of  the 
axle  were  that  it  was  "easily  made  and  convenient  to  oil;" 
its  disadvantage  was  that  sand  would  find  its  way  to  the  inside 
end,  so  that  the  surface  at  the  collar  was  liable  to  be  rapidly 
worn  away. 

The  *'  half  patent  axle "  was  the  common  axle  with  the 
axle-box  enlarged  at  the  inner  end,  and  projecting  over  and 
enclosing  the  collar.  This  was  a  slight  improvement  upon 
the  common  axle,  but  obviously  did  not  exclude  the  sand 
from  the  surface  of  the  wearing  collar. 

The  "sand  band  axle"  of  Asa  Miller  was  another  at- 
tempt to  avoid  the  defect  of  the  common  axle.  A  loose 
collar  was  slipped  over  the  square  bar  of  the  axle,  and  was 
pushed  to  a  point  within  an  eighth  or  a  quarter  of  an  inch  of 
the  wearing  collar,  thus  leaving  a  chamber  between  the  two 
collars.  The  second  or  loose  collar  was  screwed  into  the 
wooden  bed  of  the  axle  and  was  held  firmly  in  position.  A 
cast-iron  circular  band  enclosed  and  covered  both  collars. 
This  band  was  attached  to  the  hub  either  by  surrounding  it  or 
by  being  driven  into  it.  The  design  of  the  device  was  to 
form,  by  means  of  the  two  collars  and  the  encompassing  band, 
a  "  sand-box,"  which  should  collect  and  retain  whatever  dirt 
worked  under  the  sand  band.  The  result  was  successful,  al- 
though it  made  a  somewhat  clumsy  hub,  and  the  several  parts 
could  not  easily  be  attached  to  each  other  with  precision. 

Steele's  object  was  to  improve  upon  the  "half  patent 
axle,"  so  as  to  prevent  sand  from  wearing  away  the  axle  at  its 
inner  end.  He  added  to  the  "  half  patent  axle,"  whose  axle- 
box  extended  over  the  single  solid  collar,  another  and  light 
solid  collar,  whereby  a  chamber  was  formed,  like  that  of  Asa 
Miller,  which  collected  and  held  the  sand,  and  so  prevented  it 
from  abrading  the  wearing  surface  of  the  collar.  The  device 
was  both  an  actual  and  a  commercial  success,  and  remedied 
the  defects  of  the  different  axles  which  have  been  described. 

The  improvement  consisted  in  adding  to  the  "half  patent 
axle"  the  extra  collar  of  Asa  Miller,  with  whose  invention 
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Steele  was  familiar,  and  making  it  solid  like  the  ordinary 
wearing  collar.  This  improvement  would,  very  probably, 
have  been  formerly  considered  patentable,  but  since  the  decis- 
ion in  Pennsylvania  H.  li.  Co.  v.  Locomotive  Engi/ne  Safety 
Truek  Co.y  (110  U.  S.^  490,)  illustrated  by  the  decisions  in 
CoUina  Co.  v.  Coea^  (21  Fed,  R&p,^  38,)  and  SpiU  v.  Cellvloid 
Mfg.  Co.y  (22  Blatchf  C.  C.  B.j  441,)  it  cannot  be  so  re- 
garded. The  collar  of  the  Asa  Miller  box  became  the  collar 
of  the  Steele  box,  and  was  used  for  the  same  purpose  and  with 
the  same  result  as  in  the  Miller  device,  with  no  change  in  the 
manner  of  its  application,  except  that  it  was  made  solid  with 
the  axle.  When  it  is  remembered  that  the  wearing  collar  had 
also  long  been  made  in  the  same  manner,  this  alteration  was 
an  obvious  and  ordinary  improvement. 
The  bill  is  dismissed. 

Henry  T.  BlaJcey  for  the  plaintiff. 

William  Edga/r  8imx>ndSy  for  the  defendant. 


BlOHABD   DUDOEON 
V8. 

Thomas  H.  Watson  and  Fbanois  H.  Stillman.    In  EQunr. 

A  plea  to  a  biU  in  equity,  that  tbe  plaintiff  "  was,  at  the  time  of  the  commence- 
ment of  the  smt,  non  eompoa  mentis,  and  incapable  to  aae/'  not  alleging  that 
he  has  been  so  found  by  inquisition,  or  that  any  committee  has  been  ap- 
pointed, is  a  bad  plea. 

(Before  Waixacx,  J.,  Sonthern  District  of  New  York,  March  6th,  1886.) 

Wallace,  J.    The  plea  of  the  defendant,  alleging  that 
the  complainant  ^^  was,  at  the  time  of  the  commencement  of 
Vol.  XXIIL— 11 
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the  suit,  non  compos  mentis^  and  incapable  to  sue,"  does  not 
allege  that  he  has  been  so  found  by  inquisition,  or  that 
any  committee  has  been  appointed.  In  the  absence  of  such  an 
allegation,  there  is  no  authority  for  such  a  plea.  {Mitfor(p8 
Chy.  PI.,  4th  ed.,  229 ;  Mitfo7'd  <b  Tyler,  320.)  The  proper 
practice,  in  such  a  case,  is  by  an  application  to  the  Court  to 
strike  the  bill  from  the  files  because  it  has  been  filed  with- 
out authority,  owing  to  the  mental  incapacity  of  .the  com- 
plainant, or  to  apply  for  a  stay  of  proceedings  until  a  com- 
mittee or  next  friend  may  be  appointed.  {Wa/rtnahy  v. 
Wartndby,  1  Jac.,  377;  AttyOen.  v.  Tyler,  2  Eden,  230; 
Norcom  v.  Rogers,  1  C.  E.  Oreen,  484.)  The  Court  can  then 
ascertain  whether  there  is  any  reasonable  foundation  for  sus- 
pending the  progress  of  the  suit.  It  would  be  intolerable  to 
permit  a  defendant,  whenever  so  disposed,  to  challenge  the  , 
mental  capacity  of  a  complainant  by  a  plea,  and  the  practice 
might  lead  to  grave  abuses.  The  defendant  has  no  interest 
in  such  an  inquiry  beyond  being  protected  from  a  vexatious 
suit.  Any  person  may  volunteer  to  act  as  a  next  friend,  and 
bring  a  suit  for  an  insane  person,  when  no  committee  has  been 
appointed,  arid  the  Court  will  entertain  it  and  decide  its 
merits,  {Jones  v.  Lloyd,  43  Z.  J.,  N.  S,,  Ch,,  826,)  against  the 
objections  of  the  defendant.  The  person  thus  officiously 
constituting  himself  the  protector  of  the  lunatic  does  so  at  his 
risk,  and  may  be  compelled  to  pay  the  defendant's  costs,  and 
must  establish  the  propriety  of  his  act,  if  called  to  account  by 
a  committee  subsequently  appointed.  The  solicitor  who  files 
a  bill  assumes  the  same  responsibility. 
The  plea  is  overruled. 

Elmund  Wetmore,  for  the  plaintiff. 

James  McKeen,  for  the  defendants. 
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Emile  Cornelt 
Fbeeman   D.   Marckwald.    In  Equity. 

In  a  suit  in  eqaity  for  the  infringement  of  a  patent,  evidence  of  payments 
made  in  settlements  of  suits  for  infringements  is  not  competent  to  establish 
a  fixed  royalty. 

Questions  considered  as  to  loss  by  diversion  of  sales,  and  loss  by  enforced 
reduction  of  prices. 

(Before  Wallace,  J.,  Soathem  District  of  New  York,  March  6th,  1886.) 

Wallace,  J.  The  xjomplainant's  exceptions  to  the  re- 
port of  the  master  upon  the  accounting  under  the  interlocu- 
tory decree  raise  the  question  whether  the  master  erred  in 
finding  that  no  damages  were  established  by  the  proofs  before 
him. 

The  complainant  insists  that  he  is  entitled  to  recover  upon 
the  theory  that  he  proved  an  established  royalty  for  the  use 
of  his  patented  invention,  when  licenses  were  granted  by  him 
to  others.  It  appears  that  he  instituted  ten  or  eleven  suits 
against  infringers,  and  in  all  these  cases  except  one  a  settle- 
ment was  made  between  the  parties,  in  some  instances  before 
and  in  others  after  a  decree,  by  the  payment  of  the  sum  of 
$50  for  each  infringing  machine  sold  or  used  by  the  respective 
defendants.  No  other  testimony  was  offered  bearing  upon 
the  question  of  royalty. 

Whatever  effect  it  might  seem  proper  to  give  to  this  testi- 
mony were  the  question  an  open  one,  in  view  of  the  decision 
in  Westcott  v.  Hude,  (19  Fed.  liep.j  830,)  where  it  was  care- 
fully considered  by  Woods,  District  Judge,  it  should  be  held, 
as  there  held,  that  evidence  of  payments  made  for  infringe- 
ments is  incompetent  to  establish  a  price  as  for  a  fixed  roy- 
alty. See,  also,  National  Oar  Brake  Shoe  Co.  v.  Terre  Haute 
Car.  Co.y  (19  Fed.  Hep.y  514.)    There  are  so  often  extraneous 
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iDfluences,  considerations  of  expediency,  coercion,  and  some- 
times collusion,  aSecting  settlements  thus  made,  as  to  sug- 
gest strong  practical  reasons  for  rejecting  the  evidence  as 
wholly  unreliable.  {Black  v.  Munson,  14  Blaichf.  C.  C.  JS.y 
268.) 

The  complainant  also  insists  that  he  should  be  allowed  for 
the  loss  sustained  by  him  by  reason  of  the  diversion  of  sales 
which  he  would  have  made  but  for  the  sales  made  by  the  de- 
fendant. He  failed,  however,  to  give  any  evidence  showing 
the  cost  of  his  machines,  and,  therefore,  there  was  no  basis  for 
a  computation  of  his  loss  of  profits. 

The  conclusions  of  the  master  are  fully  approved  concern- 
ing the  alleged  loss  of  the  complainant  by  reason  of  the  en- 
forced reduction  in  his  prices  for  his  machine,  owing  to  the 
competition  of  the  defendant.  A  circumstance  in  addition  to 
those  suggested  by  the  master  as  tending  to  show  this  part  of 
the  plaintifiPs  claim  to  be  merely  conjectural,  is  found  in  the 
fact  that  the  complainant  gradually  reduced  his  prices  fr(An 
the  time  he  first  put  his  machines  on  the  market,  down  to  the 
time  when  the  defendant  commenced  to  compete,  and  this  re- 
duction continued  after  the  defendant  was  enjoined,  the  prices 
for  1882  being  lower  than  they  were  in  1880. 

It  is  probable,  from  the  fact  that  the  defendant  sold  his 
machines  at  an  average  price  of  aboujb  $36  below  the  com- 
plainant's price  to  the  complainant's  customers,  that  the  com- 
plainant has  sustained  damages  for  which  he  has  not  been 
compensated,  because  he  would  probably  have  sold  these  ma- 
chines himself  and  realized  his  usual  profit  on  them.  But,  in 
the  absence  of  any  proof  to  show  what  this  profit  would  have 
been,  no  other  conclusion  was  possible  than  that  which  was 
reached  by  the  master.  He  may  have  sold  his  machines  at  a 
loss. 

The  exceptions  are  overruled. 

William  H.  JL  Lee^  for  the  plaintiff. 
William  A.  Coursen^  for  the  defendant. 
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A  canal-boat  was  moored  at  the  north  side  of  pier  48,  North  river,  with  her 
bow  projecting  beyond  its  end.  That  pier  did  not  extend  into  the  liver  as 
far,  by  over  50  feet,  as  did  pier  47,  next  south  of  it.  A  steamship,  coming 
from  the  south,  to  land  at  the  south  side  of  pier  47,  by  backing  in,  collided 
with  the  bow  of  the  canal-boat,  which  was  in  plain  sight :  Held,  that  the 
steamship  was  wholly  in  fault,  and  the  canal-boat  not  in  fault,  although  her 
captain  was  absent  and  no  one  was  in  charge  of  her. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  6th,  1885.) 

This  was  a  libel  m  rem,  in  Admiralty,  filed  in  the  District 
Court,  to  recover  damages  for  a  collision.  After  a  decree  in 
that  Court  for  the  libellants,  the  claimants  appealed. 

Jonah  Hylcmd^  for  the  libellants. 

WUhdmua  Mynderse^  for  the  claimants. 

Wallace,  J.  The  canal-boat  Eedfield,  loaded  with  a 
cargo  of  coal,  was  lying  moored  on  the  north  side  of  pier  48, 
North  rirer,  preparatory  to  discharging  her  cargo,  when  she 
was  struck  by  the  steamship  Canima,  and  sank  almost  immedi- 
ately. The  Canima  had  come  up  the  river  intending  to  make 
a  landing  on  the  south  side  of  pier  47,  by  backing  into  her 
berth.  As  she  got  opposite  pier  46,  her  captain  and  first  offi- 
cer saw  the  Redfield  with  her  bow  projecting  ten  or  fifteen 
feet  into  the  river  beyond  the  end  of  her  pier.  As  the  Cani- 
ma came  up  to  pier  47,  she  took  a  line  from  that  pier  to  her 
starboard  bow,  but  kept  on  witli  the  flood  tide  until  her  bow- 
was  opposite  or  beyond  the  north  line  of  pier  48,  when  her 
bow  was  drawn  in  by  the  line  and  her  stem  carried  out  into 
the  river  by  the  tide,  and  thus  she  swung  in  towards  pier  48 
until  her  starboard  bow  struck  the  starboard  bow  of  the  Red- 
field.    As  pier  48  did  not  extend  into  the  river  by  over  fifty 
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feet  the  distance  of  the  other  piers,  and  the  place  where  the 
Redfield  lay  was  250  feet  to  the  north  from  the  intended 
berth  of  the  Canima,  and  as  the  Canima  saw  the  Redfield 
when  she  was  over  500  feet  away,  there  was  no  necessity  and 
no  excuse  for  the  Canima's  collision  with  the  Redfield.  The 
learned  District  Judge  before  whom  the  case  was  tried  in 
the  Conrt  below  was  of  the  opinion  that  the  Canima  might 
and  should  have  avoided  the  Redfield  altogether,  although 
the  latter  projected  beyond  the  pier ;  and  this  conclusion  is 
fully  warranted  by  the  proofs.  But  he  was  also  of  opinion 
that  the  Redfield  was  in  fault  because  her  bow  projected,  and 
upon  this  ground  apportioned  the  loss.  He  also  placed  some 
emphasis,  in  his  opinion,  upon  the  circumstance  that  there 
was  no  one  in  charge  of  the  Redfield  at  the  time  of  the  col- 
lision.   (17  Fed.  Rep.,  271.) 

If  the  location  of  the  Redfield  had  been  such  as  to  ob- 
struct the  Canima's  access  to  her  pier,  or  in  any  way  to 
complicate  her  proper  movements,  the  Redfield  would  have 
been  culpable.  But  she  owed  no  duty  to  the  Canima  or  to 
any  vessel  intending  to  land  at  the  south  side  of  pier  47.  She 
was  not  in  the  way  of  the  Canima  if  the  latter  had  not  gone 
to  a  place  where  she  had  no  right  to  go.  If  the  Redfield  had 
been  wholly  inside  the  pier,  and  obscured  from  the  view  of 
those  in  charge  of  the  Canima,  the  conduct  of  the  latter 
would  have  been  more  excusable  than  it  was.  And  they  can 
with  no  more  justice  complain  of  her  location  than  they  could 
if  she  had  been  wholly  inside  the  pier.  It  might  as  well  be 
urged  that  a  sailing  vessel  holding  her  proper  course  but  run 
down  by  a  steamer  should  be  deemed  in  fault  for  want  of  a 
lookout.  {The  F(mnie,  11  Wall.,  238,  243.)  If  there  was 
fault  on  the  part  of  the  Redfield,  it  did  not  contribute  to  the 
collision.  That  was  due  solely  to  the  inexcusable  negligence 
of  the  Canima.  The  Redfield  was  not  even  in  the  way  of 
passing  vessels,  because  the  pier  was  so  much  shorter  than  the 
adjacent  piers. 

The  captain  of  the  Redfield  was  under  no  obligation  to  an- 
ticipate such  an  event  as  took  place.     He  was  temporarily 
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absent,  but  if  he  had  been  present  he  could  not  have  rendered 
any  material  assistance  in  the  emergency. 

The  libellant  is  entitled  to  a  decree  for  $1,000,  the. sum  at 
which  liis  damages  are  adjusted  by  stipulation,  as  of  the  date 
of  June  23d,  1884,  with  interest  from  that  date,  with  costs  of 
the  District  Court  and  of  this  appeal. 


The  Nbw  Tobk  Bung  and  Bushing  Company 

vs. 
Peteb  E.  Doelger.     In  Equity. 

Re-issaed  letters  patent  No.  10,868,  granted  to  the  New  York  Bong  and  Bushing 
Company,  August  25th,  1888,  for  an  improTement  in  bungs  and  bushings, 
(the  original  patent,  No.  141,478,  having  been  granted  to  Samuel  R.  Thomp- 
son, August  5th,  1878,  for  an  improvement  in  bushings  for  faucet-holes, 
and  re-issued  as  No.  8,488  to  McKean,  Jackson  and  Brown,  November  12th, 
1878,)  are  invalid. 

The  first  re-issue  having  been  declared  invalid,  the  second  was  taken,  substan- 
tially like  the  original  patent  in  form,  except  that  the  bushing  was  limited  to 
wood,  the  first  claim  of  the  second  re-issue,  and  the  second  of  the  original 
patent,  being  alike,  except  that  the  word  "  wooden  "  was  not  in  the  latter : 
'*  The  combination  of  a  wooden  bushing,  a,  and  casing,  6,  constructed  and  ar- 
ranged as  described,  and  for  the  purposes  specified."  A  prior  patent  de- 
scribed a  bung  and  bushing  like  Thompson's,  without  designating  any  ma- 
terial :  Hdd,  that  it  was  no  invention  to  make  such  prior  device  of  wodd. 

Held,  also,  that  the  defendant  did  not  infiringe. 

(Before  Cozx,  J.,  Southern  District  of  New  Tork,  March  7th,  1886.) 

CoxE,  J.  This  is  an  equity  action  for  infringement, 
founded  upon  re-issued  letters  patent,  No.  10,368,  granted  to 
the  complainant,  August  25th,  1883,  for  an  improvement  in 
bungs  and  bushings.  The  original  patent,  No.  141,473,  was 
granted  to  Samuel  R.  Thompson,  August  5th,  1873,  for  an 
improvement  in  bushings  for  faucet-holes.     It  was  first  re- 
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issued,  No.  8,483,  to  McKean,  Jackson  and  Brown,  November 
12th,  1878.  This  re-issae  having  been  pronounced  invalid,  as 
containing  an  aniawfallj  expanded  claim,  the  patent  was 
again  re-issued,  in  form  substantially  like  the  original,  except 
that  the  inventor  limits  the  construction  of  the  bushing  to 
wood.    This  second  re-issue  is  the  one  in  controversy. 

The  inventor  declares :  "  The  present  invention  relates  to 
certain  new  and  useful  improvements  in  bushings  for  faucet- 
holes  of  barrels,  &c.,  having  for  their  principal  object  the  pro- 
duction of  a  simple,  economical  and  eflPective  bushing,  that 
will  admit  of  the  easy  adjustment  and  withdrawal  of  the 
faucet  without  injury  to  the  barrel,  and  that  may  be  readily 
and  cheaply  replaced  when  worn.  My  improvements  con- 
sist, mainly,  of  a  bushing  of  wood,  &c.,  constructed  and  ar- 
ranged, as  will  be  hereinafter  more  fully  described,  so  as  to 
receive  and  allow  of  the  yielding  either  way  of  a  faucet, 
which,  when  slightly  struck,  is  readily  withdrawn  from  the 
bushing  without  detriment  to  the  barrel.  *  *  *  In  my 
original  specification  I  mentioned  the  use  of  other  material 
than  wood  for  the  bushing  a.  This  I  desire  now  to  dis- 
claim, and  confine  my  invention  to  wood  alone,  in  combina- 
tion with  the  protecting  casing  J,  or  to  the  casing,  a,  of  wood 
alone,  when  made  with  the  interior  bevels." 

The  first  claim  of  the  re-issue,  the  second  of  the  original, 
is  the  only  one  in  controversy,  and  is  in  these  words :  "  The 
combination  of  a  wooden  bushing,  a,  and  casing,  by  con- 
structed and  arranged  as  described,  and  for  the  purposes 
specified."    In  the  original  the  word  "  wooden  "  is  omitted. 

The  defences  are  want  of  novelty  and  invention,  non-in- 
fringement,  and  invalidity  of  the  re-issue  as  a  re-issue. 

As  bearing  upon  the  first  of  these  defences  the  defend- 
ant oflfered  in  evidence  letters  patent  No.  107,473,  granted 
to  Vincent  Fountain,  Jr.,  September  20th,  1870,  for  an  im- 
provement in  bungs.  The  description  contains  these  words  : 
'*  The  nature  of  my  invention  consists  in  the  construction  of 
a  bung,  which  has  an  opening  through  its  centre  applicable 
for  receiving  not  only  a  faucet  for  drawing  off  the  contents 
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of  a  barrel,  but  also  for  a  stopper,  which  is  inserted  from  the 
inside,  as  will  be  hereafter  more  fully  described.  *  *  * 
F  is  a  bush,  of  the  ordinary  construction.  D  is  a  bung,  which 
has  an  opening  extending  through  its  centre,  beveled  from 
each  side  toward  the  line  E."  The  claim  is  as  follows :  "  A 
bung,  having  an  opening  through  its  centre,  one  side  of  which 
is  applicable  for  receiving  a  cork  or  stopper,  G,  and  the  other 
for  receiving  a  faucet,  in  the  manner  and  for  the  purposes  set 
forth." 

Here  is  a  perfect  description,  in  general  terms  at  least,  of 
the  complainant's  device,  and,  if  the  word  "  wooden  "  were 
inserted  before  the  word  "  bung,"  it  can  hardly  be  doubted 
that  it  would  amount  to  a  complete  anticipation.  A  skilled 
mechanic,  reading  such  a  description,  would  make  precisely 
what  Thompson  made.  The  similarity  will  appear  most  clearly 
by  placing  the  two  drawings  in  juxtaposition  : 


Thompson's 

Bung  and  Bushing, 

Aug.  5, 1873. 


Fountain's 

Bung  and  Bushing, 

Sept.  20, 1870. 


5^>SSSi5^^ 


srfite 


The  same  letters  have  been  used  to  indicate  correspond- 
ing parts,  on  each  of  these  drawings.  D  represents  the 
double-beveled  bung,  and  F  the  bushing.  In  Fountain's 
specification  the  material  of  neither  is  designated. 

That  this  patent  is  an  anticipation  cannot  be  successfully 
maintained.  But  it  seems  equally  clear,  that,  in  connection 
with  the  other  proof,  it  defeats  complainant's  patent  for  want 
of  invention.    Thus,  it  must  be  conceded,  that  after  Fountain 
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nothing  remained  npon  which  mechanical  ingenuity  could 
operate,  except  the  choice  of  materials.  If  choosing  wood 
for  the  bung  was  invention,  choosing  copper  or  brass  for  the 
bushing  would  be  equally  so.  There  is  nothing  in  Fountain's 
patent  which  necessarily  precludes  the  idea  of  wood  being 
used.  For  aught  that  appears  from  the  patent  itself  wood  was 
the  very  material  he  had  in  mind.  If  lead,  or  cork,  or  rub- 
ber had  been  named,  there  would  have  been  greater  scope 
for  the  ingenuity  of  others. 

The  question,  then,  is  this — Did  Thompson  become  an  in- 
ventor because  he  made  Fountain's  bung  of  wood  ?  If  there 
were  any  doubt  as  to  how  this  question  should  be  answered, 
an  examination  of  the  proofs  bearing  upon  the  state  of  tlie 
art  makes  a  negative  answer  alone  possible.  At  the  date  of 
Thompson's  application,  wooden  bungs  with  double  conical 
holes  through  them,  bungs  inclosed  in  bushings  having  bev- 
eled openings  through  the  centre  to  receive  the  faucet,  iron 
bushings,  and  wooden  plugs  in  iron  bushings,  were  all  old. 
It  was,  also,  well  known,  that  the  elasticity  of  wood  presented 
a  suitable  yielding  bearing  to  hold  a  faucet.  With  the  theatre 
of  invention  thus  crowded  to  its  utmost  capacity,  with  scarcely 
room  for  another  actor  on  the  stage,  can  it  be  said  that  he  who 
merely  suggests  the  change,  in  an  old  device,  of  one  known 
material  for  another  which  had  been  previously  used  for 
kindred  purposes,  possesses  what  the  Supreme  Court  defines 
as  "  that  intuitive  faculty  of  the  mind  put  forth  in  the  search 
for  new  results,  or  new  methods,  creating  what  had  not  be- 
fore existed,  or  bringing  to  light  what  lay  hidden  from  vis- 
ion ?"  {HoUister  v.  Benedict  Manufacturing  Co,^  113  U.  S.j 
59,  72.)  ^ 

The  mere  substitution  of  one  known  material  for  another 
has  been  decided  over  and  over  again  to  be  insufficient  to 
sustain  a  patent.  In  Hotchkiss  v.  Greenwood^  (11  Howard^ 
248,)  porcelain  was  substituted  for  wood  or  metal  in  the 
manufacture  of  door-knobs.  Mr.  Justice  Nelson,  speaking 
for  the  Court,  says :  "  Now  it  may  very  well  be,  that,  by  con- 
necting the  clay  or  porcelain  knob  with  the  metallic  shank 
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in  this  well  knowD  mode,  an  article  is  produced  better  and 
cheaper  than  in  the  case  of  the  metallic  or  wood  knob ;  but 
this  does  not  result  from  any  new  mechanical  device  or  con- 
trivance, but  from  the  fact  that  the  material  of  which  the 
knob  is  composed  happens  to  be  better  adapted  to  the  pur- 
pose for  which  it  is  made.  The  improvement  consists  in 
the  superiority  of  the  material,  and  which  is  not  new,  over 
that  previously  employed  in  making  the  knob.  But  this,  of 
itself,  can  never  be  the  subject  of  a  patent.  No  one  will  pre- 
tend that  a  machine  made,  in  whole  or  in  part,  of  materials 
better  adapted  to  the  purpose  for  which  it  is  used  than  the 
materials  of  which  the  old  one  is  constructed,  and  for  that 
reason  better  and  cheaper,  can  be  distinguished  from  the  old 
one,  or,  in  the  sense  of  the  patent  law,  can  entitle  the  manu- 
facturer to  a  patent.  The  difference  is  formal,  and  destitute 
of  ingenuity  or  invention.  It  may  afford  evidence  of  judg- 
ment and  skill  in  the  selection  and  adaptation  of  the  materials 
in  the  manufacture  of  the  instrument  for  the  purposes  in- 
tended, but  nothing  more." 

In  Hicks  V.  KeUey^  (18  TFaK.,  670,)  the  change  from  wood 
to  iron  in  a  wagon-reach ;  in  Palmenhurg  v.  Buchholz^  (21 
Blatchf.  C.  C,  jff.,  162,)  the  substitution  of  papier  mache  for 
the  wire  of  the  frame  of  a  lay  figure ;  and  in  a  case  referred 
to  in  HoicJikias  v.  Oreenwoody  {supra,)  the  substitution  of 
wood  for  bone  as  the  basis  of  a  button  covered  with  tin  ;  were 
held,  respectively,  to  be  wanting  in  patentable  novelty.  See, 
also,  Collins  Co.  v.  CoeSj  (21  JFed.  Hep.,  38 ;)  Brovm  v.  Piper, 
(91  U.  S.,  37 ;)  Roberts  v.  Byer,  {Id.,  150 ;)  Smith  v.  Nichols, 
(21  WaU,,  112 ;)  Pickering  v.  MoCullmgh,  (104  U.  S.,  310 ;) 
Welling  v.  Crane,  (14  JFed.  Rep,,  571 ;)  Walker  on  Patents, 
%  28  ;  Simonds  on  Patents^  p.  31. 

The  case  of  Smith  r.  Ooodyear  Dental  Vulcanite  Co.,  (93 
U.  S.,  486,)  has  been  examined,  and  it  is  thought  that  it 
enunciates  no  principle  in  conflict  with  the  position  here 
taken. 

It  must,  therefore,  be  decided,  in  the  language  of  Palm- 
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enhicrg  v.  Buchholz^  [supra^  that,  "  althongh  the  device  may 
have  been  mechanically  new,  it  was  not  intelleetnally  novel/' 

But,  npon  the  qnestion  of  infringement,  the  difficalties 
which  confront  the  complainant  are  almost  equally  as  numer- 
ous and  insurmountable.  In  the  case  of  this  complainant  v. 
Hoffman^  (20  Blatchf.  C.  C.  i?.,  8,)  this  Court  decided,  in 
substance,  that  the  first  re-issue  was  void,  because  it  sought  to 
do  precisely  what  complainant  now  seeks  to  do,  viz.,  to  cover 
broadly  a  hollow  wooden  bung  inside  an  iron,  or  rigid,  bush- 
ing. The  Court  was  unquestionably  right  in  holding  that 
this  re-issue,  if  valid,  was  infringed.  To  hold,  however,  that 
the  defendant's  device  infringes  the  original  or  the  second  re- 
issue, is  quite  a  different  proposition. 

What  the  defendant  uses  is  covered  by  the  broad  claim  of 
the  first  re-issue ;  but  the  Court,  in  the  Hoffman  case,  decided 
that  the  patentee  was  not  permitted  to  claim  "any  form  of 
wooden  bushing  in  an  iron  one,"  but  that  he  must  be  con- 
fined to  the  particular  form  and  combination  described  in  the 
original  patent.  It  was  further  decided,  that  the  form  of  the 
wooden  bushing  or  bung,  with  the  double  conical  opening 
through  the  centre,  was  *'the  very  essence  of  that  part  of 
the  invention  "  and  could  not  be  disregarded. 

How,  then,  does  the  defendant  infringe  ?  His  bung  is  not 
bored  through,  it  has  no  bevels,  it  is  not  screwed  into  the 
iron  bushing,  the  iron  bushing  has  no  interior  screw  threads, 
and  the  bung  has  no  exterior  screw  threads.  If  the  com- 
plainant had  a  valid  claim  broadly  covering  a  hollow  wooden 
bung  inside  an  iron  bushing,  the  defendant  would  be  com- 
pelled to  pay  tribute,  but,  confining  the  claim  within  the 
narrow  limits  indicated,  it  must  be  held  that  he  does  not  in- 
fringe. 

The  bill  is  dismissed. 

LouiB  IF.  Frost  and  Wyllya  Hodges^  for  the  plaintiflE. 

Henry  Brodhead  and  Philip  B,  VoorheeSj  for  the  de- 
fendant. 
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James  Canan 
The  Pound  Manutactueino  Company.    In  Equity. 

Under  section  4,887  of  the  Reyised  Statutes,  which  requires  that  "  every  patent 
granted  for  an  invention  which  has  been  preyiously  patented  in  a  foreii^ 
country  shall  be  so  limited  as  to  expire  at  the  same  time  with  the  foreign 
patent/'  it  is  not  necessary  that  the  patent  should  be  so  limited  on  its  face. 

(Before  Wallacs,  J.,  Northern  District  of  New  York,  March  10th,  1886.) 

Wallace,  J.  The  defendant  insists  that  the  plaintiffs 
patent  is  void  because  it  is  granted  for  the  term  of  seventeen 
years  from  the  date  of  its  issue,  August  12th,  1879,  and  is 
not  limited  upon  its  face  to  December  6th,  1883,  the  time 
of  the  expiration  of  the  plaintiff's  Canadian  patent  for  the 
same  invention. 

This  position  is  founded  on  the  language  of  section  4,887 
of  the  Revised  Statutes,  which  declares  that  "  every  patent 
granted  for  an  invention  which  has  been  previously  patented 
in  a  foreign  country  shall  be  so  limited  as  to  expire  at  the 
same  time  with  the  foreign  patent,  or,  if  there  be  more  than 
one,  with  the  one  having  the  shortest  term,  and  in  no  case 
shall  it  be  in  force  more  than  seventeen  years."  Reading 
this  section  without  reference  to  the  context,  it  would  fairly 
authorize  the  argument  that  the  limitation  should  be  ex- 
pressed upon  the  face  of  the  patent ;  and,  if  this  were  the 
true  meaning  of  the  law,  a  serious  question  would  arise 
whether  a  patent  issued  in  disregard  of  the  mandate  would 
not  be  void.  But  the  section  is  to  be  read  in  connection  with 
sections  4,883,  4,884  and  4,885,  and  resort  may  be  had  for  in- 
terpretation to  the  pre-existing  statutes ;  and,  thus  read,  there 
seems  to  be  no  room  for  fair  doubt  that  section  4,887  is  not 
to  be  construed  as  requiring  the  limitation  to  be  expressed  in 
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The  change  of  pliraseology  in  section  4,887,  by  which  the 
words  "  shall  be  so  limited  as  to  expire  at  the  same  time  "  are 
snbstitnted  in  place  of  the  words  in  section  25,  "shall  expire 
at  the  same  time,"  should  not  be  interpreted  as  intended  to  con- 
trol the  provisions  of  section  4,884.  The  word  "  limited,"  as 
nsed  in  reference  to  the  term  of  duration  of  a  patent,  when  the 
invention  has  been  first  patented  in  a  foreign  country,  origi- 
nated in  section  6  of  the  Patent  Act  of  March  3d,  1839,  (5 
U.  S.  Stat  at  Large^  354.)  where  it  was  declared,  that  "  every 
such  patent  shall  be  limited  to  the  term  of  fourteen  years  from 
the  date  or  publication  of  such  foreign  letters  patent."  In  the 
case  of  Smith  v.  Ely^  (5  McLean^  76,)  it  was  held  that  the 
patent  to  Morse  for  the  electric  telegraph  was  void  under  this 
section,  bec/ause,  having  first  been  patented  in  France,  the 
patent  did  not,  upon  its  face,  limit  the  term  of  the  gmnt  to 
fourteen  years  from  the  date  or  publication  of  the  foreign 
patent.  The  Court  held  that  the  patent  was  issued  not  only 
without  authority  of  law  but  in  violation  of  it.  This  con- 
clusion was  overruled  by  the  Supreme  Court  in  O^ReiUy  v. 
Morse^  (15  How.^  62,)  where  the  point  was  distinctly  made, 
that  the  patent  was  void  because  it  ran  fourteen  years  from 
the  date  of  its  issue,  instead  of  that  length  of  time  from  the 
date  of  the  French  patent ;  but  the  Court  held  that  the  only 
effect  of  the  French  patent  was  to  limit  the  monopoly  to  four- 
teen years  from  the  date  of  that  patent. 

From  that  time  to  the  present  the  general  practice  of 
the  Patent  Office,  it  is  understood,  has  been  to  issue  patents, 
where  a  foreign  patent  has  been  obtained  by  the  patentee, 
reciting  a  grant  for  the  full  term  authorized  by  law  in  the 
case  of  ordinary  patents,  without  any  limitation  upon  the 
face  of  the  instruments.  If  it  had  been  intended,  in  the  re- 
vision of  the  statutes,  to  introduce  a  new  rule,  or  change  the 
construction  which  had  been  placed  by  the  Supreme  Court 
and  the  Executive  Department  upon  the  former  provisions 
of  law,  plain  and  unequivocal  language  would  have  been  em- 
ployed, which  would  have  demonstrated  that  intention  beyond 
a  doubt. 
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In  several  cases  in  this  Circait  and  other  Circuits,  similar 
patents  have  been  nnder  consideration,  and  been  treated  as 
valid  for  the  term  of  the  foreign  patent,  although  npon  their 
face  they  specified  a  longer  term.  (  Weston  v.  WAitCj  13 
Match/.  C.  C.  li.y  364 ;  Henry  v.  Providence  Tool  Co.,  3 
Bann.  <&  Ar.y  501 ;  Beiaener  v.  Sharp,  16  Blaichf.  C.  C.  B.y 
383 ;  De  Florez  v.  Baynolds^  17  Zrf.,  486 ;  Holmee  Electric 
Co.  V.  Metropolitan  Co.,  22  Id.,  471.)  The  point  now  taken 
was  not  considered  in  these  cases,  but  it  could  not  have  es- 
caped the  attention  of  the  judges.  No  Court  would  direct  a 
decree,  or  order  a  preliminary  injunction,  upon  a  patent  void 
upon  its  face,  and  the  circumstance  that  the  point  was  not  ad- 
verted to  implies  that  it  was  not  thought  to  have  any  merit. 

It  is,  therefore,  held,  that  the  plaintiff's  patent  is  valid, 
but  that  the  term  of  the  grant  expired  at  the  expiration  of  the 
Canadian  patent. 

The  plaintiff  is  entitled  to  recover  for  infringements  com- 
mitted by  defendants  prior  to  December  5th,  1883,  by  the 
manufacture  and  sale  of  four  machines.  These  were  all  made 
during  the  last  year  which  remained  of  the  unexpired  term  of 
the  patent.  The  plaintiff's  evidence  tends  to  show  that  he 
was  accustomed  to  charge  and  receive  $100  for  the  use  of  his 
invention,  as  late  as  in  1881,  for  each  shovel  to  which  it  was 
applied,  and  that  the  defendant's  superintendent  recognized 
this  sum  as  a  fair  royalty  in  1881,  after  examining  the  de- 
vice. Although  the  plaintiff's  evidence  is  rather  weak,  it  is 
sufficient  to  authorize  a  recovery  of  one-third  of  his  usual 
license  fee. 

Judgment  is  ordered  for  plaintiff  for  $133,  with  interest. 

Bicha/rd  Crowley,  for  the  plaintiff. 
EUeworth  <&  Potter,  for  the  defendant. 
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The  Titan  and  The  Hills. 

A  deck  hand  on  a  steam  ferry-boat  was  awarded,  in  Admiralty,  damages  for 
personal  injuries,  against  that  boat  and  a  steam-ti^,  caused  by  a  collision  be- 
tween the  ferry-boat  and  a  float  towed  on  the  starboard  side  of  the  tag. 

The  ferry-boat  mistook  the  course  of  the  tug  because  the  green  light  of  the  tug: 
was  hidden  by  objects  on  the  float,  but  she  was  held  liable  for  not  having  a 
lookout  in  addition  to  the  pilot  in  the  pilot-house,  and  for  proceeding  at  too 
high  a  speed. 

The  tug  was  held  liable  for  allowing  her  green  light  to  be  hidden. 

The  pilot  of  the  tug  was  not  a  fellow  servant  with  the  deck  hand. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  2l8t,  1885.) 

Wallace,  J.  Upon  the  proofs  it  seems  perfectly  clear 
that  both  the  Titan  and  the  Hills  were  in  fault  for  the  col- 
lision by  reason  of  which  the  libellant  was  injured. 

The  collision  took  place  about  seven  o'clock  in  the  even- 
ing of  September  22d,  1882,  in  the  Hudson  river,  about  1,000 
feet  out  from  the  Jersey  shore,  somewhat  above  the  Pavouia 
ferry  slip.  The  tide  was  ebb,  running  about  three  miles  an 
hour,  the  wind  was  light,  and  the  night  was  gray,  but  fairly 
clear. 

The  Titan  was  proceeding  up  the  river,  bound  for  Ho- 
boken,  against  the  tide,  at  a  speed  of  about  four  miles  an 
hour,  on  a  line  with  the  westerly  shore,  but  heading  in  some- 
what towards  the  shore,  towing  the  float  Mohawk,  which  was 
heavily  loaded  with  two  rows  of  railway  cars,  and  was  lashed 
to  her  starboard  side.  The  float,  as  lashed,  projected  some 
twenty  feet  beyond  the  bow  of  the  Titan,  and  had  an  um- 
brella or  shed  roof,  which  sloped  on  each  side  to  within  about 
six  inches  of  the  top  of  the  cars.  This  umbrella  obscured  the 
green  light  on  the  starboard  side  of  the  Titan,  so  that  it  did 
not  show  an  uniform  and  unbroken  light  from  right  ahead  to 
two  points  abaft  the  beam  on  the  starboard  side,  and  there 
was  no  green  light  on  the  starboad  side  of  the  float. 

The  Hills  had  left  the  New  York  side  at  23d  street  bound 
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for  Jersey  City,  light,  and  proceeded  on  her  course  down  the 
river,  and  bearing  to  the  westward,  at  a  speed  of  about  fifteen 
knots  with  the  tide.     She  had  no  lookout,  but  her  pilot,  who 
was  acting  at  the  time  as  master,  and  was  at  the  wheel  in  the 
pilot-house,  saw  the  Titan  when  nearly  half  a  mile  away.    He 
was  able  to  see  the  vertical  white  lights  of  the  Titan  and  the 
white  light  of  the  float,  but  he  was  unable  to  see  the  green 
light  of  the  tug,  because  it  was  obscured  from  view  by  the 
cars  and  the  umbrella  of  the  float.    Not  seeing  the  green  light 
he  assumed  that  the  tug  and  the  float  were  going  down  the 
river,   and  kept  rapidly  approaching  them   at  full   speed. 
Soon  after  seeing  tlie  tug  and  the  float,  he  observed  the  ferry- 
boat Gould,  which  had  left  her  ferry  at  Hoboken,  and  was 
<coming  by  to  the  westward  of  the  Titan,  about  150  feet  away, 
and  passed  across  the  Titan's  bow,  but  as  he  supposed  across 
her  stern.     The  Gould  gave  a  signal  of  two  whistles  to  the 
Hills  and  the  Hills  regponded  by  a  like  signal.     The  Titan, 
supposing  the  signal  of  the  Hills  in  answer  to  the  Gould  was 
a  signal  to  herself,  answered  the  Hills'  signal  with  two  whistles, 
but  the  pilot  of  the  Hills  supposed  these  were  a  signal  to  the 
Gould.     The  Hills  starboarded  somewhat  for  the  Gould,  and 
passed  her  on  her  starboard  side  a  couple  of  hundred  feet 
away ;  and  then  her  pilot,  when  within  100  feet  of  the  Titan, 
still  assuming  that  the  Titan  was  going  down  the  river,  and 
seeing  that  a  collision  with  her  was  imminent,  hard-ported 
his  wheel,  to  go  under  her  stern.     The  result  was,  that  the 
Hills  came  into  collision  with  the  bow  of  the  float,  and  the 
shock  was  so  severe  that  the  libellant,  who  was  on  the  Hills, 
was  thrown  down  and  his  skull  was  fractured.      The  Hills 
could  have  avoided  the  collision  with  proper  effort,  at  the 
time  she  came  abreast  of  the  Gould,  being  then  about  100 
yards  away  from  the  Titan.     She  maintained  her  full  speed 
from  the  time  her  pilot  first  saw  the  Titan  to  the  time  of  the 
collision. 

If  the  pilot  in  charge  of  the  Hills  was  warranted  in  assum- 
ing that  the  Titan  was  going  down  the  river,  as  he  was  over- 
taking and  intending  to  pass  her,  he  assumed  the  responsibil- 
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ity  of  passing  her  safely ;  and,  unless  he  allowed  ample 
distance  for  the  purpose,  he  was  bound  to  slacken  speed,  and, 
if  need  be,  to  reverse,  in  order  to  avoid  collision.  In  this  be- 
half it  was  his  duty  to  maintain  a  diligent  observation,  in 
order  to  govern  himself  as  circumstances  might  require.  In- 
stead of  doing  this,  he  found  his  vessel  within  100  feet  of  the 
Titan,  bearing  upon  her  float  amidships,  and  sought  to  save  a 
collision  by  the  manoeuvre,  in  extremis,  of  hard-porting  his 
wheel.  For  a  distance  of  nearly  half  a  mile  his  view  was  un- 
obscured,  except  for  the  brief  interval  when  the  Gould  was 
between  him  and  the  Titan.  Probably  he  relied  upon  his 
first  observation,  when  he  concluded  the  Titan  was  going 
down  the  river,  and,  relying  upon  this,  permitted  his  atten- 
tion to  be  distracted  by  watching  the  Gould.  Undoubtedly, 
the  appearance  of  the  Titan  and  her  float,  with  their  verti- 
cal white  lights  apparently  in  a  cluster,  while  the  vessels 
were  approaching  each  other,  with  no  background  by  which 
to  determine  readily  in  which  direction  the  lights  were  mov- 
ing, and  no  green  or  red  light  to  indicate  that  she  was  ap- 
proaching, was  well  calculated  to  mislead  the  pilot  of  the 
Hills.  But  it  seems  impossible  to  believe  that  the  real  situa- 
tion would  not  have  been  discovered  if  proper  diligence  had 
been  exercised. 

The  Hills  should  be  held  in  fault  for  not  having  a  lookout. 
It  is  only  when  a  lookout  would  have  been  of  no  service  in 
guarding  against  a  collision  that  his  absence  can  be  excused. 
The  situation  here  was  peculiarly  one  in  which  the  observa- 
tion and  judgment  of  a  lookout  might  have  been  useful.  It 
was  one  of  those  doubtful  situations  in  which  different  points 
of  observation  might  suggest  different  conclusions,  and  in 
which  two  men  might  form  a  different  opinion  from  the  same 
standpoint.  There  was  enough  in  the  rapidity  with  which 
the  vessels  were  approaching  each  other  'to  attract  attention 
and  suggest  the  probability  that  they  were  not  going  in  the 
same  direction. 

The  Hills  was  also  in  fault  for  pursuing  such  a  high  rate 
of  speed  at  night,  and  with  the  tide,  upon  waters  customarily 
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traversed  by  nnmerons  vessels,  when  she  was  rapidly  Bearing 
a  tow.  The  situation  required  a  high  degree  of  vigilance  and 
circumspection,  yet  she  disregarded  every  rule  of  prudent 
navigation,  in  reliance  upon  a  hypothesis  which  might  be  er- 
roneous, and  proved  to  be  so.  While  ordinarily  a  vessel  has 
a  right  to  assume  that  another  vessel  is  not  derelict  in  the 
observance  of  the  rules  of  navigation,  this  presumption  is  not 
to  be  carried  so  far  as  to  exonerate  her  from  ordinary  precau- 
tions on  her  own  part,  or  to  excuse  her  from  the  consequences 
of  a  mistake  when,  by  slight  exertion,  and  without  any  peril 
to  herself  or  to  other  vessels,  she  could  certainly  avoid  haz- 
ard. There  was  ample  room,  plenty  of  time,  and  no  inter- 
vening obstacles  in  the  way  of  perfect  safety,  if  the  Hijls  had 
slackened  speed  while  she  was  passing  the  Gould.  After  this, 
it  was  obvious  that  the  danger  of  collision  with  the  Titan 
was  imminent,  and  she  should  have  been  stopped  and  re- 
versed. Instead  of  doing  this,  the  pilot  took  the  chance  of 
a  manoeuvre  which  could  only  be  justified  by  the  certainty 
that  he  was  correct  in  supposing  the  Titan  was  going  away 
from  him. 

The  Titan  was  in  fault  for  so  locating  her  starboard  light 
that  it  was  not  visible,  as  required  by  the  rules.  No  doubt  is 
entertained  that  it  was  obscured  by  the  umbrella  of  the  float, 
and  by  the  cars  on  the  float  forward  of  the  place  on  the  tug 
where  it  was  located,  so  that  it  was  not  visible  to  the  pilot  of 
the  Hills.  The  rule  requiring  lights  may  as  well  be  disre- 
garded altogether  as  to  be  only  partially  complied  with,  and 
in  a  way  which  fails  to  be  of  any  real  service  in  indicating  to 
another  vessel  the  position  and  course  of  the  one  carrying 
them. 

The  libellant  was  a  deck  hand  upon  the  Hills,  but  was  not 
at  the  time  on  duty,  and  had  no  part  in  her  navigation.  The 
pilot  was  in  command.  Within  the  recent  case  of  Chicago  <& 
Milwaukee  B.  R.  v.  Roas^  (112  U.  S.,  377,)  he  was  not  a  fel- 
low servant  of  the  libellant,  and  the  latter  is  entitled  to  re- 
cover for  the  injuries  ho  sustained  by  the  collision,  against  the 
Hills  as  well  as  the  Titan.    Treating  the  pilot  as  the  master, 
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he  was  respoDsible  for  the  management  and  navigation  of  his 
vessel.  He  was  negligent  in  failing  to  have  a  lookout  sta- 
tioned where  he  ought  to  have  been,  and  negligent  otherwise. 
The  collision  was  solely  the  result  of  his  negligence,  and  the 
libellant  had  no  part  or  lot  in  it. 

The  decree  of  the  District  Court  is  affirmed,  with  interest 
and  costs  of  the  appeal. 

.  Frank  D.  SturgeSy  for  the  libellant. 

Edward  D.  McCarthy   and    William  G.  Pechham^  for 
the  claimants. 


William  H.  Stebbins 
Abraham  V.  Morris  and  others.    In  Equity. 

K.  and  three  other  persons  agreed  to  bny  land  situated  in  New  York,  each  to 
advance  one-fourth  of  the  money,  and  the  land  to  be  deeded  to  E.  This  was 
done.  The  deed  expressed  no  trust.  Immediately  after  receiving  the  deed, 
K.  gave  to  each  of  the  three  a  memorandum  in  writing,  stating  that  each  was 
the  owner  of  one-fourth  of  the  land :  Held,  that,  under  the  statutes  of  New 
York,  (1  Rev.  Stat.,  728,  §§  61, 62,)  the  three  acquired  no  equitable  title  in  the 
land,  as  against  grantees  from  K.  of  the  whole  of  it. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  March  28d,  1886.) 

Wallace,  J.  This  action  was  bronglit  in  the  Supreme 
Court  of  the  State  of  New  York,  and  was  removed  to  this 
Court  upon  the  petition  of  the  plaintiff.  It  is  a  partition  suit, 
brought  under  the  provisions  of  the  Code  of  Procedure,  and 
the  defendants  are  made  parties  as  claiming  an  adverse  inter- 
est to  the  plaintiff  in  the  real  estate  sought  to  be  partitioned. 
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The  defendant  Cornelias  Kline  has  the  legal  title  to  one  un- 
divided fourth  part  of  the  real  e3tate.  The  suit  involves  the 
rights  of  the  other  parties  to  three  undivided  one-fourth  parts 
of  certain  real  estate  conveyed  April  Ist,  1870,  by  one  Jack- 
son to  James  W.  Kline.  Kline  was  adjudged  a  bankrupt  upon 
the  petition  of  his  creditors,  filed  on  the  29th  day  of  August, 
1878,  in  the  United  States  District  Court  for  the  Northern 
District  of  New  York,  and  one  Vandenburg  was  subsequent- 
ly appointed  his  assignee.  On  the  24:th  day  of  September, 
1881,  the  said  Vandenburg,  as  such  assignee,  pursuant  to  the 
direction  and  order  of  the  Court  in  bankruptcy,  sold  and  con- 
veyed by  deed  to  the  plaintiff  all  the  estate,  title  and  interest 
of  said  Kline  in  said  real  estate  vested  in  said  assignee.  With- 
in three  months  of  the  filing  of  the  petition  in  bankruptcy 
Kline  had  made  a  general  assignment  of  all  his  property  for 
the  benefit  of  creditors,  to  one  Stewart,  and,  on  the  27th  day 
of  December,  1878,  Stewart  by  deed  granted,  conveyed,  and 
released  to  Vandenburg,  as  assignee  of  Kline  in  bankruptcy, 
all  the  real  estate  which  was  transferred  to  him  by  Kline 
under  the  general  assignment. 

Whether  Vandenburg,  as  assignee  of  Kline  in  bankruptcy, 
acquired  Kline*s  interest  by  a  title  superior  to  Stewart's,  or 
acquired  it  by  the  deed  of  release  from  Stewart,  is  not  ma- 
terial. The  title  was  in  him  at  the  time  of  the  sale  under  the 
order  of  the  Court,  and  the  plaintiff  acquired  any  title  that 
the  assignee  could  convey.  It  follows  that  the  plaintiff  had 
the  legal  title,  at  the  time  of  the  commencement  of  the  suit, 
to  the  three  undivided  fourth  parts  of  the  land  in  question. 
The  defendants  claim  to  be  the  equitable  owners  of  the  three 
undivided  fourth  parts  of  the  land,  and  insist  that  the  plaint, 
iff's  legal  title  is  subordinate  to  their  equitable  title,  because 
the  plaintiff  is  chargeable  with  notice  of  their  equities.  Their 
equitable  title  arises  out  of  the  following  facts :  On  or  before 
April  Ist,  1870,  Morris,  DeWolf ,  McDonnell  and  Kline  en- 
tered into  a  verbal  agreement  to  purchase,  for  their  joint  ben- 
efit, of  Jackson,  the  land  in  controversy.  By  this  agreement, 
each  of  them  was  to  advance  one-fourth  of  the  purchase- 
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money  to  pay  for  the  land,  and  the  title  was  to  be  taken  in 
the  name  of  Kline.  The  money  was  accordingly  advanced, 
and,  on  the  Ist  day  of  April,  1870,  a  deed  was  executed  by 
Jackson  to  Kline,  in  which  Kline  was  named  sole  grantee. 
The  deed  did  not  express  any  trust  in  behalf  of  the  co-pur- 
chasers. Immediately  after  receiving  the  deed,  and  on  the 
same  day,  Kline  delivered  to  each  of  the  co-purchasers  a 
memorandum  in  writing,  whereby  he  acknowledged  the  re- 
ceipt of  the  purchase-money,  and  that  each  of  the  co-pur- 
chasers was  the  joint  owner  of  one  fourth  part  of  the  real 
estate.  Kline  subsequently  mortgaged  an  undivided  fourth 
part  of  the  land.  The  title  remained  in  him,  as  sole  owner, 
until  he  became  insolvent  and  made  the  general  assignment  to 
Stewart. 

Upon  these  facts,  it  must  be  held  that  the  defendants  wlio 
claim  under  Morris,  McDonnell  and  DeWolf  have  no  equita- 
ble title.     If  the  agreement  between  Kline  and  the  other  co- 
purchasers  had  been  made  after  he  acquired  title  from  Jack- 
son, or  if  the  deed  from  Jackson  had   not  been  executed 
directly  to  Kline,  pursuant  to  the  agreement  between  the 
co-purchasers,  there  would  be  no  difficulty  in  maintaining  that 
all  the  co-purchasers  acquired  an  equitable  title  by  virtue  of 
the  transaction  between   themselves.     But  the  transaction  is 
directly  within  the  operation  of  those  sections  of  the  Revised 
Statutes  of  the  State  relating  to  uses  and  trusts,  (1  J?^.  JStat.^ 
728,)  which  are  as  follows :  Sec.  51.  "  Where  a  grant  for  a 
valuable  consideration  shall  be  made  to  one  person,  and  the 
consideration  therefor  shall   be  paid  by  another,  no  use  or 
trust  shall  result  in  favor  of  the  person  by  whom  such  pay- 
ment shall  be  made ;  but  the  title  shall  vest  in  the  person 
named  as  the  alienee  in  such  conveyance,  subject  only  to  the 
provisions  of  the  next  section."     Sec.  52.  "  Every  such  con- 
veyance shall  be  presumed  fraudulent,  as  against  the  creditors 
at  that  time,  of  the  person  paying  the  consideration;  and 
where  a  fraudulent  intention  is  not  disproved,  a  trust  shall 
result  in  favor  of  such   creditors,  to   the  extent  that  may 
be  necessary  to  satisfy  their  just  demands."     The  meaning 


184  NORTHERN  DISTRICT  OF  NEW  YORK, 

Stebbins  v.  Morris. 

and  effect  of  these  provisions  was  considered  by  the  Court  of 
Appeals,  in  Garfield  v.  Hatmaker^  (15  N.  T.^  475,)  and  it  was 
held,  that  where  a  grant  for  a  valuable  consideration  is  made 
to  one  person,  and  the  consideration  therefor  is  paid  by  an- 
other, no  interest,  legal  or  equitable,  vests  in  the  person  pay- 
ing the  consideration,  but  the  statute  imposes  upon  the  legal 
estate  in  the  hands  of  the  grantee  a  pure  trust  in  favor  of  the 
creditors  at  the  time  of  the  person  paying  the  consideration, 
which  can  be  enforced  in  equity  only.  As  stated  in  the  opin- 
ion of  Brown,  J.,  "the  plain  and  obvious  import  of  the  lan- 
guage of  the  sections  is  to  destroy  the  trust  or  use  which,  but 
for  the  statute,  would  have  resulted  to  the  person  paying  the 
consideration,  as  a  legal  consequence  of  that  act ; "  and,  in  the 
language  of  Comstock,  J.,  (page  478,)  '*  the  person  paying  the 
consideration  money  must  take  the  conveyance  to  himself,  or 
he  can  have  no  legal  or  equitable  interest  in  the  land."  In 
Everett  v.  Everett^  (48  N,  Y.^  218,)  such  was  held  to  be  the 
legal  consequence  of  the  conveyance,  although  the  deed  was 
delivered  to  and  retained  by  the  person  who  paid  the  consid- 
eration. The  object  of  the  statute  was  to  prevent  secret  frauds, 
by  imposing  the  penalty  of  forfeiture  of  the  estate  upon  par- 
ties who  thus  conceal  their  real  ownership  under  the  name  of 
another  person.     {Siemon  v.  SchurcJcy  29  N.  Y,^  610.) 

Doubtless,  in  the  transaction  here  there  was  no  fraud alent 
purpose  in  the  minds  of  the  parties  to  it.  The  effect  was, 
however,  by  investing  Kline  with  the  ostensible  title,  to  give 
him  credit,  and  produce  just  such  consequences  as  the  statute 
was  intended  to  prevent. 

The  written  memorandum  delivered  by  Kline  caimot  be 
treated  as  a  contract  to  convey  made  after  he  acquired  title. 
It  was  evidence  merely  of  the  original  transaction. 

A  decree  will  be  entered  for  a  partition  and  sale,  and  es- 
tablishing the  rights  of  the  parties  according  to  this  opinion. 

Hall  (&  BulJdeyj  for  the  plaintiff. 

F.  FisK  for  the  defendants. 
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The  B.  B.  Saunders. 

On  an  appeal  in  Admiralty,  depositions  taken  by  the  appellant,  in  the  Circuit 
Court,  of  witnesses  who,  though  present  at  his  instance,  at  the  hearing  in 
the  District  Court,  were  not  examined,  will  be  suppressed,  on  motion  of  the 
appellee. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  24th,  1880.) 

Wallace,  J.  The  appellee  moves  to  suppress  the  depo- 
sitions of  witnesses  taken  in  this  Court  by  the  appellant, 
because,  although  the  witnesses  were  present,  at  the  instance 
of  the  appellant,  at  the  hearing  in  the  District  Court,  they 
were  not  examined.  It  is  insisted  that  a  party  should  not  be 
allowed  to  produce  upon  appeal  testimony  which  he  has  de- 
liberately withheld  in  the  Court  below. 

Although  appellate  Courts  in  Admiralty  treat  an  appeal  as 
a  new  trial,  and  exercise  great  liberality  in  permitting  new 
proofs  and  new  pleadings  in  furtherance  of  justice,  they  are 
not  constrained  by  any  arbitrary  rules  which  require  them  to 
receive  testimony  which  ought  to  have  been  produced,  but 
was  not  produced,  in  the  Court  of  original  jurisdiction.  In 
the  case  of  The  Mdbey,  (10  Wall.,  419  ;  13  Id.,  738,)  the  Su- 
preme Court  refused  to  allow  a  commission  to  examine  wit- 
nesses because  no  excuse  was  shown  in  the  moving  papers  why 
the  witnesses  were  not  examined  in  the  Courts  below.  See, 
also,  The  Boston,  (1  Sum.,  328  ;)  Coffin  v.  Jenkins,  (3  Story, 
120;)  Taylor  v.  Starwood,  (1  Taney.,  437.)  In  Farrell  v. 
Campbell,  (7  Blatchf.  C.  C.  R.,  158,)  Nelson,  J.,  held  that, 
where  the  appellant  declined  to  appear  upon  the  hearing  in 
the  District  Court,  upon  the  refusal  of  that  Court  to  postpone 
the  hearing,  he  could  not  be  permitted  to  contest  the  merits 
of  the  decree  on  appeal. 

If  parties  are  permitted  to  withhold  evidence  in  the  Dis- 
trict Court,  take  the  chances  of  success  without  it,  and  then 
avail  themselves  of  it  by  appeal  in  case  of  failure,  the  practice 
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would  tend  to  intolerable  abuses.  It  would  be  unjust  to  the 
adverse  party,  because  he  might  prefer  to  abandon  his  case  if 
the  testimony  had  been  presented,  rather  than  incur  further 
expense  and  labor  in  litigating.  It  ^ould  be  trifling  with  the 
Court  of  original  jurisdiction,  by  invoking  its  decision  upon  a 
hypothetical  case,  while  withdrawing  the  real  case  from  con- 
sideration. It  would  impose  unnecessarily  upon  a  Court  of 
appellate  jurisdiction  the  duty  which  appropriately  belongs  to 
a  Court  of  original  jurisdiction. 

The  authorities  referred  to  justify  the  granting  of  the  mo- 
tion. 

Edward  D,  McCarthy^  for  the  libellant. 

Wilhelmus  Mynderse^  for  the  claimant. 


The  Archer. 

A  master  cannot  make  a  bottomry  bond  on  a  vessel  if  her  owner  can  be  con- 
sulted, or  if  he  can  borrow  money  on  the  credit  of  the  owner. 

A  person  who  contracts  with  a  master  for  a  bottomry  bond  on  a  vessel,  with 
notice  as  to  who  is  the  beneficial  and  equitable  owner,  and  that  the  master 
assumes  to  act  only  as  agent  for  such  owner,  and  not  in  respect  to  any  title 
of  his  own,  acquires  no  rights  under  the  bond  which  are  not  subordinate  to 
the  rights  of  such  owner. 

A  bottomry  bond  may  be  held  good  as  to  necessary  repairs  and  supplies  and 
bad  beyond  that. 

(Before  Wallack,  J.,  Southern  District  of  New  York,  March  26th,  1885.) 

Wallace,  J.  In  October,  1877,  the  bark  Archer  sailed 
from  Bremerhaven  bound  for  New  York,  but  met  with  disas- 
ter and  put  back  to  Bremerhaven  for  repairs,  reaching  that 
port  November  1st.  Grossman,  the  master  of  the  bark,  ap- 
plied to  Meiners,  who  represented  the  late  firm  of  F.  Boters 
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&  Co.,  for  assistaDce.  Eoter  &  Co.  had  been  the  consignees 
of  the  ship  on  former  occasions.  Crossman  told  Meiners  that 
he  could  draw  on  New  Tork  for  the  disbursements,  and 
Meiners  told  him  that  would  be  satisfactory  and  to  go  on 
with  the  repairs.  Crossman  had  surveys  made  and  the  re- 
pairs were  proceeded  with,  and  bills  were  sent  to  Meiners, 
who  paid  them,  but,  after  having  paid  some  of  the  bills, 
Meiners  insisted  upon  a  bottomry  bond,  as  a  security  for  the 
advances  made  or  to  be  made.  Crossman  demurred,  but 
finally  consented,  and  the  bottomry  bond  on  which  the  suit  is 
brought  was  executed.  The  bond  was  given  to  one  Addicks, 
but  in  fact  Meiners  was  jointly  interested  in  it  with  Addicks. 
It  was  conditioned  for  the  payuient  of  21,371  marks,  with 
twenty  per  cent  premium. 

The  important  question  in  the  case  is,  whether  Meiners 
and  Addicks  relied  upon  the  authority  of  Crossman  as  owner, 
in  executing  the  bond,  or  whether  they  dealt  with  him  as 
master  only. 

Crossman  had  no  beneficial  interest  in  the  ship.  lie  had 
executed  two  mortgages,  one  covering  three-fourths  of  the 
ship,  which  became  due  July  1st,  1877,  for  $3,000,  and  had 
not  been  paid,  and  another  not  then  due,  covering  the  whole 
ship,  for  $7,000.  These  mortgages  were  held  by  the  claimant 
Harrison,  and  exceeded  in  amount  the  value  of  the  ship. 
Harrison,  however,  had  allowed  Crossman  to  continue  in 
possession,  after  default  in  the  $3,000  mortgage,  under  a 
register  and  ship's  papers  which  represented  him  as  sole 
owner. 

Although  the  legal  title  to  three-fourths  of  the  ship  was  in 
Harrison  after  default  took  place  in  the  payment  of  the 
$3,000,  and  although  Crossman  had  no  substantial  interest 
in  the  other  fourth,  if  Meiners  and  Addicks  treated  with 
him  upon  the  faith  of  his  apparent  title,  the  decree  of  the 
District  Court  should  be  affirmed.  If,  however,  they  un- 
derstood that  he  had  only  a  naked  legal  title  and  did  not  as- 
sume to  contract  as  owner  but  only  as  master,  different  con- 
siderations arise. 
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The  proofs  warrant  the  condusion  that  Crossman,  after 
patting  back  to  Bremerhaven,  put  himself  in  commnnication 
by  mail  with  Harrison,  and  informed  Meiners  of  the  fact, 
and,  when  he  received  a  cablegram  from  Harrison  authorizing 
him  to  draw  on  New  York  at  60  days  for  necessary  funds, 
handed  it  to  Meiners ;  that  Meiners  satisfied  himself,  by  tele- 
gram, of  Harrison's  responsibility,  and  was  aware  that  he  was 
the  person  whom  Grossman  assumed  to  represent  in  ordering 
the  repairs ;  and  that  Meiners  intended  until  about  the  17th 
of  December  to  make  the  advances  necessary  on  the  credit  of 
Grossman's  drafts  on  Harrison,  but  then  conceived  the  scheme 
of  making  a  profit  out  of  the  transaction  by  means  of  bottom- 
ry. Influenced  by  this  motive  he  insisted  upon  a  bottomry 
bond,  and  induced  Addicks  to  co-operate,  concealing  from 
Grossman  the  fact  that  he  had  any  interest  in  the  bottomry 
except  to  the  amount  of  his  advances.  Addicks  oflFered  to 
advance  the  necessary  funds,  and,  to  overcome  Grossman's  ob- 
jections to  giving  a  bond  with  twenty  per  cent,  premium, 
proposed  to  make  the  interest  25  or  30  per  cent,  and  give  the 
difiference  to  Grossman.  After  the  bond  was  executed, 
Meiners  gave  Grossman  400  marks,  as  coming  from  Addicks, 
as  a  commission  or  gratuity.  The  District  Judge,  in  his 
opinion,  (15  Fed.  Rep.^  276,)  states  that  he  could  not  doubt 
that  Harrison  "  was  known  to  Meiners  and  Addicks,  at  the 
time  of  the  negotiation  for  the  bond,  to  be  in  the  position  of 
beneficial  owner,  though  not  the  legal  owner."  It  seems 
equally  clear  that  neither  of  them  supposed  that  Grossman  in- 
tended to  contract  as  an  owner  pledging  his  own  ship,  but 
understood  that  he  was  acting  as  a  master  who  was  obliged 
to  make  the  best  terms  he  could  under  the  circumstances, 
and  who  could  be  induced  to  consent  to  bottomry  by  the 
payment  of  a  commission.  Quite  conclusive  evidence  of  this 
is  found  in  the  circumstance  that,  in  the  recitals  of  the  bond, 
Grossman  is  represented  as  the  master  of  the  ship  and  not  as 
the  owner. 

It  was  held  by  the  learned  District  Judge,  (15  Fed.  Rep.^ 
Q76.^  that  Grossman,  as  master,  had  no  authority  to  execute 
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the  bottomry  bond,  but  that  the  bond  was  valid  because  he 
was  the  legal  owner  at  the  time  of  executing  it. 

The  master  can  make  a  bottomry  bond  only  abroad  and 
from  necessity.  He  has  no  power  to  do  so  if  the  owner  can 
be  consulted,  or  if  he  can  borrow  the  money  on  the  personal 
credit  of  the  owner.  Communication  was  practicable-  here 
both  by  mail  and  by  telegraph.  Yet  Grossman  did  not  con- 
sult with  Harrison  further  than  to  ascertain  that  the  latter  was 
willing  to  provide  the  necessary  funds.  The  Court  below  was 
clearly  right  in  deciding  that  the  bond  could  not  be  upheld  as 
a  valid  contract  of  the  master. 

The  learned  District  Judge  seems  to  have  considered 
Crossman  to  be  the  owner  because  he  appeared  to  be  such  on 
the  ship's  register,  and  Harrison  was  only  a  mortgagee.  But 
Crossman  had  the  title  to  but  one-fourth  of  the  vessel,  after 
default  had  been  made  in  the  |3,000  mortgage ;  {Brown  v. 
Bementj  8  Johns.^  96 ;  Butler  v.  Miller^  1  Cormt^  496 ;  Bur- 
dick  V.  Mc  Vanner^  2  Denio^  170 ;)  and  the  ship's  register 
was,  at  best,  but  prima  facie  evidence  of  Crossman 's  title  as 
owner.  [Myers  v.  Willis,  17  C.  B.,  77 ;  18  Id.,  886 ;  Hibbs 
V.  BosSy  L.  a,,  1  Q.  B.y  534 ;  MorgarCs  Assignees  v.  Shinn, 
15  Wall.,  105  ;  Blanchard  v.  Fearing,  4  Allen,  118.) 

Undoubtedly,  by  allowing  Crossman  to  remain  in  posses- 
sion of  the  ship  and  proceed  on  a  voyage  with  his  name  in  her 
register,  as  owner,  after  Harrison's  title  to  three-fourths  ac- 
crued, the  latter  authorized  third  parties  to  rely  upon  Cross- 
man's  apparent  title  as  owner,  and  would  be  estopped  from 
asserting  his  own  rights  as  owner,  against  any  persons  who 
might  contract  upon  the  faith  of  Crossman's  title.  But 
Meiners  and  Addicks  had  full  notice  that  Harrison  was  the 
beneficial  and,  therefore,  the  equitable  owner,  and  they  under- 
stood that  Crossman  was  not  assuming  to  act  in  behalf  of  any 
interest  or  title  of  his  own,  but  only  as  master,  or,  in  other 
words,  as  an  agent  for  an  owner.  No  estoppel  can  arise  in 
their  favor.  Their  position  is  no  different  from  what  it 
would  be  if  they  were  asserting  their  bond  against  an  ordinary 
owner  who  had  the  legal  title  to  the  ship  at  the  time  of  the 
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bottomry.  If  the  bottomry  would  not  have  been  good  against 
an  ordinary  owner,  it  is  not  good  against  one  who  occupied 
the  relation  of  owner  in  the  transaction,  within  the  contem- 
plation of  all  the  parties.  Upon  the  equitable  principles  which 
prevail  in  Courts  of  Admiralty,  the  lien  of  the  bond  must  be 
deemed  subordinate  to  the  rights  of  Harrison. 

To  the  extent  that  Grossman,  as  master,  had  authority  to 
represent  Harrison  as  owner,  and  subject  the  ship  to  liens  for 
necessary  repairs  and  supplies,  the  bond  should  be  sustained, 
and  the  libellants  be  deemed  subrogated  to  the  liens.  In  the 
language  of  Story,  J.,  in  The  Ship  Packet^  (3  Mason^  265, 
259,)  '4t  is  not  here,  as  in  the  Courts  of  common  law,  that  the 
bond  must  be  good  in  whole  or  not  at  all."  "  So  far  as  the 
money  was  properly  advansed,  it  may  be  held  to  give  a  valid 
lien,  and  be  dismissed  as  to  the  rest." 

The  District  Court  disallowed  the  premium  upon  the 
bond,  but  decreed  for  the  principal,  with  ordinary  interest. 
It  appears  that  the  repairs  to  a  considerable  extent  were  in 
excess  of  the  necessities  of  the  ship,  one  item  being  the  entire 
new  coppering  of  the  ship.  The  bond  can  only  be  allowed  to 
stand  for  such  supplies  and  repairs  as  a  master  could  properly 
order. 

The  decree  of  the  District  Court  must  be  reversed,  with 
costs  of  the  appeal,  and  a  decree  is  ordered  for  the  libellant, 
for  sucli  sum  as  may  be  found  due  by  a  commissioner,  to 
whom  it  is  referred  to  ascertain  and  report  the  amount  due. 


Theodore  F.  H.  Meyer^  for  the  libellant. 
William  W,  Goodrich^  for  the  claimant. 
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Daniel  Roberts  vs.  Henry  H.  Hill.    In  Equitt. 

Abont  six  weelra  before  a  national  bank  stopped  basinesa,  its  officers  guaran- 
teed personally  to  a  depositor  tbe  payment  of  money  he  bad  on  deposit,  and 
turned  oyer  to  bim,  in  pledge,  a  promissory  note  belonging  to  the  bank.  It 
was  insolvent  at  the  time,  bnt  had  not  committed  an  act  of  insolvency,  under 
section  6,226,  or  section  6,242,  of  the  Revised  Statutes :  ffeld^  on  the  facts, 
that  the  pledge  was  not  made  in  contemplation  of  insolvency,  with  a  view  to 
prevent  tbe  application  of  tbe  assets  in  the  manner  prescribed  by  tbe  statute, 
or  with  a  view  to  prefer  one  creditor  to  another. 

(Before  Whesler,  J.,  Vermont,  March  27th,  1886.) 

Wheeler,  J.  The  orator  is  receiver  of  the  First  National 
Bank  of  St.  Albans ;  the  defendant  is  administrator  of  the  es- 
tate of  D.  R.  McGregor.  The  bill  is  brought  to  set  aside  a 
pledge  of  a  promissory  note  of  $8,031.35,  made  by  the  oflScers 
of  the  bank  to  the  defendant's  intestate,  on  the  20th  of  Feb- 
ruary, 1884,  to  secure  a  deposit  of  $8,850. 

The  right  to  have  the  pledge  set  aside  and  recover  the 
note  or  its  proceeds  depends  entirely  upon  section  5,242  of 
the  Revised  Statutes.  There  is  no  question  about  the  validity 
of  the  deposit,  nor  but  that  the  pledge  would  be  good  to  se- 
cure it  at  common  law.  The  statute  makes  utterly  null  and 
void  all  transfers  of  the  securities,  and  payments  of  the 
money,  of  the  bank,  made  after  an  act  of  insolvency,  or  in 
contemplation  thereof,  with  a  view  to  prevent  the  application 
of  the  assets  in  the  manner  prescribed  in  that  chapter,  or  with 
a  view  to  the  preference  of  one  creditor  to  another,  except 
payment  of  the  circulating  notes.  What  would  be  an  act  of 
insolvency  is  not  defined,  but  would  apparently  be  the  failure 
to  redeem  the  circulating  notes  according  to  section  5,226,  as 
that  is  the  only  thing  which  would  authorize  the  Comptroller 
of  the  Currency,  before  the  Act  of  June  30th,  1876,  (19  U.  S. 
Stat,  at  Large^  63,)  to  take  possession  of  a  national  bank  and 
appoint  a  receiver.  This  bank  had  not  committed  such  an 
act  of  insolvency,  but,  beyond  any  fair  question,  was  in  fact 
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insolvent  at  the  time  of  the  pledge.  The  contemplation  men- 
tioned in  the  statute  appears  to  be  that  of  insolvency  itself, 
and  not  of  that  particular  act  of  insolvency  in  not  redeeming 
the  circulation.  {Case  v.  Citizen^  BanJc^  2  WoodSy  23.) 
Here  was  insolvency  in  fact  to  be  contemplated,  sufficient  to 
avoid  the  pledge,  if  actually  made  in  contemplation  of  it, 
with  a  view  to  prevent  the  distribution  of  the  assets  ratably 
by  a  receiver,  or  to  the  preference  of  one  creditor  to  another. 
The  contemplation  and  view  are  to  be  those  of  the  officers  of 
the  bank,  and  not  of  the  creditor.  If  these  motives  existed 
and  were  operative  with  them,  no  innocence  or  good  faith  on 
his  part  would  save  the  transaction.  {Case  v.  Citizens^  Banky 
supra.)  When  the  insolvency  became  permanent,  the  view  to 
prevent  ratable  distribution,  or  to  make  preferences,  would,  if 
it  developed  into  actual  existence,  remain  constant,  and  vitiate 
not  only  all  transfers  of  securities,  but  all  payments  of  money 
to  depositors,  and  to  any  creditors,  except  of  the  circulation. 
The  intention  of  this  section  would  seem  to  be  to  prevent  the 
disposition  of  any  of  the  money  or  assets  to  common  creditors, 
whenever  the  insolvency  should  become  so  apparent  as  to 
make  a  receivership,  or  an  ultimate  loss  to  some  of  the  cred- 
itors, probable  to  the  just  apprehension  of  the  officers,  and  to 
hold  all  for  the  benefit  of  all.  If  this  apprehension  adequately 
existed  in  the  minds  of  the  officers  of  this  bank  at  the  time  of 
this  pledge,  not  only  this  pledge  but  all  subsequent  pledges 
of  collaterals  to  and  payments  of  prior  existing  debts  would 
be  void.  It  would  be  manifestly  unjust  to  make  an  innocent 
receiver  of  security  or  payment  give  up  his,  and  allow  others 
who  could  be  no  more  innocent  to  retain  theirs,  received 
when  the  fate  of  the  institution  was  more  and  more  immi- 
nent. 

The  defendant's  intestate  is  not  shown,  and  does  not  ap- 
pear, to  have  been  any  relative,  favorite,  or  friend,  of  any 
officer  of,  or  person  connected  with,  the  bank.  He  was  a 
mere  depositor,  at  a  low  rate  of  interest,  for  the  mutual  ad- 
vantage of  himself  and  the  bank.  There  was  a  run  on  the 
k — 1,  Kv  depositors,  which  alarmed  him.     He  did  not  want  his 
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money,  but  wanted  to  be  secure ;  the  officers  guaranteed  his 
deposit  personally,  and  turned  out  this  note,  to  pacify  him. 
He  was  dealt  with  as  any  other  creditor  equally  importunate 
would  have  been.  There  was  no  intent  to  favor  him  over 
others ;  their  motive  was  to  retain  the  money.  Had  he  received 
the  money  he  would  have  been  equally  liable  to  refund  that, 
under  this  statute,  as  has  been  shown.  By  mustering  avail- 
able assets  and  raising  money,  and  a  like  use  of  securities 
with  other  depositors,  they  met  the  run  for  a  time,  by  paying 
those  who  would  be  paid,  securing  those  who  would  be  paid 
or  secured,  and  restoring  confidence  to  the  rest.  They  weie 
striving  to  save  the  bank,  and  not  striving  to  help  him  at  the 
expense  of  the  others. 

The  bank  continued  business  about  six  weeks  after  this 
pledge.  Then  the  officers  saw  that  the  effort  to  maintain  it 
was  hopeless,  and  stopped  business.  Their  apprehension  of 
the  condition  of  the  bank,  and  motive  to  prevent  ratable 
distribution  of  the  assets,  ought  to  be  made  to  appear 
clearly  in  order  to  justify  going  back  so  far  as  to  the  time 
of  this  pledge  and  opening  all  pledges  and  payments  on 
past  debts ;  and  their  purposes  and  acts  are  to  be  considered 
in  view  of  what  they  could  see  looking  forward,  and  not 
wholly  by  what  is  apparent  now  looking  backward.  If  they 
saw,  at  the  time  of  the  pledge,  that  the  bank  was  approaching 
failure,  and  made  the  pledge  to  keep  the  note  out  of  the 
assets  to  be  distributed,  the  pledge  would  be  clearly  void ;  but, 
if  they  made  it  to  prevent  failure,  and  expected  to  prevent 
failure,  it  would  appear  to  be  good.  The  insolvency  had  come 
gradually  and  not  by  any  sudden  loss  which  would  arrest  atten- 
tion at  once.  The  actual  condition  was  as  good  as  it  had  been 
for  some  time.  They  must  have  known  that  it  was  perilous, 
but  do  not  appear  to  have  lost  courage,  or  then  to  have  ex- 
pected failure.  The  evidence  does  not  satisfactorily  show  that 
they  were  placing  money  and  securities  where  they  would  be 
kept  from  the  effect  of  failure,  but  rather  does  show  that  at 
that  time  they  were  using  their  assets  to  prevent  failure. 

Therefore,  it  is  not  found  that  this  note  was  pledged 
Vol.  XXm.— 18 
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with  a  view  to  prevent  its  application  in  the  manner  pre- 
Bcribed  by  that  chapter ;  nor  with  a  view  to  a  preference  of 
this  creditor  to  any  other. 

Let  there  be  a  decree  dismissing  the  bill  of  complaint^ 
with  costs. 

Hdberts  <&  Roberts^  for  the  plaintiff. 

Jed  P.  Ladd  and  Henry  C.  Ada/ms^  for  the  defendant. 


The  Steam  Stone  Cutibb  Company 
Thomas  Sears  and  others.     In  EQurrY. 

Under  sections  874  and  876  of  the  Reyised  Laws  of  Vermont,  of  1880,  {tide  11, 
chap,  49,)  an  attachment  on  a  writ  of  seqaestration*  by  leaying  a  copy  of  the 
writ,  with  a  description  of  the  estate  attached,  in  the  town  clerk's  office,  is 
valid  against  subsequent  purchasers,  without  actual  notice,  and  without  the 
entry  in  a  book  for  that  purpose,  by  the  town  derk,  of  the  names  of  the  par- 
ties, date  of  the  writ,  nature  of  the  action,  sum  demanded,  and  officer's  relume 
as  required  by  section  875. 

(Before  Whexler,  J.,  Vermont,  March  27th,  1880.) 

Wheeler,  J.  These  seven  cases  each  involve  title  to  dis- 
tinct parcels  of  land,  under  the  same  writ  of  sequestration 
and  levy  of  execution  that  were  in  question  in  Steam  Stone 
Cutter  Co.  v.  Jones^  (21  Blatchf.  C.  C  -ff.,  138,)  and  Steam 
Sto9ie  Cutter  Co.  v.  Searsy  (9  I^ed.  Hep.,  8.)  The  only  ques- 
tion made  now  is  whether  the  attachcnent  on  the  writ  of 
sequestration,  by  leaving  a  copy  of  the  writ,  with  a  description 
of  the  estate  attached,  in  the  town  clerk's  office,  pursuant  to 
section  874,  Eevised  Laws  of  Vermont,  of  1880,  {iitle  11 
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chap.  49,)  was  valid  against  subsequent  purchasers,  without 
actual  notice,  and  without  the  entry  in  a  book  for  that  pur- 
pose, by  the  town  clerk,  of  the  names  of  the  parties,  date  of 
the  writ,  nature  of  the  action,  sum  demanded,  and  ofScer's 
return,  as  required  by  section  875,  Kevised  Laws  of  Vermont, 
of  1880,  {title  11,  chap.  49.)  It  is  claimed  that  this  question 
was  not  decided  in  either  of  the  former  cases.  It  is  under^ 
stood,  however,  that  the  situation  of  these  defendants,  in  this 
respect,  is  not  different  from  that  of  the  defendant  Sears  in 
Steam  Stone  Cutter  Co.  v.  Sears,  and  that  of  George,  Chase 
and  Ray  in  Steam  Stone  Cutter  Co.  v.  Jones.  They  all  claim 
title  under  Jones,  Lamson  <&  Co.,  in  whose  deed  from  the 
attachment  debtor  of  the  whole,  on  record,  the  attachment 
was  expressly  mentioned  and  warranted  against.  Bnrchard 
V.  Fair  Haven^  (48  Vt.^  327,)  now  much  relied  upon,  was 
before  the  Court  in  Steam  Stone  Cutter  Co.  v.  Jones^  and  its 
effect  upon  the  titles  of  these  subsequent  purchasers  fully 
considered.  In  Burchard  v.  Fair  Ha/oen^  the  town  clerk's 
office  was  bare  of  the  copy  of  the  writ  and  return  of  the  offi- 
cer left,  as  well  as  of  any  entry  of  the  attachment  in  a  book ; 
and  the  town  clerk  whose  duty  it  was  -to  receive  and  keep 
that  copy,  as  well  as  to  make  the  entry,  and  for  whose  fault 
the  suit  was  brought,  repudiated  the  claim  that  there  ever 
had  been  such  a  copy  there.  It  was  for  his  fault  in  not 
receiving  and  keeping  a  copy  as  a  part  of  the  records  of  his 
office,  and  not  for  not  making  the  entry  of  the  attachment  in 
a  book  only,  that  the  plaintiff  recovered.  It  was  not  decided 
there  that  leaving  a  copy  of  an  attachment,  with  a  description 
of  the  estate  attached,  did  not  create  a  lien  without  the  entry 
of  the  attachment  in  the  book  to  be  kept  for  that  purpose, 
but  only  that  without  either  the  title  of  a  subsequent  pur- 
chaser without  notice  of  the  attempted  attachment  would  not 
be  defeated  by  it.  The  entry  in  the  book  was  not  only  not 
made,  but  there  was  nothing  by  which  to  make  it,  and  a 
denial  that  there  had  ever  been  anything  from  which  it  could 
be  made.  Here,  the  copy  and  description  of  the  estate  were 
always  on  file  after  they  were  left  for  record,  and  have  since 
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been  entered  in  the  proper  book.  It  has  always  been  held,  in 
Termont,  that,  when  instruments  of  title  to  land  required  by 
law  to  be  recorded  are  left  for  record  in  the  proper  oflSce,  the 
record,  when  made,  will  relate  back  to  the  time  of  the  leaving 
for  record.  {Bigdow  v.  TopLiff^  25  Fif.,  273 ;  EBsex  Co.  R. 
H.  Co.  V.  Lunenhurgh^  49  Fi.,  143.)  The  delay  in  making 
the  entry  in  this  case  made  the  attachment  more  diflScult  to 
^nd  but  did  not  remove  it  or  vacate  it.  If  these  defendants 
were  misled  in  any  way  to  their  damage  by  the  delay,  they 
have  the  responsibility  of  the  town  to  look  to  for  redress. 

The  orator  appears  to  be  entitled  to  a  decree  in  these 
•cases  similar  to  that  made  in  Steam  Stone  Cutter  Co.  v.  Jones, 

Let  a  decree  be  entered  removing  the  cloud  upon  the  ora- 
tor's title  created  by  the  conveyances  subsequent  to  the  at- 
tachment, and  for  an  injunction  against  setting  up  the  same 
against  the  title  created  by  the  attachment  and  levy,  with 
costs  in  each  case. 

Aldaoe  F.  Walker^  for  the  plaintiff. 

William  Batchdder^  for  the  defendants. 


Edward  B.  Babtlbtt  and  others 

His  Imperial  Majesty  the  Sultan  of  Turret  and 

OTHKKS.    In  Equity. 

a  warehousemau  issued  negotiable  receipts  for  property  deposited  with  him. 
Afterwards,  a  person  claiming  to  own  the  property,  sued  him  at  law,  in  troTer; 
and  the  holder  of  the  receipts  sued  him.  He  filed  a  bill  in  eqtuty  against 
them  and  two  other  persons  who  claimed  an  interest  in  the  property,  praying 
that  the  defendants  be  enjoined  from  suits  and  be  required  to  interplead. 
None  of  the  parties  disputed  the  lien  for  storage,  or  deriyed  title  from  the 
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plaintiff,  but  either  deriyed  title  from  the  bMlors  of  the  plaintiff,  or  asserted 
a  paramount  title:  Held,  that  the  bill  was  demurrable  for  want  of  equity. 

(Before  Waixacb,  J.,  Southern  District  of  New  York,  March  27th,  1886.) 

Wallace^  J.  The  complainants'  motion  for  an  injunc- 
tion pendente  lite  is  resisted  mainly  npon  the  ground  that  the 
complainants'  bill  is  demurrable  for  want  of  equity.  The  bill 
shows  that  the  complainants,  as  warehousemen,  have  in  their 
possession  a  large  quantity  of  arms,  of  the  value  of  about 
$900,000,  which  were  deposited  with  them  by  the  firm  of 
Drexel,  Morgan  &  Co.,  and  for  which,  in  J  uly,  1882,  the  com- 
plainants, at  the  request  of  Drexel,  Morgan  &  Co.,  issued 
negotiable  warehouse  receipts;  that,  shortly  thereafter,  fhe 
defendant  the  Sultan  of  Turkey,  claiming  to  be  the  owner  of 
the  arms,  demanded  them  of  the  complainants,  and,  upon 
their  refusal  to  give  them  up,  brought  an  action  at  law  in 
this  court*  for  trover;  and  that  thereafter  the  American 
National  Bank  of  Providence,  claiming  to  be  the  holder  of 
the  warehouse  receipts  issued  by  the  complainants,  demanded 
the  arms,  and,  upon  the  complainants'  refusal  to  deliver  them, 
brought  an  action  against  them,  in  this  Court.  The  bill  also 
alleges  that  the  Providence  Tool  Company  and  one  Hunt 
claim  some  interest  in  the  arms.  The  Sultan,  the  American 
National  Bank  of  Providence,  the  Providence  Tool  Company 
and  Hunt  are  made  defendants  in  the  bill ;  and  the  prayer  is 
for  an  injunction  restraining  all  proceedings  on  the  part  of 
the  defendants  in  relation  to  the  arms,  and  that  they  be  re- 
quired to  interplead. 

So  far  as  appears  by  the  bill,  none  of  the  parties  claiming 
the  property  in  the  complainants'  possession  dispute  the  com- 
plainants' lien  for  storage  and  charges.  The  complainants, 
therefore,  have  no  interests  of  their  own  to  assert  or  protect 
further  than  to  be  relieved  from  liability  to  two  or  more  dif- 
ferent claimants  of  the  property.  None  of  the  defendants 
claim  title  derived  from  the  complainants.  The  American 
National  Bank  derives  its  title  from  the  bailors  of  the  com- 
plainants, and  the  other  defendants  assert  a  paramount  title. 
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The  bill  is  a  pure  bill  of  interpleader,  and  presents  the 
common  case  of  a  bailee  who  seeks  to  protect  himself  against 
the  claim  of  his  bailor  and  that  of  a  third  person  who  asserts 
an  adverse  title  to  the  bailor.  The  authorities  are  decisive 
against  his  right  to  maintain  an  interpleader.  It  is  sufficient 
to  refer  to  Grawshay  v.  Thornton^  (2  Myl.  cfe  CV*.,  1 ; )  Marvin 
V.  JEUwoody  (11  Paige^  365 ;)  First  National  Bank  v.  Bin- 
ingeVy  (26  N*  J.  jEj.,  345.)  The  hardship  of  the  case  has  fre- 
quently been  adverted  to  by  the  authorities ;  and  in  England 
a  remedy  has  been  given  by  statute.  (Common  Law  Proce- 
dure Acty  of  1860,  23  c£r  24  Vict.,  chap.  126,  section  12 ;  see 
Attenhorough  v.  8t  Katharvne^s  Dock  Co.^  3  C.  P.  Div.  373  ; 
Id.,  450.) 

As  is  said  by  Judge  Story,  "  the  party  holding  the  prop- 
erty must  defend  himself  as  well  as  he  can  at  law ;  and  he  is 
not  entitled  to  the  assistance  of  a  Court  of  equity ;  for  that 
would  be  to  assume  the  right  to  try  merely  legal  titles  upon 
a  controversy  between  different  parties,  where  there  is  no 
privity  of  contract  between  them  and  the  third  person,  who 
calls  for  an  interpleader."     (JStory^s  JSq,  Juris.,  section  820.) 

The  motion  must  be  denied. 

WiUiam  W.  Ooodrich  and  Thcmas  E.  StiUman,  for  the 
plaintiffs. 

WiUi^m  M.  Evarts,  Tredwell  Cleveland  and  Adrian  H. 
Joline,  for  the  defendants. 
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The  Gold  and  Stock  Telegraph  Company 

vs. 

The-  OommerclalL  Telegram  Company  and  others.    In 

Equity. 

The  second  claim  of  re-issued  letters  patent,  No.  8,810,  granted  to  the  Gold  and 
Stock  Telegraph  Company,  as  assignee  of  Edward  A.  Calahan,  January  26th, 
1870,  for  an  improvement  in  telegraphic  printing  instmments  for  re^stering 
the  prices  of  gold  and  stocks,  (the  original  patent  having  been  dated  April  21st, 
1868,)  namely,  "Two  or  more  type-wheels  moving  independently  and  con- 
trolled by  magnetism,  and  arranged  so  as  to  print  jointly  or  separately  upon 
one  strip  of  paper  in  two  or  more  lines,  substantially  as  specified/'  is  valid. 

The  novelty  of  the  invention  pointed  out. 

The  word  "jointly,"  in  the  claim,  does  not  mean,  simultaneously,  but  means, 
by  united  action,  or  acting  in  co-operation. 

Infringement  of  the  claim  pointed  out. 

The  United  States  patent  was  applied  for  December  28th,  1867,  and  dated  April 
21st,  1868.  A  provisional  specification  and  a  petition  for  a  patent  were  filed 
in  England,  March  lAth,  1868,  and  that  was  the  date  of  the  English  patent, 
which  was  sealed  August  2]8t,  1868:  Seid,  that  the  United  States  patent  did 
iM>t  expire  in  17  years  from  March  16th,  1868,  because  it  was  dated  before  the 
sealing  of  the  English  patent,  and  was  applied  for  before  the  English  provis- 
ional specification  was  filed,  aod,  therefore,  section  6  of  the  Act  of  March  8d, 
1889,  (5  U,  8,  Stat,  at  Large,  854,)  did  not  apply  to  the  case. 

The  second  claim  of  the  re-issue  was  not  an  enlargement  of  the  second  claim  of 
the  origioal  patent. 

{Before  Shipmak,  J.,  Southern  District  of  JN'ew  York,  April  1st,  1886.) 

Shipman,  J.  This  is  a  bill  in  equity  to  restrain  the  de- 
fendants from  the  infringement  of  re-issued  letters  patent,  No. 
3,810,  granted  to  the  plaintiff,  as  assignee  of  Edward  A.  Cala- 
han,  January  25th,  1870,  for  an  improvement  in  telegraphic 
printing  instruments  for  registering  the  prices  of  gold  and 
stocks.     The  original  patent  was  dated  April  21st,  1868. 

Upon  the  trial  of  the  case,  infringement  of  the  second 
«laim  only  of  the  reissue  was  alleged.  The  claim  is  in  these 
words :   "  Two  or  more  type  wheels  moving  independently 
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and  controlled  by  magnetism,  and  arranged  so  as  to  print 
jointly  or  separately  upon  one  strip  of  paper  in  two  or  more 
lines,  substantially  as  specified." 

To  understand  and  construe  the  claim  which  is  in  contro- 
versy, it  is  important  to  know  the  state  of  the  art  at  the  date 
of  the  invention.  In  this  case,  the  defendants  took  no 
testimony,  and,  therefore,  the  history  of  the  art,  so  &r  as  it 
relates  to  this  claim,  is  to  be  learned  from  the  reference  which 
was  made  to  it  in  the  cross-examination,  and  subsequent  exam> 
ination,  of  the  plaintifPs  expert.  The  Theiler  French  and  the 
Johnson  English  patent  for  the  Theiler  invention,  which 
seems  to  be  conceded  to  have  embodied  the  state  of  the  art  at 
the  time  of  the  Oalahan  invention,  are  not  in  evidence,  but  a 
general  statement,  and  one  which  will  be  sufficient,  can  be 
given  of  the  extent  of  the  advance  which  Galahan  made. 

Theiler  had  a  two-wheel  instrument,  the  wheels  being 
moved  by  one  electro-magnet,  and  being  geared  together  and 
necessarily  rotating  together.  Letters  were  placed  upon  one 
wheel  and  figures  were  placed  upon  the  other,  and  the  letters 
were  printed  upon  one  line  and  the  figures  were  printed  upon 
another  line,  of  the  same  tape,  by  depressing  the  correspond- 
ing type  wheel.  But  it  was  necessary  to  have  complicated 
mechanism  so  as  to  prevent  impressions  from  one  wheel  when 
the  other  alone  was  being  printed  from. 

Galahan  printed  letters  in  one  line  and  figures  in  another 
line  of  a  tape,  by  the  aid  of  two  type  wheels,  one  of  which 
could  be  rotated  to  the  exclusion  of  the  other,  and  a  single 
press  pad.  His  wheels  moved  or  rotated  independently  of 
each  other,  while  in  the  Theiler  machine  one  wheel  could  not 
be  *  moved  without  rotating  the  other.  He  says,  in  his 
specification,  that  his  invention  was  intended,  among  other 
things,  to  dispense  with  the  complicated  mechanism  thereto- 
fore made  use  of  to  cause  an  impression  to  be  made  when  the 
type  wheel  had  been  brought  to  a  proper  position,  and 
describes  his  device  as  follows  :  ^^A  magnet  and  armature  are 
employed  in  effecting  the  movement  of  the  type  wheel,  so 
that  the  same  is  turned  to  the  required  position,  and  then,  by 
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an  independent  motion,  separately  controlled  from  that  of  the 
type  wheel,  the  impression  is  made,  so  that  the  type  wheel  can 
remain  after  it  is  adjusted,  or  be  again  moved  previous  to  the 
impression  being  made.  The  impression  is  made  on  a  strip  of 
paper  by  two  type  wheels,  so  that  the  printing  is  in  two  lines^ 
and  the  figures  and  fractions  for  denoting  the  prices  or 
quotations  are  contained  upon  a  wheel  and  combined  there- 
with. Letters  are  provided  for  printing  on  the  same  strip  of 
paper  to  denote  the  article  to  which  the  quotations  relate.  As 
the  different  machines  will  generally  be  but  a  short  distance 
apart,  it  is  preferred  to  make  use  of  two  or  more  wires 
communicating  through  the  entire  circuit  of  machines.  One 
of  these  wires  transmits  the  pulsations  of  electricity  that  act 
upon  a  magnet  and  adjust  the  type  wheel  to  the  proper  letter 
or  number.  The  other  wire  transmits  the  pulsations  of 
electricity  which,  acting  in  a  magnet,  produce  the  impression 
upon  the  paper.  In  the  drawings,  three  circuit  wires  are 
represented,  one  for  the  alphabet  wheel,  another  for  the 
number  or  figure  wheel,  and  the  third  for  giving  the 
impression ;  but  the  number  of  wires  employed  is  unlimited. 
*  *  *  The  two  type  wheels,  k  and  Z,  although  on  separate 
shafts,  stand  contiguous  to  each  other,  so  as  to  be  impressed 
separately  or  jointly  upon  the  same  strip  of  paper  that  is  fed 
along  beneath  them,  the  impression  from  the  respective  wheels 
forming  two  different  lines  of  printing.  *  *  *  Each -of 
the  wheels  I  and  k  has  a  blank  space  that  is  turned  toward  the 
paper  while  the  other  wheel  only  is  being  printed  from."  This 
blank  space  prevents  the  wheel  which,  for  the  time  being,  it  is 
not  desired  to  print  from,  from  making  impressions  on  the 
paper. 

The  independent  rotation  of  the  type  wheels,  as  distin- 
guished from  type  wheels  which  must  continuously  and 
necessarily  rotate  together,  is  the  principal  feature  of  the 
invention  of  the  second  claim,  and  it  is  not  a  prerequisite  to 
this  independence  of  rotation  that  each  wheel  should  be  under 
the  control  of  its  own  independent  magnet.    This  is  a  feature 
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of  the  Oalahan  machine,  bnt  it  is  not  a  part  of  the  second 
claim. 

The  claim  requires  that  each  type  wheel  shall  move  or 
rotate  by  magnetic  action  independently  of  the  other,  and 
that  it  shall  not  be  necessary  to  the  movement  of  one  that  the 
other  shall,  at  the  same  time,  be  rotated  also,  and  that  a  strip 
of  paper  and  one  impression  pad  shall  be  moved  up  against 
the  typ>e  wheels  by  a  magnet,  so  that  impressions  from  the 
characters  upon  either  or  both  wheels  may  be  made  upon  the 
strip  of  paper,  and  thus  a  message  may  be  printed  exclusively 
from  one  wheel,  or  may  be  printed  in  two  lines  from  the 
characters  on  both  wheels,  that  is,  by  the  united  or  joint  action 
of  both  wheels ;  but  it  is  not  a  requisite  that  this  printing 
shall  be  done  simultaneously. 

The  great  contest  in  this  case  was  in  regard  to  the  meaning 
of  the  word  "  jointly  ; "  the  defendants  insisting  that  it  meant, 
simultaneously,  and  the  plaintiff  insisting  that  it  meant,  by 
united  action,  or  acting  in  co-operation,  and  thus,  that  when 
there  was  occasion  to  use  both  letters  and  figures  upon  a  single 
strip,  as  is  usually  the  case  in  transmitting  stock  quotations, 
such  printing  could  be  done  in  two  lines,  by  the  united  or 
joint  action  of  the  two  wheels. 

The  latter  is,  in  my  opinion,  the  correct  interpretation  of 
the  claim,  for  three  reasons:  Ist.  The  improvement,  or  the 
advance  in  the  art,  did  not  in  fact  consist  in  simultaneous 
printing.  It  did  not  remedy  an  existing  evil,  and  was  not  the 
thing  which  the  patentee  apparently  wanted  to  accomplish. 
2d.  The  patent  does  not  mention  simultaneous  printing  as  a 
thing  which  the  instrument  was  necessarily  to  do ;  it  points 
out  that  the  wheels  were  so  arranged  with  reference  to  each 
other  that  they  could  be  used  on  one  strip  of  paper  jointly  or 
separately ;  that  is,  either  or  both  could  be  used  to  make  one 
message.  And,  when  both  were  used,  the  impression  from 
the  respective  wheels  foj*med  different  lines.  The  idea  which 
the  specification  and  the  claim  convey  is,  that  the  operator  can 
use  both  wheels,  and  so  a  double  line  message  can  be  produced 
by  their  joint  action ;  but  there  was  no  requirement  that  they 
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must  be  used  simultaneously.  3d.  While  the  Calahan  instru- 
ment, before  a  unison  device  was  added  to  it,  had  the  capacity 
of  simultaneous  printing,  such  printing  is  not  and  was  not 
supposed  to  be  of  practical  value.  The  defendants',  or  the 
Field,  instrument,  has  two  wheels ;  one,  a  figure  wheel,  and 
the  other  a  letter  wheel,  on  separate  shafts,  both  controlled  by 
magnetism,  and  each  moving  independently.  The  wheels 
print  by  their  united  action,  in  two  lines,  upon  one  strip  of 
paper  moved  up  by  a  press  pad,  and  can  print  by  the  use  of 
either  wheel  separately.  As  in  the  Calahan  machine,  both 
wheels  are  provided  with  a  blank  space,  which  is  turned 
towards  the  paper  while  the  other  wheel  is  being  printed 
from. 

The  difference  between  the  machine  of  the  Calahan  patent 
and  the  Field  machine  is  that  the  latter  has  a  device  by  which, 
after  a  wheel  has  ceased  to  print,  it  returns  automatically  to 
the  zero  point  and  is  locJced  there  before  the  other  wheel  can 
be  rotated.  In  the  opinion  of  the  defendants,  their  machine 
is  relieved  from  the  charge  of  infringement,  because  the 
wheels  do  not  move  independently  and  ci^nnot  print  simul- 
taneously. The  latter  suggestion  is  disposed  of  by  the 
conclusion  that  the  claim  does  not  require  such  printing.  The 
defendants  say  that  their  wheels  do  not  move  independently, 
because  it  is  a  '^  condition  of  the  rotation  of  one  wheel  that 
the  other  shall  first  be  brought  to  a  state  of  rest."  This  does 
not  prevent  independence  of  motion  in  the  sense  in  which 
Calahan  used  the  term  independent.  One  wheel  is  not  linked 
to  the  other,  so  that  both  must  rotate  together,  which  is  what 
he  desired  to  avoid.  Either  wheel  is  rotated  without  thereby 
rotating  or  moving  the  other,  a  result  which  he  desired  to 
gain. 

So  far  as  is  disclosed  by  the  record,  the  allegation  of 
infringement  is  sustained. 

The  next  point  is  in  regard  to  the  duration  of  the  Calahan 
patent,  the  defendants  insisting  that  no  injunction  can  issue, 
because  the  patent  expired  on  March  16th,  1885.  William 
Edward  Newton  received,  upon  a  communication  from  Elisha 
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W.  Andrews  and  Edward  A.  Calahan,  an  English  patent  for 
the  Calahan  invention,  which  was  sealed  on  Angnst  ^Ist, 
1868,  and  dated  March  16th,  1868,  the  day  on  which  the 
provisional  specification,  with  the  petition  of  Newton,  was 
filed  at  the  office  of  the  Commissioner  of  Patents.  The 
original  United  States  patent  to  Calahan  was  dated  April 
21st,  1868,  and,  from  the  copy  of  the  original  patent  which  is 
in  evidence,  it  appears  that  the  application  mast  have  been 
made  as  early  as  December  28tli,  1867. 

The  effect  of  the  16th  section  of  the  Act  of  March  2d> 
1861,  (12  U*  S.  Stat,  at  Zarge,  249,)  taken  in  connection  with 
section  6  of  the  Act  of  March  3d,  1839,  (5  Id.^  354,)  upon 
the  duration  of  United  States  patents  for  an  invention  which 
had  been  previously  patented  abroad,  has  been  frequently 
discussed,  {De  Florez  v.  Raynolda^  17  BUUchf.  C,  (7.  R,y 
436,)  but  I  am  not  aware  that  it  has  been  supposed  that  the 
6th  section  of  the  Act  of  1839  related  to  patents  which  were 
issued  by  the  United  States  before  an  English  patent  had  been 
sealed  and  published.  In  this  case,  the  English  patent  was 
sealed  four  months  after  the  patent  in  suit  was  issued,  and,  al- 
though the  English  patent  was,  when  published,  dated  on  March 
16th,  1868, 1  do  not  suppose  that  such  date  has  an  effect  upon 
the  life  of  the  subsequently  issued  United  States  patent. 

It  will  also  be  noticed,  that  the  application  for  the  United 
States  patent  was  made  before  the  provisional  specification  was 
filed  in  the  office  of  the  English  Commissioner  of  Patents. 
The  decision  of  Judges  Grier  and  Kane,  in  French  v.  liogersy 
(1  Fisli.^  133,)  in  1851,  wasto  the  effect  that  a  United  States 
patent  issued  after  the  issue  of  tlie  English  patent,  but  ap- 
plied for  before  the  date  of  the  application  for  the  English 
patent,  was  not  within  the  6th  section  of  the  Act  of  1839. 
This  point  was  left  undecided  by  the  Supreme  Court  in 
O^Reilly  v.  Morse,  (15  How,^  62,)  decided  in  1853. 

The  second  claim  of  the  original  Calahan  patent  was  as 
follows  :  "  Two. or  more  type  wheels,  separately  controlled  by 
magnetism,  and  arranged  side  by  side,  or  with  their  axes  on 
the  same  line,  so  as  to  be  impressed  jointly  or  separately  on 
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one  strip  of  paper,  snbstautially  as  and  for  the  purposes  set 
forth.'' 

The  second  claim  of  the  re-issne  does  not  enlarge  the  orig- 
inal claim  ;  it  is  a  more  exact  and  more  clearly  defined  state- 
ment of  the  invention  than  the  original  patent  contained,  but 
the  original  claim  woald  probably  have  received  the  same 
construction. 

There  should  be  a  decree  for  an  injunction  and  an  account- 
ing.   The  terms  of  the  decree  will  be  settled  upon  hearing. 

C.  L.  Buckingham  and  Dickerson  <&  Dickerson,  for  tl^e 
plaintiff. 

Samuel  A.  Duncan  and  JSoscoe  ConMing^  for  the  defend- 
ants. 


The  Cblluloid  Manufaotubino  Company 
The  CHROLrrHioN  Collar  and  Cuff  Company.    In  EQirnr. 

Letters  patent  No.  200,989,  granted  to  Rnfus  H.  Sanborn,  Charles  0.  Kanouse 
and  Albert  A.  Sanborn,  March  5th,  1878,  for  a  fabric  for  collars  and  cuffs,  the 
claim  of  which  is,  "  A  fabric  for  oeUars  and  cuffs,  or  other  similar  articles, 
having  outer  sheets  or  layers  of  celluloid  and  an  interlining  of  textile  or 
fibrous  material,  substantially  as  and  for  the  purposes  specified,"  are  valid. 

The  claim  is  infringed  by  making  a  sheet  of  celluloid,  and  placing  around  its 
four  edges  a  strip  of  textile  or  fibrous  material,  and  folding  it  over,  and  caus- 
ing it  to  adhere  by  heat  and  pressure. 

(Before  Cozr,  J.,  Southern  District  of  New  York,  April  8d,  1886.) 

CoxB,  J.  The  complainants  are  the  owners  of  letters 
patent,  No.  200,939,  granted  to  Rufns  H.  Sanborn,  Charles 
O.  Kanouse  and  Albert  A.  Sanborn,  March  5th,  1878,  for  a 
new  and  improved  fabric  for  collars  and  cnffs.  Tn  the  speci- 
fication the  inventors  declare:  "The  object  of  onr  invention 
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is  to  make  aD  improyement  in  collars  and  caffs,  and  like 
articles  of  wear,  which  may  be  worn  a  long  time  without  soil- 
ing, and  be  easily  renovated  for  continaed  wear,  by  prodncing 
them  of  celluloid,  or  other  forms  of  pyroxyline  or  soluble 
material  of  like  nature,  and  a  textile  or  fibrous  fabric,  in  the 
manner  following :  The  celluloid  A  is  prepared  in  thin  sheets, 
and  between  two  sheets  is  placed  a  sheet  of  muslin,  linen,  or 
other  textile  fabric  B,  to  give  increased  body,  elasticity,  and 
strength  to  the  whole ;  or,  in  place  of  the  textile  material,  a 
substance  of  the  nature  of  paper  may  be  used,  and  the  same 
end  be  answered.  The  union  of  the  celluloid  and  the  inner 
substance  may  be  effected,  as  above  shown,  in  sheets,  and  the 
articles  of  wear  be  cut  from  this  united  sheet  and  fitted  for 
use ;  or,  the  articles  of  wear  may  be  cut  from  the  separate 
sheets,  and  the  three  put  together  afterward  ;  and,  whenever 
united,  the  parts  together  are  submitted  to  suitable  pressure 
for  thoroughly  incorporating  them  into  one  body.  In  this 
way  collars,  cuffs,  shirt-fronts,  or  neck-ties,  etc.,  may  be  made 
durable,  and  of  a  material  sufficiently  ela8tic,'and  easily  kept 
clean,  for  the  surface  may  be  washed  the  same  as  earthen- 
ware." 

The  claim  is  as  follows :  "  A  fabric  for  collars  and  cuffs, 
or  other  similar  articles,  having  outer  sheets  or  layers  of  cel- 
luloid and  an  interlining  of  textile  or  fibrous  material,  sub- 
stantially as  and  for  the  purposes  specified." 

The  defences  are  lack  of  novelty  and  invention  and  non- 
infringement. 

Prior  to  the  patent,  the  great  utility  and  importance  of  a 
cheap  and  durable  material  for  collars  and  cuffs,  which  should 
have  the  appearance  of  linen  and  at  the  same  time  be  capable 
of  continuous  wear  without  washing  and  ironing,  had  long 
been  recognized.  To  supply  this  want  had  been  the  aim  and 
object  of  a  host  of  inventors.  The  problem  which  confronted 
them  was  by  no  means  easy  of  solution.  The  whole  material 
universe  was  searched,  and  a  great  variety  of  fabrics  and 
combinations  of  fabrics  were  adopted,  but  still  no  practical 
result  was  attained.     Always  some  important  requisite  was 
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lacking.  At  lenocth,  tlie  discovery  of  celluloid  and  other 
pjroxyline  compounds  offered,  apparently,  a  solution  of  the 
diflSculty.  Many  experiments  were  made,  but  the  complain- 
ants' assignors  were  the  first,  so  far  as  this  record  discloses, 
to  embody  in  tangible  and  practical  form  the  idea  which  had, 
perhaps,  vaguely  floated  through  the  minds  of  others.  All 
before  their  invention  was  tentative,  impracticable,  visionary. 
They  have  produced  the  required  fabric — a  fabric  having 
durability,  elasticity  and  lightness,  easily  cleansed,  inexpensive, 
and  of  the  proper  thickness  and  color;  a  fabric,  in  short, 
which  possesses  many  of  the  characteristics  of  linen,  and, 
when  made  into  collars  and  cufls,  enables  the  wearer  to  dis- 
pense with  the  services  of  the  launderer. 

No  one  had  previously  combined  all  these  advantages  or 
any  considerable  part  of  them.  The  novelty  of  the  invention 
is  not  negatived  by  any  of  the  patents,  American  or  foreign, 
introduced  by  the  defendants.  They  all  deal  with  pyroxyline 
in  a  liquid  or  semi-fluid  form,  as  a  paint,  as  a  coating,  and  not 
in  the  solid  form  used  by  the  complainants.  In  some  of  these 
patents  the  inventors  state  generally  that  the  compound  pro- 
duced by  them  may  be  used  upon  collars  and  cuffs  and  other 
textile  materials.  They  knew,  many  of  them,  what  was 
wanted,  but  they  did  not  know  how  to  produce  it.  So  one 
describes  with  anything  like  the  required  accuracy  the  fabric 
of  the  complainants.  The  burden  is  upon  the  defendants  to 
satisfy  the  Court  that  the  prior  descriptions  contain  such  a 
clear,  full  and  exact  statement  that  a  person  skilled  in  the  art, 
with  the  statement  before  him,  could  produce  the  fabric  in 
question.  Not  only  have  the  defendants  failed  in  this,  but 
the  proof  from  the  experts  as  well  as  from  those  in  the  em- 
ploy of  the  defendants  themselves,  is  positive  and  affirmative, 
that  the  information  derived  from  the  prior  patents,  singly  or 
combined,  will  not  produce  a  material  of  the  least  practical 
value  for  collars  or  cuffs.  Liquid  pyroxyline  cannot,  upon 
this  proof,  be  utilized  for  such  purpose.  The  law  requires 
something  beyond  mere  suggestion,  to  defeat  a  patent.  Pro- 
phesy will  not  do.     Facts,  not  theories,  are  needed.     The 
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conclusion  is  reached,  therefore,  that  the  inventive  faculty, 
and  not  mechanical  skill  alone,  was  required  to  produce  the 
invention  described  in  the  complainants^  patent,  and  that  the 
patent  is  valid. 

Upon  the  question  of  infringement,  there  is  more  diffi- 
culty. Upon  a  cursory  examination  of  the  defendants'  col- 
lars and  cuffs,  and  the  evidence  relating  to  the  manner  of 
their  manufacture,  the  C^ourt  might  hesitate  to  declare  in- 
fringement, but,  as  the  inquiry  proceeds,  the  more  deep 
seated  becomes  the  conviction  that  the  complainants'  rights 
are  encroached  upon. 

The  defendants  cut  a  single  sheet  of  chrolithion,  which  is  a 
substance  essentially  the  same  as  celluloid,  into  the  desired 
shape,  but  larger  than  the  finished  article.  A  narrow  strip 
of  textile  or  fibrous  material  is  placed  around  the  four  edges, 
which  are  then  folded  over,  and  by  heat  and  pressure  made  to 
adhere.  The  button  holes  are  strengthened  in  substantially 
the  same  manner.  Thus  it  will  be  seen  that  at  the  seam  or 
outer  edge,  where  increased  strength,  body  and  elasticity  are 
most  important,  where  the  principal  strain  comes,  and  where 
the  liability  to  tear  and  crack  is  greatest,  the  invention  of  the 
complainants  is  unquestionably  adopted.  At  these  points  the 
defendants  use  a  fabric  having  outer  layers  of  celluloid  and 
an  interlining  of  textile  material.  In  considering  this  ques- 
tion it  should  be  remembered  that  the  invention  is  not  for  a 
collar  or  cuff  but  for  a  fabric.  The  defendants  do  not  use  the 
fabric  for  the  interior  portion  of  their  cuff,  but  they  do  use  it 
at  the  edges  and  around  the  button  holes.  The  contention 
seems  to  be  that  they  do  not  infringe  because  they  do  not  use 
as  much  of  the  complainants'  fabric  as  the  complainants  do. 
The  inquiry  is,  first,  do  the  defendants,  at  the  edge  and  around 
the  button  holes  of  their  collars  and  cuffs,  use  a  fabric ;  and, 
second,  do  they  use  the  fabric  claimed  in  the  complainants' 
patent?  If  they  do,  then,  pro  tanto^  they  are  infringers. 
The  testimony  upon  this  subject  is  quite  convincing,  that 
there  has  been  a  studied  effort  on  the  part  of  the  defendants, 
from  the  first,  to  appro})riate  all  the  benefits  of  the  complain- 
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ante'  invention,  and  avoid  paying  tribute,  by  cleverly  devised 
bnt  nnBobstantial  variations.  The  defendants  might,  it  is 
true,  have  made  their  collars  and  cuffs  entirely  of  the  patented 
material,  but,  where  there  is  a  valid  patent  for  a  fabric,  any 
one  who  uses  the  fabric  without  license  is  an  infringer ;  and 
it  is  no  defence  to  urge  that  he  might  have  used  more,  or  that 
he  uses  less  than  the  patentee,  in  the  manufacture  of  similar 
articles.  If  he  uses  any  of  the  fabric,  he  uses  enough  to 
make  him  an  infringer. 

There  should  be  a  decree  for  the  complainants. 

William  Z>.  Shipmcm^  Frederic  H.  Betts  and  J.  E.  Hin- 
dan  Uyde^  for  the  plaintiff. 

Edwin  M,  Fdt  and  John  P.  AdamSy  for  the  defendant. 


James  Quinn 
The  New  Jersey  Lightebaoe  Company. 

The  captain  of  a  barge  owned  by  the  defendant  was  assisting  the  plaintiff  and 
other  employes  in  loading  the  barge  with  iron  rails.  Two  men  worked  on 
the  hand  winch,  the  captain  hooked  the  tongs  on  the  rails,  and  the  plaintiff 
was  one  of  two  men  who  guided  the  rails  into  the  barge  after  they  were 
hoisted  by  the  winch.  It  was  the  duty  of  the  man  who  was  at  the  tongs  to 
give  the  order  to  hoist.  TTie  captain  gave  the  order  prematurely,  and  a  rail 
fell  on  the  pluntiff  and  injured  him .  Hdd,  by  Wallace,  J.,  that  the  negli- 
gence of  the  captain  was  not  the  negligence  of  the  defendant,  and  by  Bbnedxot, 
J.,  that  it  was. 

(Before  Wallace  and  Bhiedict,  JJ.,  Eastern  District  of  New  York,  April  Vth, 
1886.) 

Wallace,  J.     The  plaintiff  was  injured  by  the  negligence 
of  the  captain  of  a  barge  owned  by  the  defendant,  while  en- 
gaged in  loading  the  barge  with  iron  rails.     Tbe  captain  at 
the  time  was  assisting  the  plaintiff  and  other  employes  in  the 
Vol.  XXIIL— 14 


210  EASTERN  DISTRICT  OF  NEW  YORK 

Quinn  «.  The  New  Jersey  Lighterage  Company. 

work.  In  loading  the  rails  two  men  worked  on  the  hand 
winch,  one  hooked  the  tonge  npon  the  rails,  and  two  pnshed 
and  guided  the  rails  into  the  barge  when  they  were  raised  by 
the  men  at  the  winch,  and  it  was  the  dnty  of  the  man  at  the 
tongs  to  give  the  order  to  hoist  to  the  men  at  the  winch, 
when  the  tongs  were  properly  hooked.  Prior  to  the  acci- 
dent, one  Lee  had  been  at  the  tongs,  and  the  captain  had 
been  helping  one  of  the  men  at  the  winch.  At  the  time  of 
the  accident,  the  captain  was  at  the  tongs,  and  the  plaintiff 
was  one  of  the  men  to  gnide  the  rails.  The  captain  gave 
the  order  to  hoist  prematurely,  and  the  rail  fell  npon  the 
-plaintiff,  inflicting  the  injuries  for  which  his  snit  was 
brought. 

Upon  the  trial,  the  judge  instructed  the  jury  that  the  neg- 
ligence of  the  captain  was  the  negligence  of  the  defendant, 
:and  the  motion  for  a  new  trial  raises  the  question  whether 
that  instruction  was  correct.  Stated  in  other  terms,  the  ques- 
tion is,  whether  an  employer  is  liable  to  an  employ^  for  the 
negligence  of  a  vice-principal  in  doing  the  doty  of  a  co-em- 
ploy 6  of  the  person  injured. 

It  was  assumed  at  the  trial,  that  the  recent  case  of  Chi- 
cago (&  Milwaukee  R.  JR.  v.  HosSj  (112  U.  /SL,  877,)  was  an 
adjudication  in  point,  which  is  controlling  in  this  Court,  and 
the  instructions  to  the  jury  were  given  in  consequence.  The 
only  question  in  that  case  was,  whether  the  corporation  de- 
fendant was  liable  to  an  engineer  managing  the  locomotive 
of  a  freight  train,  who  was  injured  in  consequence  of  the 
neglect  of  a  conductor  of  the  train  to  communicate  instrnc- 
tions  to  the  engineer  essential  to  the  safety  of  the  train,  the 
conductor,  by  the  regulations  of  the  corporation,  being  in  con- 
trol of  the  train  and  of  all  employes  on  it,  and  responsible  for 
all  its  movements.  The  Court  held  that  the  conductor  did 
not  occupy  the  position  of  a  co-employe  with  the  engineer. 
Mr.  Justice  Field,  delivering  the  opinion,  used  this  language, 
{p.  390  :)  *'  A  conductor,  having  the  entire  control  and  man- 
agement of  a  railway  train,  occupies  a  very  different  position 
from  the  brakemen,  the  porters,  and  other  subordinates  em- 
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ployed.  He  is,  in  fact,  and  should  be  treated  as,  the  personal 
representative  of  the  corporation,  for  whose  negligence  it  is 
responsible  to  subordinate  servants."  The  case  turned  upon 
this  point,  and,  it  having  been  ruled  against  the  defendant,  it 
was  not  necessary  to  decide  any  other  question.  The  con- 
ductor was  charged  with  the  duty  of  giving  instructions  in  the 
absence  of  which  the  engineer  could  not  perform  his  duties 
intelligently,  or  protect  himself  or  his  co-employes  from 
danger.  The  engineer  was  injured  in  consequence  of  the 
conductor's  failure  to  perform  this  duty.  As  he  was  not  a  co- 
empIoy6  of  the  engineer,  the  risk  of  the  conductor's  negli- 
gence was  not  among  those  incident  to  the  employment  which 
the  engineer  impliedly  assumed  when  he  engaged  in  the  serv- 
ice of  the  corporation. 

The  decision  is  of  marked  significance,  because  it  departs 
from  the  rule  established  by  the  Courts  in  England,  Kew 
York  and  Massachusetts,  and  other  Courts,  that  all  those  are 
fellow-servants  who  are  engaged  in  a  common  object,  in 
the  business  of  the  employer,  whether  they  are  of  the  same 
grade  of  authority  or  not.  The  doctrine  of  these  authorities 
is,  that  all  the  employes  of  the  same  employer,  engaged  in 
carrying  forward  the  same  general  enterprise,  although  in 
different  departments  and  in  different  ranks  of  supremacy, 
are  co-employ6s,  who,  by  the  implied  terms  of  their  employ- 
ment, assume  towards  the  employer  the  risks  arising  from 
the  negligence  of  any  of  their  number.  The  Ross  case,  on 
the  other  hand,  is  in  line  with  Cowlea  v.  Richmond  R,  jff., 
84  N.  a,  309 ;)  Chicago  R.  Co,  v.  Bayfield,  (37  Mich., 
205 ;)  WhaUn  v.  Centenary  Church,  (62  Mo.,  326 ;)  and  decis- 
ions in  Ohio  and  Kentucky,  cited  in  the  opinion. 

The  case  does  not  touch  the  question  here,  which  is  not 
whether  the  defendant  is  liable  to  a  subordinate  employ^  for 
the  negligent  act  of  the  captain  in  the  discharge  of  his  duty, 
but  whether  the  defendant  is  liable  for  the  negligence  of  the 
captain,  not  as  captain,  but  as  a  subordinate  employ^.  The 
solution  of  this  question  depends  upon  the  implied  obligation 
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assumed  by  an  employer  to  his  servant.  Unless  there  is  a 
breach  of  that  obligation,  there  is  no  negligence. 

Briefly  stated,  this  obh'gation  is,  that  the  employer  will 
not  expose  the  servant  to  any  unreasonable  hazards,  in  view 
of  the  nature  of  the  services  to  be  performed.  As  to  those 
things  which  are  to  be  done  by  the  employer  personally,  he 
undertakes  not  to  be  negligent.  As  to  those  things  which  he 
is  not  to  do  personally,  he  undertakes  to  use  due  care  to  see 
that  they  are  properly  done ;  and,  as  incidents  of  this  obliga- 
tion, he  is  to  use  due  care  to  provide  safe  appliances  and 
facilities  for  the  servant  in  the  service  to  be  performed,  and 
to  employ  competent  fellow-eervants  to  assist  him,  if  fellow- 
servants  are  required.  Those  things  which  are  to  be  done 
by  the  employer  personally,  are  employer's  duties,  and,  if 
he  delegates  them  to  others,  he  undertakes  for  their  proper 
discharge,  precisely  as  though  he  personally  were  to  discharge 
them. 

Conversely,  the  servant  who  engages  in  the  employment 
of  another  for  the  performance  of  specified  duties,  takes  upon 
himself  the  natural  and  ordinary  risks  and  perils  incident  to 
the  performance  of  such  services,  and,  in  legal  presumption, 
his  compensation  is  adjusted  accordingly.  Among  these  risks 
are  those  arising  from  the  carelessness  and  negligence  of  fel- 
low-servants, because  these  arc  risks  which  are  incident  to  the 
service,  and  he  can  as  effectually  guard  against  them  as  the 
employer.  This  has  been  deemed  the  law  by  all  the  authori- 
ties, beginning,  in  England,  with  Priestley  v.  Fowler^  (3  Mee. 
dk  TF".,  1,)  and,  in  this  country,  with  Murray  v.  South  Caro- 
lina R.  R.  Co,j  (1  McMullan^  385,)  and  FarweU  v,  Boston 
cfe  W.  R.  R.  Co.j  (4  Mete.,  49,)  and  the  doctrine  is  reiterated 
in  Bough  v.  Railway  Co.^  (100  U.  S.,  213.) 

If  it  is  within  the  contemplation  of  both  the  employer  and 
employ^,  that,  when  the  former  fully  discharges  his  duty  of 
preparation  and  general  supervision  for  the  particular  service, 
all  other  incidental  risks  are  assumed  by  the  latter,  and  are 
included  in  his  compensation,  it  follows  logically,  that  the 
employ^  can  only  allege  negligence  when  the  employer  has 
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failed,  either  in  persoQ  or  by  his  agents,  efficiently  to  dis- 
charge his  duty.  If  an  employer  does  not  undertake  respon- 
sibility to  a  servant  for  the  acts  which  are  ordinarily  to  be 
performed  in  the  service  by  a  co-servant,  there  is  no  reason 
why  he  should  be  held  liable  for  the  negligent  performance 
of  those  acts ;  and,  if  the  duty  negligently  performed  is  not 
the  master's  duty  but  a  servant's  duty,  the  servant  injured 
has  no  right  to  complain  unless  the  employer  was  negligent 
in  selecting  the  co-servant. 

The  distinction  between  the  acts  of  negligence^  for  which 
the  master  is  liable  and  those  of  which  the  employer  assumes 
the  risks,  is  well  stated  in  Ford  v.  Fitohburg  R.  R.  Co.^  (110 
Maas,^  240,  260,)  as  follows :  "  The  rule  of  law  which  ex- 
empts the  master  from  responsibility  to  the  servant  for  injur- 
ies received  from  the  ordinary  risks  of  his  employment,  in- 
cluding the  negligence  of  his  fellow-servants,  does  not  excuse 
the  employer  from  the  exercise  of  ordinary  care  in  supplying 
and  maintaining  suitable  instrumentalities  for  the  perform* 
ance  of  the  work  required.  One  who  enters  the  employment 
of  another  has  a  right  to  count  on  this  duty,  and  is  not  re- 
quired to  assume  the  risks  of  the  master's  negligence  in  this 
respect.  The  fact  that  it  is  a  duty  which  must  always  be 
discharged,  when  the  employer  is  a  corporation,  by  officers 
and  agents,  does  not  relieve  the  corporation  from  the  obliga- 
tion. The  agents  who  are  charged  with  the  duty  of  supply- 
ing safe  machinery  are  not,  in  the  true  sense  of  the  rule  relied 
on,  to  be  regarded  as  fellow-servants  of  those  who  are  engaged 
in  operating  it.  They  are  charged  with  the  master's  duty 
to  his  servant.  They  are  employed  in  distinct  and  inde- 
pendent departments  of  service,  and  there  is  no  difficulty  in 
distinguishing  them,  even  when  the  same  person  renders 
service  by  turns  in  each,  as  the  convenience  of  the  employer 
may  require.  In  one,  the  master  cannot  escape  the  conse- 
quence of  the  agent's  negligence ;  if  the  servant  is  injured  in 
the  other,  he  may." 

The  true  inquiry  in  this  case  is,  whether  the  character  of 
the  act  of  the  captain  was  one  which  it  was  incumbent  upon 
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the  defendant  to  see  properly  performed.  This  is  the  rule  of 
Crispin  v.  BafMU^  (81  If.  Z.,  616,)  where  it  was  held  that 
the  liability  of  a  master  for  an  injury  to  an  employ^,  occa- 
sioned by  the  negligence  of  another  employ^,  does  not  depend 
on  the  grade  or  rank  of  the  latter,  but  upon  the  character  of 
the  act  in  the  performance  of  which  the  injury  arises.  In 
that  case,  the  plaintiff  was  injured  by  the  act  of  the  manager 
and  superintendent  of  the  defendant's  factory,  who  carelessly 
started  a  wheel  while  the  plaintiff  was  occupied  with  the  ma- 
chinery. The  Court  below  refused  to  charge  that  this  was 
the  act  of  an  operative  for  which  the  defendant  was  not  liable, 
and  the  Court  of  Appeals  held  this  refusal  to  be  error,  and 
reversed  the  judgment.  Kapallo,  J.,  delivering  the  opinion 
of  the  Court,  approved  the  language  of  Church,  C.  J.,  in 
Flike's  Casey  (53  N.  F.,  649,)  as  follows :  "  The  true  rule,  I 
apprehend,  is  to  hold  the  corporation  liable  for  negligence  in 
respect  to  such  acts  and  duties  as  it  is  required  to  perform  as 
master,  without  regard  to  the  rank  or  title  of  the  agent  in- 
trusted with  their  performance.  As  to  such  acts  the  agent 
occupies  the  place  of  the  corporation,  and  the  latter  is  liable 
for  the  manner  in  which  they  are  performed.  This  was  also 
held  in  Hoke  v.  St.  Louie  R.  R.  Co.j  (11  Mo.  Ajp.  -ft.,  574,) 
where  it  was  determined,  that,  where  a  roadmaster  of  a  rail- 
road company,  having  superintendence  of  the  road  depart- 
ment, was  negligent  in  an  act  which  he  assumed  to  do  as  a 
mere  boss  of  a  gang,  and  a  workman  was  injured,  the  com- 
pany was  not  liable  as  for  the  negligence  of  a  vice-principal. 
The  Court  used  this  language :  '^  But,  just  as  the  tortious  act 
of  a  servant,  to  make  the  employer  liable,  must  pertain  to  the 
particular  duties  of  that  employment,  so  the  wrongful  act  of  a 
vice-principal  or  dUer  ego  must  be  an  act  done  by  him  as 
vice-principal.  The  fact  that  he  is  vice-principal  in  one  de- 
partment of  the  business  does  not  make  all  his  acts  the  acts 
of  a  vice-principal." 

Applying  the  rule  to  the  present  case,  where  the  captain 
of  the  barge  was  not  performing  a  captain's  duty  while  work- 
ing at  the  tongs,  but  that  of  a  common  laborer,  his  negligence 
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was  not  that  of  a  vice-principal  but  of  a  co-laborer.  If  he 
had  directed  any  of  the  men  assisting  the  plaintiff  to  do  that 
particular  part  of  the  work  which  he  undertook  to  do  him- 
self, as  he  might  have  done  if  he  had  seen  fit,  and  the  plaint- 
iflf-  had  been  injured  by  the  fault  of  the  one  thus  selected,  the 
defendant  would  not  have  been  liable  in  the  absence  of  proof 
that  the  captain  had  selected  an  incompetent  man  for  the 
place.  This  plaintiff  has  no  more  ground  of  complaint  than 
he  would  have  had  if  he  had  been  injured  by  the  carelessness 
of  any  of  his  fellow-laborers.  It  was  the  act  of  a  co-servant, 
and  among  the  risks  incident  to  the  employment,  which  the 
plaintiff  impliedly  assumed  when  he  engaged  in  the  work. 
The  captain  exercised  no  more  control  over  him  than  did  the 
other  laborers. 

A  new  trial  is,  therefore,  ordered. 

Benedict,  J.  The  opinion  filed  by  the  Circuit  Judge — 
who,  at  my  request,  sat  upon  the  hearing  of  the  motion  for  a 
new  trial  in  this  case — of  course  controls  the  decision  of  the 
Court  upon  the  motion. 

Under  such  circumstances,  there  is  no  occasion  for  a  de- 
tailed statement  of  the  reasons  which  impelled  the  ruling 
made  at  the  trial.  1  may,  however,  be  peruNtted  to  say,  that 
I  still  find  it  impossible  to  distinguish  this  case  in  principle 
from  the  case  of  Chicago  <&  MUwaukee  R,  R.  v.  Ross^  (112 
U.  S.,  377.) 

If,  as  was  held  in  that  case,  negligent  acts  of  a  conductor 
of  a  railroad  train,  causing  damage  to  a  subordinate  on  the 
train,  gives  the  subordinate  a  right  of  action  against  the  corpo- 
ration owning  the^  train,  because  the  conductor  commands  the 
railway  train,  and  directs  when  it  shall  start,  at  what  stations 
it  stops,  at  what  speed  it  shall  be  run,  and  has  the  management 
of  it  and  control  over  the  persons  employed  upon  it,  then,  it 
seems  to  roe,  that  it  must  be  held,  in  this  case,  that  the  negli- 
gent act  of  the  master  of  the  vessel,  which  caused  the  injury 
to  the  plaintiff,  at  the  time  employed  in  loading  the  vessel,  gives 
the  plaintiff  a  right  of  action  against  the  corporation  owning 


216  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  United  States  v,  SeamaD. 

the  vessel,  because  the  master  commanded  the  vessel,  directed 
when  it  should  sail  and  when  stop,  what  sail  should  be  car- 
ried, had  the  management  of  the  vessel,  and  control  over  the 
persons  employed  upon  it,  and,  in  addition,  had  power  to 
employ  and  discharge  persons  employed  upon  the  vessel,  in- 
cluding the  plaintiff,  to  say  nothing  of  other  functions  per- 
taining to  the  control  of  the  vessel  and  her  business,  not  pos- 
sessed by  the  conductor  of  a  railroad  train. 

Charles  J.  Patterson^  for  the  plaintiff. 

K  N.  Taft,  for  the  defendant. 


The  UNriED  States  vs,  Henry  Seaman. 

Section  6,511  of  the  Revised  Statutes  provides,  that  ''if,  at  any  election  for 
representative  or  delegate  in  Congress,  any  person  knowingly  personates  and 
votes,  or  attempts  to  vote.  In  the  name  of  any  other  person,"  he  shall  be  pun- 
ished. An  indictment  under  that  section  charged  such  attempt  to  vote  at 
such  election,  but  did  not  allege  that  the  defendant  attempted  to  vote  for  a 
representative  in  Congress.  At  the  trial,  the  Court  instructed  the  Jury  that 
they  were  authorised  to  find  the  defendant  guilty,  if  he  attempted  to  vote  at 
the  election  under  an  assumed  name.  After  conviction,  and  on  a  motion  in 
arrest  of  judgment :  Hdd^  that  the  instruction  was  erroneous. 

To  constitute  the  offence  it  was  necessary  the  person  should  have  voted,  or  at- 
tempted to  vote,  for  a  representative  in  Congress. 

(Before  Wallace,  Benkdict  and  Bbown,  JJ.,  Southern  District  of  New  York, 
AprU  Tth,  1885.) 

Wallace,  J.  The  defendant  was  tried  and  convicted 
upon  an  indictment  charging  him  with  a  fraudulent  attempt 
to  vote  in  the  name  of  another  person,  at  an  election  for  a 
representative  in  Congress,  had  and  conducted  under  the  laws 
of  the  State  of  New  York,  on  the  4th  day  of  November,  1884. 
The  indictment  did  not  aUege  that  the  defendant  attempted 
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to  vote  for  a  representative  in  CoogresB.  Nor  did  the  evi- 
dence upon  the  trial  show  such  an  attempt  specifically.  State 
and  local  officers  were  voted  for  at  that  election.  There  were 
seven  separate  ballots  and  separate  boxes.  Under  the  laws  of 
this  State,  separate  ballots  are  required,  for  representatives  in 
Congress,  from  those  which  contain  the  names  of  State  offi- 
cers and  local  officers.  It  appeared  by  the  evidence,  that  the 
defendant  presented  himself  at  the  polls,  and  handed  to  one 
of  the  inspectors  of  election  a  ballot  or  ballots,  when  a  ques- 
tion arose  as  to  his  right  to  vote  by  the  name  which  he  gave, 
and  he  was  arrested.  At  the  close  of  the  evidence,  the  coun- 
sel for  the  defendant  asked  for  an  instruction  that  the  defend- 
ant  be  acquitted  upon  several  grounds,  and,  among  them, 
because  there  was  no  proof  that  he  had  attempted  to  vote  for 
a  representative  in  Congress.  The  Court  refused  to  give  this 
instruction  to  the  jury,  and  instructed  them  that  they  were 
authorized  to  find  the  defendant  guilty  if  they  were  satisfied, 
upon  the  evidence,  that  he  attempted  to  vote  at  the  election 
under  an  assumed  name. 

The  question  is  now  made,  upon  a  motion  in  arrest  of 
judgment  and  for  a  new  trial,  whether  the  indictment  was 
sufficient,  and  whether  there  was  error  in  the  ruling  at  the 
trial.  The  offence  for  which  the  defendant  was  indicted  was 
created  by  §  19  of  the  Act  of  Congress  of  May  Slst,  1870, 
(16  U,  S.  Stat  at  Large^  l^j)  commonly  known  as  the  En- 
forcement Act,  and  is  now  found  in  section  5,511  of  the 
Revised  Statutes,  in  the  chapter  relating  to  crimes  against  the 
elective  franchise.  The  section  declares :  "  If,  at  any  election 
for  representative  or  delegate  in  Congress,  any  person  know- 
ingly personates  and  votes,  or  attempts  to  vote,  in  the  name 
of  any  other  person,  whether  living,  dead,  or  fictitious ;  or 
votes  more  than  once  at  the  same  election  for  any  candidate 
for  the  same  office ;  *  *  *  he  shall  be  punished  by  a  fine 
of  not  more  than  five  hundred  dollars,  or  by  imprisonment  not 
more  than  three  years,  or  by  both,  and  shall  pay  the  costs  of 
the  prosecution." 

Section  5,514  declares  that  whenever  the  laws  of  any  State 
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require  that  the  name  of  a  person  to  be  voted  for  as  represen- 
tative in  Congress  shall  be  contained  on  any  ballot  with  the 
names  of  other  persons  to  be  voted  for  at  the  same  election  as 
State,  municipal  or  local  oflScers,  it  shall  be  deemed  saflScient 
prvma  fade  evidence  to  convict  any  person  charged  with 
voting,  or  offering  to  vote,  unlawfully,  under  the  provisions 
of  that  chapter,  to  prove  that  the  person  so  charged  cast  or 
offered  to  cast  such  a  ballot  whereon  the  name  of  such  repre- 
sentative might  by  law  be  printed  or  contained.  Although 
the  language  of  section  5,51  L  is  sufficiently  broad  to  authorize 
a  conviction  when  the  accused  has  voted  or  attempted  to  vote 
in  the  name  of  another,  at  any  election  for  a  representative  in 
Oongress,  irrespective  of  the  fact  whether  he  voted  or  at- 
tempted to  vote  for  such  representative  or  not,  it  ought  not 
to  be  so  construed,  even  if  resort  could  not  be  had  to  section 
5,514  for  interpretation  of  its  meaning.  If  such  a  construc- 
tion were  admissible,  a  grave  doubt  would  be  suggested 
whether  Congress  had  not  transgressed  its  constitutional 
power,  by  creating  an  offence  which  it  is  the  exclusive  prov- 
ince of  the  State  to  create  and  punish. 

It  is  for  the  several  States  to  determine  by  their  own  laws 
how  their  own  officers  shall  be  elected,  who  may  or  may  not 
vote  for  such  officers,  and  what  act«  of  commission  or  omission 
respecting  the  exercise  of  the  elective  franchise,  in  the  elec- 
tion of  such  officers,  shall  be  criminal.  The  only  restriction 
upon  their  power  in  this  behalf  is  found  in  that  Article  of  the 
Constitution  {Amendment  15)  which  prohibits  the  State 
from  denying  or  abridging  the  right  of  citizens  to  vote  on 
account  of  race,  color,  or  previous  condition  of  servitude,  and 
the  appropriate  legislation  of  Congress  to  enforce  this  provi- 
sion. 

The  power  of  Congress  to  intervene  by  legislation  respect- 
ing such  offences  as  the  one  for  which  the  defendant  was 
tried  is  conferred,  if  it  has  been  conferred  at  all,  by  that 
clause  of  the  Constitution  {Art.  1,  Sec.  4,)  which  declares  that 
"  the  times,  places,  and  manner  of  holding  elections  for  sena- 
tors and  representatives  shall  be  prescribed  in  each  State  by 
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the  legislature  thereof ;  but  the  Congress  may  at  any  time  by 
law  make  or  alter  such  regulations,  except  as  to  the  places  of 
choosing  senators."    It  has  been  seriously  debated  whether 
the  power  to  regulate  the  "  times,  places  and  manner  of  hold- 
ing elections  "  includes  the  power  to  prescribe  any  regulations 
or  restrictions  upon  the  exercise  of  the  elective  franchise  by 
the  voters  of  the  States,  and  whether  any  interference  with 
the  authority  of  the  States  to  declare  who  shall  vote  or  shall 
not  vote,  and  what  penalties  shall  attach  to  unlawful  voting, 
or  for  the  violation  of  their  own  laws  concerning  elections,  is 
warranted  by  the  power  to  regulate  the  "  manner  of  holding 
elections."    It  has  been  contended  that  the  object  of  the  pro- 
vision was  simply  to  give  to  the  National  Government  the 
means  to  protect  itself  from  being  crippled  by  hostile  action 
of  the  States  in  refusing  to  provide  suitable  means  for  holding 
elections  for  representatives.     The  Supreme  Court,  however, 
have  decided  otherwise,  in  Ex  parte  Sieboldy  (100  U.  S,^  371,) 
and  Ik  parte  Clarke^  {100  U.  5.,  399,)  where  the  constitution- 
ality of  some  of  the  provisions  of  the  Enforcement  Act  was 
vindicated.    It  was  there  held,  that  Congress,  in  the  exercise 
of  its  lawful  authority,  could  make  the  violation  of  State  laws 
for  securing  the  purity  of  elections  by  State  officers  a  Federal 
crime;  but  the  Court  was  careful  to  confine  its  opinion  to  the 
constitutional  validity  of  such  legislation  when  it  was  legiti- 
mately exercised  to  regulate  elections  for  representatives  in 
Congress ;  and  Mr.  Justice  Bradley,  speaking  for  the  Court, 
in  Et  parte  Sieboldy  used  the  following  language  {p,  393) : 
"  In  what  we  have  said,  it  must  be  remembered  that  we  are 
dealing  only  with  the  subject  of  elections  of  representatives 
to  Congress.     If,  for  its  own  convenience,  a  State  sees  fit  to 
elect  State  and  county  officers  at  the  same  time  and  in  con- 
junction with  the  election  of  representatives.  Congress  will 
not  be  thereby  deprived  of  the  right  to  make  regulations  in 
reference  to  the  latter.     We  do  not  mean  to  say,  however, 
that  for  any  acts  of  the  officers  of  election,  having  exclusive 
reference  to  the  election  of  State  or  county  officers,  they  will 
be  amenable  to  Federal  jurisdiction ;  nor  do  we  understand 
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that  the  enactments  of  Congress  now  nnder  consideration 
have  any  application  to  such  acts." 

No  Act  of  Congress  should  be  interpreted,  unless  the  lan- 
guage used  admits  of  no  other  interpretation,  to  press  beyond 
the  certain  confines  of  constitutional  power,  ( United  States 
V.  Coomisj  12  PeterSy  72,)  and  especially  should  this  rule  be 
observed  in  the  interpretation  of  a  criminal  statute  relating 
to  offences  upon  the  border  line  of  the  national  jurisdiction. 
Such,  clearly,  would  be  the  character  of  the  statute  in  ques- 
tion if  it  explicitly  made  it  a  crime  to  vote  or  attempt  to  vote 
under  an  assumed  name,  for  a  State  or  county  officer,  at  any 
election  for  a  representative  in  Congress.  Such  a  statute 
would  not  only  be  of  doubtful  constitutionality,  but  no  doubt 
is  entertained  that  it  would  be  plainly  unconstitutional,  unless 
the  act  made  criminal  could  in  some  way  affect  the  election  of 
a  representative,  as  it  might  in  those  States  where  ballots  for 
the  State  or  local  officers  contain  also  the  name  of  the  candi- 
date for  representative. 

Aside  from  these  general  considerations,  a  clear  exposition 
of  the  meaning  of  the  section  is  furnished  by  section  5,514. 
That  section  can  have  no  application  if  it  is  unnecessary  to 
prove,  upon  the  trial  of  an  indictment  under  section  5,511, 
that  the  accused  voted  or  attempted  to  vote  for  a  representa- 
tive in  Congress.  It  demonstrates  the  intention  of  Congress 
to  legislate  only  to  the  extent  required  to  secure  an  honest 
and  unvitiated  election  of  representatives,  and  in  this  behalf 
not  to  make  any  act  penal  which  does  not  necessarily  militate 
against  this  object. 

Keading  both  sections  together,  it  seems  plain  that  the 
essence  of  the  crime  created  by  section  5,511  is  an  attempt  to 
vote  unlawfully  for  a  representative  in  Congress,  not  an  at- 
tempt to  vote  unlawfully  at  an  election  at  which  a  representa- 
tive may  be  voted  for.  The  indictment  should,  therefore, 
have  charged  that  such  an  attempt  was  made  by  the  defend- 
ant. 

As  there  was  no  such  averment,  the  defendant  was  im- 
properly convicted. 
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Benedict,  J.  I  am  of  the  opinion  that  the  defendant  is 
entitled  to  a  new  trial,  for  the  reason  that,  at  the  trial,  it  was 
conceded  by  the  District  Attorney  that  the  indictment  did  not 
aver  an  attempt  to  vote  for  representative  in  Congress. 

The  charge  to  the  jury,  to  which  no  exception  was  taken, 
shows  that  the  case  was  tried  upon  this  understanding.  If  it 
had  been  submitted  to  the  jury  to  say  whether  the  evidence 
satisfied  them  that  the  accused  attempted  to  vote  for  repre- 
sentative in  Congress,  and  the  jury  upon  such  a  charge  had 
found  the  accused  guilty,  I  incline  to  think  the  indictment 
sufficient,  after  verdict,  to  authorize  judgment.  The  imper- 
fect averment  of  the  indictment  would  have  been  cured  by 
such  a  verdict.  But  the  verdict,  taken  in  connection  with  the 
charge,  renders  it  plain  that  the  jury  did  not,  by  their  verdict, 
necessarily  find  the  accused  guilty  of  having  attempted  to 
vote  for  a  representative  in  Congress.  The  absence  of  such  a 
finding  entitles  the  accused  to  a  new  trial. 

Bbown,  J.  Construing  §  6,611  in  connection  with  §  6,514, 
I  think  the  offence  designed  to  be  created  and  punished  by 
the  statute  is  that  of  knowingly  personating  and  voting,  or 
attempting  to  vote,  in  the  name  of  any  other  person,  for  a 
representative  in  Congress,  and  not  for  such  an  attempt  to 
vote  for  any  State  oflScer  at  the  same  election.  Upon  this 
construction,  the  indictment  should  have  charged  an  attempt 
to  vote  for  a  representative  in  Congress,  and  not  merely  an 
attempt  to  vote  at  an  election  for  a  representative  in  Congress. 
{United  States  v.  Carllj  105  US.,  611;  United  States  v. 
Brittan,  107  U  S,,  656.) 

No  objection,  however,  was  taken,  at  the  trial,  to  the  form 
of  the  indictment.  In  fact,  it  was  erroneously  assumed  by 
the  counsel  for  the  accused,  that  the  indictment  did  charge  an 
attempt  to  vote  for  a  representative  in  Congress ;  and  the 
Court  was  requested  to  direct  an  acquittal  on  the  ground  that 
there  was  no  proof  that  the  defendant  offered  or  attempted 
to  vote  for  a  delegate  or  representative  in  Congress,  "as 
charged  in  the  indictment."    The  Court  denied  the  request. 
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and  instracted  the  jury  that  there  was  nothing  for  them  to  do 
but  to  find  whether  or  not  this  man  attempted  to  vote  at  this 
election,  under  the  name  of  Abraham  Levy,  -when  his  name 
was  not  Abraham  Levy ;  and  that,  if  he  did,  he  had  commit- 
ted this  offence. 

As  respects  the  natare  of  the  indictment,  according  to  the 
bill  of  exceptions,  the  following  occnrred:  "The  Court — 
Does  the  indictment  so  charge  ?  Mr.  Foster  (U.  S.  Attor- 
ney).— It  does  not  so  charge.  It  states  an  election,  but  don't 
state  who  he  attempted  to  vote  for." 

The  evidence  shows  that  there  were  seven  different  baUot- 
boxes,  one  of  which  was  for  a  representative  in  Congress,  and 
the  other  six  for  State  officers.  Upon  presenting  himself  and 
offering  to  vote,  the  accused  had  handed  to  one  of  the  in- 
spectors a  bunch  of  tickets,  or  ballots.  One  of  the  witnesses 
says :  "  A. — He  presented  himself  to  the  inspectors  and  of- 
fered to  vote  the  ballots.  Q. — Which  resembled  the  ballots 
you  had  been  offering  all  day  to  the  other  parties  ?  A. — Yes, 
sir.  Q. — You  didn't  take  them  and  scrutinize  them  t  A. — 
No,  sir."  From  this  evidence  and  other  similar  evidence,  I 
think  the  jury  might  have  found,  as  an  inference  of  fact,  in 
the  absence  of  all  contrary  evidence,  that  the  defendant  did 
attempt  to  vote  for  a  representative  in  Congress,  and  that  the 
refusal  to  charge  as  requested  was,  therefore,  proper.  It  is 
true,  also,  that  no  exception  was  taken  to  the  charge  as  made 
by  the  Court.  Had  it  not,  therefore,  distinctly  appeared,  from 
what  occurred  at  the  close  of  the  trial,  that  the  Government 
did  not  claim  a  conviction  upon  the  narrower  ground  of  an 
attempt  to  vote  for  a  representative  in  Congress,  but  upon  the 
broader  ground  that  he  had  simply  attempted  to  vote  at  all 
at  that  election,  the  defect  in  the  indictment  might  have  been 
regarded  as  cured  by  the  verdict,  since  it  plainly  appears,  from 
the  request,  that  the  defendant  was  not  misled  by  it.  From 
what  is  above  stated,  however,  it  seems  clear,  that  the  defect 
in  the  indictment  cannot  be  regarded  as  a  matter  of  form 
only.  The  jury  must  have  understood  that  they  should 
convict  the  defendant  if  he  voted  for  any  candidate  at  that 
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election ;  so  that  it  cannot  be  inferred  from  the  verdict  that 
they  meant  to  find  that  he  did  attempt  to  vote  for  a  repre- 
sentative in  Congress.     The  defect  in  the  indictment  is  not, 
therefore,  cured  by  the  verdict. 
The  verdict  should  be  set  aside. 

Benjamin  B,  Foster^  {Assistant  District  Attorney)^  for  the 
United  States. 

Charles  A.  Hess^  for  the  defendant. 


Thb  Prudential  Assurance  Company 

vs. 
The  JEtna  Life  Insurance  Company. 

A  life  insurance  company,  having  made  an  insurance  for  life  for  £8,000,  applied 
to  another  company  to  re-insure  $6,000  of  the  risk,  stating  that  it  was  willing 
rather  to  keep  $10,000  at  risk  on  the  life  than  buy  the  policy.  The  re-insur- 
ance being  made,  the  first  company  afterwards  procured  the  whole  risk  to  be 
re-insured:  HM,  that  this  did  not  vitiate  the  policy  of  re-insurance. 

(Before  Sbifman,  J.,  Connecticut,  April  14th,  1886.) 

Shipman,  J.  This  is  a  demurrer  to  the  second  defence  in 
the  defendant's  answer  to  the  plaintiff's  complaint  upon  a 
policy  of  life  insurance.  The  facts  admitted  to  be  true,  for 
the  purposes  of  pleading,  are  as  follows :  In  the  year  1854, 
the  National  Loan  Fund  Life  Assurance  Society,  which,  in  the 
year  1839,  had  issued  to  Edward  Lawson  its  policy  of  insur- 
ance upon  his  life  for  £3,000,  applied  to  the  defendant  to 
re-insure  $5,000  of  said  risk,  which  was  still  outstanding.  On 
making  said  application,  the  Society  represented  to  the  de. 
fendant,  in  order  to  induce  it  to  issue  a  policy  of  re-insurance 
for  said  sum,  that  the  risk  was  a  good  one,  a  most  excellent 
risk,  and  they  were  willing  rather  to  keep  $10,000  at  risk  on 
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the  life  than  bnj  the  policy ;  and  therefore,  upon  the  faith 
and  credit  of  the  representation  that  the  Society  would  keep 
$10,000  at  risk  on  said  life  rather  than  buy  the  policy,  the 
defendant  issued  to  said  Society  a  policy  of  re-insnrance  on 
Lawson's  life,  for  the  term  of  seven  years.  In  the  year  1861, 
on  the  expiration  of  this  term,  the  Society,  the  Dame  of  which 
had  been  changed  to  the  International  Life  Assurance  Society, 
desired  to  renew  said  policy  for  the  term  of  life.  The  defend- 
ant required  a  new  medical  examination  of  Lawson,  so  as  to 
show  his  physical  condition  at  that  time,  and,  the  same  being 
furnished,  upon  the  faith  and  credit  thereof  and  of  the  previ- 
ous representations  made  at  the  time  of  issuing  the  original 
re-insurance  policy,  the  policy  in  suit  was  issued. 

In  the  year  1866,  the  Society  re-insured  £500  of  its  said 
risk  in  the  Royal  Insurance  Company  of  London.  In  the 
year  1869,  the  Society  ceased  business  and  went  into  liquida- 
tion, and  a  liquidator  thereof  was  duly  appointed.  On  or 
about  March  30th,  1871,  the  Society  re-insured  the  entire 
risk  on  Lawson's  life.  Lawson  died  in  May,  1879,  having, 
shortly  before  his  death,  and  in  the  same  year,  surrendered  to 
the  plaintiff,  for  £690,  the  policy  issued  by  the  International 
Society  upon  his  life.  The  plaintiff  alleges  that,  on  March 
30th,  1871,  the  official  liquidator  of  the  Society  assigned  to 
the  plaintiff,  for  a  valuable  consideration,  the  defendant's 
policy  on  Lawson's  life,  now  in  suit.  This  is  denied  by  the 
defendant.  It  is  agreed  that,  from  March  30th,  1871,  until 
Lawson's  death,  the  premiums  on  said  policy  were  regularly 
paid  to  the  defendant  by  the  plaintiff. 

It  is  not  denied  that  the  representations  in  regard  to  the 
character  of  the  risk  were  true,  nor  is  the  willingness  of  the 
Society,  at  the  time  of  making  the  application,  to  keep 
$10,000  at  risk,  denied.  An  interpretation  of  the  language  of 
the  Society,  in  regard  to  its  willingness  to  keep  the  specified 
sum  at  risk,  is,  that  it  was  then  willing  or  then  wished  to  par- 
sue  that  course.  The  defendant  interprets  the  meaning  to  be 
that  the  Society  represented  that  it  would  keep  $10,000  at 
risk  rather  than  buy  the  policy.     The  non-performance  of  its 
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repreBentations  is  alleged  to  consist  in  the  re-insurance  of  £500 
in  1866,  and  a  re-insurance  of  the  whole  risk  in  1871,  after  it 
went  into  liquidation. 

Assuming  that  the  construction  which  the  defendant 
places  upon  the  language  of  the  original  insurer  is  correct  and 
that  it  promised  to  keep  the  specified  sum  at  risk  not  only 
through  the  life  of  the  policy  which  the  defendant  issued  in 
1854,  but  during  the  life  of  all  subsequent  policies  which  it 
might  issue  on  Lawson's  life,  and  that  it  promised  that,  upon 
going  into  liquidation,  no  re-insurance  should  be  effected,  the 
question  arises — is  the  failure  of  the  assured  to  comply  with 
an  oral  promissory  representation  in  regard  to  its  future  con- 
duct, made,  without  fraud  or  falsehood,  before  the  policy  was 
issued,  and  not  alluded  to  therein,  a  valid  defence  against  the 
insurer's  liability  upon  the  policy  ? 

This  subject  has  been  considered  recently  by  the  Supreme 
Court,  in  Ifis.  Co.  v.  Mowrj/j  (96  U.  S.,  644,)  and  by  the  Su- 
preme Court  of  Massachusetts,  in  Kimball  v.  jEtna  Ins.  Co.^ 
(9  AUetij  540.)  The  extended  discussion  which  was  given  in 
these  cases  to  the  subject  of  oral  promises  made,  without 
fraud,  prior  to  the  written  contract,  precludes  the  necessity  of 
any  lengthy  argument. 

The  authorities,  generally,  notice  the  distinction  between 
an  untrue  representation  of  a  material  existing  fact,  which 
makes  the  contract  a  nullity,  because  the  minds  of  the  parties 
never  met  and  there  was  no  agreement,  and  an  oral  promissory 
representation,  made,  without  fraud,  before  the  written  con- 
tract, in  regard  to  the  intention,  purpose  or  future  conduct  of 
the  promisor.  The  latter  class  of  representations,  unless  in- 
corporated in  the  policy,  are  of  no  importance,  because  "  the 
written  instrument  is  the  expression,  and  the  only  evidence, 
of  the  duties,  obligations  and  promises  to  be  performed  by 
each  party  while  the  insurance  continues.  To  make  the  con- 
tinuance or  termination  of  a  written  contract,  which  has  once 
taken  effect,  dependent  on  the  performance  or  breach  of  an 
earlier  oral  agreement,  would  be  to  violate  a  fundamental  rule 
of  evidence."  {Kimball  v.  j£tna  Ins.  Co.^  9  Allen^  540.) 
Vol.  XXIII.— 16 
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Mr.  Jostice  Gray,  who  delivered  the  opinion  in  this  case, 
further  says  :  '^  Bat  an  oral  representation  as  to  a  f atare  fact, 
honestly  made,  can  have  no  effect ;  for  if  it  is  a  mere  state- 
ment of  an  expectation,  subsequent  disappointment  will  not 
prove  that  it  was  untrue ;  and  if  it  is  a  promise  that  a  certain 
state  of  facts  shall  exist  or  continue  during  the  term  of  the 
policy,  it  ought  to  be  embodied  in  the  written  contract." 

The  insurer  is  at  liberty  to  compel  an  observance  of  prom- 
ises in  regard  to  future  conduct,  by  incorporating  them  into 
the  written  contract,  if  it  regards  a  performance  as  important, 
but  the  promise,  unless  embodied  in  the  contract,  is  not  a  part 
of  it.  All  things  to  be  done  by  one  or  the  other  during  the 
continuance  of  the  written  agreement,  upon  the  doing  of 
which  the  life  of  the  contract  depends,  must  appear  in  the 
agreement.  {Alston  v.  Mechanic  Ins,  Co.^  4  HiU^  329 ; 
Mayor  of  N.  Y.  v.  Brooklyn  Ins.  Co.^  4  KeyeSy  467 ;  Bryant 
V.  Ocean  Ins.  Co.,  22  Pick.^  200 ;  Ins.  Co.  v.  Mowry^  96  U. 
&,  644.) 

The  case  of  Fraill  v.  Baring ^  (10  «/wr.,  N.  &,  87,  and  8 
Big.  Life  dk  Ac.  Ins.  Cases^  233,)  is  not  inharmonious  with 
the  authorities  that  have  been  cited.  The  facts  of  that  case, 
as  stated  in  the  syllabus  in  Bigelow's  Cases,  are  as  follows : 
"  Insurance  Company  A,  (having  previously  granted  a  policy 
of  re-insurance  to  Insurance  Company  B,  on  the  life  of  L.  T., 
for  £3,000,)  on  the  10th  of  May,  1861,  offered  to  Insurance 
Company  C,  £1,000  of  the  risk,  stating  that  Ins.  Co.  D  had 
agreed  to  undertake  £1,000,  and  that  they  (Co.  A,)  would  re- 
tain £1,000.  Co.  C  accepted  the  proposal,  without  the  usual 
investigation  or  inquiries  into  the  age,  health  or  habits  of  the 
insured,  as  a  partnership  risk.  The  policy  granted  by  Co.  C 
was  dated,  and  the  premium  was  paid,  on  the  18th  May,  1861. 
Co.  A,  on  the  15th  May,  1861,  came  to  a  resolution  not  to, 
and  they  did  not,  in  fact,  retain  any  portion  of  the  risk ;  but 
this  resolution  and  the  course  of  action  upon  it  was  not  com- 
municated to  Co.  C.  In  1862,  the  insured  died  of  heart  dis- 
ease. Hddy  that  the  policy  granted  by  Co.  C,  was  void,  and 
must  be  delivered  up  to  be  cancelled." 
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The  gist  of  the  case,  as  shown  in  the  opinion  of  the  Vice 
Chancellor  and  of  the  Jadges  upon  appeal,  was  that,  when  the 
contract  was  perfected,  the  representation  which  had  been 
made  was  not  trne ;  and  that  the  change  of  intention  which 
took  place  before  the  contract  was  entered  into  should  have 
been  communicated  to  the  other  contracting  party.  The  cir- 
cumstances bring  the  case  within  the  principle,  that  an  untrue 
representation  of  a  material,  and  then  existing,  independent 
or  collateral  fact  affecting  the  risk,  vitiates  the  policy. 

I  have  not  thought  it  necessary  to  consider  whether,  upon 
a  fair  construction  of  the  representation  made  in  1854,  the 
policy  in  suit,  which  was  issued  in  1861,  was  properly  affected 
by  them,  or  whether  there  was  any  breach  of  the  promise. 

The  demurrer  is  sustained. 


£.  C.  Sendersofiy  for  the  plaintiff. 
Charles  J.  Cole,  for  the  defendant. 


The  Hastfobd  Woven  Wibb  Mattress  Company 
The  Peerless  Wire  Mattress  Company.    In  Equtiy. 

Re-issued  letters  patent  No.  7,704,  granted,  May  29Ui,  1877,  to  the  Hartford 
Woven  Wire  Mattress  Company,  as  assignee  of  John  M.  Famham,  for  an 
improvement  in  bedstead  frames,  (the  original  patent  having  been  dated 
November  80th,  1879,)  are  valid. 

The  claims  of  the  re-issne  are  capable  of  snoh  oonstraction  as  to  make  them  no 
expansion  of  the  original  patent. 

A  device  which  incorporates  the  parted  invention  and  all  its  beneficial  re- 
sults does  not  avoid  infringement  by  superadding  another  result. 

Letters  patent  No.  109,446,  granted  to  George  C.  Perkins,  November  22d,  1870, 
for  an  improvement  in  woven  wire  fabrics  for  mattresses,  are  invalid,  be- 
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eaoee  they  oorer  only  a  matt^  of  ready  medbankal  adjnalmeiit,  and  not  an 
ioTeotion. 

(Before  Ssofmam,  J.,  Connectieot,  Aprfl  14fth.  1885.) 

Shifmak,  J.  This  is  a  bill  in  equity  to  restrain  the  alleged 
infringement  of  re-issaed  letters  patent,  Ho  7,704,  granted, 
May  29th,  1877,  to  the  plaintiff,  as  assignee  of  John  M.  Fam- 
ham,  for  an  improvement  in  bedstead  frames ;  and  also  of 
letters  patent  No.  109,446,  granted,  November  22d,  1870,  to 
George  C.  Perkins,  for  an  improvement  in  woven  wire  fabrics 
for  mattresses.  The  original  Famham  patent  was  dated  No- 
vember 30th,  1869. 

The  description  of  the  Famham  invention,  as  given  in  the 
original  and  re-issued  specifications,  is  contained  in  the  opin- 
ion of  this  Court  in  Woven  Wire  Mattress  Co.  v.  Wire  WA 
Bed  Co.,,  (8  Fed.  Rep.,  87.)  The  fonr  claims  of  the  re-issne 
are  as  follows :  '^  1.  The  combination  of  the  side  bars  and  end 
bars,  and  elastic  coiled-wire  fabric  D,  attached  only  to  the  end 
bars,  with  the  end  bars  of  the  frame  elevated  above  the  side 
bars,  so  that  the  fabric  will  be  suspended  above  the  side  bars 
from  end  to  end  of  the  frame.  2.  The  combination,  in  a  re- 
movable  bed-bottom,  or  bedstead  frame,  of  the  side  bars  A, 
standards  or  comer  pieces  B,  end  bars  C,  and  the  elastic  fab- 
ric D,  combined  and  arranged  substantially  as  and  for  the 
purposes  specified.  3.  The  inclined  double  end  bars  C  of  a 
bedstead  frame,  arranged  substantially  as  and  for  the  purpose 
herein  shown  and  described.  4.  The  standards  B,  con- 
structed as  described,  arranged  longitudinally,  adjustable  on 
the  side  bars  of  a  bedstead  frame,  to  permit  the  inclined  end 
bars  to  be  set  a  suitable  distance  apart,  as  set  forth.^'  The 
third  and  fourth  claims  are  substantially  identical  with  the 
two  claims  of  the  original  patent. 

The  object  of  the  invention  was  to  provide  a  frame  by 
means  of  which  the  elastic  woven  wire  fabric  which  is  the 
subject  of  letters  patent  to  Franz  Rudolph  Wegman,  dated 
March  6th,  1865,  could  be  conveniently  and  securely  held. 
The  invention  consisted  in  clamping  the  two  ends  only  of  the 
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fabric  between  doable  inclined  end  bars,  so  that,  the  entire 
strain  of  the  weight  upon  the  bed-bottom,  being  lengthwise 
rather  than  crosswise,  and  in  the  direction  of  the  greatest 
elasticity  of  the  fabric,  will  also  come  upon  the  edge  only  of 
the  end  bars ;  and  further  consisted  in  connecting  the  side 
bars  and  end  bars  by  longitudinally  adjustable  standards  or 
comer-pieces,  which  would  permit  the  inclined  end  bars  to  be 
adjusted  so  as  to  stretch  the  fabric,  if  desired. 

The  object  of  the  first  claim  of  the  re- issue  was  to  enlarge 
the  patent,  so  that  inclined  end  bars  need  not  be  indispens- 
able, but  that  the  invention  should  be  made  to  consist,  so  far 
as  those  bars  are  concerned,  in  end  bars  elevated  above  the 
side  bars.  This  elevation  necessarily  results  from  the  method 
in  which  the  frame  is  constructed,  but  the  feature  of  the  in- 
vention which  was  a  novelty,  and  which  gave  to  the  first 
claim  of  the  original  patent  its  value,  was  the  inclined  end 
bars. 

So,  also,  the  words  "  attached  only  to  the  end  bars  "  are 
an  undue  enlargement  of  the  original  patent,  if  the  invention 
is  permitted  to  depend  upon  that  feature.  At  the  same  time, 
that  feature  is  a  part  of  the  structure  which  indispensably 
belongs  to  it,  and  which  the  drawings  exhibited,  and,  when 
the  claim  is  limited,  as  it  must  be,  to  double  inclined  end 
bars,  there  is  no  expansion  of  the  original  patent.  It  is  a 
matter  of  common  knowledge  that  the  fabric  was  always  at- 
tached only  to  the  end  bars,  in  the  sense  that  it  was  supported 
entirely  by  those  bars.  The  curtain  or  fringe  whicli  some- 
times hung  from  the  end  rails  to  the  side  rails,  as  an  orna- 
ment or  finish,  never  was  attached  to  the  side  bars,  so  as  to 
have  any  "  pull "  upon  them. 

The  intent  of  the  second  claim  of  the  original  patent  was 
to  eliminate  the  inclination  of  the  end  bars,  and  the  longitud- 
inal adjustment  of  the  standards,  from  the  description  of  the 
invention.  But  the  claim  must  be  construed  to  require  both 
those  features,  or  their  manifest  equivalents,  known  to  be  such 
at  the  date  of  the  invention.     While  protesting  against  this 
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construction  of  the  1st  and  2d  claims,  the  learned  counsel  for 
the  defendant  admits  that  it  leaves  to  them  life  and  validity. 

The  novelty  of  the  Ist  and  3d  claims  was  considered  and 
sustained  in  the  Wire  Web  Bed  Case^  (8  Fed,  Rep.^  87,)  and 
by  Judge  Blodgett,  in  WhUUeaey  v.  Anies^  (9  Bisa.^  225.) 

The  infringement  of  these  claims  can  hardly  be  doubted, 
after  the  testimony  of  the  president  of  the  defendant  corpora- 
tion, who  admits  that  his  company  sold  frames  with  inclined 
end  rails,  though  he  denies  that  they  were  intentionally  made 
so  as  to  infringe. 

The  standards  of  the  2d  and  4:th  claims  are  thus  described 
in  the  specification  of  the  re-issue :  ^^  To  the  ends  of  each  side 
bar  are  secured,  by  means  of  bolts  a  a,  upward-projecting 
standards  B  B,  made  of  metal  or  other  suitable  material* 
These  bolts  pass  through  short  longitudinal  slots  in  the  stand- 
ards, whereby  the  latter  may  be  adjusted  to  stretch  the  cloth, 
where  desired.  These  standards  are  grooved  or  have  ribs  on 
their  inner  sides,  by  which  the  ends  of  the  end  bars  £  E  are 
held.  The  end  bars  connect  the  side  bars  and  their  standards 
with  each  other.  *  *  *  The  end  bars  are  held  in  inclined 
positions,  as  shown  in  Fig.  1,  by  the  ribs  or  grooves  in  the 
standards,  and  are  held  in  place  by  means  of  screws  c,  which 
are  fitted  through  the  standards,  or  by  other  equivalent  de- 
vices." These  standards  are  upwardly-projecting  iron  chairs, 
to  which  the  end  bars  are  fastened  and  in  which  they  rest, 
and  which  are  secured  to  the  side  bars  by  bolts  passing  through 
slots,  and  thus  the  side  bars  are  longitudinally  adjustable,  so 
that  the  end  bars  may  be  moved  to  tighten  the  fabric.  It  is 
plain,  the  elastic  bed-bottom  being  suspended  entirely  from 
the  end  bars,  that  a  great  strain  will  come  upon  them,  and 
that  each  bar  must  be  firmly  secured  to  each  of  its  neighbors. 
This  necessity  calls  for  a  standard  or  support  which  shall  bind 
the  bars  together,  so  that  the  strain  shall  not  move  them,  and 
yet  it  must  be  capable  of  adjustment,  so  that  the  fabric  may 
be  tightened  or  loosened,  if  need  be. 

The  novelty  of  the  standard  is  attacked  by  letters  patent 
No.  26,575,  granted  to  A.  M.  Dye,  December  27th,  1859. 
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The  object  of  his  invention  was  *'  to  obtain  a  facile  mode  of 
straining  or  tightening  the  webbing  of  the  (bed)  bottom,"  and 
consisted  in  attaching  the  end  bars  to  the  side  bars  by  means 
of  dove-tailed  projections  upon  the  bottom  of  the  end  bars, 
which  slide  in  dove-tailed  slotted  sockets,  which  are  attached 
to  tlie  tops  of  the  side  bars,  and  by  a  screw-bolt  which  passes 
through  a  hole  in  the  dove-tailed  projection,  and  beyond  it 
into  the  slot,  and  is  held  firm  by  a  nut  which  presses  against 
the  projection. 

This  is  a  method  of  fastening  the  side  bars  and  end  bars 
together,  and  of  longitudinal  adjustment  of  the  side  bars  for 
the  purpose  of  tightening  the  webbing,  but  is  a  very  different 
thing  from  the  longitudinally  adjustable  standard  of  Famham, 
which  rigidly  binds  end  bars  and  side  bars  together.  The 
Dye  arrangement  has  no  standard.  On  the  contrary,  the 
end  bar  slides  in  a  slotted  socket  attached  to  the  top  of  the 
side  bar.     The  two  systems  are  upon  a  different  principle. 

The  defendant  uses  the  Famham  standard  without  a  slot 
in  the  standard,  but  it  is  made  longitudinally  adjustable  on 
the  side  rail  in  the  following  way  :  A  slot  is  made  in  the  rail, 
into  which  a  projection  on  the  inside  of  the  standard  enters; 
and  a  screw-bolt  runs  longitudinally  through  this  projection, 
and  holds  the  side  bar  firmly  in  its  place,  and  is  capable,  also, 
of  adjusting  the  side  bars  relatively  to  the  end  bars. 

In  the  plaintiff's  device,  the  slots  are  in  the  standard  and 
the  bolts  pass  laterally  through  the  slots.  In  the  defendant's 
device,  the  slot  is  in  the  rail  and  the  bolt  passes  longitud- 
inally through  the  slot.  In  each  case,  the  standard  is  longi- 
tudinally adjustable  on  the  side  rails,  for  the  purpose  of  per- 
mitting the  end  bars  to  be  set  at  a  suitable  distance  apart. 
The  change  in  the  location  of  the  slot  makes  it  necessary  that 
the  screw  which  holds  the  rail  and  the  standard  together 
should  move  longitudinally  instead  of  laterally.  Thus  far, 
there  is  no  change  in  function  ;  there  is  merely  a  mechanical 
change  in  the  form  and  arrangement  of  the  parts.  In  the  de- 
fendant's device,  the  screw  is  of  itself  available  in  stretch- 
ing the  fabric,  whereas,  in  the  plaintiff's  device,  the  fabric 
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muBt  be  stretched  by  some  force  extrinsic  to  the  standard, 
and  the  screws  hold  it  after  it  is  stretched.  The  defendant 
has  thus  obtained  an  effect  additional  to  the  one  theretofore 
prodncedy  bnt,  having  taken  the  Famham  standard  and  all 
its  beneficial  results,  the  infringement  is  not  mitigated  be- 
cause another  result  has  been  superadded. 

The  Perkins  patent  was  for  an  improvement  upon  the 
Wegman  patent  of  March  6th,  1865.  The  Wegman  inven- 
tion consisted  "in  constructing  a  mattress  of  spiral  wire 
springs,  linked  or  braided  together  and  stretched  upon  a 
frame.  *  *  *  The  springs  are  made  of  steel  or  other 
wire,  wound  into  a  spiral  form  by  proper  machinery,  and 
linked  together  so  that  each  convolution  of  the  spring  passes 
through  two  or  more  of  the  adjoining  springs."  The  pat. 
entee  also  said  that  the  spiral  wire  springs  will  ordinarily 
be  arranged  double,  that  is,  consisting  of  two  series  of 
springs  interwoven  together,  but  that  a  greater  number  of 
spirals  can  be  linked  together,  to  give  greater  strength  and 
stifi^ness  to  the  web. 

The  Perkins  invention  is  said,  in  the  specification  of  the 
patent,  to  consist  '^  in  forming  cords  of  several  spiral  metallic 
springs  in  parallel  coils,  wound  together  in  the  manner  here- 
inafter described,  and  also  in  weaving  them  into  a  woven  wire 
fabric  of  any  of  the  usual  forms,  made  of  coiled  wire,  for  the 
purpose  of  stiffening  such  portions  as  may  be  necessary.'' 
Condensing  somewhat  the  language  of  the  specification,  ^'  the 
spirals  which  form  the  cords  are  woven  or  coUed  together 
so  that  the  convolutions  of  one  wire  lie  close  to  and  paral- 
lel with  the  next.  The  cords  can  be  formed  by  introducing 
the  end  of  each  coil  separately  at  one  end  of  the  cord  and 
turning  it  through  to  the  other  end."  In  mattresses,  these 
cords  are  placed  near  the  edge,  and  are  also  placed  at  dis- 
tances apart  through  the  fabric,  so  as  to  give  it  the  desired 
stiffness. 

From  the  quotation  which  has  been  given  from  the  Weg- 
man patent,  from  the  history  of  the  improvement  as  detailed 
by  the  witnesses,  and  from  inspection  of  the  article  itself. 
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it  appears  that  the  improvement  was  not  an  invention,  but 
was  a  matter  of  ready  mechanical  adjustment.  The  recent 
decisions  of  the  Supreme  Court  are  emphatic  in  demanding 
for  a  patentable  invention  more  than  the  novelty  and  utility 
which  may  be  expected  to  result  Irom  the  special  knowledge 
and  intelligent  skill  of  the  mechanic  in  the  branch  to  which 
the  invention  belongs.  {HoUister  v.  Benedict  Mfg.  Co.j  113 
U.  S.J  69  ;  Thompson  v.  BoisselieVy  114  Id.^  1.) 

Let  there  be  a  decree  for  an  injunction  and  an  accounting 
with  respect  to  the  Farnham  patent,  and  for  a  dismissal  of  so 
much  of  the  bill  as  relates  to  the  Perkins  patent.  The  costs 
pertaining  to  each  issue  are  to  be  taxed  in  favor  of  the  suc- 
cessful party,'  but  the  excess  only  of  one  sum  over  the  other  is 
to  be  paid. 

Charles  E.  PerkinSj  for  the  plaintiff. 

William  Edga/r  Simonds^  for  the  defendant. 


Louis  Wikdmulleb  and  others 

'08. 

William  H.  Eobertson. 

Ordinarj  beans  are,  under  the  Act  of  March  3d,  1888,  (22  U.  8,  Stat,  at  Large, 
488,)  dutiable  as  provisions,  in  Schedule  G,  (604,)  at  10  per  cent,  ad  valorem. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  May  8th,  1886.) 

Wheeler,  J.  This  is  a  suit  to  recover  back  duties  exact- 
ed under  the  Act  of  March  3d,  1883,  (22  U.  S.  Stat,  at  Zarge^ 
488,)  upon  importations  of  beans.  Under  this  Act,  drugs, 
barks,  beans,  &c.,  not  edible,  and  in  a  crude  state,  (517,)  and 
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plants,  trees,  shrabs,  and  vines  of  all  kinds  not  otherwise  pro- 
vided for,  and  seeds  of  all  kinds,  except  medicinal  seeds  not 
specially  ennmerated  or  provided  for,  (520,)  are  free;  and 
vegetables  in  their  natural  state  or  in  salt  or  brine,  not  spe- 
cially ennmerated  or  provided  for,  are,  in  schedule  G,  under 
the  head  of  provisions,  made  subject  to  a  duty  of  ten  per 
centum,  (504 ;)  and  garden  seeds,  in  schedule  N,  except  seed 
of  tlie  sugar  beet,  are  made  subject  to  a  duty  of  twenty  per 
centum  (513.)  A  duty  of  twenty  per  centum,  as  for  garden 
seeds,  was  exacted ;  the  importers  protested  that  the  beans 
were  free,  as  seeds,  or  subject  to  a  duty  of  ten  per  centum 
only.  The  jury,  under  instructions,  found  that  the  beans 
were  neither  garden  seeds,  nor  seeds,  in  the  sense  of  the  stat- 
ute, and  returned  a  verdict  for  the  excess  above  ten  per 
centum.  The  principal  question  now  is  as  to  the  correctness 
of  this  finding.  Beans  are  vegetables,  and  are  mentioned  as 
examples  of  such,  in  Webster's  Dictionary.  They  are  raised 
for  food,  and  properly  fall  under  the  head  of  provisions. 
They  are  not  specially  enumerated  or  provided  for  anywhere 
in  the  Act,  unless  they  are  under  the  general  name  of  seeds 
or  garden  seeds.  A  few  only  of  all  that  are  raised  are  used 
for  seed.  They,  are  not  commonly  spoken  of  as  seeds,  but 
are  known  as  an  article  of  food,  by  their  name  of  beans. 
Those  not  edible  are  free  by  the  other  provision  of  the  Act. 
If  that  division  had  not  been  intended  for  the  purpose  of 
leaving  those  edible  dutiable  with  other  provisions,  it  would 
be  useless.  Tlie  fair  meaning  of  all  these  provisions  of  this 
Act  seems  to  be  to  make  all  ordinary  beans  dutiable  at  ten  per 
cent.  The  verdict,  being  in  accordance  with  this  view,  ap- 
pears to  be  right,  as  to  this  question. 

Henry  E.  Tremaine^  for  the  plaintiflE. 

Samud  B.  Cla/rhe^  {Assistant  District  Attorney^  for  the 
defendant. 


MAY,  1885.  235 


McEiDoey  v,  Rosenband. 


Herbert  G.  MoEinney  vs.  Ja.cob  Eosenbaitd  and  others. 

Merchants,  though  knowing  that  they  are  in  some  difficulty,  so  long  as  they 
haye  a  reasonable  expectation  of  extricating  themselves,  cannot  be  charged 
with  a  fraudulent  diversion  of  their  property  from  firm  creditors,  for  simply 
drawing  moneys  upon  private  account,  within  small  and  reasonable  limits, 
whether  for  the  payment  of  their  individual  expenses,  or  the  payment  of  their 
honest  individual  obligations. 

(Before  Brown,  J.,  Southern  District  of  New  York,  May  19Ui,  1885.) 

Brown,  J.  The  defendants,  being  in  bnsiness  as  copart- 
ners, under  the  name  of  J.  &  B.  Rosenband,  on  the  3d  of 
January,  1885,  made  a  general  assignment  for  the  benefit  of 
their  creditors.  In  this  action,  brought  upon  partnership 
claims,  the  plaintiff^  on  the  12th  of  February,  1885,  obtained 
an  attachment  in  the  State  Court,  against  the  property  of 
both  defendants,  on  the  ground  that  they  had  ^'assigned, 
*  secreted  and  disposed  of  property,  witli  intent  to  defraud 
their  creditors."  The  suit  having  been  removed  into  this 
Court,  a  motion  is  now  made  to  dissolve  the  attachment 

The  only  act  proved  that  is  alleged  to  be  fraudulent  as  to 
creditors,  is  the  appropriation  by  Jacob  Rosenband,  one  of  the 
defendants,  of  the  sum  of  $748.50,  from  the  funds  of  the 
firm,  during  the  month  of  December,  1884 ;  viz.,  $355  to  pay 
his  individual  debt  to  one  Bluhmberg ;  $300  to  pay  a  just 
debt  to  his  sister  Jennie ;  and  $93.50  to  defray  a  part  of  her 
wedding  expenses.  The  entire  drafts  of  Jacob  Rosenband 
from  the  firm  during  the  year,  on  private  account,  including 
the  three  items  last  mentioned,  amount  to  $2,252.94.  His 
partner,  during  the  year,  drew,  on  private  account,  $2,321.03. 
And  these  were  not  unreasonable  considering  their  business. 

It  is  urged  that  the  use  of  firm  moneys  for  the  payment 
of  individual  obligations  is  a  violation  of  the  rights  of  co- 
partnership creditors  in  the  distribution  of  the  joint  and 
separate  estates — a  right  that  exists  upon  the  equitable  mar- 
shalling of  assets ;  and  that  such  an  appropriation  of  the  firm 
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moneys  is,  therefore,  legally  frandnlent  as  to  creditors.  I 
have  much  doubt  whether  §  636  of  the  New  York  Code  of 
Civil  Procedure,  by  the  words,  "  with  intent  to  defraud  his 
creditors,"  is  designed  to  include  any  such  injury  to  the  mere 
equitable  rights  of  the  firm  creditors  as  against  individual 
creditors,  prior  to  a  condition  of  known  and  acknowledged 
insolvency ;  or  prior  to  some  act,  such  as  an  assignment  of 
their  property,  that  in  itself  calls  for  an  equitable  marshalling 
of  assets  as  between  the  joint  and  individual  creditors.  Until 
actual  insolvency  arises,  no  such  right  practically  exists.  In 
the  present  case,  it  is  not  so  clearly  established  that  the  in- 
solvency of  the  firm,  and  its  inability  to  continue  its  business, 
were  so  far  known  in  December,  at  the  time  when  the  small 
payments  in  question  were  made,  as  to  justify  the  application 
of  the  principle  contended  for  to  this  case.  The  mere  fact, 
subsequently  proved,  that  they  were  at  the  time  insolvent,  is 
not  sufiicient.  Merchants,  though  knowing  that  they  are  in 
some  difficulty,  so  long  as  they  have  a  reasonable  expectation 
of  extricating  themselves,  cannot  be  charged  with  a  fraudu- 
lent diversion  of  their  property  from  firm  creditors,  for  simply 
drawing  moneys  upon  private  account,  within  small  and  rea- 
sonable limits,  whether  for  the  payment  of  their  individual 
expenses,  or  the  payment  of  their  honest  individual  obliga- 
tions. 

The  attachment  in  this  case  should  be  dissolved. 

S.  F.  Kneeland^  for  the  plaintiff. 
Angel  cfe  Ward^  for  the  defendants. 
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In  be  Israel  Joseph  and  Joseph  A.  Joseph,  Baneritpts. 

The  reftisal  to  grant  a  discharge  to  a  hankmpt,  on  his  application  therefor, 
under  g  5,110  of  the  Reyised  Statutes,  is  no  har  to  proceedings  hy  him  for  a 
composition  with  his  creditors. 

(Before  Waixaok,  J.,  Southern  District  of  New  York,  May  20th,  1885.) 

Wallaob,  J.  The  bankrapts  applied  for  a  discharge,  and 
were  opposed  by  some  of  their  creditors,  under  the  provisions 
of  section  6,110,  and  their  discharge  was  refused.  Thereafter 
they  proposed  a  composition,  and  the  majority  of  the  credit- 
ors resolved  to  accept  it.  The  District  Court  approved  the 
terms  and  ordered  the  recording  of  the  resolution.  The 
creditor  who  opposed  the  composition  has  petitioned  for  a  re- 
view of  the  order  of  the  District  Court,  and  now  insists  that 
the  application  of  the  bankrapts  for  their  discharge,  and  the 
denial  thereof  by  the  Court,  was  a  bar  to  the  proceedings  for 
a  composition. 

An  adjudication  that  a  bankrupt  is  not  entitled  to  a  dis- 
charge may  conclude  him  from  obtaining  a  discharge  upon  a 
subsequent  application  in  the  same  proceeding.  {In  re  Brock- 
wwy^  21  Blatchf.  C,  C,  i?.,  136.)  But  there  are  no  decisions 
which  have  been  brought  to  the  attention  of  the  Court,  hold- 
ing that  such  an  adjudication  is  an  estoppel  to  proceedings  in 
composition.  The  contrary  was  decided  by  Judge  Blatchford, 
in  In  re  Odell^  (9  Ben.y  247.)  It  is  not  apparent  why  it 
should  have  any  such  effect.  A  decision,  however  formal  and 
conclusive,  that  a  bankrupt  has  been  guilty  of  acts  of  commis- 
sion or  o!nission  which  deprive  him  of  the  right  to  a  discharge, 
when  he  applies  for  one  as  a  matter  of  statutory  privilege, 
does  not  purport  to  adjudge  that  he  cannot  adjust  his  debts 
with  his  creditors,  eitlier  by  a  voluntary  arrangement,  or  by  a 
compromise  under  the  provisions  of  the  bankrupt  Act. 

The  bankrupt  Act  provides  two  modes  by  which  a  bank- 
rupt may  be  discharged  from  his  debts :  one,  by  an  application 
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to  the  Coart,  showing  that  he  has  complied  with  the  require- 
ments  of  the  law,  and  that  all  the  conditions  exist  which  en- 
title him  to  a  discharge ;  and  another,  by  effecting  a  composi- 
tion with  his  creditors.  If  he  pursues  the  first  mode,  the  op- 
position of  a  single  creditor  may  defeat  a  discharge,  although 
all  the  other  creditors  consent.  If  he  adopts  the  second,  a 
majority  of  his  creditors,  in  a  proper  case,  and  with  the  ap- 
proval of  the  Court,  may  determine  that  all  his  debts  shall  be 
satisfied  upon  specified  conditions,  and  the  proceedings  in 
bankruptcy  be  practically  terminated,  against  the  objections 
of  a  minority  of  creditors.  There  is  nothing  in  the  language 
of  the  Act,  or  indicated  by  its  general  scheme  and  policy, 
which  compels  him  to  elect  between  adopting  the  one  or  the 
other  of  these  two  modes  of  obtaining  a  release  from  his 
debts ;  or  which  precludes  him,  if  he  adopts  one  and  fails, 
from  adopting  the  other  afterwards.  Even  if  he  has  obtained 
his  discharge  by  the  first  mode,  there  is  nothing  in  the  Act 
which  prevents  him  from  offering  terms  to  his  creditors,  and 
effecting  a  statutory  payment  of  his  debts,  by  a  composition. 

The  provisions  which  authorize  a  composition  are  highly 
beneficial  to  creditors.  They  allow  the  majority,  under  proper 
circumstances,  to  close  the  bankruptcy  proceedings  without 
waiting  the  often  slow  processes  of  o£Scial  administration ; 
and  they  offer  an  incentive  to  the  bankrupt  to  co-operate,  by 
putting  it  out  of  the  power  of  a  single  creditor,  or  a  minority 
of  creditors,  to  defeat  his  discharge.  In  the  absence  of  any 
expressed  restrictions  in  the  law,  it  should  not  be  held  that 
any  act  or  omission  of  a  bankrupt  can  operate  to  prejudice 
the  creditors  from  entering  into  a  composition  whenever  they 
deem  it  best  to  do  so. 

No  other  specific  objection  is  urged  against  the  composi- 
tion. Although  the  percentage  offered  by  the  bankrupt,  and 
accepted  by  the  creditors,  was  very  small,  the  question 
whether  it  was  expedient  to  accept  it  was  primarily  one  for 
the  creditors  to  determine ;  and,  after  they  have  determined 
it,  and  their  action  has  been  approved  by  the  District  Court, 
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this  Court,  npon  review,  will  not  interfere.  {In  re  WronJe- 
how,  15  Blatchf.  C.  C,  A,  38 ;  In  re  Wilson^  16  My  112.) 

It  has  been  assumed  that  the  opposing  creditor  had  a  right 
to  be  heard  in  the  proceedings.  It  is,  therefore,  not  necessary 
to  determine  whether  the  objections  to  his  appearance,  which 
have  been  urged,  are  well  taken.  Whether  the  judgment  he 
has  obtained  against  the  bankrupts,  after  their  discharge  was 
refused,  and  before  the  composiition,  is  affected  by  the  com- 
position proceedings,  is  a  question  which  does  not  arise  here, 
but  is  more  properly  to  be  considered  by  the  Court  in  which 
he  has  obtained  his  judgment. 

The  order  of  the  District  Court  is  affirmed. 

MehiUe  H.  Begenshurgery  for  the  bankrupts. 
Leopold  Leoy  opposed. 


•Thomas    Holliday,  Chaillbs  HoLLmAY  and  Edoab 

HOLLIDAY 

William  J.  Mathrson  and  Jambs  A.  Steele.    In  Equity. 

Where  the  owner  of  a  patent  in  the  United  States,  for  an  inyention,  sells  the 
patented  article  in  England,  without  restriction  or  conditions,  he  cannot  treat 
as  an  infringer  one  who  has  purchased  the  article  in  England  from  a  yendee 
of  the  patentee,  or  restrain  him  from  using  or  selling  the  article  in  the  United 

States. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  26th,  18S5.) 

Wallace,  J.  This  motion  for  a  preliminary  injunction 
raises  the  question,  whether  the  owner  of  a  patent  in  the 
United  States,  for  an  invention,  who  has  sold  the  patented  ar- 
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tide  in  Engiand,  without  restriction  or  conditions,  can  treat 
as  an  infringer  one  who  lias  purchased  the  article  in  England 
of  a  vendee  of  the  patentee,  and  can  restrain  him  from  using 
or  selling  the  article  here.  This  question  has  been  decided 
adversely  to  the  complainants,  in  this  Court,  upon  a  motion 
to  punish  the  defendants  for  contempt  in  violating  an  injunc- 
tion obtained  in  a  former  suit  between  the  parties ;  and  it  was 
held  by  Judge  Wheeler,  in  substance,  that  the  sale  carried  all 
the  rights  to  the  article  which  the  complainants,  the  vendors, 
had,  including  the  right  to  use  it  or  sell  it  wherever  the  com- 
plainants could  do  so.  {HoUiday  v.  Matheson^  Opinion^ 
MS.)  That  decision  is  controlling  upon  this  motion,  but  it 
is  proper  to  add,  that  the  reasons  upon  which  it  proceeds 
are  satisfactory,  and  would  prevail,  if  the  question  were  an 
original  one  between  these  parties  and  in  this  Court. 

When  the  owner  sells  an  article  without  any  reservation 
respecting  the  use  or  the  title  which  is  to  pass,  the  purchaser 
acquires  the  whole  right  of  the  vendor  in  tlie  tiling  sold — ^the 
right  to  use  it,  to  repair  it  and  to  sell  it  to  others ;  and  second 
purchasers  acquire  the  rights  of  the  seller,  and  may  do  with 
the  article  whatever  the  first  purchaser  could  have  lawfully 
done,  if  he  had  not  parted  with  it.  The  presumption  arising 
from  such  a  sale  is,  that  the  vendor  intends  to  part  with  all 
his  rights  in  the  thing  sold,  and  that  the  purchaser  is  to  ac- 
quire an  unqualified  property  in  it ;  and  it  would  be  incon- 
sistent with  the  presumed  understanding  of  the  parties,  to 
permit  the  vendor  to  retain  the  power  of  restricting  the  pur- 
cl laser  to  using  the  thing  bought  in  a  particular  way,  or  in  a 
particular  place,  or  for  a  limited  period  of  time,  or  from  sell- 
ing his  rights  to  others.  It  is  quite  immaterial  whether  the 
thing  sold  is  a  patented  article  or  not ;  or  whether  the  vendor 
is  the  owner  of  a  patent  which  gives  him  a  monopoly  of 
its  use  and  sale.  If  these  circumstances  happen  to  concur, 
the  legal  effect  of  the  transaction  is  not  changed,  unless,  by 
the  conditions  of  the  bargain,  the  monopoly  right  is  im- 
pressed upon  the  thin^  purchased ;  and,  if  the  vendor  sells 
without  reservation  or  restriction,  he  parts  with  his  monop- 
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oljj  BO  far  as  it  can  iu  any  way  qualify  the  rights  of  the  pur- 
chaser. 

The  purchaser  does  not  acquire  any  right  in  the  monopoly, 
but  he  does  acquire  the  right  of  unrestricted  ownership  in  the 
article  he  buys,  as  against  the  vendor,  including,  as  an  insep- 
arable incident,  the  right  to  use  and  enjoy  it  and  to  transfer 
his  title  to  others.  {Bloomer  v.  McQuewan^  14  How,^  649 ; 
Goody ewr  v.  Beverly  Rvhher  Co.^  1  Cliff,  y  348  ;  Waehmg  Ma- 
chims  Go.  V.  Eanrle^  3  TFaW.,  t/r.,  320 ;  Bloomer  v.  Milli7iger, 
1  Waa.y  340,  361 ;  MitoAeU  v.  Bmoley,  16  WaU.,  644,  648  ; 
Paper  Bag  OaeeSy  106  U.  /&,  770 ;  JDay  v.  The  Onion  Rub- 
ler  Co.,  3  Blatchf.  0.  C.  E.,  494 :  McKay  v.  Wooster,  2 
Sawyer,  373 ;  WUd&r  v.  Kent,  16  Fed.  Rep.,  217.) 

The  cases  like  Hatch  v.  Ada'me,'{^^  Fed.  Rep.,  434,)  and 
Soeiete,  dsc.  v.  TUghma/r^s  Pa/t.  Sand  Blast  Co.,  (26  Ch.  Dvv., 
1,)  relied  on  by  the  complainants,  have  no  application  to  a 
case  like  this.  When  the  owner  of  a  patent  sells  the  patented 
article  under  circumstances  which  imply  that  the  purchaser  is 
not  to  acquire  an  unqualified  property  in  the  thing  purchased, 
as  where  a  license  accompanies  the  transfer,  the  purchaser's 
rights  are  limited  to  the  extent  of  the  monopoly  granted  to 
him.  Those  cases  involved  the  extent  of  the  monopoly  ac- 
quired in  a  patented  article  under  a  license  of  territorial  right 
from  the  owner  of  the  patent,  the  article  having  been  origi- 
nally sold  under  the  license. 
The  motion  is  denied. 

Edward  N.  Dickerson,  for  the  plaintiffs. 

Gharlee  O.  Coe^  for  the  defendants. 
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Ella  Wells  V8.  Gershom  A.  Seixas  and  others. 


/ 


A  married  woman  who  was  an  infant  united  with  her  husband,  in  1870,  in  con- 
veying land  by  a  fall  covenant  warranty  deed.  She  became  of  age  in  1872, 
after  the  death  of  her  husband.  In  1888,  she  disaffirmed  the  deed  and 
brought  an  action  for  dower  in  the  land :  JBdd,  that,  under  the  rule  estab- 
lished in  Sinu  y.  Everhardt,  (102  U.  8,,  800,)  as  there  was,  daring  the  eleven 
years,  nothing  but  silence,  and  no  word  or  act  indicating  assent,  she  had 
twenty  years  in  which  to  disaffirm  the  deed,  and  the  action  was  well 
brought. 

(Before  Cozs,  J.,  Southern  District  of  New  York,  June  9th,  1886.) 

CoxE,  J.  This  is  an  action  for  dower.  The  plaintiff,  on 
the  23d  of  March,  1870,  united  with  her  husband  in  convey- 
ing the  property  which  is  the  subject  of  this  suit,  by  full  cove- 
nant warranty  deed.  She  was  then  an  infant.  Her  husband 
died  in  July  or  August,  1872.  At  the  time  of  his  death  she 
was  living  at  Laporte,  Indiana.  In  September,  1872,  she  be- 
came of  age.  In  the  fall  of  1883,  eleven  years  after  attaining 
her  majority,  she  disaffirmed  the  deed.  The  case  was  tried  at 
the  April  Circuit,  1885.  At  the  close  of  the  evidence  the  de- 
fendant moved  for  the  direction  of  a  verdict  upon  the  ground, 
inter  alia^  that  the  deed,  being  voidable  only,  was  rendered 
valid  by  the  long  years  of  inaction  on  the  part  of  the  plaintiff. 
The  motion  was  opposed  upon  the  theory  that  the  deed  was, 
as  to  the  plaintiff,  wholly  void.  The  question,  therefore, 
upon  which  the  case  turned  at  the  trial  was,  whether  the  deed 
was  void  or  voidable.  The  Court  took  the  latter  view  and  di- 
rected a  verdict  for  the  defendant. 

The  plaintiff  now  moves  for  a  new  trial,  and  for  the  first 
time  advances  the  proposition,  that  the  deed,  though  voidable, 
was  disaffirmed  within  a  reasonable  time.  In  support  of  this 
view,  Sims  v.  Everhardty  (102  U,  &,  300,)  is  cited.  At  page 
312  of  that  case,  the  Court  say  :  '*  Where  there  is  nothing 
more  than  silence,  many  cases  hold  that  an  infant's  deed  may 
be  avoided  at  any  time  after  his  reaching  majority,  until  he 
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is  barred  by  the  statute  of  limitations,  and  that  silent  acqui- 
escence for  any  period  less  than  the  period  of  limitation  is  not 
a  bar.  Such  was,  in  effect,  the  ruling  in  Irvine  v.  Irvine^ 
(9  WaU.,  617.)  See,  also,  Pr(mt  v.  WiUy,  (28  Mich.,  164,)  a 
well  considered  case,  and  Leasee  of  Drake  v.  Rarrcaey^  (5 
Ohio,  251.)  But,  on  the  other  hand,  there  appears  to  be  a 
greater  number  of  cases  which  hold  that  silence  during  a 
much  less  period  of  time  will  be  held  to  be  a  confirmation 
of  the  voidable  deed.  But  they  either  rely  upon  Holmes  v. 
Blogg,  (8  Taunt,  35,)  which  was  not  a  case  of  an  infant's 
deed,  or  subsequent  cases  decided  on  its  authority,  or  tliey  rest 
in  part  upon  other  circumstances  than  mere  silent  acqui- 
escence, such  as  standing  by  without  dissenting  while  the 
grantee  has  made  valuable  improvements,  or  making  use  of 
the  consideration  for  the  deed.  We  think  the  preponderance 
of  authority  is  that,  in  deeds  executed  by  infants,  mere  inert- 
ness or  silence,  continued  for  a  period  less  than  that  prescribed 
by  the  statute  of  limitations,  unless  accompanied  by  affirma- 
tive acts,  manifesting  an  intention  to  assent  to  the  convey- 
ance, will  not  bar  the  infant's  right  to  avoid  the  deed.  And 
those  confirmatory  acts  must  be  voluntary." 

In  the  case  at  bar,  as  the  proof  now  stands,  there  is  no  act 
of  omission  or  commission  on  the  part  of  the  plaintiff  of 
which  to  predicate  an  intention  to  confirm  the  deed.  There 
is  silence,  profound  and  unbroken,  but  nothing  else.  The 
plaintiff,  since  her  majority,  has  not  lived  in  the  vicinity  of 
the  property  in  question,  and  there  is  no  evidence  that  she 
ever  saw  it,  or  knew  of  its  existence,  until  the  fall  of  1883. 
The  language  of  the  Court,  just  quoted,  is  peculiarly  applica- 
ble. It  is  a  case  of  '^  mere  inertness  or  silence,  continued  for 
a  period  less  than  that  prescribed  by  the  statute  of  limita- 
tions." The  plaintiff,  upon  this  authority,  had  twenty  years 
in  which  to  disaffirm  her  deed.  She  did  disaffirm  it  in  eleven 
years. 

It  may  be  conceded  that  there  are  many  points  of  differ- 
ence between  the  Everhardt  case  and  the  case  at  bar.  In  the 
former,  for  instance,  the  plaintiff  was  under  the  double  dis- 
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ability  of  covertnre  and  darese.  In  the  latter,  on  the  con- 
trary, she  was  a  free  agent  from  the  moment  she  became  of 
age.  It  may  also  be  conceded,  that  the  circamstances  of  the 
Eyerhardt  case  did  not  necessarily  require  ihe  enunciation  of 
the  broad  mle  jnst  quoted. 

Notwithstanding  this,  it  cannot  be  gainsaid,  that  the  Su- 
preme Court  have,  in  words  too  plain  to  be  misunderstood, 
expressed  the  opinion,  that  the  weight  of  authority  is,  that 
the  deed  of  an  infant  may  be  avoided  at  any  time  after  be- 
coming of  age,  until  he  is  barred  by  the  statute  of  limitations, 
provided  there  has  been  no  word  or  act  on  his  part  indicating 
assent. 

It  seems  to  have  been  the  intention  of  the  Supreme  Court 
to  announce  a  clear  and  general  rule,  which  should  put  an  end, 
so  far,  at  least,  as  the  Federal  tribunals  are  concerned,  to  the 
existing  confusion  and  conflict  of  authority. 

It  is  not  necessary  to  consider  the  proposition  advanced  by 
the  defendant,  that  the  controversy  must  be  determined  by 
State  rather  than  National  law,  for  the  reason  that  no  New 
York  decision  is  produced  in  conflict  with  Sims  v.  EoerhardL 
In  fact,  the  authorities  cited  seem  in  perfect  accord  with  that 
case,  the  difference  being,  that  the  Supreme  Court  has  taken 
a  step  in  advance,  and  has,  in  cases  of  mere  silent  acquies- 
cence, suggested  a  rule  by  which  the  vague  and  elastic  expres- 
sion '^  within  a  reasonable  time  "  is  given  a  fixed  and  definite 
meaning. 

This  being  the  view  entertained  as  to  the  scope  of  the 
decision  in  Sitjm  v.  Everhardty  it  is  manifestly  the  duty  of 
this  Court  to  follow  it.  The  Supreme  Court  may  change  or 
modify  the  rule  there  stated.  This  Court  is  not  permitted  to 
do  so. 

It  follows,  that  the  motion  for  a  new  trial  should  be 
granted. 

Theodore  E.  Burton  and  Algernon  S.  Sullwan^  for  the 
plaintiff. 

Peter  Condon  and  Thomae  AUisony  for  the  defendants. 
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Thb  Anhbuseb  Buboh  BsEwma  Absooiation 
JoBHUA  PizA.     In  Equitt. 

Th«  plaintiff,  a  corporation  at  St  Loais,  exported  beer  to  Panama  in  botUes 
labelled  "  St  Lonia  Lai^er  Beer."  The  defendant  exported  beer  from  New 
York  to  Panama  in  bottles  labelled  to  represent  that  the  beer  was  made  at 
St  Lonis,  and  that  he  was  the  sole  agent  at  New  York  of  the  "  St  Lonis 
Lager  Beer."  As  the  plaintiff  had  acquired  a  foreign  market  for  its  beer  by 
that  name,  and  no  one  haying  a  right  to  nse  the  name  interfered  with  that 
market  nndl  the  defendant  did:  ffeld,  that  the  plaintiff  was  entitled  to  an  in- 
junction to  rtetrsin  the  nse  of  the  name  by  the  defendant. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  June  lOkh,  1886.) 

Wallaob,  J.  The  complainant,  a  corporation  doing  buBi- 
ncBB  at  St.  Louis,  MiBsonri,  has  for  manj  jears  be^n  accnB- 
tomed  to  export  its  beer  in  bottles  with  a  label  bearing  the 
words  '^  St.  Lonis  Lager  Beer."  It  had  acquired  a  consider- 
able market  for  its  product  in  South  America  and  Panama. 
Dnring  this  time  there  were  many  other  manufacturers  and 
vendors  of  lager  beer  at  St.  Louis,  but,  bo  far  as  appears,  none 
of  them  had  an  export  trade,  and  none  of  them  were  accus- 
tomed to  nse  labels  with  the  words  ^*  St.  Louis  Lager  Beer  " 
printed  upon  them.  The  defendant  is  a  shipper  of  beer  at 
New  York  city,  and  a  competitor  of  the  complainant  in  trade 
at  Panama  and  various  places  in  South  America.  The  affida- 
vits show,  beyond  doubt,  that  in  these  places  the  beer  which 
18  known  as  ^^  St.  Louis  Imager  Beer  "  is  in  demand,  and  it  is, 
doubtless,  because  of  this  fact  that  the  defendant,  whose  beer 
is  made  in  New  York,  labels  his  bottles  so  as  to  represent  that 
his  beer  is  made  at  St.  Louis,  and  so  as  to  represent  that  bis 
firm  are  the  sole  agents  of  the  '^  St.  Louis  Lager  Beer,"  at 
New  York.  He  alleges  that  purchasers  of  beer  at  Panama 
and  the  other  places  in  question  in  South  America  do  not  dis- 
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criminate  between  the  complainant's  article  and  other  beer 
made  in  the  United  States,  but  boy  it  simply  because  they 
suppose  St.  Louis  lager  beer  is  beer  produced  in  the  United 
States,  as  distinguished  from  German  and  English  beer.  This 
may  be  true,  but,  if  it  is,  it  does  not  seem  to  be  conclusive 
against  the  right  of  the  complainant  to  the  injunction  which 
it  seeks.  As  the  goods  of  the  parties  go  to  the  same  markets^ 
it  can  hardly  fail  to  happen  that  the  complainant  will  lose 
sales,  and  the  defendant  will  get  customers,  in  consequence  of 
the  defendant's  acts. 

Although  the  complainant  cannot  have  an  exclusive  prop- 
erty in  the  words  ^'  St.  Louis,"  as  a  trade-mark,  or  an  exclus- 
ive right  to  designate  its  beer  by  the  name  ^^  St.  Ijonis  Lager 
Beer,"  yet,  as  its  beer  has  always  been  made  at  that  city,  its 
use  of  the  designation  upon  its  labels  is  entirely  legitimate  ; 
and,  if  the  defendant  is  diverting  complainant's  trade  by  any 
practices  designed  to  mislead  its  customers,  whether  these 
acts  consist  in  simulating  its  labels,  or  representing  in  any 
other  way  his  products  as  those  of  the  complainant,  the  latter 
is  entitled  to  protection.  It  is  no  answer  for  the  defendant, 
when  the  complainant  asks  for  protection,  to  say,  that  it  has 
no  exclusive  right  to  designate  its  product  in  the  manner  it 
has,  although  this  might  very  properly  be  asserted  by  a  com- 
petitor selling  beer  made  at  St.  Louis,  or  who,  by  reason  of 
any  circumstances,  might  be  entitled  to  represent  his  pro- 
duct as  originating  there.  {Ccmal  Co.  v.  Glark^  13  WdUacej 
311.) 

It  must  be  assumed,  upon  the  facts  as  they  are  now  dis- 
closed, that  complainant,  by  its  enterprise  and  the  quality  of 
its  product,  had  acquired  a  foreign  market  for  its  beer,  under 
the  designation  of  "  St.  Louis  Lager  Beer ;  "  that  no  one  else 
having  a  right  to  use  this  designation  was  a  competitor  of  the 
complainant  in  this  market  until  the  defendant  became  one  ; 
and  that  the  defendant  has  attempted  to  interfere  with  the 
complainant's  trade  and  divert  it  to  himself,  by  selling  a 
different  article  under  the  same  name,  and  in  this  behalf  has 
been  guilty  of  false  and  deceitful  conduct  towards  the  pub- 


JUNE,   1886.  2i7 


The  Anhenser  Bosch  Brewing  Asaociation  v.  Piza. 


lie.  It  is  manifest  that  the  complainant's  trade  must  be  more 
or  less  injured  by  the  defendant's  acts. 

The  case  is  similar,  in  some  of  its  facts,  to  that  of  New- 
man V.  Alvord^  (51  N.  JT.,  189.)  There,  the  plaintiff  used 
the  word  "Akron"  to  designate  a  cement  manufactured  by  him 
at  the  village  of  Akron,  N.  Y.  The  defendant,  who  was  a 
manufacturer  at  another  place  in  the  same  State,  was  enjoined 
from  designating  his  cement  as  ^^  Akron  Cement,"  although 
he  prefixed  his  own  name  and  added  the  real  place  of  its  man- 
ufacture. In  the  opinion  delivered  in  that  case  by  £arl,  J., 
it  was  assumed  that  other  persons  at  Akron  had  the  right 
equally  with  the  plaintiff  to  call  their  cement  '^  Akron  Ce- 
ment," but  he  added :  ^^  Yet  it  is  quite  clear  that  the  plaint- 
iffs, npon  the  facts  in  this  case,  are  entitled  to  protection 
against  the  defendants.  It  is  sometimes  said,  in  the  cases  to 
which  our  attention  has  been  called,  that  the  claimant  of  a 
trade-mark  must  have  the  exclusive  right  to  it.  This  form  of 
expression,  I  apprehend,  is  not  strictly  accurate.  The  right 
must  be  exclusive  as  against  the  defendant.  It  is  generally 
sufficient,  in  such  cases,  if  the  plaintiff  has  the  right  and  the 
defendant  has  not  the  right  to  use  it.  The  principle  upon 
which  the  relief  is  granted  is,  that  the  defendant  shall  not  be 
permitted,  by  the  adoption  of  a  trade-mark  which  is  untrue 
and  deceptive,  to  sell  his  own  goods  as  the  goods  of  tiie 
plaintiff,  thus  injuring  the  plaintiff  and  defrauding  the  pub- 
Uc." 

The  following  cases  in  which  a  party  has  been  protected 
in  the  use  of  the  name  of  a  place  to  distinguish  a  particular 
business  or  product  are  apposite :  "  Glenfield  Starch,"  in 
Wotherapoaa  v.  Currie^  {£.  J?.,  5  If,  Z.,  508.  513 ;)  "Anatolia 
Liquorice,"  in  M^ Andrew  v.  Faasett^  (10  Jur,^  N,  6%  492  ;) 
"  Seixo  Wine,"  in  Seixo  v.  Provezende^  (Z.  i?.,  1  Ch.  App.j 
192.) 

It  is  unnecessary,  for  present  purposes,  to  consider  whether 
the  complainant  has  a  valid  trade-mark,  or  can  have  a  technical 
trade-mark,  in  the  name  "  St.  Louis."  It  is  sufficient  that 
it  was  lawful  for  the  complainant  to  use  that  name  to  des- 
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ignate  its  property  ;  that,  bj  doing  bo,  it  has  acquired  a  trade 
which  is  valoable  to  it ;  and  that  the  defendant's  acts  are 
fraudulent  and  create  a  dishonest  competition  detrimental  to 
the  complainant. 

Upon  the  argument  of  this  motion,  the  impression  was  en- 
tertained, that  the  '^  Piza  label  No.  2  "  was  not  such  a  simula- 
tion of  the  complainant's  label  as  would  be  likely  to  mislead 
purchasers.  Upon  further  consideration,  this  impression  has 
been  removed.  It  is  not  unreasonable,  in  view  of  the  defend- 
ant's purpose  to  deceive  the  public  by  adopting  this  label, 
to  resolve  any  doubt  which  may  'remain  in  favor  of  the  com- 
plainant. 

The  motion  for  an  injunction  is  granted. 

Howlcmd  CoXy  for  the  plaintiff. 
Lorenzo  UUoy  for  the  defendant. 


Emile  Coknelt  vs.  Freeman  D.>  Marckwaid.    In  EQumr. 

In  a  salt  in  equity  for  the  infring^ement  of  a  patent,  the  ezpenee  of  obtaining  a 
model  of  the  defendant's  infringing  machine  is  not  taxable  in  favor  of  the 
plaintiff,  as  part  of  his  disbarsementei 

(Before  Wallaob,  J.,  Sonthem  District  of  New  Tork,  June  10th,  1885.) 

Wallace,  J.  The  clerk  properly  refused  to  tax  the  item 
of  $150  in  plaintiff's  bill  of  costs,  for  the  expense  of  obtain- 
ing a  model  of  the  defendant's  infringing  machine.  Irre- 
spective of  any  question  as  to  the  propriety  or  necessity  of 
procuring  such  a  model,  the  expense  incurred  cannot  be 
deemed  a  taxable  disbursement  in  favor  of  the  prevailing 
party.  The  reasons  why  such  an  item  should  not  be  allowed 
are  fully  stated  in  the  opinion  of  the  Court  in  Woodruff  v. 
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Barney^  (1  Bandj  523,)  and  in  HuMey  y.  Bradley y  (5  Blatchf. 
C.  C.  JR.,  210.) 

It  is  obvious  that  it  would  subject  litigants  in  patent  cases 
to  onerous,  and  sometimes,  to  oppressive,  burdens,  if  parties 
were  permitted,  at  their  discretion,  to  procure  models,  and  tax 
their  unsuccessful  adversaries  with  the  expense.  The  ques- 
tion  is  not  an  open  one.  See,  also,  Woaater  v.  Handy ^  {ante, 
p.  112.) 

The  taxation  is  affirmed. 


William  H.  L,  Lee,  for  the  plaintiff. 
WiUiam  A.  Courseny  for  the  defendant. 


Fbedebiok  S.  Shiblet  vs.  Zezilia  Mateb.     In  Equttt. 

Re-iwQod  letters  patent,  No.  7,669,  granted  to  Frederick  S.  Shirley,  as  asrignee 
of  Robert  ft.  Crosby,  the  Inrentor,  May  8th,  1877,  for  an  ImproTement  in 
lamp-chimneys,  the  original  patent,  Na  79,968,  haying  been  granted  to  Cros- 
l>y>  July  14th,  1868,  are  inralid,  as  expanding  the  claim  of  the  original 
patent 

There  was  an  intentional  omission  from  the  cUum  of  the  original  of  what  the  re- 
issoe  purports  to  secure. 

(Before  Binbdiot,  J.,  Eastern  District  of  New  York,  Jnne  11th,  1886.) 

Bbnsdiot,  J.  This  is  a  motion  for  a  preliminary  injunc- 
tion to  restrain  the  defendant  from  making  lamp-chimneys, 
which,  as  the  plaintiff  asserts,  infringe  upon  a  patent,  No. 
7,659,  re-issaed  to  him  as  assignee  of  Robert  B.  Orosby,  the 
inventor,  on  May  8th,  1877,  for  an  improvement  in  lamp- 
chimneys,  the  original  patent,  No.  79,958,  having  been  granted 
to  Crosby,  July  14th,  1868. 

The  validity  of  the  re-issue  is  disputed  by  the  defendant, 
upon  the  ground  that  the  claim  of  the  original  patent  has 
been  expanded  in  the  re-issue ;  and  that  the  re-issue,  having 
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been  obtained  nearly  nine  years  subsequent  to  the  issue  of  the 
original,  must  be  held  void,  upon  the  authority  of  Miller  v. 
Brass  Oo.y  (104  U.  &,  350,)  and  J£ahn  v.  Ilarwood^  (112 
O.  S.J  362.) 

The  original  patent  contained  but  a  single  claim,  as  fol- 
lows: ''The  abrupt,  or  nearly  right-angled,  enlargement  of 
the  chimney,  as  represented  in  figure  3,  arranged  in  relation 
to  the  lamp-burner  substantially  as,  and  for  the  purpose,  here- 
in specified."  It  is  manifest,  from  an  inspection  of  this  claim, 
in  connection  with  the  specification,  that  the  feature  of  the 
chimney  claimed  as  a  new  and  useful  invention  was  an  abrupt 
enlargement  of  the  chimney,  located  so  as  to  bring  the  enlarge- 
ment "  at  about  the  base  of  the  hv/mer  ooneP  • 

The  re-issue  has  but  a  single  claim,  as  follows:  ^'A  lamp- 
chimney  having  an  abrupt,  or  nearly  right-angled,  enlarge- 
ment, on  or  nearly  on  a  level  with  the  flame,  in  combination 
with  the  conical  sidesand  contracted  opening  at  the  top,  sub- 
stantially as  set  forth." 

The  points  of  difference  between  the  two  claims  are  these : 
In  the  original  claim,  the  abrupt  enlargement  is  located  so  as 
to  come  '^  at  about  the  base  of  the  burner  cone."  In  the  claim 
of  the  re-issue,  the  abrupt  enlargement  is  located  so  as  to  be 
"  on  or  nearly  on  a  level  with  the  fiame."  The  original  claim 
makes  no  allusion  to  the  combination  of  the  abrupt  enlarge- 
ment with  the  conical  sides  and  contracted  opening,  which  is 
the  whole  subject-matter  of  the  claim  of  the  re-issue. 

In  regard  to  the  first  of  these  points  of  difference,  the 
ground  taken  by  the  plaintiff  here  is,  that  the  words  ''  at 
about  the  base  of  the  burner  cone,"  in  the  original  claim,  are 
equivalent,  in  meaning,  to  the  words  "on  or  nearly  on  a  level 
with  the  flame,^'  in  the  claim  of  the  re-issue.  But  it  seems  to 
me  that  a  chimney  having  its  enlargement  at  or  about  the  base 
of  the  burner  cone,  which  is  as  low  as  it  would  ordinarily  be 
practicable  to  locate  the  enlargement,  comes  within  the  de- 
scription of  chimney  considered  by  Mr.  Justice  Blatchford,  in 
Shirley  v.  Sanderson^  (8  Fed.  Rep.^  905,)  where  he  holds,  "  a 
chimney  with  a  right-angled  enlargement  too  low  down''  to 
be  no  infringement  of  the  re-issue  in  question.     The  "chim- 
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neys  with  short  neck/'  considered  by  Mr.  Justice  Blatchford, 
in  Shirley  v.  Sanderson^  not  to  infringe  upon  the  Shirley  re- 
issue, certainly  are  more  nearly  the  equivalent  of  chimneys 
witli  the  enlargement  "  at  about  the  base  of  the  burner  cone," 
than  of  chimneys  with  the  enlargement  "on  or  nearly  on  a 
level  with  the  flame." 

The  decision  in  Shirley  v.  Sanderson  is  authority,  there- 
fore, for  holding  that,  by  substituting,  in  the  claim  of  the  re- 
issue, the  words  "  on  or  nearly  on  a  level  with  the  flame,"  in 
place  of  the  words  "  at  about  the  base  of  the  burner  cone," 
used  in  the  original  specification,  a  substantial  expansion  of 
the  patent  was  effected.  If  "at  the  base  of  the  burner  cone  " 
were  the  equivalent  of  "  on  a  level  with  the  flame,"  it  would 
not  have  been  held,  in  Shirley  v.  Sanderson^  that  chimneys 
with  short  necks,  and  chimneys  with  the  enlargement  too  low 
down,  were  not  covered  by  the  claim  of  the  re-issue.. 

It  has  been  shown,  on  this  motion,  by  affidavit,  that  both 
the  original  and  the  re-issued  patents  here  in  question  were 
before  Mr.  Justice  Blatchford,  when  he  decided  Shirley  v. 
Sanderson;  but  the  opinion  in  Shirley  v.  Sanderson  makes 
no  allusion  to  any  question  as  to  the  validity  of  the  re-issue ; 
and  it  is  evident  that  no  decision  of  that  question  was  in- 
tended to  be  made  in  that  case. 

But,  further,  the  second  point  of  difference  above  alluded 
to  as  existing  between  the  original  and  the  re-issue  appears  to 
rae  to  be  fatal  to  the  validity  of  the  re-issue.  It  is  manifest, 
from  an  inspection  of  the  two  patents,  that  the  claim  of  the 
re-issue  is  for  a  combination  which  was  not  claimed  in  the 
original ;  and  this  constituted  a  substantial  expansion  of  the 
patent. 

The  defendant  has  put  in  evidence  a  patent  issued  to  Jo- 
seph H.  Connolly,  July  3d.  1866,  many  years  prior  to  the 
Crosby  patent ;  and  this  patent  the  expert  called  for  the  plaint- 
iff*, while  contending  that  it  does  not  anticipate  the  re  issue, 
concedes  would  anticipate  the  original.  This  concession  ap- 
pears to  be  fatal  to  the  re-issue,  for,  if  the  re-issue  covers  an 
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inyention  not  covered  bj  the  original,  the  Bcope  of  the  patent 
has  been  enlarged  by  the  re-issue. 

But,  aside  from  this  concession,  made  by  the  defendant,  I 
am  of  the  opinion  that  the  re-issue  must  be  held  void.  It  was 
issued  nearly  nine  years  subsequent  to  the  issue  of  the  origi- 
nal patent,  and  then  not  to  the  inventor,  but  to  an  assignee  of 
the  inventor.  The  claim  of  the  original  was  clear  and  ex- 
plicit ;  its  scope  was  plain ;  and  it  did  not  include  the  com- 
bination covered  by  the  claim  of  the  re-issue.  No  error  or 
misstatement  in  the  claim  of  the  original  appears  to  have  been 
suggested  until  the  application  for  a  re-issue,  and  then  the 
only  amendment  applied  for  was  to  describe  the  enlargement 
as  '^  on  or  nearly  on  a  level  with  the  flame,"  instead  of  by  the 
words  ^'  at  about  the  base  of  the  burner  cone,"  used  in  the 
original.  The  application  for  that  amendment  was  rejected 
on  reference  to  the  Connolly  patent  of  July  3d,  186tj,  and 
then  only  was  the  claim  amended  so  as  to  cover  a  com- 
bination. 

The  omission  from  the  claim  of  the  original  of  any  refer- 
ence to  a  combination  being  manifest  on  inspection  of  the 
claim,  and  it  being  also  manifest  that  such  omission  was  not 
the  result  of  inadvertence,  accident  or  mistake,  as  otherwise  it 
would  have  been  corrected  without  delay,  the  case  is  one  of 
intentional  omission  from  the  original  claim  of  what  the  re- 
issued patent  now  purports  to  secure ;  and  it  comes  within  the 
principle  of  the  decision  of  the  Supreme  Court  in  Mahn  v. 
Harwood^  (112  U.  S.j  362,)  where  the  Court  says :  "  If  a  pat- 
entee has  not  claimed  as  much  as  he  is  entitled  to  daim,  he  is 
bound  to  discover  the  defect  in  a  reasonable  time,  or  he  loses 
all  right  to  a  re-issue."  Here,  more  than  nine  years  were  al- 
lowed to  pass,  and  because  of  that  delay  the  re-issue  must  be 
held  void. 

The  motion  for  injunction  is  denied. 

T.  Frank  Brownell,  for  the  plaintiff. 
William  B.  Lynea^  for  the  defendant. 
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The  American  Bell  Telephone  Company  and  otheks 

The  Molboui^ab  Telephone  Company  and  others.    In 

Equity, 

Claim  6  of  letters  patent.  No.  174,466,  granted  to  Alexander  Graham  Bell, 
March  7th,  1876,  for  improvementB  in  tele^aphy,  namely,  **  The  method  of, 
and  apparatas  for,  transmitting  yocal  or  other  sounds  telegraphically,  as  herein 
described,  by  causing  electrical  undulations,  similar  in  form  to  the  yibrations 
of  the  air  accompanying  the  said  vocal  or  other  sounds,  sabstantiaily  as  set 
forth,"  is  vaUd. 

The  prior  apparatus  of  Reis  was  not  a  speaking  telephone ;  nor  was  the  inven- 
tion of  Bell  anticipated  by  Holcomb  or  Beardslee. 

Claim  5  is  not  restricted  to  a  method  and  apparatus  in  which  a  magneto-trans- 
mitter is  used,  but  is  infringed  by  using  a  microphone  transmitter  in  the  em- 
ployment of  the  same  method. 

Claim  6  of  letters  patent.  No.  186,787,  granted  to  Alexander  Gra>tam  Bell,  Jan- 
uary  80th,  1877,  for  improvements  in  electric  telephony,  namely,  "The 
formation,  in  an  electric  telephone,  such  as  herein  shown  and  described,  of  a 
magnet  with  a  coil  upon  the  end  or  ends  of  the  magnet  nearest  the  plate," 
seems  to  be  void  for  want  of  novelty. 

Claims  6,  7  and  8  of  that  patent  are  valid  and  are  infringed. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  June  24th,  1886.) 

Wallace,  J.  Infringement  is  alleged  of  the  fifth  claim 
of  the  patent  granted  to  Alexander  Graham  Bell,  No.  174,466, 
bearing  date  March  7th,  1876,  for  improvements  in  telegraphy, 
and  of  the  fifth,  sixth,  seventh  and  eighth  claims  of  the  patent 
granted  to  Bell,  No.  186,787,  bearing  date  January  30th,  1877, 
for  improvements  in  electric  telephony. 

The  fifth  claim  of  the  first  patent  is  for  "  The  method  of, 
and  apparatus  for,  transmitting  vocal  or  other  sounds  tele- 
graphically, as  herein  described,  by  causing  electrical  undula- 
tions, similar  in  form  to  the  vibrations  of  the  air  accompany- 
ing the  said  vocal  or  other  sounds,  substantially  as  set  forth." 
The  scope  of  the  invention  thus  claimed,  and  the  construction 
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which  the  claim  should  receive,  were  considered  and  decided 
in  the  cases  of  this  complainant  against  Spencer,  (8  I^^ed.  Hep.j 
509,)  and  this  complainant  against  Dolbear,  (15  Fed,  Jiep,^ 
448,)  by  the  Circuit  Court  for  the  District  of  Massachusetts. 
In  the  Spencer  case,  it  was  held  by  Lowell,  J.,  that  Bell  "  dis- 
covered a  new  art,  that  of  transmitting  speech  by  electricity, 
and  has  a  right  to  hold  the  broadest  claim  for  it  which  can  be 
permitted  in  any  case;  not  to  the  abstract  right  of  sending 
sounds  by  telegraph,  without  any  regard  to  means,  but  to  all 
means  and  processes  which  he  has  both  invented  and  claimed." 
It  was  also  held,  that  the  essential  elements  of  the  method  are 
the  production  of  what  the  patent  calls  "undulatory  vibra- 
tions of  electricity,"  to  correspond  with  those  of  the  air,  and 
transmitting  them  to  a  receiving  instrument,  capable  of  echo- 
ing them;  and  that  an  apparatus  in  which  the  transmitter 
was  made  on  the  principle  of  the  microphone  was  an  infringe- 
ment of  the  fifth  claim  of  the  patent.  In  Dolbear's  case,  it 
was  held  by  Gray,  J.,  that  the  invention  claimed  is  not  mere- 
ly the  apparatus  described,  but  also  the  general  process  or 
method  by  which  the  human  voice  produces,  in  a  current  of 
electricity,  a  succession  of  electrical  disturbances,  not  sudden 
and  intermittent  or  pulsatory,  but  gradual,  oscillatory,  vibra- 
tory or  undulatory,  so  as  to  give  out  at  the  further  end  of  the 
conducting  wire  sounds  exactly  corresponding  in  loudness,  in 
pitch,  and  in  tone,  character  or  quality,  to  the  sounds  com- 
mitted to  it  at  the  nearer  end. 

The  defendants  use  a  telephone  apparatus  consisting  of  a 
speaking  microphone  transmitter  and  a  magneto-receiver. 
The  defence  upon  which  they  principally  rely  is,  that  their 
apparatus  is  substantially  such  as  was  made  by  Eeis,  of  Ger- 
many, in  1860,  and  described  in  numerous  publications  before 
the  date  of  Bell's  invention  :  and  thev  insist  that,  if  the  fifth 
claim  of  the  patent  is  not  void  for  want  of  novelty,  in  view  of 
its  anticipation  by  Beis,  its  scope  is  restricted,  and  that  the 
claim  and  method  of  Bell  is  confined  to  apparatus  in  which  a 
magneto-transmitter  is  used  ;  and  upon  this  construction,  as 
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they  nse  a  microphoDe  transmitter,  they  insist  thej  do  not 
infringe. 

In  the  Spencer  case,  the  Reis  instrnment  was  relied  upon 
to  defeat  the  patent  or  limit  the  construction  of  the  fifth 
claim.  It  was  said  of  his  apparatus,  in  that  case,  by  Judge 
Lowell,  that  ^'  the  regret  of  all  its  admirers  was  that  articulate 
speech  could  not  be  sent  and  received  by  it.  The  deficiency 
was  inherent  in  the  principle  of  the  machine.  *  *  *  A 
century  of  Reis  would  never  have  produced  a  speaking  tele- 
phone, by  mere  improvement  in  construction."  Unless  the 
evidence,  so  far  as  it  relates  to  this  branch  of  the  defence, 
materially  distinguishes  the  case  from  the  Spencer  case,  the 
decision  there  should  be  controlling,  and  it  would  be  unseemly, 
when  the  parties  can  resort  to  an  appellate  tribunal  for  a  re- 
view, to  disregard  the  rule  of  comity  which  should  prevail 
between  Courts  of  co-ordinate  jurisdiction. 

Additional  testimony  has  been  introduced  by  the  defend- 
ants to  show  that  the  Reis  apparatus  is  a  speaking  telephone, 
although  the  inventor  never  supposed  it  to  be  capable  of 
transmitting  articulate  speech,  and  although  it  has  always 
been  conceded,  by  the  most  eminent  authorities,  to  be  incapa- 
ble of  doing  so,  until  some  of  the  experts  in  the  present  case 
have  brought  themselves  to  a  different  opinion.  Reis  himself 
undoubtedly  believed  that  the  transmitter  in  his  apparatus 
acted  by  making  and  breaking  the  electric  circuit ;  and  it  is 
conceded  that  an  apparatus  operating  upon  this  principle  is 
not  capable  of  the  transmission  of  musical  sounds. 

Bell's  method  consisted  in  employing  an  undulatory  cur- 
rent of  electricity,  in  contradistinction  to  an  intermittent  or 
pulsatory  one.  He  was  not  the  first  to  employ  the  so-called 
undulatory  current  of  electricity,  but  he  was  the  first  to  util- 
ize it  for  copying  and  transmitting  air  vibrations  exactly  cor- 
responding, in  amplitude,  rate  and  form,  to  those  produced  by 
the  human  voice.  His  discovery  was,  that  these  vibrations 
could  be  transmitted  and  copied  by  the  use  of  such  a  current, 
and  his  invention  consisted  in  devising  suitable  apparatus  for 
producing  the  undulations  upon  a  line  wire,  and  communieat- 
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ing  the  vibrations  to  this  carrent  at  one  end  of  the  wire,  and 
reproducing  them  at  the  other  end.  It  is  essential  that  such 
apparatus  should  not  operate  to  intermpt  or  break  the  electric 
current,  but  shall  operate  by  means  of  a  practically  continuouB 
electric  current  or  circuit.  Bell  pointed  out  different  ways 
of  generating  the  nndnlatory  current,  as  by  a  vibrating  arma- 
ture in  front  of  an  electro-magnet,  or  by  varying  the  resist- 
ance in  the  electric  circuit,  but  these  were  not  of  the  essence 
of  his  invention. 

The  microphone,  according  to  Professor  Hughes,  ^^  intro- 
duces into  an  electric  circuit  an  electrical  resistance  which 
varies  in  exact  accord  with  sonorous  vibrations,  so  as  to  pro- 
duce an  undulatory  current  of  electricity  from  a  constant 
source,  whose  wave  length,  height  and  form  is  an  exact  repre- 
sentation of  the  sonorous  waves." 

As  early  as  in  1854  Bourseul  described  essentially  the 
apparatus  made  by  Reis  in  1861.  He  said :  ^'  Could  there 
now  be  invented  a  metallic  plate  which  should  be  so  movable 
and  pliable  that  it  reproduces  all  the  vibrations  of  tones  like 
the  air,  and  should  this  plate  be  so  connected  with  an  electric 
current  that  it  should  alternately  make  and  break  the  electric 
current  according  to  the  air  vibrations  by  which  it  is  affected, 
it  would  thereby  be  possible  also  to  arrange  electrically  a 
second  similarly  constructed  metal  plate,  so  that  it  would 
repeat  simultaneously  exactly  the  same  vibrations  as  the  first 
plate,  and  it  would  then  be  exactly  the  same  as  if  one  had 
spoken  in  the  immediate  vicinity  against  this  second  plate,  or 
the  ear  would  be  affected  precisely  as  if  it  had  received  the 
tones  directly  through  the  first  metallic  wall." 

Several  modifications  of  the  apparatus  devised  by  Keis  are 
described  by  Legat,  Pisco,  Vanderwyde  and  others,  and  all 
agree  that  the  diaphragms  of  the  transmitters  were  intended 
to  operate  so  as  to  sever  or  break  the  electric  circuit  at  each 
vibration,  when  actuated  by  sound  waves,  and,  as  constructed, 
did  operate  in  this  way.  The  first  transmitter  made  by  Reis, 
a  model  of  which  is  among  the  exhibits  in  the  case,  was  a 
block  of  wood  having  a  conical  perforation,  with  a  membrane 
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diaphragm  covering  the  smaller  end.  A  strip  of  platina  was 
fastened  to  the  centre  of  the  diaphragm,  npon  which  rested  a 
platina  point,  located  npon  a  thin  strip  of  metal.  This  point 
with  the  platina  strip  npon  the  diaphragm  were  the  terminals 
of  the  circuit. 

In  another  form,  the  diaphragm  was  fastened  to  the  smal- 
ler end  of  a  metal  cone,  a  pivoted  lever  was  held  by  a  light 
spring  in  contact  with  the  centre  of  the  diaphragm,  and  the 
other  end  of  the  lever  was  in  contact  with  an  adjustable 
spring. 

In  both  of  these  forms,  as  well  as  in  the  other  modifica- 
tions which  it  is  not  necessary  to  describe,  the  contact  point 
is  so  arranged  that  it  does  not  follow  the  retreating  mem- 
brane responding  to  the  air  vibration,  bnt  an  interval  occurs 
which  intercepts  the  next  outward  movement  of  the  dia- 
phragm. During  part  of  a  vibration  the  two  electrodes  ap- 
proach each  other,  move  together,  separate,  and  then  move 
in  the  same  direction  but  not  together. 

In  1869,  Mr.  Vanderwyde  exhibited  and  made  public  ex- 
periments with  the  £eis  apparatus  in  the  city  of  New  York, 
and  shortly  after  published  a  description  of  the  instrument 
used  by  him.  In  his  description  he  distinctly  states  that  it  is 
entirely  clear  that  no  quality  of  tone  can  be  transmitted. 
"  Much  less,"  he  says,  "  can  articulate  words  be  sent,  notwith- 
standing the  enthusiastic  prediction  of  some  persons,  who, 
when  they  first  beheld  this  apparatus  in  operation,  exclaimed 
that  now  we  would  talk  directly  through  the  wire.  It  is, 
from  its  nature,  able  to  transmit  only  pitch  and  rhythm,  conse- 
quently, melody,  and  nothing  more." 

The  theory  now  is,  that  the  Eeis  apparatus  really  embodied 
the  method  of  microphone  transmission,  and  that  its  mechan- 
ism will  operate  to  vary  the  resistance  in  the  electric  circuit. 
Mr.  Vanderwyde  is  produced,  and  testifies  that  he  considered, 
at  the  time  of  these  experiments,  that  the  mechanical  action 
of  the  adjustment  was  an  alternate  make  and  break  of  the 
current,  but  he  now  has  learned  to  understand  it  better,  and 
is  convinced  that  the  vibration  of  the  diaphragm  supporting 
Vol.  XXIII.— 17 
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the  platinum  foil  produces  a  more  or  less  intimate  contact  be- 
tween that  foil  and  the  platinum  point,  and  thereby  produces 
a  variation  in  the  resistance  to  the  battery  current,  resulting 
in  a  corresponding  variation  in  the  amonnt  of  current  trans- 
mitted. 

It  is  asserted,  in  argument,  by  the  defendants'  counsel, 
that  the  Reis  apparatus  needs  "  but  the  mechanical  improve- 
ment of  the  apparatus,  such  as  a  slight  weight  on  the  top  of 
the  platinum  rod,  or  a  substitution  of  carbon  for  the  elec- 
trodes,  to  make  that  apparatus  a  better  speaking  telephone 
than  can  be  made  of  the  Bell  apparatus,  as  described  in  his 
first  patent."  The  testimony  of  Mr.  Yeates  may  be  referred 
to  as  illustrating  the  character  of  the  mechanical  modifications 
which  are  practicable.  After  describing  some  improvements 
made  by  him  in  the  receiver,  he  says  he  turned  his  attention 
next  to  the  Beis  transmitter,  and  discovered  ^^  that  the  chief 
defect  in  it  was  the  too  freely  tossing  of  the  little  contact  pin 
from  the  platinum  plate  on  which  it  rested ; "  and  the  first 
plan  which  occurred  to  him  to  obviate  this  defect  was,  to 
make  the  pin  dip  into  a  conducting  fluid,  and  he  made  the 
experiment  by  simply  wetting  the  pin  with  his  tongue.  He 
states  that  this  greatly  improved  the  sounds  transmitted,  and 
shortly  after,  when  experimenting  with  the  instrument,  songs 
sung  into  the  transmitter  were  distinctly  heard,  and  some  of 
the  words  were  clearly  recognized  at  the  receiver  in  another 
part  of  the  building.  What  modifications  were  made  by  him 
intermediate  his  first  and  later  experiments  are  not  described. 
As  the  experiments  of  Mr.  Yeates  were  made  in  England, 
the  evidence  is  only  important  for  the  purpose  of  showing 
the  capacity  of  the  Reis  apparatus,  with  mechanical  modifica- 
tions, to  anticipate  the  invention  of  the  speaking  telephone. 
After  Bell  has  pointed  out  the  way,  it  may  now  seem  to  be  a 
simple  thing  to  introduce  his  method  into  the  Reis  apparatus. 
Some  of  the  experts  have  doubtless  convinced  themselves  that 
these  modifications  of  the  Reis  apparatus  do  not  involve  any 
difiFerence  in  the  principle  of  the  apparatus.  It  is  too  late  to 
accept  this  theory,  after  the  lapse  of  so  many  years  of  fruit- 
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lefifi  experiment  with  the  method  of  Beis,  as  originally  sug- 
gested by  Bourseal,  and  with  the  apparatus  of  Reis  as  modi- 
fied by  varions  experimentalists,  down  to  the  time  of  the 
promulgation  of  Bell's  method.  It  seems  impossible  to  escape 
the  conviction,  that,  had  the  speaking  telephone  been  left 
where  it  was  left  by  Keis,  and  by  those  who  endeavored  to 
develope  and  perfect  his  theory,  it  would  only  have  realized 
the  speculations  of  Bourseul.  The  testimony  which  has  been 
introduced  by  the  defendants  only  serves  to  confirm  the  opin- 
ion of  Judge  Lowell,  that  "  a  century  of  Ercis  would  never 
have  produced  a  speaking  telephone,  by  mere  improvement 
in  construction.'^ 

The  answer  alleges  the  invention  and  public  use  of  the 
speaking  telephone  by  various  persons  named  therein,  prior 
to  the  invention  of  Bell.  The  argument  of  counsel  has  been 
addressed  to  the  question  of  priority  as  between  Bell  and  one 
Holcomb,  and  as  between  Bell  and  one  Beardslee,  who  is  not 
named  in  the  answer  as  a  prior  inventor. 

Holcomb  asserts  that  he  made  his  invention  in  1860.  His 
theory  is,  that,  in  the  winter  of  1859-60  he  invented  a  polar- 
ized electro  magnet,  which  was  an  extremely  sensitive  one, 
and  was  capable  of  receiving  articulate  speech,  and  was 
patented  by  him  in  May,  1860;  that,  about  the  time  of  pro- 
curing that  patent,  he  conceived  the  idea  of  converting  the 
force  of  the  human  voice  into  electricity ;  that,  early  in  the 
fall  of  1860,  he  constructed  a  telephone  consisting  of  one  of 
his  polarized  magnets,  a  wooden  diaphragm  mounted  on  a  box 
or  mouth-piece,  and  a  U-shaped  soft  iron  armature  attached  to 
the  diaphragm,  extending  towards  and  in  proximity  to  the 
ends  of  the  polar  extension  of  the  magnet,  but  not  touching 
them,  the  diaphragm  box  and  magnet  being  secured  to  and 
held  in  their  relative  positions  by  a  base  common  to  both. 
He  states  that,  soon  after  completing  this  instrument,  he 
made  a  duplicate  of  it,  and  connected  the  helices  of  both  of 
the  magnets  in  a  complete  or  closed  electrical  circuit ;  that, 
while  listening  at  one  of  the  instruments,  he  was  able  to  hear 
and  recognize  articulate  words  spoken  into  the  mouth-piece 
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of  the  other  instrument  by  other  persons,  and  that  he  nsed 
those  instruments  on  several  occasions  and  showed  them  to 
several  persons.  He  states  that  his  telephone  then  embodied 
all  the  essential  features  of  the  present  telephone. 

He  did  not  file  an  application  for  a  patent  until  January, 
1878.    The  instruments  which  he  says  he  constructed  are  not 
produced,  but  all  the  parts  are  lost  except  a  permanent  steel 
magnet,  a  sounding  box,  a  steel  bow  with  a  brass  attachment, 
a  brass  clamp,  and  some  broken  pieces  of  the  diaphragm.    No 
witness  is  produced  in  corroboration  of  Holcomb,  who  heard 
the  instrument  used,  except  Holcomb's  wife,  or  who  were 
present  when  they  were  used.    Several  witnesses  are  produced, 
however,  men  of  intelligence,  who  were  interested  in  Hol- 
comb's electrical  mechanism,  and  were  more  or  less  familiar 
with  what  he  had  accomplished,  but  none  of  them  seemed  to 
be  aware  that  he  claimed  to  have  succeeded  in  transmitting 
speech  by  the  apparatus  which  he  had  made.    In  June,  1861, 
he  obtained  a  patent  for  other  electrical  mechanisms.    From 
1862  or  1863  to  1875  he  does  not  seem  to  have  made  any 
efforts  to  perfect  his  telephone  mechanism,  and  it  was  not 
until  Bell's  invention  had  attracted  general  public  interest 
that  he  resumed  his  efforts  to  perfect  it.     During  this  period 
he  was  so  indifferent  to  the  importance  of  what  he  had  ac- 
complished that  he  suffered  the  instruments  which  he  had 
made  to  be  lost.     He  was  not  in  indigent  circumstances,  and 
it  appears  that  he  bought  a  farm  in  Maryland  in  1862.     He 
was  fully  competent  to  appreciate  the  great  merit  and  value 
of  his  invention,  if  he  had  actually  succeeded  in  transmitting 
speech  with  his  mechanism.     He  does  not  vouchsafe  any  ex- 
planation why,  for  a  period  of  fifteen  years,  he  permitted  his 
invention  to  lie  dormant.     The  presumption  of  priority  and 
validity  arising  from  the  grant  of  letters  patent  cannot  be 
overthrown  by  a  case  like  this  ;  it  suggests  too  many  improb- 
abilities to  merit  serious  consideration. 

In  August,  1878,  a  suit  was  brought  by  the  present  com- 
plainants against  the  Western  Union  Telegraph  Oompany, 
for  infringement  of  the  patent  in  suit.     Mr.  Pope  was  then 
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the  electrician  of  that  company  and  was  aware  that  Holcomb 
had  made  an  application  for  a  patent.  The  company  set  np 
the  priority  of  Holcomb,  among  other  defences,  in  that  suit. 
Mr.  Pope  investigated  Holcomb's  pretensions,  and  had  an  in- 
terview with  him  in  reference  to  the  defence  of  the  suit.  He 
questioned  Holcomb,  to  ascertain  whether  he  could  produce 
any  witnesses  to  substantiate  his  statement  that  he  had  trans- 
mitted articulate  speech  by  means  of  his  apparatus.  Hol- 
comb conld  tell  him  of  no  living  witness.  As  a  result  of  this 
interview,  Mr.  Pope  concluded  it  was  not  advisable  for  the 
Western  Union  Telegraph  Company  to  purchase  Holcomb's 
rights,  and  Holcomb  was  not  called  as  a  witness  to  substanti- 
ate the  defence.  The  impression  produced  upon  Mr.  Pope 
was  snch  as  woald  be  derived  by  any  sensible  man  by  an  in- 
vestigation of  the  facts  and  circumstances. 

For  the  purpose  of  corroborating  Holcomb,  the  defence 
produced  Mr.  Beardslee  as  a  witness.  He  testified  that  Dr. 
Bradley,  an  acquaintance  of  his,  brought  Holcomb  to  see  him, 
and  he  described  an  instrument  which  Holcomb  exhibited  to 
him  on  that  occasion,  which  he  thinks  was  some  time  in  1861 
or  1862.  He  testified  that  Holcomb  claimed  that,  by  the  use 
of  snch  instruments,  he  could  communicate  sounds  and  words 
at  a  distance,  through  an  electric  current.  Upon  the  cross- 
examination  of  this  witness,  he  testified  that  he  himself  made, 
immediately  after  that  interview,  several  organizations,  to 
test  for  his  own  satisfaction  the  correctness  of  Holcomb's 
assertions  about  his  instrument.  He  said  the  instruments 
thus  made  demonstrated  that  the  human  voice  could  be  con- 
veyed by  the  means  pointed  out  by  Holcomb,  but  he  saw  no- 
thing to  indicate  that  they  would  operate  at  great  distances, 
and  he  never  took  any  further  interest  in  them,  but  regarded 
them  as  a  mere  toy. 

Upon  this  testimony,  it  is  urged,  for  the  defendants,  that 
the  Beardslee  instruments  defeat  the  novelty  of  the  patent. 
It  suffices,  without  further  remark,  to  say  of  this  defence, 
that  the  instruments  are  not  produced,  and  were  never  pub- 
licly used,  and  that  the  witness,  who  is  a  mechanical  engineer, 
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fully  qualified  to  appreciate  their  merits,  never  regarded  them 
as  of  any  practical  value. 

The  questions  respecting  the  novelty  and  infringement  by 
the  defendants  of  the  several  claims  of  the  second  patent  in 
controversy  have  not  been  discussed  by  counsel.  The  fifth 
claim  of  that  patent  is,  ''  The  formation,  in  an  electric  tele- 
phone, such  as  herein  shown  and  described,  of  a  magnet  with 
a  coil  upon  the  end  or  ends  of  the  magnet  nearest  the  plate.'' 
The  novelty  of  the  magnet  described  in  the  specification  is 
controverted  by  defendants'  expert,  Mr.  Young,  and  he  relies 
upon  a  reference  to  the  magnet  in  Hughes'  Printing  Tele* 
graph,  as  described  in  Schellen's  work.  This  reference  ap- 
parently  describes  the  magnet  of  the  patent.  The  claim  i& 
not  for  a  combination  of  which  the  magnet  is  a  constituent ; 
and,  in  the  absence  of  any  explanation  upon  the  part  of  the 
complainants,  of  the  description  in  Schellen,  the  novelty  of 
the  daim  seems  to  be  negatived. 

Infringement  of  all  the  claims  of  this  patent  is  established 
by  the  testimony  of  Mr.  Cross. 

There  should  be  a  decree  for  the  complainants  upon  the 
fifth  claim  of  the  first  patent,  and  upon  the  sixth,  seventh^ 
and  eighth  claims  of  the  second  patent. 

Edward  JV.  Dickerson  and  Chcmncey  Smithy  for  the 
plaintiffs. 

Wheels  H.  Pechho/m^  for  the  defendants. 
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'  John  W.  Cray 

The  Philadelphia  &  EEADmo  Eailroad  Company. 

The  negligence  of  the  engineer  of  a  locomotive  engine  is  not  to  be  impnted  as 
contributory  negligence  to  a  fireman  on  snch  engine,  who  is  injured  by  a  col- 
lisioD  between  it  and  an  engine  on  a  crossing  road,  in  an  action  by  the  fire- 
man against  the  company  operating  the  latter  road. 

The  cases  of  Thon>good  y.  Bryan,  (8  C.  B.,  116,)  and  Armstrong  v.  Lanetuhire 
db  Torkahire  R,  R,  Co.,  (10  Szeh,,  47,)  disapproyed. 

(Before  Wallaos,  J.,  Northern  District  of  New  York,  June  26th,  1886.) 

Wallace,  J.  This  suit  was  brought  to  recover  damages 
for  personal  injuries  sustained  by  the  plaintiff,  in  a  collision 
between  a  locomotive  of  the  Lehigh  Valley  Railroad  Company, 
npon  which  he  was  a  fireman,  and  a  train  of  cars  belonging 
to  the  defendant.  The  collision  took  place  at  a  point  where  the 
roads  of  the  two  railway  Companies  intersect  and  cross  each 
other,  known  as  the  Bonnd  Brook  Crossing.  A  signal  station 
was  maintained  at  this  crossing  by  the  Lehigh  Valley  Com- 
pany, in  charge  of  a  signalman  who  was  selected  by  that  cor- 
poration, and  was  in  its  employ.  By  the  system  of  signals 
which  had  been  adopted  and  were  in  force  at  the  time  of  the 
collision,  a  red  signal  indicating  danger  was  constantly  shown 
to  both  roads,  until  an  approaching  train,  at  the  distance  of  a 
third  of  a  mile  from  the  crossing,  asked  for  permission  to 
pass,  by  a  signal  from  the  engine.  If,  in  answer  to  the  en- 
gine's signal,  a  white  signal  was  displayed  at  the  station,  the 
engineer  was  at  liberty  to  proceed  with  his  train.  If,  on  the 
other  hand,  the  red  signal  remained  displayed,  it  was  his  duty 
to  stop  his  train.  The  plaintiff,  in  discharge  of  his  duty  as  a 
fireman  in  the  employ  of  the  Lehigh  VaUey  Company,  was 
upon  an  engine  of  that  company  in  charge  of  an  engi- 
neer carrying  a  superior   officer  of    the  company  upon   a 
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special  errand ;  and  the  engine  was  proceeding  to  cross  the 
Bound  Brook  Crossing  when  the  collision  occurred.  The  evi- 
dence authorized  the  jury  to  find  that  the  safety  signal  was 
displayed  to  the  plaintiff's  engine  in  response  to  the  signal  of 
the  engineer  for  permission  to  cross,  and  that  the  danger  sig- 
nal was  displayed  to  the  engineer  of  the  defendant's  train,  in 
response  to  his  signal  for  permission  to  cross.  The  evidence 
also  established,  that  the  engineer  of  the  plaintiff's  engine  was 
guilty  of  negligence  in  attempting  to  cross,  notwithstanding 
he  had  received  permission  to  do  so  by  the  proper  signal ; 
that  he  saw  defendant's  train  was  making  for  the  crossing, 
either  in  disregard  of  the  proper  signal  to  the  engineer  of 
that  train,  or  under  a  misapprehension  ;  that  his  attention  was 
called  to  this  circumstance  by  Mr.  Pickle ;  and  that  he  had 
reason  to  suppose  a  collision  would  take  place  if  he  proceeded, 
yet,  having  ample  time  to  stop  his  engine  and  avoid  collision, 
after  notice  of  danger,  did  not  do  so. 

The  jury  were  instructed,  that,  if  they  found  that  the  col- 
lision ensaed  by  reason  of  the  negligence  of  the  engineer  of 
the  defendant,  concurring  with  the  negligence  of  the  engineer 
of  the  Lehigh  Valley  Company,  the  plaintiff  was  entitled  to 
recover,  provided  there  was  no  concurring  negligence  upon 
his  part.  They  were  instructed  that,  although  he  was  not 
in  control  of  the  engine  upon  which  he  was  employed,  it 
was  his  duty  to  be  observant,  so  iar  as  practicable,  of  the 
situation,  and  to  do  what  he  could  to  promote  the  safety 
of  the  enterprise  in  which  he  was  engaged ;  but  that  it  did 
not  follow  that  he  was  negligent  because  he  did  not  at- 
tempt to  stop  the  engine  himself,  or  insist  upon  the  engi- 
neer's doing  so. 

It  was  left  to  the  jury  to  determine,  as  a  question  of  fact, 
whether,  under  the  circumstances,  his  conduct  amounted  to 
a  concurrence  in  the  conduct  of  the  engineer,  and  they  were 
instructed  that,  if  he  did  thus  concur,  he  was  not  entitled 
to  recover.  The  defendant  requested  the  Court  to  instruct 
the  jury,  that  the  plaintiff,  being  a  fellow-servant  with  the 
engineer   of   the  Lehigh  Valley  Company,   and   being  en- 
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gaged  in  a  joint  enterprise  with  him,  could  not  recover,  if 
they  fonnd  that  the  engineer's  negligence  contributed  to  the 
collision.  This  instmction  was  refused,  and  the  refusal  is 
now  assigned  as  error  for  which  a  new  trial  should  be 
granted. 

The  instructions  given  were  certainly  as  favorable  for  the 
defendant  as  could  reasonably  be  required.  Although  the 
plaintiff  was  a  fellow-servant  of  the  engineer,  he  was  a  subor- 
dinate, and  had  no  control  over  the  movements  of  the  loco- 
motive. If  he  was  not  guilty  of  any  personal  negligence,  and 
did  not  countenance  the  negligent  conduct  of  his  fellow-serv- 
ant, upon  reason,  and  according  to  the  weight  of  authority, 
he  ought  not  to  be  precluded  from  a  recovery  against  the  de- 
fendant. If  he  could  maintain  an  action  against  his  fellow- 
servant  and  the  defendant  jointly,  he  can,  at  his  election, 
pursue  either  severally.  Upon  the  facts  found  by  the  jury, 
he  was  no  more  accountable  for  the  misconduct  of  the  en- 
gineer than  a  passenger  would  be,  or  than  the  owner  of  a 
cargo. would  be,  for  the  negligent  acts  of  the  carrier  whom 
he  has  employed  to  transport  his  property.  If  he  had  oc- 
cupied such  a  relation  to  the  transaction,  he  could  recover 
against  either  or  all  of  the  offenders  whose  acts  contributed 
to  his  injury.  (The  AOas,  93  U.  5.,  302 ;  The  Washinyton 
and  The  Gregory^  9  Wdll.^  513 ;  The  Titan,  a/nte,  p.  177 ; 
Eaton  V.  Boston  dk  Lowell  R.  R.  Co,,  11  Aliens  500 ;  Web- 
ster V.  Hudson  River  R.  R.  Co.,  38  N.  JT.,  260 ;  Barrett 
V.  Third  Av.  R.  R.  Co.,  45  iV.  F.,  623 ;  Spooner  v.  Brook- 
lyn City  R.  Co.^  54  JV.  Y,,  230 ;  Lookhart  v.  Lichtenthaler, 
46  Penn.  St.,  151.  See  Tovm  of  Albion  v.  Betrick,  90  Jnd., 
545 ;  Wabash  R.  Co.  v.  Shackiet,  105  III,  364 ;  Cuddy  v. 
Earn,  46  Mich.,  596.) 

The  defendant  relies  upon  the  English  cases  of  Thoro- 
good  V.  Bryan,  (8  C.  B,,  115,)  and  Armstrong  v.  Lancashire 
<&  Yorkshire  R.  R.  Co.,  (10  Exch.,  47.)  In  Thorogood  v. 
Brya/n  it  was  held,  that  the  plaintiff,  an  ordinary  passenger 
in  an  omnibus,  injured  by  the  joint  negligence  of  the  driver 
of  the  omnibus  and  of  the  defendant,  must  be  taken  to  be 
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identified  'with  the  driver  of  the  omnibus,  and,  if  want  of 
care  on  the  part  of  tlie  driver  of  the  omnibus  conduced  to 
the  accident,  the  plaintiff  could  not  recover  against  the  de- 
fendant. This  ruling  has  been  generally  criticised,  and  its 
correctness  repudiated,  by  text-writers  of  authority,  and  is  in 
plain  conflict  with  the  great  preponderance  of  judicial  opin- 
ion in  this  country.  The  case  of  Armstrong  v.  Lancashire 
cfe  Yorkshire  H.  R.  Co,  was  decided  upon  the  authority  of 
Thorogood  v.  Bryan, 

In  liobineon  v.  Jf.  Y.  C.  A  H.  R.  R.  R.  Co.,  (66  N.  F., 
11,)  it  was  held,  that  a  person  who  accepts  an  invitation  to 
ride  with  another  competent  to  control  the  vehicle  is  not 
chargeable  with  his  negligence,  and  contributory  negligence 
upon  his  part  is  no  defence,  in  an  action  against  a  third 
party  for  injuries  resulting  from  a  collision  ;  and  that,  if  the 
plaintiff  was  free  from  negligence,  although  the  driver  might 
have  been  guilty  of  negligence  which  contributed  to  the  in- 
jury, the  action  could  be  maintained.  Church,  C.  J.,  in 
delivering  the  opinion,  said :  '*  It  is  no  excuse  for  the  neg- 
ligence of  the  defendant,  that  another's  negligence  contrib- 
uted to  the  injury,  for  whose  acts  the  plaintiff  was  not  re- 
sponsible," 

In  Dyer  v.  Erie  Railway  Co.,  (71  N.  Z.,  228,)  it  was 
held,  that  where  one  travels  in  a  vehicle  at  the  invitation  of 
the  owner  or  driver,  over  whom  he  has  no  control,  no  rela- 
tionship of  principal  and  agent  exists  between  them,  and  he 
is  not  responsible  for  the  negligence  of  the  driver,  and  con- 
tributory negligence  on  the  part  of  the  driver  is  not  im- 
putable to  the  passenger,  and  is  no  bar  to  a  recovery  against 
a  negligent  third  party,  for  injuries  resulting  from  a  col- 
lision. 

The  reasoning  in  both  of  these  cases  proceeds  upon  the 
ground,  that  the  negligence  of  one  person  is  not  to  be  im- 
puted to  another  merely  because  both  of  them  are  engaged  in 
a  common  enterprise,  when  the  latter  has  no  control  in  fact, 
or  by  reason  of  superior  authority,  over  the  conduct  of  the 
former.     It  is  otherwise  where  they  are  engaged  in  an  en- 


JUNE,   1886.  267 


Cray  v.  The  Philadelphia  <fc  Reading  Railroad  Company. 

terprise  the  character  of  which  presupposes  conjoint  man- 
agement, and,  therefore,  mutual  responsibility  for  each  other's 
acts,  as  in  Beck  v.  JEast  River  Ferry  Co.^  (6  Roht.^  82.) 

It  is  not  apparent  how  the  circumstance  that  the  persons 
engaged  in  the  common  enterprise  are  fellow-servants  can  quali- 
fy the  application  of  the  principle  to  be  deduced  from  these 
cases.  That  circumstance  is  important  only  as  it  bears  upon  the 
question  of  the  employer's  responsibility  to  one  servant  for 
the  negligence  of  a  fellow-servant.  As  between  themselves, 
the  servants  of  a  common  employer  are  liable  to  each  other  for 
negligence  precisely  as  though  the  relation  of  fellow-servant 
did  not  exist.  The  cases  in  Massachusetts  holding  otherwise 
are  generally  disapproved  by  the  commentators.  {Shearmwn 
dk  Redfieldon  Negligence^  sec.  112;  Wha^'ton  an  Negligence^ 
sec.  245 ;  2  Thompson  on  Negligence^  1,062.  See,  also,  Hinds 
V.  HarhoUy  68  /nrf.,  121.)  The  exemption  of  the  employer 
from  liability  to  a  servant  for  the  negligence  of  a  fellow- 
servant  rests  upon  the  implied  undertaking  of  the  servant  to 
assume  the  risks  necessarily  incident  to  the  service  in  which 
he  engages,  including  the  risk  of  the  negligence  of  his  fellow- 
servant  in  discharging  duties  which '  the  employer  cannot  be 
expected  to  discharge  personally.  There  is  no  reason  why  a 
third  person,  with  whom  there  is  no  such  implied  undertaking, 
should  be  entitled  to  avail  himself,  as  a  defence  to  his  own 
negligence,  of  the  contributory  negligence  of  a  fellow-servant 
of  the  injured  party,  any  more  than  of  the  contributory  neg- 
ligence of  a  stranger.  As  to  him,  personal  negligence  on  the 
part  of  the  injured  party  would  seem  to  be  the  only  just 
criterion  of  contributory  negligence.  In  the  case  of  PavJr 
mier  v.  JErie  R.  R.  Co.,  (34  N.  J.  Law,  161,)  it  was  held,  that 
a  servant  injured  by  the  combined  negligence  of  his  master 
and  of  a  feliow-servant  could  recover  against  the  master,  upon 
the  ground  that  the  master  was  one  of  two  joint  wrong-doers, 
and,  as  such,  responsible  to  the  servant.  It  would  follow,  as  a 
corollary,  that  it  does  not  lie  even  with  an  employer  to  insist 
that  the  contributory  negligence  of  one  servant  can  be  im-. 
puted  to  a  fellow-servant,  as  a  defence  to  the  employer's 
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negligence.  Certainly,  a  stranger  cannot  occupy  any  better 
position  than  the  employer. 

There  are  two  adjudications  in  this  State  opposed  to  the 
doctrine  of  Armstrong  v.  La/ncaahire  <6  Yorkshire  R,  H.  Co, 
— Perry  v.  Zansmg^  (17  Sim,  34 ;)  Busch  v.  Buffalo  Creeh 
B.  B,  Co.j  (29  Sun,  112.)  In  both  of  these  cases  it  was  held, 
that  a  defendant  whose  negligence  contributed  to  the  injury 
of  an  employ^  could  not  escape  liability  because  the  negligence 
of  a  co-employ6  of  the  plaintiff  also  concurred.  This  is  be- 
lieved to  be  sound  law. 

The  motion  for  a  new  trial  is  denied. 

Parker  cfe  Countryman^  for  the  plaintiff. 
Mitchell  A  MitcheUy  for  the  defendant. 


The  Columbia. 

Two  steam  yessek,  A.  and  B.,  were  approachiDg  each  other  on  croaalne^  conrses. 
A.  had  B.  on  her  atarhoard  side.  A.  claimed  that  she  gave  a  signal  of  two 
whistles,  which  wae  not  answered  by  B.,  but  A.  did  not  stop.  B.  claimed 
that,  before  A.  gave  any  signal,  B.  gave  a  signal  of  one  whistle,  to  which  A. 
did  not  respond ;  that  then  B.  gave  another  ngnal  of  one  whistle,  to  which 
A.  did  not  at  once  reply,  bnt  kept  on,  and  then  gave  a  signal  of  two  whistles ; 
and  that  B.  then  gave  a  signal  of  three  whistles,  but  did  not  stop.  A  collision 
ensued,  injuring  A. :  Hdd,  that  both  vessels  were  in  fault. 

The  damages  to  A.  were  equally  apportioned  by  this  Court,  and,  B.  having 
been  held  by  the  District  Court  not  to  be  in  fault,  the  costs  of  that  Court 
were,  by  this  Court,  apportioned  equally,  and  the  costs  of  appeal  were  given 
to  A. 

(Before  BLATOHFoaD,  J.,  Eastern  District  of  New  York,  July  Sth,  1885.) 

This  was  an  appeal  bj  the  libellants  in  a  suit  in  rem  in 
the  District  Court,  in  Admiralty,  for  a  collision,  from  the 
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decree  of  that  Court  dismissing  the  libel.     (8  Fed,  Rep,, 
716.) 

Owen  cfe  Gray  and  F,  D,  Sturgea,  for  the  libellants. 

B,  D.  SiUiman  and  N.  P.  Schenohy  for  the  claimant. 

Blatohfobd,  J.  It  is  contended  for  the  Baxter,  that  the 
evidence  shows  that  the  Baxter  gave  a  signal  of  two  whistles ; 
that  the  Columbia  answered  by  a  signal  of  three  whistles ; 
that  the  Baxter  then  gave  a  signal  of  five  or  six  sharp  blasts, 
followed  by  a  signal  of  two  whistles;  that  the  Columbia 
answered  with  a  signal  of  three  whistles;  that  the  Baxter 
then  gave  a  signal  of  two  whistles;  and  that  the  Columbia 
answered  by  a  signal  of  three  whistles.  This  concurs  sub- 
stantially with  the  statement  of  the  libel,  that  the  Baxter  gave 
a  signal  of  two  whistles ;  that  the  Columbia  answered  by  a 
signal  of  three ;  that  the  Baxter  then  gave  a  signal  of  several 
sharp  and  distinct  blasts,  and  then  a  signal  of  two  whistles ; 
that  the  Columbia  paid  no  attention  to  such  signal,  and,  al- 
though it  was  repeatedly  given,  disregarded  it  and  kept  on. 

As  the  vessels  approached  each  other,  the  Baxter  had  the 
Columbia  on  her  starboard  side  and  their  courses  were  cross- 
ing. On  the  view  that  it  thus  became  the  duty  of  the  Baxter 
to  avoid  the  Columbia,  the  District  Judge  held  that  the  Bax- 
ter would  have  avoided  the  Columbia  if  she  had  stopped  when 
she  saw  the  approach  of  the  Columbia ;  that  the  excuse  made 
by  the  Baxter  for  not  stopping,  namely,  that  she  could  not  do 
so  without  incurring  the  danger  of  being  run  over  by  her 
tow,  was  not  satisfactory ;  and  that  she  could  have  stopped 
and  even  backed  away  without  being  run  over  by  her  tow. 
For  this  fault,  among  others,  the  Baxter  was  condemned.  I 
concur  in  this  view.  Especially  was  it  the  duty  of  the  Baxter 
to  stop  and  back,  if  her  signal  of  two  whistles  was  not,  when 
first  given,  answered  affirmatively,  and  promptly,  by  the  Co- 
lumbia. 

For  the  Columbia  it  is  contended  that,  before  the  Baxter 
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gave  any  Bignal,  the  Colambia  gave  a  signal  of  one  whistle ;  that 
the  Baxter  made  no  response ;  that  the  Columbia  then  gave  a 
signal  of  one  whistle ;  that  the  Baxter  did  not  at  once  reply, 
but  kept  on,  and  then  gave  a  signal  of  two  whistles ;  and  that 
the  Columbia  then  gave  a  signal  of  three  whistles.      The  an- 
swer states  that  the  Columbia  ran  about  100  yards  after  giving 
her  first  signal  before  she  gave  her  second,  and  that  she  did 
not  stop  and  back  till  after  the  Baxter  had  given  her  signal  of 
two  whistles.     The  District  Judge  says,  in  his  opinion,  that 
no  doubt  the  collision  would  have  been  avoided  if  the  Colum- 
bia had  been  stopped  in  time  to  permit  the  Baxter  to  pass ; 
but  that,  as  the  Columbia  had  the  right  of  way,  she  had  a  right 
to  keep  on.    I  cannot  assent  to  this  view.     When  the  Colum- 
bia received  no  response  to  her  first  signal  of  one  whistle,  she 
ought  to  have  stopped  and  backed,  instead  of  giving  her  sec- 
ond signal  of  one  whistle.     She  saw  that  the  Baxter  was  per- 
sisting in  going  on,  and  was  not  responding  affirmatively  by  a 
signal  of  one  whistle ;  and  that  there  must  be  a  collision  if 
the  Colambia  also  kept  on.    If  it  was  the  duty  of  the  Baxter 
primarily  to  keep  out  of  the  way,  and  tlie  correlative  duty  of 
the  Columbia  to  keep  her  course,  that  duty  was  imposed  on 
the  Columbia  for  the  purpose  of  enabling  the  Baxter  to  keep 
out  of  the  way.     But  it  was  not  permissible  for  the  Columbia 
to  persist  in  going  «n,  nnder  the  plea  of  keeping  her  course, 
when  she  saw  that  her  signal  was  not  affirmatively  responded 
to  by  the  Baxter.     On  the  contrary,  under  Rule  21  of  §  4,233, 
there  then  became  risk  of  collision,  and  it  was  the  duty  of  the 
Columbia  to  "  slacken  her  speed,  or,  if  necessary,  stop  and  re- 
verse;" and,  under  Rule  24,  special  circumstances  existed 
which  made  it  necessary  for  the  Columbia  to  stop,  "  in  order 
to  avoid  immediate  danger."    The  fault  of  the  Baxter  was  no 
excuse  for  the  fault  of  the  Columbia.     The  situation  was 
plain  to  the  Columbia,  and  she  was  bound  to  deal  with  it  as  it 
existed,  not  as  it  ought  to  have  been.      These  principles  are 
established  by  decisions  of  the  Supreme  Court.     {Chamber- 
lain V.  Ward,  548,  667,  568 ;  The  Gray  Eagle,  9  Wall.,  505, 
610;  The  Maria  Martin,  12  Wall.,  31, 47;  The  Ariadne,  13 
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WaU.,  475,  479 ;  The  Cayuga,  14  WaU.,  270,  275,  276 ;  The 
Continental,  Id.,  345,  359 ;  The  Sunnyaide,  91  U.  5.,  208, 
214,  215  ;  The  America,  92  U.  S.,  432,  438.) 

It  results  from  these  views,  that  there  must  be  a  decree 
holding  both  vessels  in  fault,  and  apportioning  equally  the 
damages  to  the  Baxter  between  her  and  the  Columbia,  with  a 
reference  to  ascertain  those  damages.  The  costs  of  both  par- 
ties in  the  District  Court  will  be  apportioned  equally  between 
the  parties,  and  the  libellants  will  recover  their  costs  of  this 
Court. 


Chasles  L.  Easton 
The  Gbbman  American  Bank.    In  Equity. 

B.  pledged  with  G.,  as  collateral  socnrity  for  a  loan,  bonds  issued  by  B.,  secured 
by  a  deed  of  trust  of  land,  to  a  third  person,  as  trustee,  which  contained  a 
power  of  sale.  The  trustee  sold  the  land,  at  auction,  to  D.,  who  bought  it  as 
agent  for  G.,  and  the  title  was  conveyed  to  G.  After  crediting  the  purchase- 
money  on  the  loan,  B.  was  still  debtor  to  G.  G.  afterwards  sold  the  land  at 
an  advance.  £.,  as  assignee  of  the  rights  of  B.,  brought  suit  against  G.,  for 
an  account  of  the  proceeds  of  the  sale  of  the  land  by  G.,  and  of  its  rents  and 
profits:  Held,  that,  as  G.  owed  no  duty  to  B.  to  bid  at  the  sale  by  the  trustee, 
or  take  active  measures  to  increase  the  fund,  he  had  a  right  to  buy  the  land 
at  the  sale. 

(Before  Wallaos,  J.,  Southern  District  of  New  York,  July  9th,  1886.) 

Wallace,  J.  In  April,  1875,  the  firm  of  Bowen  Brothers 
borrowed  $27,500  of  the  defendant,  giving  notes  payable  re- 
spectively two,  three  and  four  months  from  that  date.  As 
collateral  security  for  the  payment  of  this  loan,  Bowen 
Brothers  deposited  with  the  defendant  forty  bonds,  of  the 
denomination  of  $1,000  each,  made  by  them,  payable  to 
bearer  five  years  from  date,  with  interest  semiannually,  and 
bearing  date  April  Ist,  1673.    These  bonds  were  part  of  a 
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series  of  one  hundred  of  like  tenor  and  amount,  all  of  which 
were  secured  by  a  trust  deed  of  certain  real  estate  in  Cook 
county,  Illinois,  executed  by  Bowen  Brothers  to  one  Smith, 
as  trustee,  for  the  purpose  of  securing  the  prompt  payment 
of  the  said  bonds  and  the  interest  thereon  in  whosesoever 
hands  thje  same  might  be.  The  trust  deed  provided  that,  in 
case  of  default  io  payment  of  the  bonds  or  interest,  it  should 
be  lawful  for  the  trustee,  on  the  application  of  the  holder 
of  any  of  said  bonds,  to  sell  the  said  real  estate,  or  any  part 
thereof,  and  all  the  right  and  equity  of  redemption  of  the 
grantors  therein,  at  public  vendue,  to  the  highest  bidder,  for 
cash,  and,  upon  making  such  sale,  to  execute  and  deliver  to 
the  purchaser  a  deed  of  conveyance,  in  fee,  of  the  premises 
sold,  which  sale  and  conveyance  should  be  a  perpetual  bar, 
both  in  law  and  equity,  against  the  grantors,  their  heirs  and 
assigns,  and  all  other  persons  claiming  under  them.  Bowen 
Brothers  have  never  paid  the  defendant's  loan  to  them.  By 
the  terms  of  the  pledge  made  by  Bowen  Brothers  to  the 
defendant  of  the  forty  bonds,  the  defendant  was  authorized, 
on  non-payment  of  the  notes  at  maturity,  to  sell  the  collat- 
erals at  the  Board  of  Brokers,  at  public  auction,  or  at  private 
sale,  and  without  notice  to  Bowen  Brothers,  and  to  apply 
the  proceeds  of  such  sale  to  the  payment  of  the  notes.  The 
defendant  has  never  made  a  sale  of  the  collaterals  pursuant 
to  the  terms  of  the  pledge,  and  still  retains  the  bonds.  In 
January,  1877,  the  trustee  in  the  trust  deed,  upon  the  appli- 
cation of  the  State  Savings  Institution  of  Chicago,  the  holder 
of  thirty-two  of  the  bonds,  upon  which  no  interest  had  been 
paid,  sold  the  premises,  after  due  notice,  at  public  auction,  to 
one  Dexter,  the  highest  bidder,  for  $50,000  cash.  The  sale 
was  regular,  and  the  trustee  conveyed  to  Dexter  conformably 
to  the  terms  of  the  power  in  the  trust  deed.  In  purchasing 
the  real  estate.  Dexter  acted  as  agent  for  the  holders  of  the 
bonds,  including  the  defendant,  be  having  been  authorized 
by  the  holders  to  bid  for  and  purchase  the  property  for  them 
jointly,  in  order  to  protect  their  interests.  Thereafter,  he 
conveyed  to  the  defendant  AS  of  the  property  purchased  by 
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Lim,  and,  in  a  partition  suit  subsequently  brought,  a  separate 
portion  of  the  real  estate  was  set  off  to  the  defendant,  in  lieu 
of  its  undivided  interest  in  the  property.  No  part  of  the 
purchase-money  paid  by  Dexter  was  actually  advanced  by  the 
defendant,  but  the  defendant  credited  Bowen  Brothers  with 
-Afr  of  the  amount  upon  their  loan,  leaving^  Bowen  Brothers 
still  indebted  to  the  defendant  in  the  sum  of  several  thousand 
dollars.  In  February,  1881,  the  defendant  sold  and  conveyed 
the  real  estate  thus  acquired  by  it  to  one  Dore,  for  the  sum 
of  $56,000.  The  complainant  claims  to  have  acquired  all  the 
interests  of  Bowen  Brothers,  and  all  their  cause  of  action 
against  the  defendant  growing  out  of  the  transaction,  by 
mesne  transfers  from  their  assignee  in  bankruptcy.  He  files 
this  bill  upon  the  theory  that  the  defendant  is  bound  to  ac- 
count for  the  $56,000,  the  proceeds  of  its  sale  of  the  real 
estate  to  Dore,  and  for  the  rents  and  profits  during  the  time 
the  defendant  was  in  possession  of  the  real  estate.  It  is  not 
alleged  in  the  bill  that  the  sale  of  the  real  estate  was  not  fairly 
made,  or  that  the  sum  for  which  it  was  purchased  was  not  a 
fair  price,  or  that  the  defendant  acted  otherwise  than  in  entire 
good  faith  and  for  the  sole  purpose  of  protecting  its  own 
debt.  The  theory  of  the  bill  is,  that  the  pledgors  are  entitled, 
as  a  matter  of  strict  right,  to  the  profits  made  by  the  defend- 
ant by  a  fortunate  sale  of  the  real  estate  after  four  years  had 
elapsed  since  the  purchase. 

Inasmuch  as  the  defendant  has  all  along  been  a  pledgee 
of  the  collaterals  which  were  hypothecated  to  it  by  Bowen 
Brothers  as  security  for  its  loan  to  them,  it  is  clearly  bound 
to  account  to  them  or  to  their  assignee,  for  all  moneys  re- 
ceived by  it  from  the  collaterals.  If  the  defendant  had  ex- 
changed the  bonds  directly  for  the  real  estate,  unquestion- 
ably it  would  be  accountable  for  the  value  of  the  real  estate, 
and  the  pledgors,  upon  tendering  the  sum  due  upon  the  loan, 
would  be  entitled  to  a  conveyance.  In  that  case,  it  would 
have  exchanged  the  pledged  property  for  other  property,  in 
contravention  of  its  duties,  as  a  trustee  for  the  pledgors,  to 
sell  the  pledged  property  and  apply  the  avails  to  the  discharge 
Vol.  XXIII.— 18 
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of  the  debt.  Unless  the  purchase  at  the  sale  was,  in  legal 
effect,  such  an  exchange,  the  pledgors  had  no  interest  in  the 
parchase,  except  upon  the  theory  that  the  defendant  was  in- 
capacitated, because  of  its  fiduciary  relation  towards  the 
pledgors,  from  purchasing  on  its  own  account. 

In  considering  the  rights  of  the  parties,  the  circumstance 
that  the  pledgors  were  the  grantors  in  the  trust  deed  may  be 
left  out  of  view,  and  the  case  may  properly  be  treated  as 
though  the  bonds  pledged  to  the  defendant  and  the  trust  deed 
securing  them  had  been  executed  by  persons  other  than  the 
immediate  parties  to  the  pledge.  The  interests  of  Bowen 
l^rothers  in  the  real  estate,  as  grantors  in  the  trust  deed,  was 
cut  oflE  by  the  sale  made  by  the  trustee,  and  they  occupy  no 
different  relation  to  the  transaction,  as  the  grantors,  than  if 
they  had  never  conveyed  to  the  trustee.  Their  rights,  what- 
ever they  are,  accrue  because  they  were  the  pledgors  of  the 
bonds. 

The  real  estate  was  not  pledged  to  the  defendant,  but  a 
sum  of  money  to  be  produced  by  a  sale  of  real  estate  was 
pledged  as  an  incident  of  the  bonds.  That  sum,  when  re- 
ceived, was  to  become  the  money  of  the  defendant,  and  was 
to  extinguish  defendant's  debt  against  the  pledgors,  pro  tanto. 
The  pledgors  had  no  interest  in  it  after  it  was  received  by 
the  defendant,  and  whether  it  was  invested  profitably  or  un- 
profitably,  whether  in  the  same  land  by  which  it  was  orig- 
inally produced  or  in  other  lands,  was  a  matter  of  no  concern 
to  the  pledgors. 

If  the  defendant,  as  a  pledgee  of  the  bonds,  was  under  a 
duty  to  the  pledgors  to  intervene  at  the  sale  under  the  trust 
deed,  and  to  promote  a  sale  on  advantageous  terms,  for  the 
benefit  of  the  pledgors,  so  as  to  enable  them  to  realize  as 
much  as  possible  upon  the  bonds,  it  might  well  be  urged  that 
this  duty  would  subject  the  defendant  to  the  ordinary  disabil- 
ities of  a  fiduciary,  and  incapacitate  it  from  purchasing 
directly  or  indirectly  to  its  own  benefit,  without  the  consent 
of  the  pledgors.  In  the  language  of  the  Court,  in  Torrey  v. 
Bank  of  Orleans^  (9  Paige^  663 :)    "  It  is  a  settled  principle 


JULY.  1885.  275 


EastOD  V.  The  German  American  Bank. 


of  equity,  that  no  person  who  is  placed  in  a  situation  of  trust 
or  confidence  in  reference  to  the  subject  of  the  sale,  can  be  a 
purchaser  of  the  property  on  his  own  account."  Where  he 
has  a  duty  to  perform  which  is  inconsistent  with  the  character 
of  a  purcliaser,  he  cannot  divest  himself  of  the  equities  of 
the  cestui  que  trusty  to  demand  the  profits  that  may  arise  from 
the  transaction.  As  was  said  in  Michoud  v.  Oirod^  (4  Uow.^ 
555,)  by  Mr.  Justice  Wayne :  "  The  general  rule  stands  upon 
our  great  moral  obligation  to  refrain  from  placing  ourselves 
in  relations  which  ordinarily  excite  a  conflict  between  self- 
interest  and  integrity."  It  matters  not,  when  the  fiduciary 
relation  exists,  that  the  sale  was  brought  about  by  a  third 
party,  without  any  active  procurement  or  intervention  on 
the  part  of  the  fiduciary,  or  that  the  sale  was  public,  or  that 
the  price  was  fair,  or  that  there  was  no  intention  to  gain  an 
unfair  advantage.  The  real  question  in  the  case  is,  whether 
the  defendant  owed  such  a  duty  to  the  pledgors. 

When  negotiable  instruments  are  pledged  as  collateral, 
it  is  the  duty  of  the  pledgee  not  only  so  to  deal  with  them  as 
not  to  destroy  or  impair  their  value,  but  he  is  to  use  ordinary 
diligence  to  make  them  available  for  the  payment  of  the  debt. 
If  he  suffers  endorsed  paper  to  mature  without  resorting  to 
the  necessary  steps  to  charge  the  endorser,  or  fails  to  pursue 
reasonably  the  primary  parties,  be  may  become  responsible  for 
any  loss  that  may  ensue.  ( Whitten  v.  Wright^  34  Mich.^  92 ; 
Russell  V.  Hester^  10  Ala,^  535 ;  Barrow  v.  Bhinelander,  3 
Johns.  Ch.j  614 ;  Lamherton  v.  Windom^  12  Minn.,  232.) 
Even  the  neglect  to  prosecute  overdue  paper  may  subject 
the  pledgee  to  liability  to  the  pledgor  in  case  of  loss.  {JSice 
V.  Benedict^  19  Mich.y  132;  Hanna  v.  Bolton^  78  Penn. 
St.,  334 ;  Word  v.  Morgan,  5  Sneed,  79 ;  Noland  v.  Clark, 
10  B.  Mon.,  239.) 

When  the  pledgee  has  exercised  *  ordinary  diligence  to 
secure  the  fruits  of  the  pledge  for  the  benefit  of  the  pledgor, 
in  view  of  all  the  circumstances  of  the  particular  transaction, 
his  duty  has  been  fully  discharged. 

Applying  this  standard  of  diligence  to  the  present  case,  it 
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seems  clear  that  the  defendant  was  not  required,  by  its  duties 
to  the  pledgors,  to  become  a  bidder  at  the  sale,  or  take  any 
active  measure  to  increase  the  fund  to  be  realized  thereby. 
By  the  terms  of  the  trust  deed  the  land  was  to  be  sold  pub- 
licly, after  a  published  notice  of  twenty  days,  by  a  trustee  who 
was  to  sell  or  adjourn  the  sale  at  his  discretion,  and  whose 
duty  it  was  to  consult  the  best  interests  of  all  parties  interested 
in  the  sale.  The  defendant  might  reasonably  rely  upon  the 
presumption  that  such  a  sale  would  be  fairly  conducted  and 
would  produce  a  fair  return.  It  occupied  no  better  position 
than  the  pledgors  did  in  respect  to  promoting  an  advantageous 
sale,  and,  therefore,  did  not  stand  in  the  relation  of  a  fiduciary 
towards  the  pledgor.  In  view  of  the  scheme  of  the  sale,  the 
defendant  had  a  right  to  infer  that  the  pledgors  intended  to 
consent  in  advance  that  the  amount  of  the  fund  applicable  to 
the  bonds  should  be  determined  by  the  result  of  the  sale. 

If  no  active  duty  to  promote  an  advantageous  sale  was 
incumbent  upon  the  defendant,  it  was  not  incapacitated  from 
becoming  a  purchaser  at  the  sale.  The  reason  why  a  pledgee 
cannot  ordinarily  acquire  a  valid  title  as  against  the  pledgor, 
by  a  purchase  of  the  property  pledged,  although  the  sale  is 
regularly  and  publicly  made,  unless  the  pledgor  assents,  {Mid- 
dleaex  Bank  v.  Minot^  (4  Met^  325  ;  Bryan  v.  Baldwin^  52 
N.  7.,  282,)  is  because  he  cannot  be  at  the  same  time  a 
vendor  and  a  purchaser  of  the  property.  The  defendant  here 
was  not  the  vendor,  but  occupied  the  position  of  a  creditor, 
or  of  a  cestui  que  trust,  seeking  to  realize  as  much  as  might 
be  practicable  out  of  a  fund  by  which  its  debt  was  secured. 
The  defendant  and  the  pledgors  stood  upon  terms  of  complete 
equality. 

The  circumstance  that  the  defendant  did  not  actually 
advance  any  money  upon  the  purchase  is  not  material.  The 
transaction  was  the  same  in  substance  as  if  it  had  paid  the 
purchase  price  in  money,  and,  when  it  had  received  back  its 
portion  of  the  proceeds  of  the  sale,  had  applied  the  amount 
upon  the  debt  of  the  pledgors. 

Having  reached  tlie  conclusion  that  the  defendant  had  a 
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right  to  purchase  the  real  estate,  and  that  no  equities  of  the 
pledgors  were  impressed  upon  the  transaction,  it  is  not  neces- 
sary to  consider  other  questions  which  have  been  made  in  the 
case,  respecting  the  plaintiff's  acquisition  of  the  rights  of 
Bowen  Brothers. 

The  bill  is  dismissed,  with  costs. 


ChoHes  P.  CroAy^  for  the  plaintiff. 
Edwwrd  Salomon^  for  the  defendant. 


Chaslbs  F.  Bbush  and  Thb  Bbush  Electbic  Light 

COMPANT 

The  Naugatuok  Bailboad  Company  and  othebs.    In 

Equtit. 

In  Bnuh  y.  Condit,  (22  B(ai<^/.  O.  O.  R.,  246,)  a  suit  for  infringiog  the  Brash 
patent,  by  the  use  of  artidee  made  under  sabeequent  pateots,  known  as  the 
Weston  patents,  it  was  held  that  the  Bmah  patent  was  void  for  want  of 
novelty.  In  a  snbeeqaent  smt  in  equity,  on  the  Brash  patent,  against  N.,  for 
naing  like  artidos  with  those  nsed  by  the  defendant  in  Bruth  y.  Condit,  N. 
pleaded  in  bar  that  the  articles  he  nsed  were  made  by  E.,  who  oondncted  and 
controlled  the  defence  in  that  suit,  and  became  the  owner,  daring  the  pen- 
dency of  that  sait,  of  the  A^eston  patents ;  and  that,  daring  sach  pendency, 
N.  took  a  license  from  E.  onder  those  patents :  Held,  that  the  plea  was  bad. 

(Before  Shifman,  J.,  Connecticat,  July  10th,  1886.) 

Shipman,  J.  In  the  suit  of  the  present  plaintiffs  against 
Gondii  et  al.,  before  the  Circuit  Court  for  the  Southern  Dis- 
trict of  New  York,  (22  Btatchf.  C.  C.  R.,  246,)  for  the  in- 
fringement of  the  Brush  patent  by  the  manufacture  of  elec- 
tric lamps  made  under  subsequent  patents  known  as  the 
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Weston  patents,  it  was  decided  that  the  combination  which 
was  the  snbject  of  the  elder  patent  had  been  anticipated  in 
the  Hayes  lamp,  and  the  bill  was  dismissed.  The  Brush 
patent  and  the  Weston  patents  are  for  different  inventions. 

The  plea  of  the  Naugatuck  Railroad  Company,  in  this 
case,  avers,  that  the  electric  lamps  used  by  said  defendant 
were  manufactured  by  the  United  States  Electric  Lif^hting 
Company,  and  are  identical  in  construction  with  the  electric 
lamps  made  and  sold  by  Condit,  and  which  were  the  snbject 
of  the  suit  in  the  Southern  District  of  New  York ;  that  the 
defence  of  that  suit  was  solely  conducted  and  controlled  by 
said  Electric  Lighting  Company;  that,  when  that  suit  was 
commenced,  Edward  Weston  had  applications  pending  for 
letters  patent  on  electric  lamps,  which  applications  were  for 
the  benefit  of  said  Lighting  Company,  and  on  which  applica- 
tions letters  patent  were  granted,  and  became  the  property  of 
that  Company,  pending  the  Condit  suit ;  that,  pending  that 
suit,  the  Naugatuck  Railroad  Company  took  a  license  from 
said  Company,  with  knowledge  of  the  complainant's  claim 
that  the  use  of  the  lamps  so  licensed  under  the  Weston  pat- 
ents was  an  infringement  of  the  Brush  patent ;  that  said 
defendant's  lamps  are  made  under  the  Weston  patents ;  and 
that  the  invention  patented  by  one  of  them  cannot  be  made 
without  using  the  invention  described  and  claimed  in  the 
Brush  patent. 

Upon  these  facts,  the  defendant  says  that  the  Electric 
Lighting  Company  was  the  real  defendant  in  Brush  v.  Condit^ 
and  that  the  Naugatuck  Railroad  Company  is  privy  in  estate 
with  its  licensor;  and  it  pleads  the  judgment  for  the  defend- 
ant in  the  former  suit  as  a  bar  to  the  present  suit.  The  plea 
has  been  set  down  for  hearing. 

It  is  admitted  that  the  Electric  Lighting  Company,  the 
owner  of  the  Weston  patents,  was  the  real  defendant  in  the 
Condit  case,  and  that  the  Naugatuck  Railroad  Company,  be- 
coming the  licensee  of  said  Lighting  Company  pending  said 
suit,  and  with  knowledge  of  the  complainant's  claim,  is  privy 
in  estate  with  the  Lighting  Company,  and  that  a  judgment  in 
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the  former  suit,  which  determined  the  title  to  the  estate  of 
the  said  company,  or  some  right  or  liability  attaching  to  said 
title,  would  be  conclnsive  as  an  estoppel. 

The  plaintiff  says  that  the  Brash  invention  and  the  Wes- 
ton inventions,  as  claimed  in  the  respective  patents,  not  being 
alike,  an  adjudication  that  the  invention  of  the  elder  patent 
had  been  anticipated  by  a  third  person,  is  a  judgment  which 
did  not  determine  either  the  title  of  the  Lighting  Company 
to  the  junior  patents,  or  any  liability  attaching  to  such  title. 

The  defendant  says  that,  so  far  as  the  application  of  the  doc- 
trine of  res  adjvdicata  is  concerned,  there  is  no  difference  be- 
tween an  adjudication  affecting  a  right  to  use  the  property  to 
which  it  relates  and  the  title  to  that  property;  that  '^the 
grant  of  a  patent  confers  the  exclusive  right  of  property,  subject 
to  prior  grants,  and  the  question  whether  such  prior  grants 
limit  the  enjoyment  of  the  property  is  a  question  which 
directly  affects  it,  so  that  an  adjudication  in  regard  to  it 
affects  any  one  who  is  privy  in  ownership " ;  that  Brush's 
contention  in  the  Condit  case  was,  that  lie  had  '^a  prior  valid 
grant,  the  existence  of  which  would  prevent  Weston  from  us- 
ing his  subsequent  grant  except  under  Brush's  license  " ;  and 
that  thus  the  litigation  vitally  affected  the  extent  and  manner 
in  which  Weston's  property  was  to  be  enjoyed,  and,  therefore, 
related  to  the  property  as  much  as  a  question  which  related 
to  the  ownership. 

In  that  case,  neither  the  extent  of  the  grant  to  Weston, 
nor  any  liability  attaching  to  his  title,  was  in  issue.  The  title 
to  the  inventions  which  were  the  subject  of  his  patents,  or 
their  scope,  was  not  in  dispute.  The  contest  was  not  between 
the  patents  of  the  two  inventors,  except  in  popular  phrase, 
but  was  whether  anybody  had  a  right  to  make  and  use  the 
Brush  combination  of  clamp,  core  and  coil — a  right  which 
the  plaintiffs  insisted  was  theirs  exclusively,  and  the  defend- 
ants contended  was  open  to  the  public.  A  contest  between 
two  patentees  as  to  privity  of  invention,  and  a  judgment  that 
the  junior  patentee  was  or  was  not  the  first  inventor  of  the 
thing  patented  to  each,  would  be  an  adjudication  affecting 
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the  title  of  the  junior  patentee ;  but  an  adjudication  that  the 
senior  patentee  was  not  the  first  inventor  of  the  thing  claimed 
in  his  patent,  which  was  not  the  thing  claimed  by  the  junior 
patentee,  does  not  enlarge  or  affect  the  estate  of  the  latter. 

But  it  is  urged,  and  it  is  the  strength  of  the  defendant's 
argument,  that  Weston  cannot  make  his  lamp  without  using 
the  Brush  clamp,  and  thus  that  the  adjudication  in  the  Con- 
dit  case,  which  threw  the  claimed  combination  open  to  the 
public,  affected  the  extent  of  Weston's  enjoyment  of  his  prop- 
erty, and,  therefore,  related  to  the  property  as  much  as  if  it 
affected  his  title.  It  is  true,  that  the  adjudication  will,  if 
hereafter  sustained,  affect  his  enjoyment  of  his  franchise,  in 
the  sense  that  it  will  relieve  him  from  the  alleged  liability  or 
obligation  to  pay  royalty  to  the  plaintiffs ;  but  the  defect  in 
the  defendant's  argument  seems  to  me  to  consist  in  insisting 
that  the  relations  to  each  other  of  grants  of  exclusive  rights 
in  different  inventions,  by  different  letters  patent,  are  analo- 
gous, in  all  respects,  to  the  relations  to  each  other  of  grants 
of  rights  in  a  piece  of  land,  by  different  deeds. 

The  inventor's  estate  in  letters  patent  is  his  exclusive 
right  to  practice  his  own  invention  for  the  time  limited 
by  the  statute.  The  subsequent  inventor,  who  has  taken 
a  patent  for  a  different  invention,  is  no  more  subject  to 
the  grant  to  the  senior  patentee  than  he  would  have  been  if 
he  had  not  taken  a  patent.  There  cannot  properly  be  said  to 
be  a  burden  or  easement  upon  the  janior  patentee's  estate, 
although  there  is  a  prohibition  against  the  use  by  the  public 
of  the  senior  patentee's  exclusive  right.  There  is  no  implied 
condition  that  Weston's  grant  shall  be  subject  to  prior  valid 
grants,  for  the  grant  does  not  touch  upon  the  territory  which 
had  been  granted  to  anybody  else.  In  other  words,  the  fact 
that,  after  the  Condit  suit  was  commenced,  the  Electric  Light- 
ing Company  obtained  patents  for  the  devices  which  charac- 
terize the  Weston  lamps,  does  not  give  to  the  adjudication 
that  the  Brush  patent  was  invalid  by  reason  of  prior  anticipa- 
tion by  a  third  person,  any  different  position  or  force  from 
that  which  it  would  have  had  if  the  Weston  patents  had 
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Dever  been  issued,  because  these  patents  do  not  relate  to  the 
invention  which  was  included  in  the  Brush  patent.  Weston's 
freedom  from  the  claim  of  Brush  for  royalty  was,  to  use  the 
lan^TQage  of  the  plaintiffs'  counsel,  not  obtained  ^Mn  his 
capacity  as  patentee,  not  by  way  of  enlargement  of  his  rights 
as  patentee,  not  as  an  adjudication  in  favor  of  his  estate  as 
patentee,  so  as  to  make  a  case  of  ^  privity  of  estate '  in  be- 
half of  his  licensees." 

The  cases  of  IngeraoU  v.  Jewett^  (16  Blatckf,  C.  C,  R,, 
378,)  and  Permington  v.  Hunty  (20  Fed.  Rep.^  195,)  do  not 
sustain  the  plea.  In  the  first  case,  Ingersoll,  as  owner  of  the 
Heath  patent,  had  sued  Turner,  a  licensee  under  Topham's 
patent  for  the  same  invention,  for  infringement  of  the  Heath 
patent.  Topham  assumed  the  defence  of  the  suit.  The  ques- 
tion of  priority  of  invention  as  between  Heath  and  Topham 
was  the  one  at  issue,  and  was  decided  in  Topham's  favor. 
His  title  to  his  invention,  as  between  Ingersoll  and  himself, 
was  the  subject  which  was  adjudicated.  Ingersoll  then  sued 
Jewett,  another  licensee  of  Topham,  for  making  the  same  in- 
vention, and  it  was  held,  that,  if  Jewett  had  become  a  licensee 
after  judgment  in  the  Turner  suit,  he  would  have  been  privy 
in  estate  with  Topham,  and  the  former  judgment  wonld  have 
been  conclusive,  as  an  estoppel. 

In  the  case  of  Pennington  y.  Sunt,  Hnnt  sued  Pennington 
upon  the  Clark  patent,  having  bought  it  from  King,  the  unsuc- 
cessful defendant  in  the  previous  suit  of  Pennington  v.  King, 
upon  the  Pennington  patent,  in  which  case  King's  defence 
was  that  the  Pennington  invention  had  been  previously  pat- 
ented to  Clark.  The  Court  sustained  the  validity  of  the  Pen- 
nington patent,  as  against  the  Clark  patent,  and  thus  the 
validity  or  the  scope  of  the  latter  patent  was  directly  in  issue. 
Hunt,  having  bought  the  Clark  patent  from  King,  after  the 
adjudication,  with  knowledge  of  the  controversy,  was  held  to 
be  privy  in  estate  with  his  assignor,  and  to  be  bound  by  the 
judgment.  The  difference  between  these  two  cases  and  the 
one  at  bar  is,  that,  in  each  of  the  cited  cases,  the  validity  or 
the  scope  of  the  patent  which  belonged  to  the  defendant  in 
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the  original  suit  wae  directly  in  issne  and  was  adjudicated 
npon. 

The  plea  of  William  D.  Bishop,  which  sets  up  non-in- 
fringement, is  within  the  adverse  criticism  of  the  Court  upon 
a  similar  plea,  in  Sharp  v.  Heissner,  (20  Blatckf.  C.  C.  R,j 
10.) 

Both  pleas  are  overruled. 

Cavsten  Browne  and  E.  N.  Dickersan^  for  the  plaintiffs. 
Edmv/nd  Wetmore^  for  the  defendants. 


The  Warren. 

In  a  collision  between  two  steam  yesselB,  one  was  held  in  fault,  because,  haying 
the  other  on  her  starboard  hand,  and  being  bonnd  to  avoid  her,  she  under- 
took to  pass  across  her  bows  and  not  under  her  stern;  and  because  she  was 
proceeding  at  a  speed  beyond  that  prescribed  by  a  statute.  The  other  was 
held  in  fault  for  starting  up,  after  being  stopped,  when  she  saw  that  the  first 
vessel  was  intending  to  cross  her  bows,  and  was  coming  on  at  full  speed. 

Although  the  District  Court  divided  the  damages,  it  gave  full  costs  to  the  libel- 
lant.  This  Court  apportioned  equally  the  costs  of  both  parties  in  that  Court ; 
and,  as  both  parties  had  appealed,  the  cos^s  of  both  parties  in  this  Court  were 
equally  apportioned. 

(Before  Blatohford,  J.,  Eastern  District  of  New  York,  July  11th,  1886.) 

This  was  a  suit  in  rem^  in  Admiralty,  in  the  District 
Court,  for  a  collision.  That  Court  made  a  decree  apportion- 
ing the  damages.  (11  Fed,  Rep.^  443,  and  17  /rf.,  705.)  Both 
parties  appealed. 

This  Court  found  the  following  facts : 

"  1.  On  the  14th  of  January,  1880,  the  libellant  Shortland 
was  the  owner  of  the  side-wheel  steamboat  G.  T.  Olyphant, 
which  was  a  passenger  steamboat,  running  between  pier  17, 
East  River,  and  Hunter's  Point,  Long  Island. 

2.  On  the  afternoon  of  that  day,  shortly  after  3  o'clock, 
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the  said  steamboat  left  said  pier  17  on  one  of  her  regular  trips, 
being  tight  and  staunch,  and  in  charge  of  a  competent  master 
and  crew,  the  majster  and  a  competent  wheelsman  being  in  her 
pilot-house  in  charge  of  her  navigation,  and  a  competent  en- 
gineer in  charge  of  her  engine. 

3.  About  the  same  time,  the  side-wheel  steam-ferry-boat 
Warren  left  her  slip  at  Williamsburgh,  on  one  of  her  regular 
trips  on  the  ferry  between  Grand  street  on  the  Brooklyn  side, 
and  Grand  street  on  the  New  York  side,  of  the  East  River. 
The  distance  from  slip  to  slip  is  about  half  a  mile.  The  width 
of  the  river  is  about  one-quarter  of  a  mile.  The  tide  was 
strong  ebb,  and  setting  towards  the  New  York  shore,  and  the 
weather  was  fair.  When  about  in  the  middle  of  the  river,  the 
Warren,  then  heading  for  about  the  New  York  slip,  stopped 
her  machinery  to  permit  the  steamboat  Harlem  to  cross  her 
bow,  the  Harlem  then  being  bound  down  the  East  River, 
nearer  the  New  York  shore,  intending  to  make  a  lauding  at 
the  outer  end  of  the  pier  at  the  foot  of  Grand  street,  which 
forms  the  southern  boundary  line  of  the  lower  ferry  slip  on 
the  New  York  side,  into  which  the  Warren  was  bound. 

4.  When  the  Olyphant  was  about  off  Corlear's  Hook,  those 
in  charge  of  her  perceived  the  Harlem  coming  down  the  East 
River,  a  little  on  the  starboard  hand  of  the  course  of  the  Oly- 
ph'ant,  and  intending  to  make  said  landing,  which  she  indi- 
cated to  the  Olyphant  by  blowing  one  whistle. 

5.  Those  in  charge  of  the  Olyphant  also  saw,  at  the  same 
time,  the  Warren,  in  the  middle  of  the  river,  with  her  ma- 
chinery stopped,  drifting  with  the  tide,  and  waiting  till  the 
Harlem  should  be  so  far  down  the  river  as  not  to  interfere 
with  the  entrance  of  the  Warren  into  said  New  York  ferry 
slip,  it  being  then  known  to  those  on  the  Olyphant  that  the 
Warren  was  bound  for  said  ferry  slip. 

6.  An  eddy  extended  out  from  the  New  York  docks, 
variously  estimated  at  from  50  to  100  feet  wide,  and  the  Oly- 
phant was  hugging  the  New  York  shore,  to  take  advantage  of 
this  eddy  and  not  stem  the  tide.     Her  course  below  the  point 
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of  Corlear's  Hook  was  about  parallel  with  the  outer  ends  of  the 
New  York  piers,  making  her  head  towards  Williamsburgh. 

7.  The  Olyphant  answered  the  whistle  of  the  Harlem  with 
one  whistle,  and  the  helm  of  the  Olyphant  was  thereupon 
ported  a  little,  and  her  course  changed  sufficiently  to  enable 
the  Harlem  to  make  her  landing  inside  of  the  course  of  the 
Olyphant,  and  the  wheel  of  the  Olyphant  was  then  steadied, 
and  her  course  was  straightened  up  parallel  with  the  .line  of 
the  piers,  and  she  passed  about  50  feet  outside  of  the  Harlem, 
as  the  latter  was  about  to  make  her  landing,  the  Olyphant  in- 
tending to  pass  between  the  Warren  and  the  New  York  shore, 
and  being  on  a  course  to  do  so,  and  such  intention  being  mani- 
fest to  those  on  board  of  the  Warren. 

8.  Just  as  the  Olyphant  passed  the  Harlem,  the  Warren, 
which  had  all  the  time,  by  the  drift  of  the  tide  and  her  mo- 
mentum, been  nearing  the  New  York  shore,  started  ahead  and 
blew  one  whistle  to  the  Olyphant,  which  the  Olyphant  an- 
swered with  one  whistle  immediately,  and  the  wheel  of  the 
Olyphant  was  at  once  put  hard-a-port,  and  her  head  was 
turned  off  shore,  so  that  she  sheered  out  five  or  six  points  be- 
fore the  collision.  The  bells  of  the  Olyphant,  and  also  those 
of  the  Warren,  were  rung,  in  quick  succession,  to  slow,  stop 

and  back,  before  the  collision. 

• 

9.  The  Olyphant  was  running  at  the  rate  of  from  11  to  15 
miles  an  hour,  and  so  continued  until  she  was  but  a  short  dis- 
tance away  from  the  Warren,  and  until  it  was  too  late  to  avoid 
a  collision. 

10.  The  port  bow  of  the  Warren  struck  the  port  side  of 
the  stem  of  the  Olyphant,  turning  her  stem  down  the  river, 
and  forcing  her  back  towards  the  New  York  piers,  and  sink- 
ing her. 

11.  The  collision  took  place  about  100  feet  out  from  the 
Broome  street  pier,  and  a  little  below  it,  the  Olyphant  being,  at 
the  time,  about  half  in  the  ebb  tide  and  half  in  the  eddy. 

12.  The  value  of  the  Olyphant,  at  the  time  of  the  colli- 
sion, was  $16,000.     She  was  totally  lost,  except  that  her  boil- 

and  some  of  her  furniture,  was  saved,  and  realized  to  the 
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libellant  Shortland,  over  and  above  the  expenseB  thereof,  the 
sum  of  $1,096.87. 

13.  The  other  libellants  sustained  damages  by  said  colli- 
sion to  the  amonnts  reported  in  their  favor  respectively  in 
the  report  of  the  Commissioner." 

On  the  foregoing  facts,  this  Court  found  the  following 
conclusions  of  law : 

"  1.  The  Warren  was  in  fault,  and  the  Olyphant  was  in 
fault,  and  the  fault  of  each  caused  and  contributed  to  said  col- 
lision. 

2.  The  libellant  Shortland  is  entitled  to  recover  of  the 
Warren  the  sum  of  $7,456.57,  with  interest  from  January 
31st,  1880. 

3.  The  other  libellants  are  entitled  to  recover  of  the  War- 
ren one-half  of  the  sums  reported  by  the  Commissioner  as 
their  respective  damages,  with  interest  from  the  several  days 
specified  in  said  report. 

4.  The  costs  of  both  parties  in  the  District  Court  and  in 
this  Court  should  be  equally  apportioned  between  them." 

Jamei  K.  HUl^  Wing  (&  Shoudy  and  R,  2>.  Benedict^  for 
the  libellants. 

F,  A,  Wilcox^  for  the  claimant. 

Blatchfobd,  J.  The  Olyphant  was  in  fault  because,  hav- 
ing the  Warren  on  her  starboard  side,  and  being  bound  to 
avoid  her,  she  undertook  to  pass  between  her  and  the  New 
York  shore,  instead  of  passing  under  her  stem,  knowing  the 
destination  of  the  Warren,  and  seeing  her  drift,  and  knowing 
that  the  Warren  could  not  reasonably  suppose  that  the  Oly- 
phant would  attempt  to  pass  between  her  and  the  Ifew  York 
shore.  The  Olyphant  was  also  in  fault  in  her  excessive  rate 
of  speed — a  rate  beyond  that  of  10  miles  an  hour,  prescribed 
by  section  1  of  chapter  343  of  the  Laws  of  New  York,  of 
1848,  for  steamboats  passing  up  and  down  this  part  of  the 
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East  Slyer.  If  her  speed  had  been  less,  there  would  have 
been  no  collision. 

The  Warren  was  in  fault  in  starting  up  when  she  saw  that 
the  Olyphant  was  intending  to  pass  across  her  bows,  and  was 
coming  on  at  full  speed. 

I  fix  the  value  of  the  Olyphant  at  the  same  sum  as  the 
Commissioner  and  the  District  Court. 

On  the  new  proofs  in  this  Court  I  think  the  value  of  the 
boiler  should  be  fixed  at  $1,700. 

Although  the  District  Court  divided  the  damages,  it  gave 
full  costs  to  the  libellant  Shortland.  He  contends  that  if  the 
damages  were  divided  the  costs  should  have  been.  Accord- 
ing to  the  decision  in  The  America^  (92  U,  &,  432,  438,)  the 
costs  in  the  District  Court,  of  both  parties,  should  have  been 
equally  apportioned.  And,  as  both  parties  have  appealed,  and 
the  decision  here  is  substantially  the  same  as  that  in  the  Dis- 
trict Court,  it  seems  proper  that  the  costs  of  both  parties  in 
this  Court  should  be  equally  apportioned.  (The  Americay 
nhi  supra.) 


The  American  Diamoih)  Rook  Boring  Company 
Chables  Sheldon  astd  othebs.    In  Equity. 

Where  a  rehearing  on  the  merits  in  a  patent  suit,  in  eqnity,  was  granted,  alter 
an  interlocutory  decree  for  an  accounting,  and  the  taking  of  testimony  before 
the  Master,  it  was  made  a  condition,  that,  in  case  of  a  future  decree  for  an  ac- 
counting, such  testimony  should  stand  for  use. 

(Before  Whbslbe,  J.,  Vermont,  July  13th,  1885.) 

Wheeleb,  J.  This  cause  is  pending  for  the  purposes  of 
an  accounting  before  a  master  pursuant  to  an  interlocutory 
decree  made  upon  hearing  in  chief.    (17  Blatchf.  C.  C.  R.y 
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208,  308.)  It  has  now  been  heard  upon  motion  for  a  rehear- 
ing on  the  merits.  The  decision  was  made  largely  upon  the 
authority  of,  and  following,  American  Diamond  Rock  Bor- 
ing Co.  V.  SuUiva/n  MoKshine  Co.^  (14  Blatchf.  C\  (7.  jB.,  119,) 
upon  the  same  patent.  The  change  in  what  were  understood 
to  be  the  principles  of  law  governing  re-issuing  patents  since 
these  decisions  has  been  found  to  be  sufficient  to  change  that 
made  in  the  former  case.  {American  Diamond  Drill  Co,  v. 
Sulliva/n  Machine  Co.,  22  Blatchf.  C.  C.  R.,  298.)  That 
affords  sufficient  ground  for  granting  a  rehearing  to  review 
the  decision  made  in  this  case,  upon  which  the  decree  for  an 
accounting  rests.  {Coon  v.  Wilson,  113  U.  &,  268.)  Still, 
the  expenses  of  taking  testimony  before  the  master  should 
not  be  lost,  in  case  it  can,  in  any  event,  be  of  use  in  the  case. 
The  same  decree  may  be  made  again  upon  rehearing  or  on 
appeal.  What  the  result  may  be  cannot  be  foretold  with 
certainty.  Therefore,  it  seems  proper  that  the  rehearing 
should  be  granted  without  prejudice,  so  far  as  may  be,  to  the 
proceedings  before  the  master.  Therefore,  the  motion  is  to 
be  granted  upon  the  express  condition  and  order,  that,  in  case 
there  shall  be  a  decree  in  the  cause  for  an  accounting,  the  tes- 
timony already  taken  before  the  master  shall  stand  for  use 
before  the  same  or  any  other  master  in  the  cause,  as  if  taken 
by  the  parties  respectively  upon  such  new  accounting. 

The  motion  is  granted,  but  without  prejudice  to  the  right 
to  use  the  testimony  already  taken  before  the  master,  on  any 
accounting  in  the  cause. 

E.  Q.  Thompson,  for  the  plaintiff. 

E.  T.  Rice  and  Aldace  F.  Walker,  for  the  defendants. 
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In  a  coUiBion,  on  the  high  seas,  between  a  bark,  belong^g  to  the  mercantile 
marine  of  the  United  States,  and  a  British  steamship,  the  bark  was  held  in 
fault  for  not  haying  a  proper  and  sufficient  green  light,  and  for  showing  a 
flsre-up  light,  after  seeing  a  blue  light  burned  on  the  steamship,  and  thus 
leading  the  steamship  to  suppose  the  bark  was  a  pilot-boat ;  and  the  steam- 
ship was  exonerated  from  fault. 

(Before  Blatohtord,  J.,  Eastern  District  of  New  York,  July  14th,  1886.) 

These  were  libels  in  rem^  in  Admiralty,  in  the  District 
Court,  for  a  collisioD.  That  Court  having  dismissed  the  libels, 
(23  2^ed.  jRep.,  831,)  the  claimants  appealed. 

This  Court  found  the  following  facts  : 

"  1.  A  little  after  1  o'clock  on  the  morning  of  December 
14th,  1882,  a  collision  took  place  between  the  bark  Ella,  be- 
longing to  the  mercantile  marine  of  the  United  States,  and 
the  British  steamship  Wisconsin,  in  latitude  40^  40'  north, 
and  longitude  68^  40'  west,  the  steamship  being  bound  from 
Liverpool  to  New  York,  and  the  bark  from  Buenos  Ayres  to 
Boston,  with  cargo,  in  consequence  of  which  the  bark  was  in- 
jured on  her  starboard  bow,  and  her  cargo  was  damaged. 
The  bark  was  close-hauled  on  her  port  tack,  on  a  course  north- 
northwest,  the  wind  being  west  or  west  by  north,  and  had  set 
reefed  fore-sail,  foretopmast  stay-sail,  maintopmast  stay-sail 
and  reefed  spanker.  The  wind  was  blowing  strong,  and  the 
night,  though  dark,  was  clear,  and  a  good  night  for  seeing 
lights  at  a  distance.  The  bark  was  making  between  2}  and  3 
knots  an  hour.  She  was  of  654  tons  burthen  and  was  owned 
by  the  libellants  in  the  first  suit.  She  was  about  145  feet 
long. 

2.  The  steamship  was  of  2,386  register  tons  burthen,  400 
feet  long,  was  loaded  by  the  stern,  had  about  15  feet  free- 
board amidships,  and  was  about  18  feet  out  of  water  at  her 
stem.    Her  bridge  was  located  about  130  feet  aft  of  her  ex- 
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treme  bow.  She  had  two  lookouts  on  the  bridge,  who  were 
competent  and  experienced  seamen,  and  each  of  them  was 
carefully  attending  to  such  duty  and  had  no  other  duty  to  at- 
tend to.  The  second  and  fourth  oflScers  were  also  on  the 
bridge.  It  was  the  second  o£Scer's  watch  and  he  was  in  charge 
of  the  navigation  of  the  steamship.  Both  of  those  officers 
were  keeping  a  careful  watch  and  lookout.  There  was  no 
lookout  on  the  bow.  Only  one  of  the  lookouts  has  been  called 
as  a  witness  or  accounted  for.  The  steamship,  before  sight- 
ing any  light  on  the  bark,  was  moving  at  the  rate  of  11  knots 
an  hour,  and  was  on  a  compass  course  of  west  by  north  half 
north,  which  was  a  true  course  of  west.  She  could  be  stopped 
from  full  speed  ahead  to  dead  in  the  water  in  3  or  4  times 
her  own  length.  Her  half-speed  was  about  9  miles  an  hour. 
Her  slow  speed  was  about  7  knots  an  hour. 

3.  The  steamship  was  upon  the  cruising  ground  of  Sandy 
Hook  pilots,  and  the  master  desired  as  soon  as  practicable  to 
obtain  the  services  of  such  a  pilot,  and  the  officers  on  deck 
were  carefully  looking  out  for  a  pilot's  signal.  By  rule  11  of 
section  4,233  of  the  Be  vised  Statutes  of  the  United  States, 
it  was  provided  as  follows,  at  the  time  of  said  collision : 
"  Sailing  pilot  vessels  shall  not  carry  the  lights  required  for 
other  sailing  vessels,  but  shall  carry  a  white  light  at  the  mast- 
head, visible  all  around  the  horizon,  and  shall  also  exhibit  a 
flare-up  light  every  fifteen  minutes."  The  same  provision  of 
law  was  at  the  time  in  force  by  British  authority,  in  regard 
to  British  vessels. 

4.  The  white  mast-head  light  of  the  steamship  was  made 
by  the  bark  a  little  forward  of  her  starboard  beam,  and  about 
5  or  6  miles  distant,  about  half  an  hour  before  the  collision 
happened.  After  the  steamship's  said  light  was  first  seen  it 
was  constantly  watched  by  those  on  the  bark.  About  15 
minutes  later,  the  master,  the  first  mate,  and  four  seamen  be- 
ing on  deck,  the  red  light  of  the  steamship  was  made  out, 
from  3  to  4  miles  distant,  and  thereupon  a  flare-up  light  was 
burned  upon  the  bark,  on  her  starboard  quarter,  which  was 
seen  by  those  on  the  steamship,  bearing  about  two  points  for- 
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ward  of  the  port  beam  of  the  steamship.  The  second  officer 
of  the  steamship  examined  this  light  with  his  glasses,  and 
thought  it  was  on  a  pilot-boat,  which  was  headed  about  north, 
on  the  wind,  and  sent  the  fourth  officer  to  call  the  captain. 
The  captain  went  immediately  upon  the  bridge,  and  it  was 
announced  to  him  that  the  flare-up  light  of  a  pilot-boat  had 
been  seen,  and  the  direction  it  bore  from  the  steamship  was 
stated,  and  under  his  orders  a  blue  light  was  burned  on  the 
steamship,  as  an  answering  signal  to  a  pilot-boat,  which  is  the 
only  boat  to  which  such  a  signal  is  given,  and  the  blue  light 
was  seen  by  those  on  the  bark,  and  it  was  promptly  answered 
by  her  by  another  flare-up  light,  thus  confirming  those  on  the 
steamer  in  the  judgment  they  had  formed,  that  the  approach- 
ing vessel  was  a  pilot-boat.  The  watch  below  of  the  steamship 
was  then  called  on  deck,  and  they  got  a  ladder  ready  to  put 
over  the  side  of  the  steamer  to  receive  the  supposed  pilot 
when  he  should  come  alongside,  and  thus  all  the  watch  were 
on  deck  carefully  watching  the  bark.  A  white  light  was  also 
seen  on  the  approaching  vessel  by  those  on  the  steamship,  and 
was  taken  by  them  to  be  the  white  light  at  the  mast-head  of 
a  pilot-boat,  and  the  helm  of  the  steamship  was  put  to  star- 
board, and  she  bore  away  for  the  approaching  vessel,  chang- 
ing her  heading  from  west  by  north  half  north  to  southwest 
half  west.  Her  previous  course  was  such,  that,  if  it  had  been 
continued,  she  would  have  passed  the  bark  about  4  miles  to 
the  northward. 

5.  When  the  steamship  was  at  a  safe  distance  from  the 
bark,  her  engines  were  stopped,  and  her  headway  was  sub- 
stantially overcome,  waiting  for  the  pilot  to  come  alongside 
in  his  boat. 

6.  Afterwards,  and  when  the  two  vessels  were  within  a 
short  distance  of  each  other,  a  dim  green  light  on  the  bark 
was,  for  the  first  time,  seen  by  those  on  the  steamship.  It 
was  seen  through  glasses,  and  sooner  than  it  could  have  been 
seen  by  a  lookout  on  the  bow,  and  as  soon  as  it  could  have 
been  seen  by  any  one  on  the  steamship.  It  was  an  improper 
and  insufficient  light  to  be  used  as  a  signal  light  upon  a  vessel 
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at  Bea.  The  engines  of  the  steamship  were  at  once  backed 
strong,  and  she  had,  at  the  time  of  the  collision,  little,  if 
any,  headway.  As  the  bark  forged  ahead  across  the  bows 
of  the  steamship,  the  starboard  bow  of  the  bark  came  in  con- 
tact with  the  stem  of  the  steamship." 

On  the  foregoing  facts,  this  Court  found  the  following 
conclusions  of  law : 

"  1.  The  steamship  was  guilty  of  no  fault. 

2.  The  bark  was  in  fault  for  not  having  a  proper  and  suf- 
ficient green  light. 

3.  The  bark  was  also  in  fault  for  showing  a  flare-up 
light,  after  seeing  the  blue  light  burned  on  the  steamship,  and 
thus  leading  the  steamship  to  suppose  that  the  bark  was  a 
pilot-boat. 

4.  The  libel  in  the  first  case  must  be  dismissed,  with  costs 
to  the  libellants,  in  the  District  Court,  taxed  at  $335.50,  and 
costs  in  this  Court,  to  be  taxed  ;  and  the  libel  in  the  second 
case  must  be  dismissed,  with  costs  to  the  libellants,  in  the 
District  Court,  taxed  at  $335.50,  and  costs  in  this  Court,  to 
be  taxed." 

Scudder  &  Carter  and  Owen  cfe  Oray^  for  the  libellants. 

WUcox^  Adcmia  <&  Mdcklin^  for  the  claimants. 

Blatchford,  J.  Concurring  fully  in  the  opinion  of  the 
District  Judge  in  these  cases,  (23  Fed.  li^.^  831,)  I  can  add 
nothing  to  what  he  has  there  so  well  said. 
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The  Hazel  Kibkb. 
The  Bo8a. 

SectioDs  4,466  and  4,469  of  the  Reyiaed  Statutes,  impoeiiig  a  penalty  on  a 
Bteamer  for  carrying  more  passengers  than  its  certificate  of  inspection  allows, 
apply  to  a  steamer  engaged  in  carrying  passengers  on  the  waters  of  Jamaica 
Bay,  which  are  public  navigable  waters  of  the  United  States,  and  open  to  the 
Atlantic  Ocean,  and  thus  a  highway  over  which  commerce  may  be  carried  on 
with  other  States  and  foreign  countries,  and  are  such  waters  as  section  4,400 
embraces,  although  it  does  not  appear  that  the  steamer  was  engaged  in  trans- 
porting passengers  or  freight  passing  between  places  outidde  of  the  State  of 
New  York  and  places  within  that  State. 

Such  a  steamer,  having  obtained  a  certificate  of  inspection  as  a  general  passen- 
ger boat,  and  not  as  a  ferry-boat,  its  character  was  fixed,  and  its  use  on 
Jamaica  Bay,  if  its  transit  was  a  ferry,  did  not  make  it  a  ferry-boat  quoad  the 
statute,  or  bring  it  within  the  exception  in  section  4,464,  or  free  it  from  the 
penalties  imposed  by  section  4,466. 

(Before  Blatohfobd,  J.,  Eastern  IHstrict  of  New  York,  July  16th,  1886.) 

These  were  libels  in  remy  in  Admiralty,  in  the  District 
Court,  to  recover,  under  sections  4,465  and  4,469  of  the  Be- 
yised  Statutes,  penalties  incurred  by  steamers  for  carrying 
more  passengers  than  their  certificates  of  inspection  allowed. 
After  a  decree  for  the  libeUant  in  each  case,  (25  ^ed.  Bep., 
601,)  each  claimant  appealed  to  this  Court. 

IL  G.  Atwater^  for  the  libellants. 

H,  W.  Johnson^  for  the  claimants. 


Blatohfobd,  J.  I  concur  with  the  District  Judge  in 
holding  that  the  sections  of  the  Bevised  Statutes  on  which 
these  suits  are  founded,  apply  to  these  vessels,  although  it  is 
not  shown  that  they  were  engaged  in  transporting  passengers 
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or  freight  passing  between  places  outside  of  the  State  of  New 
York  and  places  within  that  State.  They  were  at  the  time 
engaged  in  carrying  passengers  on  the  waters  of  Jamaica  Bay, 
which  were  public  navigable  waters  of  the  United  States,  be- 
canse  they  were  open  to  the  Atlantic  Ocean,  and  were  thus  a 
highway  over  which  commerce  might  be  carried  on  with  other 
States  and  foreign  countries.  They  were  such  waters  as 
§  4,400  embraces.  Congress  intended  to  assert  its  power  of 
regulating  vessels  navigating  such  waters;  and,  under  the 
grant  of  the  power  of  regulating  such  commerce,  it  could 
prescribe  what  number  of  passengers  vessels  navigating 
Jamaica  Bay  should  carry. 

I  also  concur  with  the  District  Judge  in  the  view,  that,  as 
these  vessels  obtained  certificates  of  inspection  as  general  pas- 
senger boats,  and  not  as  ferry-boats,  their  character  was  there- 
by fixed,  and  their  use  on  a  ferry,  if  this  transit  was  a  ferry, 
did  not  make  them  ferry-boats  quoad  the  statute,  or  bring 
them  within  the  exception  in  §  4,464,  or  free  them  from  the 
penalties  imposed  by  §  4,465. 

In  the  case  of  the  Hazel  Eirke  there  must  be  a  decree  for 
the  libellant  for  $2,803.95,  and  his  costs  in  the  District  Court, 
taxed  at  $58.05,  and  his  costs  in  this  Court,  to  be  taxed ;  and, 
in  the  case  of  the  Kosa,  there  must  be  a  decree  for  the  libel- 
lant, for  $1,236.15,  and  his  costs  in  the  District  Court,  taxed 
at  $58.05,  and  his  costs  in  this  Court,  to  be  taxed. 


Ths  Proceeds  of  the  Sale  of  the  Barge  Waubaushene. 

Under  a  contract  of  marine  insurance  on  a  yeeeel,  made  in  Canada,  the  question 
of  the  right  of  the  insurer  to  a  ]ien  on  the  proceeds  of  the  sale  of  the  vessel, 
in  an  Admiralty  Court  in  the  United  States,  for  money  due  as  an  unpaid 
premium  for  the  insurance,  is  controUed  by  the  law  of  Canada. 

Such  a  lien  is  not  recognised  by  the  jurisprudence  of  the  United  States ;  and 
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the  ttatate  of  New  York  ereating  a  lien  for  premiums  in  favor  of  onderwritera 
does  not  i^ply  to  foreign  yeasels. 
The  reasons  stated  why  a  maritime  lien  for  insorance  premiums  is  not  allowed. 

(Before  Waixacs,  J.,  Northern  District  of  New  York,  July  a2d,  1886.) 

This  was  a  petition  in  Admiralty,  in  the  District  Conrt, 
for  the  payment,  ont  of  the  proceeds  in  the  registry  of  the 
sale  of  a  barge,  to  a  marine  insurer  of  the  barge,  of  money 
due  as  a  premium  for  the  insurance.  The  District  Court 
having  denied  the  prayer  of  the  petition,  (22  Fed,  Rep.^  109,) 
the  petitioner  appealed. 

Ma/r%haJl^  Clinton  cfe  Wilson^  for  the  petitioner. 
WUliama  c&  Potter^  opposed. 

Wallace,  J.  In  deciding  against  the  application  of  the 
insurance  company  to  be  paid  the  premium  due  upon  the 
marine  policy  issued  by  it  upon  the  barge,  out  of  the  proceeds 
arising  from  her  sale,  in  the  registry  of  the  Court,  the  learned 
Judge  of  the  District  Court  held  that  the  contract  for  insur- 
ance was  made  in  Canada,  and  the  rights  of  the  parties  to  a 
lien  were  controlled  by  the  lex  loci  contraotus.  He  also  held, 
that  such  a  lien  is  not  recognized  by  our  jurisprudence,  and 
that  the  statutes  of  this  State  creating  a  lien  for  premiums  in 
favor  of  underwriters  do  not  apply  to  foreign  vessels.  He, 
therefore,  held,  that,  as  the  company  had  no  lien  by  the  law 
of  Canada,  it  could  assert  none  here.  These  conclusions  are 
fully  approved,  and  it  seems  superfluous  to  attempt  to  rein- 
force the  reasoning  of  the  very  able  and  careful  opinion  of 
the  District  Judge,  further  than  briefly  to  indicate  the  reasons 
which  have  led  this  Court  to  deny  the  existence  of  the  mari- 
time lien  for  insurance  premiums. 

As  early  as  1815,  Mr.  Justice  Story  decided,  in  De  Lovio 
V.  Boity  (2  GaU.^  398,)  that  a  policy  of  insurance  upon  a  ves- 
sel was  a  maritime  contract,  in  an  opinion  which  has  been 
characterized  as  '^  a  learned  and  elaborate  essay  on  Admiralty 
jurisdiction,  and  one  of  the  most  elementary  and  luminous 


JULY,    1885.  295 


The  Proceeds  of  the  Sole  of  the  Barge  Waabanshene. 

views  of  the  subject  extant."  (2  HoffmafCs  Course  of  Legal 
Shidy^  465,  2d  ed.)  Althongb  the  doctrine  of  that  case  was 
not  uniformly  accepted,  {Raansay  v.  AUegre^  Johnson^ «/.,  12 
Wheat.y  638 ;  Jackson  v.  8teambo<U  Magnolia^  Campbdly  «71, 
20  How.^  335,)  the  jurisdiction  over  such  contracts  was  always 
maintained  subsequently  in  the  First  Circuit,  and  was  gener- 
ally approved  by  commentators  of  authority.  {Gloucester 
Ins.  Co.  V.  Younger^  2  Curtis^  C.  C,  322 ;  Bale  v.  Washing- 
tan  Ins.  Co.j  2  Story,  176 ;  Dunlap^s  Admiralty  Pr.y  43  ;  1 
Kenfs  Commentaries^  370,  note;  Benedict's  Admiralty j  sec. 
294 ;  ConJding^s  Adm.,  20.)  Yet,  until  the  decision  in  The 
Dolphin,  (1  Flippifhy  580,)  as  is  conceded  in  the  opinion  of 
the  Court  in  that  case,  the  general  understanding  of  the  pro- 
fession was  adverse  to  the  existence  of  a  lien  for  the  premium 
secured  by  such  a  contract.  In  that  case,  reasoning  from  an- 
alogies, and  influenced  by  the  views  recently  declared  by  the 
learned  Judge  of  the  Sixth  Circuit,  that  every  maritime  agree- 
ment,  upon  principle,  should  bind  the  ship  as  well  as  the 
owner,  (TheWiUiamfhs,  Brown's  Adm.  Rep.,  208,)  the  Court 
held  that  the  lien  should  be  recognized  as  extending  to  the 
premiums  for  insurance.  It  was  said  by.  Mr.  Justice  Curtis, 
{The  Kiersage,  2  CuH.  C.  C,  424,)  "  to  be  a  settled  rule,  that 
privileged  liens,  constituting  a  jtbs  in,  re,  accompanying  the 
property  into  the  hands  of  honafide  purchasers,  and  operating 
to  the  prejudice  of  general  creditors,  are  matters  stricti  juris, 
which  cannot  be  extended  from  one  case  to  another  argumen- 
tatively,  or  by  analogy  or  by  inference ;"  and  he  cites  Pardes- 
sus,  {Droit  Com.,  vol.  3,  597,  598,)  "  when  reasoning  on  the 
policy  of  allowing  a  privilege  for  premiums  of  insurance : 
'Analogy  cannot  afford  a  decisive  argument,  because  privileges 
are  of  strict  right.  They  are  an  exception  to  the  rule  by 
which  all  creditors  have  equal  rights  in  the  property  of  their 
debtor,  and  an  exception  should  be  declared  and  described  in 
express  words ;  we  cannot  arrive  at  it  by  reasoning  from  one 
case  to  another.'  "  The  same  citation  is  quoted  with  appro- 
bation by  Mr.  Justice  Grier,  in  Vandewater  v.  HiU,  (19  How., 
89.) 
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Although  the  proposition  is  generally  true,  that  maritime 
contracts  import  a  hypothecation  of  the  ship  for  their  perfor- 
mance, the  important  qualification  must  not  be  overlooked, 
that  the  lien  does  not  extend  to  contracts  which  do  not  aid 
the  vessel,  but  are  merely  for  the  personal  benefit  of  the  own- 
er. One  reason  why  the  master  of  a  vessel,  clothed  as  he  is 
with  almost  plenary  powers  to  represent  the  owner,  extending 
even  to  the  authority  to  sell  the  ship  when  necessity  justifies 
a  sale,  cannot  enter  into  a  contract  for  insurance,  is  because 
such  a  contract  does  not  aid  the  vessel.  It  enures  solely  to 
the  personal  interest  of  the  owner.  Unlike  contracts  and  en- 
gagements in  which  every  lien  holder  has  an  interest,  because 
they  fortify  his  security,  the  contract  of  insurance  contributes 
to  no  fund  for  the  general  benefit,  and  its  fruits  are  monopo- 
lized by  the  owner.  It  has  been  held  in  this  Court,  that  he  is 
not  required  to  surrender  the  insurance  to  a  trustee  under  the 
statutes  limiting  the  liability  of  a  vessel  owner,  for  the  benefit 
of  those  having  claims  against  the  vessel,  when  the  vessel  is 
lost  after  liability  accrues,  {In  re  Norwich  (&  N.  Y,  Trcme- 
poriaUan  Co,^  17  Blatchf,  C.  C.  i?.,  221 ;  Thomessen  v.  Whit- 
willj  21  Id.y  45,)  because  it  is  not  an  '^  interest"  in  the  ship. 

For  the  reasons,  therefore,  that  a  lien  should  not  be  ex- 
tended to  a  contract  to  which  it  has  not  been  generally  sup- 
posed to  adhere,  even  if  the  analogies  should  justify  recogniz- 
ing it,  and  also  because  the  contract  of  insurance  is  peculiarly 
distinguishable  from  the  class  of  maritime  engagements  which 
import  a  lien,  the  Court  cannot  follow  the  decision  in  the  case 
of  The  Dolphin.  The  question  of  a  maritime  lien  was  not  in- 
volved or  discussed  in  the  case  of  The  Guiding  8tar^  (9  Fed. 
Hep.^  521,  aflSrmed  18  JPed.  Rep.^  263,)  cited  as  an  authority 
in  favor  of  the  lien. 

The  note  of  Mr.  Flippin  in  the  case  of  The  Dolphin  pre- 
sents all  the  arguments  for  denying  the  existence  of  the  lien 
and  for  following  the  case  of  The  John  T.  Moore^  (3  Woods^ 
61,)  to  which  it  is  necessary  to  refer. 

The  decree  of  the  District  Court  is  affirmed. 
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Fbedebiok  a.  Hitbel 
William  A.  Tuokeb  and  Dundas  Diok.    In  Equity. 

A  deciflion  by  the  CommiBsioner  of  Patents  of  a  questioii  of  interference  be- 
tween two  inventors,  one  having  a  patent,  on  which  decision  in  favor  of  the 
other  a  patent  was  issued  to  him,  is  not  a  bar  to  a  suit  in  equity  by  the  first 
patentee  against  the  other,  under  §  4,918  of  the  Revised  Statutes,  to  have  the 
second  patent  declared  void,  on  account  of  priority  of  invention  in  the  first 
patentee. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  22d,  1885.) 

Wallace,  J.  The  complainant,  as  owner  of  letters  patent, 
No.  275,092,  issued  to  him  as  assignee  of  Harrison  H.  Taylor, 
April  Sd,  1883,  for  an  improvement  in  a  capsnle  machine,  files 
his  bill  alleging  interference  between  his  patent  and  a  patent 
issued  to  William  A.  Tucker,  No.  305,867,  September  30th, 
1884,  for  an  improved  capsule  cutter.  The  prayer  for  relief 
is,  that  the  latter  patent  be  declared  void,  because  of  the  al- 
leged priority  of  invention  of  complainant's  assignor.  The 
defendants,  by  a  plea,  set  up,  as  a  defence,  that  the  Tucker 
patent  was  issued  by  the  Patent  Office  after  a  decision, 
in  interference  proceedings  between  the  two  patents,  in 
favor  of  Tucker,  and  insist  upon  that  decision  as  a  bar  to  the 
suit.  The  plea  has  been  set  down  for  argument,  and  the  sin- 
gle question  is,  whether,  in  a  suit  between  interfering  pat- 
entees, under  section  4,918  of  the  Eevised  Statutes,  the 
decision  of  the  Patent  Office  in  favor  of  one  of  the  parties  is 
res  adjitdicata  upon  the  question  of  priority  of  invention  be- 
tween them,  and  a  bar  to  further  litigation  in  this  Court.  The 
language  of  that  section  is  so  explicit,  that  it  would  seem  to 
be  unnecessary  to  resort  to  other  provisions  of  the  patent  law, 
in  order  to  ascertain  its  meaning.  As  is  said  by  Lowell,  J., 
in  Union  Paper  Bag  Machine  Co.  v.  Crane^  (1  Bann.  &  Ar., 
494 :)  *'  It  is  not  ambiguous,  but  gives  a  Court  of  equity  power 
to  decide  between  interfering  patents,  without  any  exception 
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or  limitation."  It  sayes  the  rights  of  any  person  interested 
in  either  of  the  interfering  patents,  as  well  as  those  of  any  per- 
son interested  in  the  working  of  the  invention  claimed  under 
either  of  them,  to  obtain  relief  against  the  interfering  patent 
by  a  suit  in  equity  against  the  owner.  As  no  patent  can  come 
into  existence  under  section  4,904,  if  in  the  opinion  of  the 
Commissioner  it  interferes  with  one  already  granted,  the  sec- 
tion in  question  plainly  contemplates,  either  that  his  decision 
upon  an  interference  may  be  reviewed,  or  that  it  is  only  to  be 
reviewed  by  a  Court  of  equity  when  he  has  overlooked  the 
existence  of  the  prior  patent.  That  it  is  not  intended  to  be 
confined  to  cases  in  which  he  has  not  passed  upon  the  ques- 
tion of  priority  of  invention  is  apparent  from  the  provisions 
of  section  4,916,  by  which  the  rights  of  the  defeated  party  in 
an  interference  proceeding  are  carefully  saved,  by  allowing 
him  to  appeal  to  the  Supreme  Court  of  the  District  of  Co- 
lumbia, or  to  resort  to  a  remedy  by  a  bill  in  equity.  The  pro- 
visions of  this  section  denote  incontestably,  that  the  de- 
cision of  the  Commissioner  is  not  to  be  conclusive  if  the  de- 
feated party  chooses  to  contest  his  decision  by  a  direct  attack 
upon  the  interfering  patent,  in  a  Court  of  equity.  It  may 
very  well  be  held,  that,  where  the  defeated  party  does  not 
adopt  the  statutory  mode  of  contesting  the  decision  of  the 
Patent  OflBce  upon  the  question  of  priority  of  invention,  the 
decision  should  be  held  conclusive.  The  decisions  in  Peck  v. 
Lindsay,  (2  Fed.  Rep,,  688 ;)  HoUiday  v.  Pickhardt,  (22  Of. 
Qaz,,  420 :)  Hartford  v.  WestcoU,  (16  Off.  Oaz.,  1181 ;)  Shut^ 
V.  Davis,  (24  Off.  Oaz.,  303,)  are  to  this  effect.  They  do  not 
throw  any  light  upon  the  present  question,  because  this  is 
purely  one  of  statutory  construction.  The  cases  of  Wire 
Book  Hewing  Machine  Go.  v.  Stevenson,  (11  Fed.  Pep.,  155,) 
and  Peck  v.  ColU/iis,  (70  N.  Y.,  376,)  are  authorities  in  sup- 
port of  the  conclusions  thus  reached. 
The  plea,  is,  therefore,  overruled. 

C.  Wyllys  Beits,  for  the  plaintiff. 

A.  G.  N.  Vermilya  and  Walter  D.  Edmunds,  for  the  de- 
fendants. 
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The  United  States 
Edwabd  a.  Botd  and  Geoboe  H.  Boyd. 

It  is  no  defence  to  an  action  m  per»nam  by  the  United  States,  to  recoTer  duties 
on  imported  goods,  that  the  defendant  procured  the  goods  to  be  deliTered  to 
him  free  of  duty,  by  frandulently  procuring  them  to  be  entered  as  free  of 
duty. 

An  appraisement  and  the  liquidation  of  duties  are  not  prerequisites  to  the  right 
to  collect  duties. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  July  26th,  1885.) 

Wallace,  J.  This  action  is  brought  to  recover  duties. 
The  complaint,  which  is  demurred  to,  alleges,  in  substance,  the 
importation  by  the  defendants  into  the  port  of  New  York  of 
dutiable  merchandise  from  a  foreign  country,  which  was  sub- 
ject to  the  payment  of  duties,  upon  which  no  duties  were  paid 
by  them  because  they  procured  the  merchandise  to  be  entered 
and  delivered  to  them  free  of  duty,  and  without  any  examina- 
tion by  the  customs  officers,  by  means  of  false  and  fraudulent 
representations  to  the  Secretary  of  the  Treasury  that  the  mer- 
chandise was  imported  for  the  use  of  the  United  States,  which 
induced  that  officer  to  issue  a  permit  for  the  entry  of  the  mer- 
chandise free  of  dutv. 

It  is  insisted  in  support  of  the  demurrer,  that  an  appraise- 
ment of  the  merchandise  and  liquidation  of  the  duties  by  the 
proper  customs  officer  are  conditions  precedent  to  the  right  of 
the  Government  to  collect  the  duties ;  and  that,  in  the  ab- 
sence of  such  appraisement  and  liquidation,  the  only  remedy 
of  the  Government  is  to  proceed  for  a  forfeiture  of  the  mer- 
chandise, under  section  12  of  the  Act  of  June  22d,  1874,  (18 
U.  S,  Stat  at  Large^  188,)  known  as  the  Moiety  Act. 

The  demurrer  is  without  merit.  It  is  very  ancient  doc- 
trine, that  debt  lies  for  customs  due  upon  merchandise,  even 
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though  the  goods  are  forfeited  for  non-payment  of  duties. 
The  authorities  are  cited  in  the  opinion  of  Story,  J.,  in  United 
States  V.  Lymcm^  (1  Mason^  481.)  Where  goods  were  smug- 
gled, or  where  the  possession  of  the  goods  was  relinquished 
by  the  customs  o£Scer  through  fraud  or  mistake,  the  duties 
were  recovered  in  the  English  Exchequer  by  information,  and 
the  importer  might  be  called  upon  by  information  in  equity 
to  disclose  the  amount  and  value  of  the  goods,  for  the  purpose 
of  ascertaining  the  amount  of  duties  payable.  (Atty,  Oen.  v. 
Cressner^  1  Parker* 8  jB.,  279.)  In  the  case  of  Meredith  v. 
United  States^  (13  Peters^  486,)  where  the  language  of  the 
statute  imposing  duties  upon  imported  merchandise,  was  sub- 
stantially the  same  as  that  employed  in  the  statutes  in  force 
when  the  merchandise  in  suit  was  imported,  the  Supreme 
Court  held  that  the  right  of  the  Government  to  the  duties  ac- 
crues, in  the  fiscal  sense  of  the  term,  when  the  goods  arrive 
at  the  port  of  entry ;  and  that  the  debt  for  the  duties  is  then 
due,  although  it  may  be  payable  afterwards  according  to  the 
regulations  of  Acts  of  Congress,  as  where  a  bond  is  given  for 
the  duties,  or  a  deposit  of  tJbe  goods  is  made  by  the  importer, 
in  which  case  the  importer  is  entitled  to  the  time  of  credit  al- 
lowed by  law.  There  are  many  other  decisions  of  the  Su- 
preme and  Circuit  Courts  to  the  same  effect,  which  need  not 
be  cited,  but  it  is  proper  to  refer  to  the  cases  of  United  States 
V.  George,  (6  Blatchf.  C.  C.  R.,  406,  415,)  and  United  States 
V.  Ci>6J,  (11  Fed.  Rep.,  76,)  as  bearing  more  directly  upon  the 
questions  involved  here.  In  the  first  of  these  cases  Benedict, 
J.,  uses  the  following  language :  ^'  It  is  said  there  could  be  no 
legal  liability  for  duties,  because  no  duties  can  be  '  collected, 
levied  and  paid,'  as  duties,  unless  the  merchandise  is  in  the 
possession  and  control  of  the  Government ;  that,  as  soon  as 
property  is  fraudulently  withdrawn,  the  power  to  collect  duty 
ceases,  and  fines,  penalties  and  forfeitures  are  imposed.  But 
the  law  is  otherwise.  Duties  are  not  simply  a  charge  upon  the 
merchandise,  to  be  collected  only  by  the  custody  of  the  prop- 
erty. They  are  also  a  personal  charge  against  the  importer — 
a  debt  created  by  law,  whicli  may  be  collected  by  a  civil  ac- 
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tdon,  wholly  irrespective  of  the  possession  and  custody  of  the 
goods."  The  case  of  United  StcUes  v.  Cobb  is  directly  in 
point.  There  certain  merchandise  had  been  so  classified  by 
the  instructions  of  the  Secretary  of  the  Treasury  as  to  permit 
it  to  be  imported  free  of  duty,  and,  although  dutiable,  by 
oversight,  was  entered  free,  and  was  delivered  to  the  impor- 
ters without  examination  or  appraisement.  A  suit  was  subse- 
quently brought  to  recover  the  duties  to  which  the  merchan- 
dise was  subject  and  the  Court  held  the  action  maintainable. 
The  Court  said:  "They  (the  duties)  are  due  although  the 
goods  have  been  smuggled,  or  for  any  reason  never  come  into 
the  hands  of  the  customs  officers,  or  the  statute  proceedings 
have  never  been  instituted,  or,  through  accident  or  mistake  or 
fraud,  no  duties  or  short  duties  have  been  paid ;  and  the  im- 
porter is  not  discharged  from  his  debt  by  the  delivery  to  him 
of  the  goods  without  payment." 

It  is  not  necessary  to  decide  whether  the  Government  can 
at  the  same  time  proceed  for  a  forfeiture  of  the  merchandise 
for  the  non-payment  of  duties  and  for  a  recovery  of  the  duties 
in  an  action  of  debt,  as  that  question  does  not  arise  upon  the 
pleadings. 

Upon  principle,  it  would  seem  very  plain  that  the  defend- 
ants, who  have  deprived  the  Government,  by  their  fraudulent 
acts,  of  an  opportunity  to  appraise  the  goods  and  liquidate  the 
duties,  cannot  complain  because  such  proceedings  were  not 
taken. 

The  demurrer  is  overruled. 

John  P.  Clarksy  {Aadsta/nt  District  Attorney^)  for  the 
United  States. 

Stephen  G.  Clarke^  for  the  defendants. 


302  SOUTHERN  DISTRICT  OF  NEW  YORK, 


In  re  Charles  S.  Rindskopf. 


In  the  Matter  of  Charles  8.  Bendskopf. 

Where  the  examination  in  New  York  of  a  witnesB  de  bene  eue,  under  §  868  of 
the  Revised  Statutes,  in  a  cause  pending  in  the  District  of  Minnesota,  ia  com- 
pleted as  to  the  direct  examination,  and  he  refuses  to  appear  for  cross-exam- 
ination because  the  party  calling  the  witness  wishes  to  withdraw  the  proceed- 
ing, the  Circuit  Court  of  the  United  States  in  New  York  will  compel  the  wit- 
ness to  appear  and  submit  to  croes^xamination. 

(Before  WHSBLsa,  J.,  Soathem  District  of  New  York,  Jnly  29th,  1886.) 

Wheeler,  J.  -This  is  a  motion  for  an  attachment  to  com- 
pel the  appearance  of  a  witness  for  cross-examination,  whose 
deposition  had  been  taken  de  bene  ease,  pursuant  to  notice,  to 
be  used  in  a  cause  pending  in  the  District  of  Minnesota,  to 
which  the  witness  is  a  party,  and  on  appearance  by  the  oppo- 
site party,  through  an  examination  in  chief,  and  who  refused 
to  appear  for  cross-examination  at  a  time  to  which  the  exam- 
ination had  been  adjourned  for  that  purpose,  because  the 
proceedings  for  taking  the  deposition  had  been  attempted  to 
be  withdrawn  by  the  party  initiating  them,  and  notice  of  the 
withdrawal  had  been  given  to  the  attorney  of  the  opposite 
party.  The  only  question  argued  is,  whether  the  party  who 
commenced  the  taking  of  the  deposition  had  the  power  to  stop 
it  at  that  stage.  The  statute  provides,  that  the  witness  may 
be  compelled  to  appear  and  depose  in  the  same  manner  as 
witnesses  may  be  compelled  to  appear  and  testify  in  Court. 
{Hev.  Stat.,  sec.  863.)  Whether  the  power  of  compulsion  is  to 
be  found  with  the  authority  taking  the  deposition,  or  in  the 
Courts  of  the  District  in  which  it  is  taken,  is  not  clearly 
shown  by  the  statute.  The  learned  author  of  Conkling's 
Treatise  inclined  to  the  latter  view,  and  no  book  or  case  has 
been  observed  to  the  contrary.  (ConJding^s  Treatise,  2d  ed., 
254:.)  As  the  counsel  have  not  questioned  the  propriety  of 
this  mode  of  procedure,  it  is  assumed,  for  the  purposes  of 
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this  motion,  to  be  correct,  without  further  expression  of 
opinion. 

The  testimony  is  to  be  carefully  reduced  to  writing,  by 
the  authority  before  whom  it  is  taken,  or  by  the  witness  in 
that  presence.  {Sec.  864.)  And  it  is  to  be  personally  deliv- 
ered or  transmitted  under  seal  to  the  Court  itself,  before 
which  the  cause  is  pending.  The  party  who  started  the  tak« 
ing  of  it  appears  to  have  no  right  to  its  custody  or  to  its  sup- 
pression. The  authority  taking  it  appears  to  represent  the 
Court  pro  hoc  vice^  for  the  purpose  of  authenticating  the  tes- 
timony of  the  witness  and  preserving  it  for  the  trial,  accord- 
ing to  its  admissibility  and  weight.  When  taken,  it  is  taken 
in  the  cause,  for  the  use  of  either  party,  according  to  its  rele- 
vancy and  competency.  The  party  making  this  motion  was 
interested  }n  the  testimony  that  was  taken,  and  seems  to  have 
the  right  to  have  it  affected  by  cross-examination  as  it  might 
be,  whether  used  by  one  party  or  the  other.  It  seem,  there- 
fore, that  the  witness  should  appear,  and  the  examination  be 
completed.  As  the  refusal  appears  to  have  been  made  under 
a  claim  of  right,  in  good  faith,  no  more  than  this  is  now  re- 
quired. 

The  motion  is  granted  accordingly. 


George  Zahrishie^  for  the  motion. 
Stem  &  Myers^  in  opposition. 


HiBAM  H.  Thaybr  V8.  William  H.  Habt,  Je.    In  Equttt. 

Where  a  bill  in  equity,  in  a  suit  for  the  infringement  of  letters  patent,  is  dis- 
missed, with  a  decree  for  a  certain  sum,  as  costs,  in  favor  of  the  defendant, 
and  an  execution  therefor  is  returned  unsatisfied,  the  Court  will  not,  on  a 


804  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Thayer  v.  Hart. 


motion  in  the  suit,  appoint  a  reoeirer  of  the  patent^  as  an  equitable  aaset,  to 
be  disposed  of  to  satisfy  the  decree. 
The  remedy  is  by  bill  in  equity. 

(Before  Wsmn,  J.,  Southern  District  of  Neiw  York,  July  29th,  1886.) 


Wheeler,  J.  The  bill  in  this  case,  which  is  for  infringe- 
ment of  patents,  has  been  dismissed,  with  codts  to  the  defend- 
ant, taxed  at  $960.92,  for  which  execution  issued,  and  has 
been  returned  wholly  unsatisfied.  The  defendant  now  moves 
for  a  receiver  of  the  patents,  as  equitable  assets,  to  be  disposed 
of  for  the  satisfying  of  the  decree. 

This  decree,  so  far  as  it  is  for  the  payment  of  this  sum  for 
costs,  is  not  different  from  a  judgment  for  the  recovery  of 
money.  Execution  issues  upon  it  under  the  rule  of  the  Su- 
preme Court,  made  pursuant  to  statute,  the  same  as  upon 
judgments  for  money.  {Rev.  Stat.,  sec.  917 ;  Equity  RuU  8.) 
There  is  no  connection  between  the  decree  for  costs  and  the 
relief  sought,  neither  is  it  of  any  equitable  nature  otherwise. 
The  costs  are  recovered  because  the  bill  was  not  sustained,  as 
costs  are  in  actions  at  law,  when  the  suit  is  not  maintained. 
The  satisfying  of  the  decree  is  no  more  equitable  relief  than 
the  satisfying  of  any  money  judgment  is.  Courts  of  equity 
have  power  to  aid  in  the  satisfaction  of  judgments  at  law,  by 
reaching  assets  which  Courts  of  law  cannot  reach.  This  is 
done  upon  bill  brought  to  reach  particular  property,  and  the 
bill  is  to  be  answered,  or  proceeded  upon  for  want  of  answer, 
as  in  other  cases ;  and  the  decree  is  founded  upon  the  case 
made  in  respect  to  the  property,  although  the  right  to  proceed 
against  the  property  rests  upon  the  prior  judgment.  Here 
the  defendant  has  got  no  further  than  to  become  a  judgment 
creditor  of  the  plaintiff*.  These  patents,  as  equitable  assets, 
cannot  be  taken  to  satisfy  a  money  judgment,  except  upon  a 
decree  for  that  purpose,  which  can  only  be  had  upon  bill  and 
answer,  or  failure  to  answer  in  due  course.  The  remark  of 
the  learned  judge  in  Shainwald  v.  Lewis^  (7  Sawyer^  162,) 
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relied  upon  in  support  of  the  motion,  is  not  to  the  contrary  of 
these  views,  as  that  remark  is  understood. 
Motion  denied. 

Jomih  P.  Fitchy  for  the  plaintifiE. 

0 

Frederic  H,  Betts^  for  the  defendant. 


William  M.  Welling  m.  John  H.  La  Bau.    In  EQurrr. 

Daring  a  reference  before  a  master  to  take  an  account  of  profits  and  damages, 
mider  an  interlocutory  decree  for  the  plaintiff,  in  a  suit  in  equity  for  tlie  in- 
fringement of  letters  patent,  the  plaintiff  having  called  on  the  defendant  for 
a  supplemental  statement  as  to  alleged  infringing  articles,  the  Court  made  an 
order  allowing  the  defendant  to  introduce  eyidence  to  show  that  the  articles  not 
included  in  the  first  statement  did  not  infringe  the  patent  After  proofs  were 
taken  by  both  parties,  the  master  ordered  the  production  of  the  supplemental 
statement.  The  defendant  applied  to  the  Court  to  review  that  order.  As 
the  question  of  fact  was  complicated,  and  it  did  not  appear  on  what  theory 
the  master  proceeded,  the  Court  refused  to  interfere. 

The  practice  of  reviewing  incidental  rulings  of  the  master  is  not  to  be  com- 
mended. 

(Before  Wallaok,  J.,  Southern  District  of  New  York,  August  1st,  1885.) 

Wallace,  J.  An  interloeatory  decree  having  been  or- 
dered for  the  complainant,  adjudging  the  validity  of  his  re- 
issued letters  patent  No.  5,940,  and  the  infringement  thereof 
by  the  defendant,  the  cause  was  referred  to  a  master,  to  take 
an  account  of  damages  and  profits.  During  the  course  of  the 
bearing  before  the  master,  an  order  was  made  by  the  Court 
requiring  the  defendant  to  render  a  statement,  under  oath, 
before  the  master,  of  all  sales  and  deliveries  of  articles  made 
by  him,  containing  shellac  and  talc  in  composition,  with  the 
names  of  the  persons  to  whom  such  articles  were  sold,  and 
the  quantity  sold  to  each,  since  the  30th  day  of  June,  1874, 
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and  to  produce  specimens  of  all  the  articles  of  shellac  and 
talc  in  combination  made  and  sold  by  defendant  since  that 
date.  Upon  the  production  of  this  statement  before  the 
master,  the  question  arose  whether,  in  the  account  produced, 
all  the  articles  which  were  composed  of  shellac  and  talc  in 
substantially  equal  proportions  were  included,  only  such  arti- 
cles being  an  infringement  of  the  complainant's  patent.  The 
complainant  introduced  evidence  to  show  the  manufacture 
and  sale  of  other  articles  by  the  defendant,  composed  of  these 
ingredients  in  the  requisite  proportion,  and  called  for  a  sup- 
plemental statement.  As  the  making  of  such  a  statement 
was  likely  to  devolve  considerable  labor  and  expense  upon  the 
defendant,  leave  was  granted  to  the  defendant,  by  an  order 
of  this  Court,  to  introduce  evidence  to  show  that  none  of  the 
articles  made  or  sold  by  him,  which  had  not  been  included  in 
tbe  former  statement,  were  composed  of  shellac  and  talc  in 
substantially  equal  proportions,  in  order  that,  if  the  master 
was  satisfied  that  the  former  statement  contained  a  fuU  ac- 
count of  the  sales  of  all  the  infringing  articles  made  by  the 
defendant,  the  defendant  might  be  relieved  from  the  burden 
of  producing  the  supplementary  statement.  Voluminous 
proofs  were  introduced  by  the  respective  parties  upon  this 
preliminary  issue,  and  the  master  has  made  an  order  requiring 
the  defendant  to  produce  the  supplementary  statement.  An 
application  is  now  made  to  the  Court  by  the  defendant  to  re- 
view that  order  of  the  master. 

A  careful  examination  of  the  evidence  shows  that  the 
question  whether  the  articles  made  and  sold  by  the  defend- 
ant, not  included  in  the  original  statement,  were  composed 
of  shellac  and  talc  in  substantially  equal  proportions,  is  a 
COR)  plicated  question  of  fact,  depending,  in  part,  upon  the 
veracity  and  the  credibility  of  some  of  the  witnesses,  and  in 
part  upon  the  testimony  of  experts  concerning  the  correctness 
of  analyses  of  specimens  of  the  article,  and  concerning  the 
character  of  one  of  the  components  commercially,  mineralogi- 
callyand  chemically.  What  amount  of  talc  was  used  involves 
the  questions — whether  a  certain  proportion  of  one  of  the  in- 
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gredients  was,  in  fact,  talc  or  was  fibre  white ;  and,  if  fibre 
white,  whether  fibre  white,  although  not  commercially  the 
same  thing  as  talc,  is  mineralogically  and  chemically  the  same. 
The  question  also  arises,  whether  fibre  white  is  an  equivalent 
for  talc.  The  experts  differ  diametrically  in  their  testimony. 
The  Court  has  not  the  benefit  of  any  opinion  of  the  master, 
and  is,  therefore,  ignorant  of  the  theory  which  he  has 
adopted.  If  he  has  found  that  fibre  white  is  merely  an  equiv- 
alent for  talc,  as  it  was  not  a  known  equivalent  when  the  pat- 
ent was  granted,  the  complainant  cannot  predicate  infringe- 
ment upon  its  use  by  the  defendant.  If,  on  the  other  hand, 
he  has  found  that  it  is  talc,  although  not  dealt  in  commercially 
by  that  name,  he  has  determined  a  disputed  question  of  fact, 
npon  which  the  evidence  is  very  conflicting.  Upon  the  case 
as  it  is  now  presented,  and  without  an  opportunity  of  ascer- 
taining the  views  and  reasons  of  the  master,  the  Court  cannot 
safely  assume  that  he  is  mistaken.  The  report  of  the  master 
will  not  be  set  aside  as  to  matters  of  fact  upon  which  the  evi- 
dence is  doubtful  or  the  inferences  uncertain,  much  less 
where  his  conclusions  are  reached  upon  conflicting  testimony, 
and  involve  to  a  greater  or  less  degree  the  credibility  of  the 
witnesses. 

The  practice  which  has  been  pursued  here  is  not  to  be 
commended.  The  regular  and  orderly  way  to  test  the  ques- 
tion of  the  extent  of  the  defendant's  infringement  is  upon 
exceptions  to  the  master's  report  at  the  conclusion  of  the 
accounting.  It  is  only  in  a  case  of  extreme  hardship  to  a  de- 
fendant, that  the  Court  should  be  asked  to  review  an  inci- 
dental ruling  of  the  master,  in  the  course  of  the  accounting, 
which  can  be  reviewed  upon  exceptions  to  his  report.  There 
was  enough  here,  probably,  to  justify  the  attempt  which  has 
been  made,  but  the  hardship  to  the  defendant  is  a  less  evil 
than  the  danger  of  reaching  a  wrong  decision  upon  the  merits. 
It  is  more  judicious  to  require  the  accounting  to  proceed 
in  the  ordinary  way.  When  the  master's  report  is  made,  if 
it  is  excepted  to,  his  findings  of  fact  will  appear,  and  the 
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Court  can  review  them  intelligently,  and  with  a  stronger 
probability  of  reaching  a  correct  result  than  is  now  possible. 

The  application  of  the  defendant  is  denied,  and  he  is  di- 
rected to  comply  with  the  order  of  the  master. 

Frederic  H.  Betts  and  C.  WyUys  Betta^  for  the  plaintiflE. 
Luoien  Birdseye^  for  the  defendant. 


Franklin  Satterthwaite  vs,  Charles  S.  Abercrombie. 

A  discharge  of  the  maker  of  a  note  nnder  inBolyency  proceedingB  of  the  State 
of  New  York,  does  not  affect  the  right  of  its  holder  to  recover  on  it,  by  a 
suit  in  New  York,  where  he  is,  and  was  at  the  thne  of  the  insolyency 
proceedings,  a  non-resident  of  that  State,  and  was  not  a  i>arty  to  sach  pro- 
ceedings. 

The  New  York  limitation  of  six  years  commenced  to  ran,  on  the  note,  six  years 
and  two  months  before  the  suit  was  brought.  The  statute  ( Code  of  Civil 
Procedure,  §  401)  proyides,  that "  if,  after  a  cause  of  action  has  accrued  against 
a  person,  he  departs  firom  and  resides  without  the  State,  or  remains  continu- 
ously absent  therefrom  for  the  space  of  one  'year  or  more,  the  time  of  his 
absence  is  not  a  part  of  the  time  limited  for  the  commencement  of  the  ac- 
tion." This  means,  that  if  the  person  departs  from  the  State,  and  resides 
without  it  for  any  length  of  time,  that  time  is  to  be  taken  out,  while  absences 
for  less  than  a  year,  not  accompanied  by  residence  without  the  State,  are  not 
to  be  taken  out.  Although  the  defendant  was  not  continuously  absent  from 
the  State  for  one  year  between  the  time  the  limitation  began  to  run  and  the 
bringing  of  the  suit,  yet,  as  he  resided  without  the  State,  during  that  interval, 
for  a  length  of  time  which,  deducted  from  the  six  years  and  two  months,  left 
less  than  six  years  to  be  reckoned  towards  the  statute  bar,  the  action  was 
brought  in  time. 

(Before  Whebler,  J.,  Southern  District  of  New  York,  August  4th,  1885.) 

Wheeler,  J.  The  note  in  suit  was  dated  November  1st, 
1872,  and  made  payable  fourteen  months  after  date ;  conse- 
quently it  fell  due,  with  grace,  January  4th,  1874.     This  suit 
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was  commenced  February  16th,  1884.  The  defences  are  the 
statute  of  limitations,  and  a  discharge  in  a  species  of  insolv- 
ency proceedings  under  what  is  caUed  the  two-third  Act  of 
the  State  of  New  York.  The  cause  has  been  tried  by  the 
Court  upon  a  waiver  of  a  jury.  The  plaintiff  is,  and  was  at 
the  time  of  the  insolvency  proceedings,  a  non-resident  of  the 
State  of  New  York,  and  did  not  in  any  way  become  a  party 
to  those  proceedings.  They  did  not,  therefore,  affect  him  in 
his  right  to  recover  on  his  note.  {Ogden  v.  Somndera^  12 
Wheats  213;  Cook  v.  Moffat^  5  How.^  309  ;  Savoy e  v.  Marahj 
10  Met.^  594: ;  Clark  v.  Hatch^  7  Cusk.^  456  ;  Pratt  v.  Chase, 
44  N.  r.,  597.) 

According  to  the  testimony  of  the  defendant,  which  is  all 
there  is  in  the  case  upon  the  subject  of  his  residence,  he  was 
staying  with  his  uncle,  in  Jersey  City,  in  New  Jersey,  at  the 
time  of  giving  the  note,  and  continued  to  stay  there  until 
December,  1877,  when  he  came  to  the  New  York  Hotel,  in 
New  York.  Nothing  is  shown  about  him  previously,  except 
that,  before  he  was  at  his  uncle's  at  this  time,  he  was  visiting 
his  sister,  at  Elizabeth,  New  Jersey.  He  states  now,  that  he 
is  a  gentleman  of  leisure,  48  or  50  years  old,  and  was  married 
in  1882.  From  this  it  is  understood  that  he  was  a  single 
man,  without  a  family,  or  permanent  home,  or  place  of  busi- 
ness, until  after  his  marriage,  since  al)Out  the  time  of  which 
he  has  had  a  residence  in  the  city  of  New  York.  As  no  other 
domicile  is  shown,  his  place  of  residence  must  be  taken  to 
have  been  where  he  was.  It  cannot  be  assumed,  without  any 
evidence  at  aU,  to  have  been  elsewhere.  He  was  without  the 
State  of  New  York  when  the  cause  of  action  accrued.  The 
statute  of  limitations  of  New  York  provides  that  actions  like 
this  must  be  commenced  within  six  years  after  the  cause  of 
action  has  accrued,  {Code  of  CvoU  Procedure,  sees.  380,  382 ; ) 
and  that,  if  the  defendant  is  without  the  State  when  the  cause 
of  action  accrues,  the  action  may  be  commenced  within  the 
time  limited  therefor,  after  his  return  into  the  State.  (Sec. 
401.)  The  six  years  commenced  to  run,  therefore,  upon  this 
cause  of  action,  in  December  1877,  six  years  and  about  two 
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months  before  the  action  was  commenced.  The  statate  of 
limitations  further  provides,  that  if,  "after  a  cause  of  action 
has  accmed  against  a  person,  he  departs  from  and  resides 
without  the  State,  or  remains  continuously  absent  therefrom 
for  the  space  of  one  year  or  more,  the  time  of  his  absence  is 
not  a  part  of  the  time  limited  for  the  commencement  of  the 
action."  {See.  401.)  The  evidence  shows  that  he  was  not 
continuously  absent  from  the  State  for  the  space  of  one  year 
between  December,  1877,  when  the  time  commenced  to  run, 
and  the  commencement  of  the  action.  The  case  does  show, 
that,  from  December  1877  to  the  winter  of  1880  and  1881,  he 
spent  the  winters  in  New  York,  staying  at  the  New  York 
Hotel,  and  the  summers  at  Mendham,  New  Jersey ;  that,  in 
February,  1881,  he  went  to  Washington,  D.  C,  and  stayed 
several  months  there,  and  then  returned  to  New  York,  with- 
out showing  to  what  place,  intending  to  go  to  Mendham, 
where  he  soon  went,  for  the  summer ;  and  that  late  in  1881 
he  returned  to  New  York,  and  stayed  at  different  hotels, 
among  them  the  New  York,  until  he  went  to  his  present 
residence.  It  is  not  clear  to  which  hotel  he  went  when  he 
returned  to  New  York  late  in  1881.  Nothing  is  shown  as  to 
what  quarters  he  had,  or  under  what  arrangement  he  stayed, 
at  the  New  York  or  other  hotels,  except  that  he  stayed  there ; 
and  he  testifies  that  the  books  of  the  New  York  Hotel  would 
show  when  he  was  there.  It  can  only  be  found  from  this  that 
he  was  there  as  a  guest  or  boarder,  and  that  his  arrangements 
for  staying  only  covered  the  time  when  he  was  actually  a 
guest  or  boarder  there,  and  not  the  intervals  when  he  was 
absent  for  a  summer  season,  and  especially  not  the  long  inter- 
val in  1881  from  February  till  late  in  the  year,  when  it  does 
not  in  fact  appear  that  he  did  return  there  at  the  end  of  the 
interval,  when  he  returned  to  New  York.  At  such  times  he 
had  no  home  or  abode  there,  nor  any  right  there,  so  far  as 
appears,  beyond  or  different  from  the  right  of  all  persons  to 
become  guests  there.  When  he  left  under  such  circumstances 
he  would  not  leave  any  place  there  at  which  process  could  be 
served,  he  would  take  his  abode  with  him,  and  a  general  in- 
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tention  to  reside  in  the  city  of  New  York  would  not  make 
his  home,  nor  give  him  a  domicile,  there.  How  he  provided 
for  himself  at  Mendham  does  not  appear ;  but,  however  it 
may  have  been,  it  is  not  probable  that  it  was  by  any  arrange- 
ment less  permanent  than  being  a  guest  or  boarder  at  a  hotel. 
And,  if  it  was  only  that,  it  would  be  equally  permanent  with 
his  arrangement  at  the  hotels  in  New  York  when  he  was 
there.  Especially,  when  he  left  New  York  and  went  to 
Washington,  he  does  not  appear  to  have  left  any  home  or 
place  of  abode  to  return  to  in  New  York.  When  at  Wash- 
ington his  home  and  domicile  was  there,  because  he  had  none 
elsewhere,  so  far  as  appears.  As  said  by  Lord  Thurlow,  in 
Bruce  v.  Bruce^  (2  Bob.  cfe  PuL^  22i^,  7kX)U :)  "A  person's 
being  at  a  place  is  prima  facie  evidence  that  he  is  domiciled 
at  that  place,  and  it  lies  on  those  who  say  otherwise  to  rebut 
that  evidence."  The  defendant  does  not  show  enough  to  make 
a  residence  in  New  York  while  he  was  at  Washington  or 
Mendham.  {Attorney-General  v.  Dunn^  6  Mees,  dh  WeUb.^ 
511 ;  Jamaica  v.  Townshend^  19  Vt^  267 ;  Bell  v.  Pierce^  61 
N.  F".,  12.)  So,  when  he  went  to  Washington  in  February, 
1881,  he  departed  from,  and  commenced  to  reside  without, 
the  State  of  New  York,  and  continued  to  reside  without  the 
State  nntil  he  returned  late  in  1881.  The  time  of  this  resi- 
dence without  the  State,  taken  from  the  six  years  and  two  or 
three  months  between  the  time  when  the  statute  began  to  run 
and  the  commencement  of  the  action,  will  leave  less  than  six 
years  to  be  reckoned  towards  the  statute  bar. 

The  statute  is  not  understood  to  mean,  as  has  been  assumed 
in  argument,  that  residence  without  the  State  must  continue 
for  a  year,  not  to  be  a  part  of  the  time  limited  ;  but  that,  if 
the  person  departs  from  the  State  and  resides  without  it  for 
any  length  of  time,  that  time  is  to  be  taken  out,  although  ab- 
sences for  less  than  a  year,  not  accompanied  by  residence  with- 
out the  State,  are  not.  If  this  were  not  so,  the  first  alterna- 
tive would  be  useless,  for  residing  without  the  State  would 
be  included  in  absence  from  it.  And  there  is  good  reason 
for  the  distinction.     Service  might  be  made  if  his  residence 
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was  within  the  State,  during  his  absence  from  the  State; 
while  it  could  not  if  his  residence  was  without  the  State. 
Therefore,  it  might  well  be  provided  that  no  mere  absence  of 
less  than  a  year  should  be  deducted,  but  that  any  permanent 
residence  without  the  State  should  be. 

These  conclusions  make  it  unnecessary  to  decide  the  ques- 
tion, much  discussed  in  argument,  whether  putting  this  note 
in  the  schedule  of  debts  due  by  the  defendant  in  the  in- 
solvency proceedings  was  a  sufficient  acknowledgment  to  take 
the  debt  out  of  the  statute. 

Judgment  for  plaintiff. 

P.  F.  i?.  Van  Wyck^  for  the  plaintiff. 
George  V.  N.  Baldwin^  for  the  defendant. 


Daniel  Koberts,  Receiver  of  the  First  National  Bank 

OF  St.  Albans 

Henry  H.  Hill,  Administrator  of  D.  R.  McGregor,     In 

EQunr. 

In  January,  1S84,  a  ran  on  a  national  bank  occurred,  contiDuing  two  days.  On 
February  20th,  1884,  the  officers  of  the  bank  transferred  to  a  depositor  a  note, 
to  avoid  paying  him  the  amount  of  his  deposit,  which  he  had  demanded.  The 
bank  failed  early  in  April.  It  was  insolvent  at  the  time  of  the  transfer,  aud 
had  been  for  a  long  time  :  Held,  that  the  transfer  was  made  with  a  Tiew  of 
a  preference,  within  the  meaning  of  section  5,242  of  the  Rerised  Statutes,  and 
was  void;  and  that  the  receiver  of  the  bank  was  entitled,  in  a  suit  in  eqnity 
agaiust  the  transferee,  to  a  decree  setting  aside  the  transfer. 

(Before  Wallace  and  Whxelke,  JJ.,  Yermout,  August  6th,  1886.) 

Wallace,  J.    Upon  the  rehearing  of  this  cause,  (anie^  jp. 
191,)  ordered  bv  the  Judge  who  heard  it  originally,  we  have 
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reached  the  conclusion  that  the  transfer  which  is  assailed  by 
the  bill  shonld  be  set  aside. 

The  suit  is  brouo;ht  by  a  receiver  of  the  bank,  to  set  aside 
the  transfer  of  a  note  for  $8,031,  the  property  of  the  bank, 
made  to  one  McGregor,  the  defendant's  intestate,  on  the  20th 
of  February,  1884.  It  is  founded  on  section  5,242  of  the 
Kevised  Statutes,  originally  section  52  of  the  Act  of  Jane 
3d,  1864,  (13  TJ,  S.  Stat  at  Large^  115,)  to  provide  a  national 
currency,  etc.,  commonly  known  as  the  national  bank  Act, 
which  is  as  follows :  "  All  transfers  of  the  notes,  bonds,  bills 
of  exchange  or  other  evidences  of  debt  owing  to  any  national 
banking  association,  or  of  deposits  to  its  credit ;  all  assign- 
ments of  mortgages  ;  *  *  *  all  deposits  of  money,  bul- 
lion or  other  valuable  thing  for  its  use  or  for  the  use  of  any 
of  its  shareholders  or  creditors  ;  and  all  payments  of  money 
to  either,  made  after  the  commission  of  an  act  of  insolvency, 
or  in  contemplation  thereof,  with  a  view  to  prevent  the  appli- 
cation of  its  assets  in  the  manner  prescribed  by  this  chapter, 
or  with  a  view  to  the  preference  of  one  creditor  to  another, 
except  in  payment  of  its  circulating  notes,  shall  be  utterly 
null  and  void  ; "  &c. 

The  scheme  of  the  Act  of  which  this  section  is  one  of  the 
provisions,  contemplates  a  ratable  distribution  of  the  assets  of 
national  banks  among  their  creditors,  in  the  event  of  insolvency; 
and  the  intention  of  Congress  to  secure  equality  among  cred- 
itors, by  the  appropriation  of  all  the  assets  of  an  insolvent  bank 
for  a  ratable  division,  is  so  dominating,  that  the  Courts  have 
held  that  a  creditor  cannot  obtain  a  preference  by  adversary 
proceedings  against  the  bank,  after  insolvency  has  taken  place. 
Accordingly,  it  has  been  adjudged,  that  a  creditor  cannot  ac- 
quire a  lien  upon  the  property  of  a  national  bank  after  it  has 
become  insolvent,  by  a  suit  and  an  attachment  of  its  proper- 
ty, although  no  receiver  of  the  bank  has  been  appointed ;  and 
that  the  attachment  should  be  vacated  upon  the  application  of 
a  receiver  subsequently  appointed,  because  it  would  be  sub- 
versive of  the  theory  of  the  national  currency  Act,  to  permit 
the  creditor  to  obtain   a  preference  thereby  over  the  other 
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creditors  of  the  bank.  {National  Bank  v.  Colhf^  21  WaU.j 
609 ;  Harvey  v.  A  Uen,  16  Blaiohf.  C.  C.  R.y  29.) 

To  effectually  secure  this  equality  among  creditors,  the  sec- 
tion in  question  substantially  declares,  that  all  preferences 
made  from  the  time  when  insolvency,  actual  or  potential, 
occurs,  shall  be  void.  We  are,  therefore,  to  inquire  whether 
the  bank  here  had  committed  an  act  of  insolvency,  or  was  in 
contemplation  thereof,  and  whether  the  transfer  of  the  note 
in  controversy  was  made  with  a  view  to  give  a  preference 
to  the  creditor  receiving  it  over  the  other  creditors  of  the 
bank. 

The  proofs  show  that  the  bank  was  insolvent  at  the  time 
of  the  transfer,  and  had  been  for  a  long  time,  but  had  suc- 
ceeded in  meeting  all  its  obligations,  and  in  maintaining  its 
credit,  without  any  apparent  embarrassments,  until  January 
12th,  1884,  when  a  run  occurred,  which  continued  during  that 
day  and  the  following  business  day.  The  officers  of  the  bank 
were  able  to  borrow  between  $50,000  and  $60,000,  and  met 
all  the  calls  upon  the  bank,  and  the  run  substantially  sub- 
sided. From  that  time  until  early  in  April  following,  when 
the  bank  failed,  its  business  was  continued  ostensibly  as  usual, 
but  some  of  its  depositors  were  apprehensive  and  withdrew 
their  deposits  ;  and,  in  a  number  of  instances,  securities  were 
transferred  by  the  officers  of  the  bank  out  of  its  assets,  to  de- 
positors who  were  willing  to  accept  them  in  lieu  of  their 
money.  The  officers  always  represented  that  the  bank  was 
solvent,  and  always  paid  depositors  who  insisted  upon  being 
paid,  and  undoubtedly  supposed  that  there  was  no  immediate 
danger  of  a  suspension,  if  the  confidence  of  the  depositors 
could  be  regained.  Nevertheless,  they  knew  that  the  situa- 
tion was  extremely  critical,  and  that  the  bank  was  hopelessly 
crippled ;  and,  although  they  supposed  a  failure  might  be 
deferred  for  a  considerable  period,  they  knew  it  might  be 
precipitated  at  any  time.  The  capital  of  the  bank,  $100,000, 
had  been  wholly  absorbed  in  losses,  represented,  in  part,  by 
over  $60,000  of  the  paper  of  the  president,  $38,000  of  the 
paper  of  the  cashier,  and  the  paper  of  one  Marshall,  for  be- 
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tween  170,000  and  $80,000.  The  debt  of  the  president  ac- 
crued in  1880.  The  Marshall  debt,  as  early  as  in  the  spring 
of  1879,  was  from  $40,000  to  $50,000,  and  was  then  known 
by  the  officers  of  the  bank  to  be  precarious ;  but  the  bank  had 
attempted  to  carry  it  for  Marshall,  and  it  gradually  augmented. 
At  the  time  of  the  failure  the  provable  debts  against  the  bank 
were  about  $290,000,  and  its  whole  available  assets  were 
$115,618,  exclusive  of  the  paper  of  Marshall,  which  was  good 
for  about  $5,000,  and  the  paper  of  the  president  and  cashier, 
both  of  whom  were  insolvent,  and  of  about  $20,000  of  other 
doubtful  assets. 

Mr.  McGregor  held  certificates  of  deposit,  bearing  interest, 
for  the  aggregate  sum  of  $8,850.  He  became  solicitous  in 
consequence  of  the  run,  and,  shortly  before  the  transaction  in 
question,  he  called  upon  the  oflScers  of  the  bank  with  his  cer- 
tificates. They  told  him  he  could  have  his  money  if  he 
wanted  it,  and  that  the  bank  was  all  right.  He  went  away 
satisfied,  but  returned  on  the  20th  day  of  February,  and  they 
then  prevailed  upon  him  to  take  the  note  in  suit  as  security 
for  the  payment  of  his  principal,  paying  him  the  interest  then 
due  upon  his  certificates.  The  circumstances  which  indicate 
that  he  supposed  the  bank  to  be  insolvent,  or  in  contemplation 
of  insolvency,  are,  that  he  knew  there  had  been  a  run  upon  the 
bank,  and  was  unwilling  to  allow  his  money  to  remain  with- 
out security,  although  the  affairs  of  the  bank  had  apparently 
resumed  their  normal  condition,  and  the  officers  represented 
the  bank  to  be  solvent,  and  were  ready  to  pay  him  his  deposits 
if  he  insisted  upon  payment. 

Insolvency,  as  ordinarily  defined,  is  that  condition  of 
affairs  in  which  a  merchant  or  business  man  is  unable  to  meet 
his  obligations  as  they  mature  in  the  usual  course  of  his  busi- 
ness. {Thompson  v.  I'hompsony  4  Cvsh,^  127 ;  Vei\nard  v. 
McConnell,  11  Allen,  555  ;  Wager  v.  HaU,  16  Wall,  599.) 
An  act  of  insolvency  takes  place  when  this  state  of  affairs  is 
demonstrated  and  the  merchant  has  actually  failed  to  meet 
some  of  his  obligations.  A  bank  is  in  contemplation  of  in- 
solvency when  the  fact  becomes  reasonably  apparent  to  its 
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officers  that  the  coDcern  will  presently  be  unable  to  meet 
its  obligations,  and  will  be  obliged  to  suspend  its  ordinary 
operations. 

It  is  not  open  to  fair  doubt  but  that  the  officers  of  the 
bank  here  contemplated  failure  as  imminent.  They  doubtless 
hoped  to  defer  the  event  indefinitely,  by  concealing  the  real 
condition  of  affairs ;  but  they  took  counsel  of  their  hopes  and 
not  of  their  judgment,  when  they  contemplated  any  pro- 
longed postponement. 

The  question  then  is,  whether  the  transfer  was  preferential 
and  made  with  that  view.  An  intent  to  give  a  preference  is 
presumed  when  a  payment  is  made  to  a  creditor  by  a  debtor 
who  knows  his  own  insolvency,  and  therefore,  knows  that  he 
cannot  pay  all  his  creditors  in  full.  A  preference  is  the 
natural  and  probable  consequence  under  such  conditions. 
Here,  the  active  and  paramount  motive  on  the  part  of  the 
officers  of  the  bank  was  to  avoid  having  to  pay  McGregor  his 
money  and  thus  to  postpone  the  failure  of  the  bank,  but  this 
circumstance  does  not  alter  the  legal  quality  of  the  act.  They 
made  the  transfer  with  a  view  to  give  him  a  preference,  if,  in 
view  of  the  situation,  they  supposed  it  would  result  in  a 
preference  to  him,  notwithstanding  they  were  mainly  influ- 
enced by  considerations  of  self  interest.  In  the  language  of 
Shaw,  C.  J.,  in  Denny  v.  Dcma^  (2  Cuah.^  172 :)  "  The  intent 
to  prefer  is  essential,  but  every  person  is  to  be  presumed  to 
intend  the  natural  and  probable  consequences  of  his  own 
acts."  ^^  It  does  not  rebut  this  intent,  to  show  that  the  debtor 
has  also  another  motive  to  the  proceeding,  namely,  an  expec- 
tation of  pecuniary  or  other  benefit  to  himself,  by  means  of 
further  loans  of  money,  and  being  enabled  thereby  to  continue 
his  business." 

The  proofs  indicate  that  McGregor  took  the  transfer  with 
a  view  of  obtaining  a  preference  over  the  other  creditors  of 
the  bank.  He  took  it  with  this  view,  if  he  supposed  the 
bank  to  be  insolvent.  It  was  held  in  Casey  Receiver  v.  CUi- 
zen^  Bank  of  Louisiana^  (2  Woods^  23,)  in  a  case  arising 
under  this  statute,  that  it  is  not  necessarv,  in  order  to  inval- 
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idate  the  transfer,  that  the  party  to  whom  it  is  made  knows 
of  or  contemplates  the  insolvency  of  the  bank  which  makes 
the  transfer.  This  decision  was  based  npon  a  decision  of  Mr. 
Justice  Story,  in  Peckham^  Assignee  v.  Burrows^  (3  Story^ 
544,)  in  which  it  was  held,  under  the  bankrupt  Act  of  1841, 
that  to  constitute  a  conveyance  'Mn  contemplation  of  bank- 
ruptcy "  it  was  not  necessary  that  the  creditor  should  know 
of  the  debtor's  insolvency  or  should  co-operate  with  him  to 
obtain  a  priority  of  payment.  It  is  not  necessary  to  adopt 
the  doctrine  of  Case^  Receiver  v.  Citizen^  Banky  for  present 
purposes;  and  there  are  good  reasons  why  it  should  be 
adopted  with  great  reluctance.  A  case  may  be  supposed 
where  a  bank  is  hopelessly  insolvent,  and  is  known  to  be  so 
by  its  ofiScera,  and  where  any  payment  made  by  it  will,  as  they 
know,  necessarily  result  in  a  preference  to  the  person  receiv- 
ing it ;  and  yet,  if  made  in  the  ordinary  course  of  business, 
as,  for  instance,  to  a  customer  who,  in  ignorance  of  the  condi- 
tion of  the  bank,  continues  his  dealings,  and  makes  daily  de- 
posits, and  draws  out  checks  daily,  it  would  be  extremely  in- 
equitable to  compel  the  latter  to  pay  it  back.  Under  such 
circumstances,  the  bank  or  its  creditors  would  receive  the 
benefits  of  his  deposits,  while  he  would  be  compelled  to  repay 
what  he  had  drawn  out  innocently  and  in  the  usual  course  of 
business.  It  would  be  a  harsh  statute  which  would  compel  a 
creditor  or  depositor,  under  such  circumstances,  to  yield  up 
the  payments  he  received  in  good  faith.  A  construction 
which  would  give  such  an  effect  to  this  statute  ought  not  to 
be  indulged,  in  the  absence  of  clear  and  explicit  language  re- 
quiring it.  But  the  transaction  on  the  part  of  McGregor  was 
not  an  ordinary  one.  It  is  extremely  unusual  for  a  depositor 
of  a  bank  to  demand  security  as  a  condition  of  allowing  his 
money  to  remain.  Such  a  demand  suggests  at  once  the  belief 
in  his  mind  of  the  existence  of  an  exceptional  state  of  affairs 
in  a  financial  institution.  A  bank  ordinarily  represents  finan- 
cial stamina  of  the  first  order.  It  is  trusted  without  security, 
as  the  safest  custodian  or  debtor  that  can  be  selected.  Its 
resources  consist  of  cash  or  securities  which  can  readily  be 
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converted  into  money,  in  order  to  meet  instantly  any  demands 
which  may  be  made  upon  it.  Even  when  it  is  subjected  to 
the  strain  of  an  extraordinary  emergency,  like  a  run,  it  is 
supposed  that  a  solvent  bank  will  be  able  to  provide  itself 
with  funds  to  carry  it  safely  through.  When  a  depositor  asks 
a  bank  to  give  him  security  for  the  payment  of  his  deposit, 
the  inference  is  almost  irresistible,  that  he  distrusts  the  solv- 
ency of  the  bank.  The  only  reason  why  McGregor  called  for 
his  deposits  was  because  he  feared  the  bank  was  not  safe. 
He  could  not  be  reassured  of  its  solvency  by  the  representa- 
tions of  the  officers.  He  could  be  satisfied  by  nothing  except 
the  money  or  adequate  security.  Following  the  decisions 
under  the  analogous  provisions  of  the  bankrupt  Act,  invali- 
dating preferential  transfers  by  insolvent  debtors  to  creditors, 
it  should  be  held  here,  that  the  transaction  was  one  outside  of 
the  ordinary  course  of  business,  and  the  circumstances  such 
as  to  impute  to  McGregor  reasonable  cause  to  believe  that  the 
bank  was  insolvent. 

Wheeleb,  J.  To  avoid  this  transfer,  it  must  have  been 
made  after  the  commission  of  an  act  of  insolvency,  or  in 
contemplation  thereof,  and  with  a  view  to  prevent  the  appli- 
cation of  the  assets  of  the  bank  to  the  redemption  of  its  cir- 
culating notes,  and  ratable  distribution  among  its  creditors,  or 
to  the  preference  of  the  defendant's  intestate  to  other  cred- 
itors. {Hev,  Siat.j  sees.  5,236,  5,242.)  There  is  no  limitation 
of  time  within  which  the  transfer  must  have  been  made, 
nor  requirement  of  reasonable  cause  of  the  transferee  to 
believe  in  the  insolvency  of  the  bank,  nor  provision  that 
the  fact  that  the  transaction  is  out  of  the  usual  course  of 
business  should  be  prima  fade  evidence  of  fraud,  appli- 
cable to  this  transaction,  as  there  was  to  transfers  of  a  bank- 
rupt's property  under  the  late  bankrupt  Act.  {Sees.  5,128, 
5,129,  5,130.)  Insolvency  is  not  enough ;  the  statute  does 
not  make  transfers  after  insolvency  void.  There  must  be  an 
act  of  insolvency  ;  or  such  a  state  of  insolvency  as  an  existing 
fact,  as  to  make  it  apparent  that  the  creditors  cannot  be  paid 


AUGUST,  1886.  319 


Roberto  v.  Hill. 


in  full,  and  that  a  distribntion  of  the  assets  among  the  cred- 
itors, under  the  statute,  will  take  place.  Less  insolvency  than 
this  could  not  fairlj  be  said  to  be  capable  of  being  contem- 
plated and  acted  upon,  to  prevent  such  distribution.  There 
had  been  no  act  of  insolvency  at  the  time  of  this  transfer. 
The  bank  had  met  and  satisfied  all  its  creditors  up  to  that 
time.  The  case  must  turn  upon  the  fact  of  insolvency  and 
its  imminence.  That  the  bank  was  in  fact  insolvent  appears 
very  clearly.  Whether  it  was  so  desperately  insolvent  that 
the  officers  could  not  help  seeing  that  failure  must  come, 
and  a  distribution  of  assets  follow,  is  to  be  determined  upon 
the  evidence.  The  reported  cases  do  not  furnish  any  very 
clear  guide  for  a  case  like  this.  In  none  of  them  was  there  any 
doubt  about  the  fact  that  all  knew  the  bank  must  go  down. 
In  Nati/maL  Bamk  v.  CcXhy^  (21  TFa22.,  609,)  the  bank  was 
already  in  the  custody  of  the  SA?retary  of  the  Treasury ;  in 
Ca%e  V.  Citizen^  Bcmk^  (2  Wood%^  23,)  a  sudden  disaster  by 
the  failure  of  others  had  broken  the  bank  at  once,  to  the 
knowledge  of  all ;  and  in  Ha/rvey  v.  Allen,  (16  Blatc^f.  C.  C. 
J{.,  29,)  the  circulating  notes  of  the  bank  had  gone  to  protest, 
and  this  fact  had  been  certified,  and  proceedings  to  close  the 
bank  taken  upon  it.  There  was  no  question  nor  room  for 
any,  but  that  those  whose  acts  were  in  question  knew  that 
they  were  not  dealing  with  the  assets  of  a  bank  in  a  continu- 
ing business,  but  with  a  wreck.  Here,  the  bank  was  doing  a 
large  business,  which  continued  for  months ;  its  insolvent  con- 
dition had  come  upon  it  gradually,  without  any  striking  thing 
happening  to  at  once  command  attention,  except  the  run  upon 
it,  which  showed  that  its  reputation  for  soundness  was  af- 
fected. When  the  condition  that  would  avoid  preferences 
once  existed,  it  would  avoid  all  payments  in  diminution  of 
assets  made  afterwards  as  well,  and  such  fact  reaching  so 
far  and  so  many  ought  not  to  be  found  except  upon  signal 
proof,  so  clear  as  not  to  be  liable  to  be  found  one  way  as 
to  some  to  be  afiected,  and  in  another  way  as  to  others,  pro- 
ducing inequality,  where  the  whole  object  is  equality.  Not 
that  current  business  transactions  which  would  not  affect  the 
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volume  of  asfiets  are  necessarily  to  be  opened,  but  all  applica- 
tions of  the  assets,  either  in  reduction,  or  security,  of  existing 
debts,  are  placed  by  the  statute  upon  the  same  footing,  of 
being  utterly  void. 

The  officers  of  this  bank  were  largely  interested  in  it,  as 
stockholders  and  otherwise,  and  were  largely  indebted  to  it 
personally.  The  insolvent  condition  of  the  bank  rested  largely 
upon  their  own  inability  to  pay  what  they  owed  it.  They 
were  very  anxious  to  save  the  bank,  and  put  forth  every  effort 
to  do  so,  and  hoped  to  succeed.  They  transferred  the  note 
in  question  to  the  defendant's  intestate  to  quiet  him,  because 
he  insisted  upon  security,  and  not  because  they  had  any  de- 
sire to  pay  him  in  preference  to  others.  They  did  this  to  save 
the  bank,  and  not  to  prefer  him.  This  was  before  thought  to 
be  decisive  in  favor  of  the  validity  of  the  transfer.  (Hoherts 
V.  HiUy  ante^  p.  191.)  But  the  available  assets  of  the  bank 
were  so  small  in  comparison  with  its  liabilities,  that,  had  the 
officers  stopped  and  considered  its  situation,  they  must  have 
seen  that  ultimate  failure  was  inevitable.  Impelled  by  their 
interest  and  desire  to  save  the  bank  and  themselves  in  stand- 
ing and  credit,  so  long  as  they  could,  they  bent  all  their  efforts 
to  that  end.  Still,  the  hopeless  insolvency  of  the  bank  was 
within  their  contemplation,  if  they  would  contemplate  it. 
That  they  did  not,  should  not,  it  seems,  take  the  case  out  of 
the  statute.  The  insolvency  of  the  bank  was  before  them, 
and  with  it  before  them  they  gave  this  creditor  a  preference. 
This  now  appears  to  be  within  the  statute.  I  concur,  there- 
fore, in  the  entry  of  a  decree  for  the  plaintiff,  setting  aside 
the  transfer  of  this  note. 

Daniel  Hdberts^  for  the  plaintiff. 

Henry  C.  Adams  and  Jed  P,  Ladd^  for  the  defendant. 


J  _ 
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The  New  York  Exhaust  Ventilator  Company 

vs. 

The  American  Institute  of  New  York  and  The  Simonds 
Manufacturing  Company.    In  Equity. 

A  preliminary  iojimction  will  not  iaaae,  at  the  snit  of  one  of  two  competitors  for 
the  award  of  a  medal  by  the  American  Institate  of  New  York,  for  superiority 
in  a  "  fan,"  to  restrain  the  Institute  from  delivering  the  medal  of  superiority 
to  the  other,  on  a  bill  filed  to  enjoin  such  deliyery  and  for  a  decree  that  it  be 
delivered  to  the  plaintiff 

(Before  Whbeler,  J.,  Southern  District  of  New  York,  August  7th,  1885.) 

Wheeler,  J.  According  to  the  bill  of  complaint,  the 
plaintiff  manufHCtures  a  machine  for  ventilating  called  the 
Blackman  fan,  and  the  defendant  Manufacturing  Company 
a  machine  of  different  construction,  for  the  same  purpose, 
known  as  the  Wing  Disc  fan.  The  defendant  Institute  is  en- 
gaged in  the  promotion  of  arts  and  manufactures,  by  submit- 
ting machines  to  tests  and  experiments  conducted  by  judges 
appointed  by  its  oflScers,  and  makes  award  of  merit  of  differ- 
ent degrees,  upon  the  reports  of  the  judges.  These  fans  were 
submitted  for  competition  by  their  respective  manufacturers, 
and  were  subjected  to  a  series  of  tests,  by  judges  appointed  for 
that  purpose,  who  recommended  an  award  of  a  medal  of 
superiority  to  the  Wing  Disc  fan,  and  of  excellence  to  the 
Blackman  fan.  The  delivery  of  the  medal  of  superiority  to 
the  defendant  Manufacturing  Company  is  sought  to  be  re- 
strained by  injunction,  and  a  decree  for  its  delivery  to  the 
plaintiff  asked  for,  upon  the  ground  principally,  that,  upon 
the  tests  which  were  arranged  for,  the  Blackman  fan  showed 
the  best  results,  and  that  the  recommendation  of  award  was 
made  upon  tests  at  high  speed  and  adjustability  of  the  blades 
of  the  Wing  Disc  fan,  which  were  not  contemplated  when  the 
competition  was  entered  into.  The  cause  has  now  been  heard 
Vol.  XXIII.— 21 
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upon  a  motion  for  a  preliminary  injunction  to  restrain  the 
delivery  of  the  medal  of  superiority  of  the  Wing  Disc  fan. 

Tlie  medals  themselves  are  not  alleged,  or  understood,  to 
be  of  any  intrinsic  value,  nor  to  be  the  property  of  any  one 
but  the  Institute.  Their  only  importance  is  derived  from 
their  being  statements,  in  an  attractive  form,  of  the  award  of 
the  degree  of  merit  found.  They  are  the  expressions  of.  the 
opinion  formed  upon  the  exhibition  made  of  the  power  and  utili- 
ty of  the  machines.  And  in  tliem  there  is  nothing  derogatory 
of  the  plaintiff's  machine.  In  the  statement  made,  or  to  be 
made,  on  the  medal,  of  superiority,  it  is  not  understood  that 
anything  is  stated  about  that  machine,  but  only  an  expression 
of  opinion  that  the  other  machine  is,  of  itself,  a  superior  ma- 
chine, without  naming  any  standard  of  comparison.  The  ar- 
rangements for  the  trial  of  the  machines  were  entered  into 
through  correspondence,  which,  as  argued  for  the  plaintiff, 
amounted  to  an  agreement  as  to  the  terms  upon.which  the 
competition  was  entered  into.  But  the  terms  did  not  involve 
anything,  as  a  result,  but  the  expression  of  opinion  formed, 
upon  the  tests  and  experiments,  as  to  the  comparative  merits 
of  the  machines.  Not  of  such  an  opinion  as  would  satisfy 
the  parties  concerned,  or  their  friends,  or  such  as  a  Court,  on 
review  of  the  proceedings,  should  adjudge  to  be  right,  but 
such  opinion,  right  or  wrong,  as  should,  in  fact,  be  formed  of 
the  machines.  No  reason  is  seen  why  the  Institute,  through 
its  officers,  or  any  other  body  or  individual,  might  not,' with- 
out violating  any  legal  right  of  any  one  interested  in  any  of 
the  machines,  express  such  an  opinion,  with  trial,  or  test,  or 
experiment,  or  without,  by  word,  writing,  print,  or  medal,  or 
in  any  other  manner,  freely  and  openly,  so  long  as  the  ex- 
pression should  be  commendatory  of  either,  and  not  a  misrep- 
resentation of  faults  or  bad  qualities  in  either.  This  does  not 
appear  to  be  anything  more  than  ordinary  freedom  of  speech 
or  of  the  press.  If  this  medal  of  superiority  should  be  deliv- 
ered to  the  defendant  Manufacturing  Company,  the  merits  of 
the  plaintift^'s  machine  would  not  be  detracted  from  by  it ; 
that  machine  would  fail  of  the  commendation  of  the  Institute, 


AUGUST,  1885.  323 


The  New  York  Exhanet  Ventilator  Co.  v.  The  American  Institate  of  N.  Y. 

desired  by  the  plaintiff,  and  the  other  machine  would  receive 
it,  and  this  woald  be  all.  The  Institate  was  situated  some- 
what like  an  arbitrator,  although  it  was  not  to,  and  is  not  al- 
leged to  be  about  to,  award  anything  to  be  paid  or  done  by 
either  of  the  others,  to  or  for  the  benefit  of  the  other.  What 
it  was  to  award  was  to  proceed  wholly  from  itself.  It  is 
argued,  that  the  deliyery  of  the  medal  showing  the  award  of 
superiority  to  the  defendant  Mannfactnring  Company's  ma- 
chine should  be  restrained  until  final  hearing,  so  that  it  may 
be  delivered  to  the  plaintiff  if  an  award  of  superiority  should 
be  decreed  to  the  plaintiff.  But,  although  Courts  of  equity 
do  make  decrees  setting  aside  awards  of  arbitrators  for 
various  causes,  no  case  is  known  in  which  an  arbitrator  has 
been  decreed  to  make  an  award  ;  anrl  it  is  said  by  a  great  au- 
thority that  this  is  never  done.  (Story^a  Equity  Jurispru- 
dence^ §  1,457.)  Much  less  could  it  be  said  that  an  arbitrator 
chosen  by  the  parties  could  be  compelled  by  decree  to  make 
any  particular  award.  An  award  so  compelled  would  be  the 
award  of  the  Court  and  not  of  the  arbitrator. 

And,  as  the  case  now  stands  for  consideration,  upon  this 
motion,  there  is,  in  reality,  nothing  which  can  justly  be  said 
to  impeach  the  fairness  of  the  judges  or  the  justice  of  the 
award.  The  plaintiff  must  stand  upon  the  case  made  by  the 
bill.  The  action  of  the  judges  and  ofBcei's  of  the  Institute  is 
many  times  characterized  by  the  bill  as  fraudulent,  wrongful, 
and  unjust,  but  this  does  not  amount  to  an  allegation  of  facts 
in  which  the  fraud  and  wrong  consist.  These  should  be  set 
forth  so  that  they  may  be  answered  and  judged  of,  to  deter- 
mine whether  they  amount  to  such  fraud  as  to  give  a  right  to 
relief.  The  defendants  have,  however,  answered  the  bill,  as 
it  is,  and  the  answers  are,  for  the  purposes  of  this  motion,  to 
be  taken  to  be  true.  Testimony  cannot  properly  be  received 
to  show  that  they  are  not  true.  That  must  be  left  to  final 
hearing.  The  tests  made  are  set  forth,  with  their  respective 
results.  These  were  not  all  in  favor  of  either  machine. 
Their  bearing  upon  the  practical  utility  of  the  respective  ma- 
chines was  to  be  weighed  and  considered  by  those  charged 
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with  the  duty  of  determining  the  comparative  merit  of  the 
machines.  It  is  not  understood,  from  the  bill  and  exhibits 
annexed  as  a  part  of  it,  that  the  machines  were  to  be  viewed 
solely  with  reference  to  the  tests.  The  Institute  stood  some- 
what  between  the  public  and  the  manufacturers  of  the  ma- 
chines, to  set  forth  the  qualities  of  the  machines  for  practical 
use  under  varying  conditions  and  circumstances,  as  the  wants 
of  the  public  might  require.  It  was  not  confined  within  the 
narrow  limits  of  particular  tests,  the  results  of  which  alone,  aa 
the  basis  of  an  award,  might  deceive,  instead  of  truly  inform- 
ing, the  public.  The  machines,  for  the  purposes  of  such  an 
award,  were  to  be  considered  in  all  aspects  affecting  their 
adaptability  to  use,  as  well  as  their  working  powers.  There- 
fore, the  amount  of  space  required,  the  capacity  of  operating 
at  high  rates  of  speed,  and  the  adjustability  of  the  machines 
to  varying  wants,  were  proper  to  be  considered,  in  connection 
with  the  results  of  the  tests,  in  coming  to  a  conclusion.  That 
these  were  considered,  instead  of  being  guided  solely  by  the 
very  tests  arranged  for,  is  the  principal  ground  of  complaint 
urged,  in  the  argument  of  this  motion,  against  the  award. 
Other  judges  might  have  come  to  a  different  conclusion,  and 
might  not,  but,  whether  they  would  or  not,  the  opinion  of 
such  judges  as  should  be  selected  by  the  Institute,  and  act,  was^ 
what  was  sought,  and  has  been  had.  No  just  reason  for  re- 
straining the  promulgation  of  their  opinions  and  conclusions, 
in  this  summary  proceeding,  now  appears. 
Motion  denied. 

James  A,  Whitney^  for  the  plaintiff. 

J.  A.  Davenport^  for  the  Simonds  Manufacturing  Co. 

Alexander  <&  Oreen^  for  the  American  Institute. 
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John  S.  Tatlob,  Jb.,  qui  tam  vs.  Geobgb  F.  Oilman. 

A  sheet  containiiig  iDformation  as  to  yoles  at  elections  is  not  a  "  chart,"  within 
the  meaning  of  the  copyright  statute. 

Where  the  agents  of  a  person,  without  his  knowledge,  put  forth  as  an  advertise- 
ment of  his  wares,  a  sheet  which  emhraoes  copyrighted  matter  liaving  no  re- 
lation to  his  business,  he  is  not  chargeable  therefor,  under  the  copyright 
laws. 

<Before  WmEXLBB,  J.,  Southern  District  of  New  York,  August  13th,  1885.) 

Wheeleb,  J.    This  action  is  broaght  upon  section  4,965  of 
the  Revised  Statutes,  to  recover  one  dollar,  half  to  the  use  of 
the  United  States  and  half  to  the  use  of  the  plaintiff,  for  each 
of  several  hundred  thousand  copies  of  a  work  alleged  to  be  a 
<5hart,  copyrighted  by  the  plaintiff,  and  printed  by  the  defend- 
ant, and  found  in  his  possession.  The  original  copyright  Act  of 
May  31st,  1790,  provided  for  maps,  charts  and  books.    (1  IT. 
S.  Stat,  at  Large^  124.)    A  chart  then  was  a  marine  map,  as 
is  shown  by  all  the  dictionaries  of  the  time,  both  English  and 
American.     Historical  or  other  prints  were  added  by  the  Act 
of  April  29th,  1802,  (2  U.  S.  Stat,  at  La/rge,  171.)    Musical 
•compositions,  cuts  and  engravings,  by  the  Act  of  February 
5d,  1831,  (4  XT.  S.  Stat,  at  Large,  436.)    Photographs,  by  the 
Act  of  March  3d,  1865,  (13  U.  S.  Stat,  at  Large,  540.)    And 
paintings,  drawings,  chromos,  statues,  statuary,  and  models  or 
designs  intended  to  be  perfected  as  works  of  the  fine  arts,  by 
the  Act  of  July  8th,  1870,  (16  TJ.  S.  Stat,  at  Large,  11)8.)    A 
distinction  was  made  between  recoveries  for  the  infringement 
of  the  copyright  of  a  book,  and  those  for  that  of  the  other 
works,  by  the  Act  of  1831 ;  the  former  being  fixed  at  fifty 
<5ents,  and  the  latter  at  one  dollar,  for  each  sheet.     This  dis- 
tinction was  preserved  in  the  Act  of  1870,  by  giving  such 
damages  as  might  be  recovered  in  a  civil  action,  in  any  Court 
of  competent  jurisdiction,  for  the  infringement  of  the  copy- 
right of  a  book,  and  one   dollar  for  each  sheet  of  all  but 
paintings,  statues  or  statuary,  and  ten  dollars  for  each  copy 
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of  those,  found  in  the  possession  of  the  infringer,  and  is  con- 
tinued to  the  present  time.  {Hev,  Stat^  sees,  4,964,  4,965.) 
Thus,  the  literary  composition  of  books  to  be  read  has  for  a 
long  time  been  protected  in  one  mode,  and  the  production  of 
works  of  art  to  be  viewed  in  another  mode,  and  charts  have 
always  been  placed  among  the  works  of  art.  Sheets  of  paper 
exhibiting  tabulated  or  methodically  arranged  information 
came  to  be  called  charts,  so  that  a  definition  of  '^  chart,"  cov- 
ering them,  was  put  into  the  edition  of  Worcester's  Diction- 
ary, published  in  1864,  and  into  that  of  Webster's  Diction- 
ary, published  in  1865.  The  plaintiflfs  work  was  printed 
upon  a  single  sheet,  doubled  so  as  to  make  two  leaves,  with 
four  pages.  On  the  first  page  was  the  title  and  contents,  the 
name  of  the  author,  and  notice  of  the  copyright.  On  the 
second  was  the  popular  and  electoral  votes  for  President,, 
from  1789  to  1880,  inclusive,  by  political  parties,  with  the 
names  of  candidates,  and  explanatory  notes.  On  the  third 
was  the  popular  vote  for  the  leading  caudidates  for  Presi- 
dent in  1880,  by  States,  with  a  note  giving  the  scattering 
vote,  and  the  electoral  vote  for  President  and  Vice-President^ 
by  States.  On  the  fourth  was  the  Electoral  College  for  1884, 
by  States,  with  blanks  for  the  number  of  each  for  each  lead- 
ing political  party,  the  total  electoral  vote,  the  number  neces- 
sary for  a  choice,  the  day  of  election,  and  the  day  of  the 
meeting  of  the  Electoral  Colleges.  The  alleged  infringing^ 
copies  are  printed  upon  a  single  sheet,  folded  in  the  same 
manner.  On  the  first  page  is  an  advertisement  of  the  Great 
American  Tea  Company.  The  second,  third  and  fourth,  are 
identical,  in  matter,  with  the  plaintiff's ;  and  in  arrangement, 
except  that,  on  the  second  page  of  the  plaintiff's,  the  columns 
are  divided  and  printed  across  the  page,  and  on  that  page  of 
the  infringement  they  are  printed  entire  up  and  down  the 
page.  These  publications  would,  perhaps,  come  within  thia 
new  definition  of  chart.  They  are  tabular  views  of  these 
votes,  methodically  arranged  ;  the  notes  being  explanatory  of 
the  tables.  Still,  the  compilation  of  these  tables  was  a  liter- 
ary rather  than  an  artistic  performance.    The  printed  work 
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bag  leaves  and  pages,  although  these  may  not  be  necessary  to 
constitute  a  book,  within  the  meaning  of  the  copyriglit  laws. 
{ClayUm  v.  Stone^  2  PmnSy  382.)  When  books  and  charts 
were  first  protected  by  the  copyright  laws,  this  work  would 
not  have  been  protected  as  a  chart ;  nor  for  many  years  after- 
wards. No  change  has  been  made  in  the  use  of  that  term 
in  the  statute,  to  indicate  that  C'Ongress  intended  that  it 
should  take  to  itself  there  any  new  definition.  On  the  con- 
trary, it  has  been  separated  from  the  word,  book,  and  kept 
with  the  word,  map,  and  other  words  of  artistic  import,  thus 
showing  an  intention  to  continue  its  use  in  the  same  sense  ot 
a  chart,  of  the  class  with  maps,  ai)d  other  works  of  art.  {Mai- 
Ian  V.  May,  13  M.  <&  PT.,  511 ;  J^eal  v.  Clark,  95  U.  &,  704.) 
When  it  is  doubtful  in  what  sense  a  word  is  used,  it  is  proper 
to  look  at  the  purpose  for  which  it  is  used.  While  this  stat- 
ute is  remedial,  in  so  far  as  it  furnishes  a  remedy  to  the  party 
aggrieved,  it  is  penal  as  to  so  much  of  the  recovery  as  goes  to 
the  United  States.  Tlie  United  States  is  not  aggrieved  in  a 
civil  sense ;  but  the  law  is  violated  when  the  copyright  is  in- 
fringed, and  punishment  is  inflicted  to  the  extent  of  one- 
half  of  the  sum  imposed.  {Johnson  v.  Donaldson,  18  Blaijchf. 
C.  C.  R.,  287 ;  Sohreiber  v.  Sharpless,  17  Fed.  Rep.,  589 ; 
Schreibery.  Sharpless,  110  U.  8.,  76.)  As  a  penal  statute, 
it  must  be  construed  strictly,  and  not  be  held  to  include  what 
it  does  not  clearly  cover,  to  make  any  one  guilty  by  con- 
struction. (Taney ^  Ch.  J,,  United  States  v.  Morris,  14  Pet, 
475.)  Although  it  was  ruled  at  the  trial,  for  the  purpose  of 
taking  the  evidence  as  to  the  whole  case,  that  this  might  be 
found  to  be  a  chart,  on  full  consideration  now  it  appears  that 
the  word,  chart,  as  used  in  the  statute,  will  not  include  it. 

The  alleged  infringement  was  done  by  the  defendant's 
agents,  in  the  management  of  the  Great  American  Tea  Com- 
pany for  him,  in  his  absence,  and  wholly  without  his  knowl- 
edge, consent  or  approval,  for  the  purpose  of  disseminating 
the  advertisement  of  the  wares  of  that  concern,  which  is 
owned  by  the  defendant,  but  has  been  wholly  in  the  con- 
trol of  others  for  several  years,  on  account  of  his  inability. 
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A  verdict  was  directed  for  the  defendant  principallj  upon 
the  ground  that  he  could  not  be  made  liable  in  this  action, 
under  these  circumstances.  The  scope  of  the  agency  is  to 
be  inferred  from  the  fact  that  the  management  of  the  busi- 
ness of  the  Tea  Company  was  left  wholly  to  the  agents. 
The  business  consisted  in  dealing  in  teas  and  coffees,  includ- 
ing advertising  the  goods  extensively.  The  agents  had  full 
authority  to  do  whatever  was  necessary  about  such  advertising. 
The  advertisement  which  took  the  place  of  the  plaintiff's  title 
page  was  no  infringement  of  the  plaintiff's  rights.  The  elec- 
tion statistics  of  the  other  pages  had  no  relation  whatever  to 
the  defendant's  business.  His  agents  had  no  authority  to  do 
anything  about  printing  such  statistics  for  him.  The  statistics 
served  to  give  cuiTency  and  admittance  to  the  advertisement 
and  constituted  a  part  of  the  vehicle  to  carry  it,  as  an  attrac- 
tive picture,  or  beautifully  tinted  paper,  would.  Had  the 
agents  stolen  such  paper,  or  paper  with  such  picture,  or 
paper  with  these  three  pages  of  statistics,  printed  upon  it, 
and  used  either  to  print  the  advertisement  upon,  no  one 
would  probably  claim  that  the  defendant  was  thereby  guilty 
of  theft,  and  could  justly  be  convicted  of  it.  And,  if  not,  it 
is  not  easy  to  see  how  the  defendant  is  guilty  of  the  offence 
of  unlawfully  copying  those  pages,  on  account  of  what  the 
agents  did,  although  he  might  be  liable  civilly  for  the  dam- 
ages, in  either  case.  There  are  many  cases  wliere  property  is 
forfeited  on  account  of  some  situation  in  which  it  is  placed 
without  the  knowledge  or  consent  of  the  owner,  but,  in  such 
cases,  the  property  only  is  proceeded  against,  and  there  is 
no  conviction  of  the  owner,  to  affect  his  person  or  other  prop- 
erty. (United  States  v.  Brig  Malek  Adhely  2  Sow.^  210; 
Dohiin'8  Distillery  v.  United  States,  96  U.  S.^  395.)  And 
there  are  cases  where  it  is  held  that  the  act  of  the  agent,  in 
the  course  of  his  employment,  is  evidence  against  the  principal 
in  a  criminal  proceeding,  but  evidence  which  may  be  rebutted, 
by  showing  want  of  knowledge,  consent  or  encouragement. 
{Commonwealth  v.  Nichols,  10  MeU,  259  ;  Attorney- General 
V.  Siddo?ij  1  Cromp.  cfe «/.,  219 ;   Rex  v,  Gutch,  1  Mood,  cfe 
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J/irf.,  433 ;  Bex  v.  Alviony  5  Bv/rr.^  2,686.)  Here,  this  want 
appeared.  Cases  of  sales  of  intoxicating  liqaor  are  instanced, 
bnt  in  such  cases  the  statute  frequently  prohibits  and  pun- 
ished sales  by  agents  and  servants,  expressly.  Where  a  pen- 
alty or  forfeiture  is  given  to  a  party  aggrieved,  so  that  the 
recovery  is  a  remedy  for  the  injury,  the  right  to  recover  may 
be  founded  upon  the  doings  of  agents,  the  same  as  other  rights 
of  action.  {StoekweU  v.  United  States^  13  WdU,^  531 ;  Attor- 
ney-General V.  Stddan^  1  Cromp,  cfe  J.,  219.)  That  the  recov- 
ery is  for  more  than  single  damages,  or  of  a  fixed  sum,  is  not 
material,  if  it  is  for  compensation.  {Burnett  v.  Wa/rdj  42  VUj 
80 ;  Newman  v.  Wa4^^  43  Vt,^  587.)  Bat,  when  the  penalty 
or  a  part  of  it  is  inflicted  for  punishment  only,  the  guilt  of 
the  party  to  be  punished  should  be  established.  {Sohreiher  v. 
SharplesSy  6  Fed.  Bep,^  175.)  As  the  case  is  now  consid- 
ered, a  verdict  for  the  plaintiff  would  fail  upon  each  of  these 
grounds. 

Motion  for  new  trial  denied. 


B.  Bohertaon^  for  the  plaintiff. 
Andrew  OUhooLy^  for  the  defendant. 


Albert  H.  Mebsuon 

vs. 

The  J.  F.  Pease  Furnace  Company.    In  Equht. 

Where  a  biU  in  eqaity  for  the  infringement  of  letters  patent,  praying  an  injunc- 
tion and  an  account,  was  sworn  to  six  days  before  the  patent  would  expire, 
and  the  biU  was  filed  two  days,  and  the  subpoena  served  three  days,  after  the 
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bill  wai  sworn  to,  and  a  mle  of  Coart  required  eight  days  notice  of  a  motioo 
for  an  injunction,  and  it  did  not  appear  that  an  action  at  law  woald  be  an 
inadequate  remedy  for  the  wrong  complained  of :  Ifeldf  on  demurrer,  that  the 
bill  woald  not  lie. 

(Before  Blatohfobd,  J.,  Northern  District  of  New  York,  Aognst  17th,  1886.) 

Blatohfobd,  J.  This  is  a  bill  in  equity  brought  for  the 
infriDgement  of  re-issued  letters  patent,  No.  4,695,  granted  to 
the  plaintiff,  January  2d,  1872,  for  an  improvement  in  damp- 
ers for  hot-air  furnaces,  for  the  unexpired  term  of  17  years 
from  May  5th,  1868,  on  which  date  the  original  letters  pat- 
ent, No.  77,512,  were  granted  to  the  plaintiff.  The  bill  prays 
for  an  account  of  profits  and  damages  and  for  injunctions, 
provisional  and  perpetual,  but  it  sets  forth  no  special  ground 
for  equitable  relief.  The  bill  was  sworn  to  April  29tli,  1885, 
six  days  before  the  patent  would  expire.  It  was  filed  May 
1st,  1885,  and  the  subpcBna  to  appear  and  answer  was  served 
May  2d,  1885.  The  defendant  interposes  a  demurrer  for 
want  of  equity,  which  also  alleges  want  of  jurisdiction  in  the 
Court  because  the  plaintiff  has  an  adequate  remedy  at  law. 

It  is  provided  by  §  723  of  the  Revised  Statutes,  that ''  suits 
in  equity  shall  not  be  sustained  in  either  of  the  Courts  of  the 
United  States  in  any  case  where  a  plain,  adequate  and  com- 
plete remedy  may  be  had  at  law."  If  there  is  such  a  remedy 
at  law,  when  the  defendant  is  brought  into  the  Court  of 
equity ;  if  there  is  not,  in  good  faith,  at  that  time,  a  case  in 
which  the  Court  of  equity  could,  by  the  exercise  of  its  juris- 
diction in  the  ordinary  course  of  procedure,  give  to  the  plaint- 
iff the  most  moderate  measure  of  equitable  relief  which  he 
prays,  or  would  be  entitled  to,  on  his  allegations;  if  the 
coming  into  the  Court  of  equity  appears  to  be  a  pretence  to 
avoid  a  Court  of  law ;  the  Court  of  equity  should  not  enter- 
tain the  case. 

The  jurisdiction  conferred  by  §  4,921  of  the  Revised  Stat- 
utes is  ^^  to  grant  injunctions  according  to  the  course  and 
principles  of  Courts  of  equity,  to  prevent  the  violation  of  any 
right  secured  by  patent,  on  such  terms  as  the  Court  may  deem 
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reasonable ;  and,  upon  a  decree  being  rendered  in  any  sneh 
case  for  an  infringement,  the  complainant  shall  be  entitled  to 
recover,  in  addition  to  the  profits  to  be  accounted  for  by  the 
defendant,  the  damages  the  complainant  has  sustained  there- 
by ;  and  the  Court  shall  assess  the  same,  or  cause  the  same  to 
be  assessed  under  its  direction.  Not  only,  as  is  suggested  in 
Root  V.  Railway  Co.^  (105  U.  8,,  189,  206,)  does  the  language 
of  §  4,921  seem  to  make  t^e  power  to  award  profits  and  dam- 
ages dependent  upon  the  power  to  grant  an  injunction,  but 
the  general  ^^  course  and  principles  of  Courts  of  equity  "  make 
the  right  to  an  account  dependent  on  the  right  to  an  injunc- 
tion. {Higgmbotham  v.  Hawkins^  Z.  jB.,  7  Ch,  App.^  676 ; 
BaUy  V.  Taylor^  1  Rubb.  <&  J/.,  73 ;  Smith  v.  London  <&  S. 
W.  Railway  Co.^  Kay^  408.)  In  speaking  here  of  "  power  '* 
and  ^'  right,'^  I  refer  to  entertaining  the  suit  at  all,  and  not  to 
the  power  to  give  proper  relief,  in  an  equity  suit  properly 
brought,  where  the  patent  expires  during  the  pendency  of  the 
suit.  This  power  was  exercised  in  Lake  Shore  Co.  v.  Car- 
Brake  Shoe  Co.,  (110  U.  S,  229,)  and  in  Consolidated  Valve 
Co.  V.  Crosby  Valve  Co.,  (113  Id.,  157.) 

In  the  present  case,  the  sole  object  of  the  bill  plainly  ap- 
pears to  be,  to  obtain  pecuniary  compensation,  in  the  shape  of 
profits  or  damages,  in  a  case  where  no  *in  junction  of  any  kind 
could  be  obtained,  for,  by  the  rules  of  the  Court,  a  notice  of 
eight  days,  of  a  motion  for  an  injunction,  is  required.  The 
coming  into  a  Court  of  equity,  under  such  circumstances,  will 
not  be  permitted.  {Betts  v.  OaUaie,  Z.  R.,  10  Eq.,  392.) 
As  the  bill  does  not  show  that  an  action  at  law  for  damages 
would  be  an  inadequate  remedy  for  the  wrongs  complained 
of,  and  no  hona  fide  ground  for  equitable  relief  is  presented^ 
the  demurrer  is  allowed,  with  costs. 


•   Forbes,  Brown  dk  Tracy,  for  the  plaintiff^. 
Dudl  cfe  Hey,  for  the  defendant. 
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The  Johnston  Harvester  Company  and  others.    In 

Equity. 

Where  a  bill  in  equity  for  the  infringement  of  letters  patent  was  sworn  to 
twenty-nine  days  before  the  patent  would  expire,  and  filed  three  days  after- 
wards, and  there  was  time,  before  the  patent  would  expire,  to  give  notice  of 
a  motion  for  a  proyisional  Idj  unction  and  to  obtain  it,  and  the  bill  set  forth 
special  circumstances  for  equitable  relief,  to  restrain  the  sale,  after  the  expira- 
tion of  the  patent,  of  infringing  machines  made  during  its  life :  JIdd,  on  de- 
murrer, that  the  bill  would  lie. 

(Before  Blatohfobd,  J.,  Northern  District  of  New  York,  August  I7th,  1885.) 

Blatohpord,  J.  This  bill  is  brought  for  the  infringe- 
ment of  letters  patent  granted  to  John  S.  Davis,  March  10th, 
1868,  for  an  improvement  in  reapers  and  mowers,  for  17 
years  from  that  day.  The  bill  was  sworn  to  Febrnary  9th, 
1885,  and  filed  February  12th,  1885.  The  plaintiflE  is  alleged 
to  be  a  corporation  of  Ohio,  the  defendant  corporation  a  cor- 
poration of  New  York,  and  the  other  defendants  its  oflScers 
and  citizens  of  New  York.  The  bill  avers  that  the  plaintiff, 
from  December  23d,  1881,  has  been  continuously  engaged  in 
making  and  selling  machines  under  and  in  accordance  with 
the  patent,  at  Toledo,  Ohio,  and  elsewhere  in  the  United 
States,  and  has  been  and  is  prepared  to  fully  supply  the 
market  therefor,  and  is  the  owner  of  the  patent,  and  has  in- 
vested and  expended  large  sums  of  money,  and  been  to  great 
trouble  in  and  about  the  invention,  and  for  the  purpose  of 
carrying  on  the  business  of  making,  selling  and  introducing 
to  the  public,  in  Toledo,  and  elsewhere  in  the  United  States, 
and,  among  other  places,  in  the  Northern  District  of  New 
York,  machines  embodying  the  invention,  and  making  the 
same  profitable  to  itself  and  useful  to  the  public;  that  the  in- 
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vention  has  been  and  is  of  great  benefit  and  advantage,  and 
has^  by  the  efforts  of  the  plaintiff  and  its  predecessors  in  title^ 
been  made  extensively  and  favorably  known  to  the  public, 
and  many  machines  were  made  according  to  the  invention  and 
sold  by  the  plaintiff  and  its  predecessors  in  title ;  that  it  has 
reserved  to  itself  the  entire  right  to  make,  nse  and  sell  nnder 
the  patent,  and  has  granted  no  licenses  to  make  thereunder ; 
that  the  defendants,  in  infringement,  have  made  and  sold  ma- 
chines containing  the  invention,  and  still  continne  to  do  so, 
and  are  threatening  to  make  the  said  machines  in  large  quan. 
tities,  and  to  supply  the  market  therewith,  and  to  sell  the 
same ;  that  said  acts  of  infringement  are  being  carried  on  by 
the  defendants  jointly  in  the  Northern  District  of  New  York 
and  in  Toledo,  where  the  plaintiff  has  bnilt  up  a  trade  in  the 
machines,  and  is  prepared  to  supply  the  market  therewith ; 
that  the  defendants  are  now,  in  the  Northern  District  of  New 
York,  making  large  quantities  of  the  machines  containing  the 
invention,  and  preparing  and  intending  to  pnt  upon  the 
market  and  sell  for  use,  during  the  season  of  1885,  in  said 
District,  and  in  and  abont  Toledo,  and  elsewhere  in  the  United 
States,  such  machines  so  manufactured  prior  to  the  expiration 
of  the  patent ;  that  they  have  large  quantities  of  the  machines 
on  hand,  which  they  are  offering  for  sale ;  and  that  the  use  of 
the  invention  by  the  defendants,  and  their  avowed  determina- 
tion to  continue  the  same,  encourage  and  induce  others  to  in- 
fringe the  patent.  The  bill  prays  for  an  account  of  profits, 
and  for  an  injunction  restraining  the  defendants  from  further 
constructing  or  selling  or  using  any  of  the  machines,  and  from 
selling  or  putting  into  use,  as  well  after,  as  before,  the  expira- 
tion of  the  patent,  "any  infringing  machines,  unlawfully 
made  or  acquired,  in  whole  or  part,  during  the  term  thereof, 
and  that  all  infringing  machines  now  in  possession  or  use  of 
the  said  defendants  may  be  destroyed  or  delivered  up  to  your 
orator  for  that  purpose."  It  also  prays  for  a  decree  for  dam- 
ages, in  addition  to  profits,  and  for  an  increase  of  damages,  and 
a  provisional  injunction. 

The  defendants  demur  (1)  for  want  of  ground  for  equi- 
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table  relief ;  (2)  for  want  of  equitable  jurisdiction ;  (3)  because 
the  bill  shows  that  the  remedy,  if  any,  is  at  law. 

This  case  does  not  fall  within  the  ruling  in  Mershon  v. 
The  J,  F,  Pease  Furnace  Go,y  {ante^  p.  329.)  In  the  present 
case,  the  bill  was  filed  26  days  before  the  patent  expired. 
There  was  time  to  give  notice  of  a  motion  for  a  provisional 
injunction  and  to  obtain  it.  Moreover,  the  bill  sets  forth 
special  circumstances  for  equitable  relief,  in  that  the  plaintiff 
has  retained  the  exclusive  right  to  make  and  sell,  and  is  exer- 
cising it,  and  is  able  to  supply  the  market,  and  the  defendants 
are  making  machines  containing  the  invention,  and  threaten 
to  make  them  in  large  quantities,  and  intend  to  put  on  the 
market,  in  the  season  of  1885,  infringing  machines  made  be- 
fore the  patent  expires,  and  have  large  qaantities  on  hand 
which  they  are  offering  for  sale ;  and  the  bill  prays  for  an 
injunction  restraining  the  sale,  after  as  well  as  before  the 
patent  expires,  of  machines  unlawfully  made  before  it  ex- 
pires. Such  a  case  is  like  that  of  Croaaley  v.  Beverly^  ( Wd>8t. 
P.  C.<t  119,)  commented  on  in  Smith  v.  London  <k  S.  W. 
Hallway  Co.^  {Kay^  408 ;)  and  like  the  cases,  in  this  Circuit,  of 
American  DiammxdPock  Boring  Go.  v.  Sheldon^  (18  Blatchf. 
C.  C.  -ff.,  50,)  and  Ame7'i€an  Diamond  Pock  Boring  Co.  v. 
PvUand  Marble  Co.,  {Id.^  146.) 

.  The  demurrer  is  overruled,  with  costs,  and  the  defendants 
are  assigned  to  answer  the  bill  by  the  rule  day  in  October 
next. 

Parkinson  db  Parkinson^  for  the  plaintiff. 

CogsweU,  BenUey  <k  CogsvoeUj  for  the  defendants. 
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If  a  ^neral  ship  carrieB,  in  winter,  oranges,  which  cannot  be  safely  discharged 
in  freezing  weather,  and  agrees  to  deliver  them  in  good  order,  she  takes  the 
risk  of  such  discharge,  unless  she  protects  herself  against  it  by  some  proyision 
in  the  bill  of  lading. 

The  negligence  of  a  yessel,  in  allowing  oranges  to  be  frozen  in  discharging 
them,  is  not  "  the  act  of  God,"  or  the  "effect  of  climate,"  within  the  meaning 
of  provisions  in  a  bill  of  lading  exempting  the  vessel  from  liability  for  damage 
to  cargo  by  those  causes. 

In  accepting  a  bill  of  lading  of  cargo  the  shipper  accepts  the  terms  of  the  con- 
tract it  contains,  and  the  consignee  of  the  cargo  cannot  be  heard  to  say  that 
the  shipper  did  not  know  the  contents  of  the  bill  of  lading,  or  received  it 
after  the  shipment,  or  that  the  consignee  did  not  know  its  contents,  or  that  a 
clause  in  it  limiting  the  liability  of  the  vessel  to  "  the  invoice  cost  **  of  the 
cargo  had  been  waived  in  other  cases. 

Such  a  clause,  when  it  is  distinct,  is  operative. 

Where  oranges  are  discharged  by  a  vessel,  alter  notice  to  her  by  the  consignee 
not  to  discbarge  them,  because  of  freezing  weather,  the  consignee  has  no  duty 
to  take  care  of  them,  but  they  are  in  the  custody  and  at  the  risk  of  the  vessel 

(Before  Blatohford,  J.,  Eastern  District  of  New  York,  August  81st,  1886.) 

This  was  a  libel  in  rerriy  in  Admiralty,  filed  in  the  District 
Court,  to  recover  damages  from  a  vessel  for  negligent  injury 
to  cargo.  After  a  decree  by  that  Court  for  the  libellant,  the 
claimant  appealed  to  this  Court.  This  Court  found  the  fol- 
lowing facts : 

1.  "  The  libellant,  Gerhard  Wessels,  was  and  is  a  merchant, 
doing  business  in  the  city  of  New  York. 

2.  The  steamship  Alene,  mentioned  in  the  libel  herein, 
was  and  is  owned  by  the  Atlas  Steamship  Company,  Limited, 
the  claimant,  a  corporation  organized  and  existing  under  the 
laws  of  the  Kingdom  of  Oreat  Britain  and  Ireland.  She  was, 
long  prior  to  the  filing  of  the  libel  herein,  and  continued  to 
be  down  to  that  time,  one  of  a  regular  line  of  steamers,  some 
of  which  belonged  to  and  others  were  chartered  by  the  claim- 
ant, and  all  of  which  were  managed  by  it,  and  which  formed 
a  regular  line  of  common  carriers  for  the  carriage  of  passen- 
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Quarantine  and  was  on  her  way  to  her  nsaal  pier  in  said  city 
of  New  York,  Thereupon  the  liboUant  inspected  the  mani- 
fest of  said  steamship  Alene,  and  requested  the  claimant  to 
make  out  a  bill  for  the  freight  of  the  oranges  on  board  of  said 
steamship  which  were  consigned  to  the  libellant,  and  it,  and 
the  delivery  order  for  the  cargo  described  in  it,  were  deliy- 
ered  to  the  libellant,  who  accepted  the  same  and  gave  to  the 
claimant  a  check  for  the  amount  of  said  freight.  The  libel- 
lant also,  on  the  morning  of  said  day,  applied  to  the  collector 
of  the  port  of  New  York,  and  received  a  permit  from  him  for 
the  landing  and  delivery  of  said  oranges  mentioned  and  de- 
scribed in  said  bills  of  lading,  and  the  claimant  also  on  said 
day  applied  for  and  obtained  from  said  collector  the  license, 
^claimant's  exhibit  B,  and  Henry  £.  Wessels,  a  son  of  the 
libellant,  and  in  his  employ,  took  the  said  delivery  order  and 
permit,  and  went  to  the  dock  where  the  said  steamship  was 

10.  The  weather  was  very  cold  at  the  time  and  growing 
scolder.  It  was  snowing,  and  the  wind  was  blowing  strong 
from  the  north  across  the  pier.  The  range  of  the  Fahrenheit 
thermometer  from  and  including  December  29th,  1880,  to 
and  including  January  Sd,  1881,  was  as  follows :  December 
29th,  maximum  15^,  minimum  9°;  December  30th,  maxi- 
mum 4°,  minimum  6""  below  zero ;  December  Slst,  maximum 
13^,  minimum  6°  below  zero:  January  Ist,  maximum  21°, 
minimum  4°;  January  2d,  maximum  26%  minimum  13"^; 
.January  3d,  maximum  35°,  minimum  15°. 

11.  The  steamship  Alene  lay  on  the  upper  or  north  side 
of  pier  61,  North  Eiver.  This  pier  is  at  the  foot  of  Christo- 
pher Street,  on  the  upper  or  north  side  of  Christopher  Street 
ferry  slip.  The  pier  is  upwards  of  400  feet  long,  built  upon 
•wooden  spiles,  and  oovered.  The  lower  or  south  side  of  the 
pier  formed  the  upper  or  north  side  of  the  Christopher  Street 
ferry  rack  and  was  b€>arded  up.  The  north  side  of  the  pier, 
rwhere  the  Alene  lay,  had  some  twelve  openings,  each  opening 
being  about  18  feet  wide  and  20  feet  high,  with  two  doors 
for  each  opening.    Theriver  end  of  the  pier  had  a  large  open- 
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ing  and  door,  and  the  Btreet  end  of  the  pier  had  a  large  open- 
ing, with  nothing  but  an  open  gate  made  of  iron  bars  to  pro- 
tect it,  and  having  an  open  space  above  it  of  about  18  to  20 
feet,  not  closed  at  all,  but  always  open  and  exposed  to  the 
weather. 

12.  Jamaica  oranges  will  chill  at  a  temperature  of  32° 
Fahrenheit,  and  will  freeze  at  25°  Fahrenheit. 

13.  There  were  on  board  of  the  said  steamship  at  that 
time  3,872  barrels  of  oranges,  consigned  to  16  different  con- 
signees, which  were  stored  on  the  npper  or  fruit  deck  of  the 
said  steamer.  The  remainder  of  her  cargo  was  stored  on  the 
orlop  and  lower  decks. 

14.  The  other  consignees  of  said  fruit,  on  the  29th  of 
December,  1880,  immediately  upon  learning  of  the  approach 
'of  said  steamer,  ascertained  from  the  claimant  the  amount 
and  description  of  the  fruit  consigned  to  them  respectively, 
and  requested  that  the  same  should  be  delivered  to  them. 
The  said  steamer,  immediately  upon  arriving  at  the  pier, 
opened  her  hatches  and  proceeded  to  discharge  the  barrels  of 
oranges  which  were  on  her  fruit  deck,  and  800  barrels  thereof 
were  placed  upon  the  said  pier  before  sunset  on  the  29th  of 
December,  1880. 

15.  It  was  impossible  to  discharge  the  oranges  of  the  other 
consignees  without  discharging  the  oranges  of  the  libellant, 
and  the  latter  were  unladen  and  put  on  the  pier,  part  of 
them  on  the  29th  and  part  of  them  on  the  30th  of  December, 
1880,  and  all  against  the  objection  and  protest  of  the  libellant. 
The  oranges  were  frozen  almost  as  soon  as  they  were  landed. 

16.  The  temperature  and  the  weather  were  almost  exactly 
the  same  when  the  libellant  demanded  and  procured  said  per- 
mit and  delivery  order,  and  delivered  to  the  claimant  the 
check  for  the  freight,  as  they  were  during  the  afternoon  of 
that  day. 

17.  There  has  always  been  a  custom  and  usage  in  the  port 
of  New  York  not  to  discharge  oranges  and  green  fruit  from 
steamships  or  vessels  when  the  weather  is  cold  enough  to  in- 
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jnre  them.    Under  such  circnmstances  the  frait  is  kept  on 
board  of  the  vessel  and  the  cold  outside  does  not  injnre  it. 

18.  On  the  arrival  of  Henry  E.  Wessels  at  the  dock  of 
the  steamship  on  the  afternoon  of  December  29th,  1880,  about 
half  past  2  or  3  o'clock,  he  notified  the  superintendent  of  the 
dock,  on  behalf  of  the  libellant,  not  to  discharge  his  oranges 
from  the  steamship,  for  the  reason  that  it  was  not  fit  weather 
to  land  green  fruit,  and  declined  to  give  him  the  delivery 
order.  He  also  went  to  the  custom-house  officer  in  charge  of 
the  steamship,  and  told  him,  on  behalf  of  the  libellant,  that 
he  did  not  want  the  oranges  discharged.  He  did  not  give 
him  the  custom-house  permit. 

19.  Between  the  time  when  the  libellant  obtained  the  said 
delivery  order  and  permit  and  delivered  said  check  to  the 
claimant,  and  the  time  when  he  notified  the  claimant  not  to 
discharge  his  oranges,  the  hatches  of  said  steamship  had  been 
opened  and  some  of  the  oranges  in  her  had  been  discharged 
and  landed  upon  said  pier,  and  the  whole  had  been  exposed 
to  the  existing  conditions  of  the  weather. 

20.  When  Henry  E.  Wessels  was  at  the  pier  of  the  steam- 
ship, 3  openings  with  6  doors,  on  the  north  side  of  the  pier, 
were  open,  and  the  door  way  at  the  river  end  of  the  pier  was 
partly  open,  and  the  opening  at  the  street  end  of  the  pier  was 
open,  and  the  cold  north  wind  and  snow  were  blowing 
through  the  openings. 

21.  After  the  libellant's  oranges  were  discharged  he 
stopped  payment  of  his  check  for  the  freight  and  abandoned 
the  fruit  and  gave  notice  of  his  action  to  the  claimant,  and 
returned  to  it  the  delivery  order  and  the  freight  bill.  The 
oranges  were  afterwards  sold  at  auction  by  the  Government 
for  a  very  small  sum,  not  enough  to  pay  the  freight  and  duty. 

22.  The  claimant,  after  receiving  said  notice  not  to  land 
said  oranges,  continued  the  said  discharge,  and  delivered  the 
said  oranges  so  laden  on  board  to  all  of  the  consignees  who 
would  receive  the  same ;  and  all  of  them,  except  the  libellant, 
received  the  same,  and  removed  them  from  said  pier,  and 
transported  them  to  their  respective  warehouses. 
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23.  It  would  have  been  an  injory  to  the  claimant,  and  to 
divers  persons  dealing  with  itj  if  the  discharge  of  the  goods 
other  than  oranges,  on  board  of  said  steamship,  had  been  de- 
layed until  the  temperature  at  the  pier  where  she  lay  should 
reach  the  point  at  which  oranges  conld  be  discharged  and 
stored  upon  the  pier  without  injury. 

24.  The  said  steamship  had  advertised,  for  about  a  month, 
that  she  would  sail  from  the  port  of  New  York,  on  her  return 
voyage  to  the  ports  of  Aux  Cayes,  Jacmel  and  Port  au  Prince, 
and  that  she  would  carry  cargo,  passengers  and  mails,  on  the 
6th  of  January,  1881,  and  divers  persons  in  the  city  of  New 
York  had  engaged  freight  for  her  voyage  to  said  ports  for 
said  day,  and  she  was  under  contract  with  the  Government  of 
the  Island  of  Jamaica  to  carry  the  mails  on  her  regular  sailing 
days,  and  was  also  nnder  contract  to  return  with  the  mails, 
and  to  sail  with  them  from  the  port  of  Kingston  in  the  Island 
of  Jamaica,  on  the  27th  of  January,  1881. 

25.  The  said  steamship  was  bound,  on  her  outward  trip 
from  New  York,  to  said  ports  of  Anx  Cayes,  Jacmel  and 
Port  au  Prince,  and  the  postmaster  of  the  United  States  for 
the  city  of  New  York  had  caused  notice  to  be  given  that  said 
steamship  would  depart  with  the  mails  for  those  ports  on  the 
6th  of  January,  1881. 

26.  The  claimant  used  reasonable  diligence  to  discbarge 
the  said  steamship  and  load  her  with  her  outward  cai*go,  so  as 
to  enable  her  to  sail  on  the  6th  of  January,  18ol,  but  there 
was  so  much  ice  in  the  river  where  she  lay,  and  the  weather 
was  so  severe,  that  it  was  unable  to  di^harge  her  and  com- 
plete the  lading  of  cargo  engaged,  before  the  7th  of  January, 
1881,  on  which  day  she  sailed  from  the  port  of  New  York 
upon  her  return  voyage,  and  on  said  voyage  she  carried  the 
mails  entrusted  to  her  by  the  United  States  Government  for 
thei  said  last  mentioned  three  ports. 

27.  There  would  have  been  risk  to  said  steamship  in  dis- 
charging her  cargo  from  her  lower  hold  and  her  orlop  deck, 
and  leaving  3,872  barrels  of  oranges  on  her  upper  or  fruit 
deck,  the  risk  being  that  she  might  have  capsized  had  such 
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discharge  taken  place  without  discharging  the  f mit  aforesaid. 
There  had  been  instances,  prior  to  that  time,  in  the  port  of 
Kew  York,  in  which  ballast  logs  were  used  to  steady  steamers 
which  for  some  reason  were  topheavy,  and  prevent  them  from 
capsizing,  but  there  was  so  much  ice  in  the  river  that  it  might 
have  happened  that  snch  ballast  logs  could  not  have  been 
towed  alongside  and  secured  to  said  steamship  so  as  to  guard 
against  such  risk. 

28.  In  the  ordinary  course  of  business,  it  would  not  have 
been  practicable  for  the  claimant  to  have  kept  the  said  or- 
anges on  board  until  the Veather  should  have  moderated,  so 
that  it  would  have  been  safe  to  discharge  them  without  any 
apprehension  of  injury,  and  to  then  unload  them  and  prepare 
the  said  steamship  and  load  her  for  her  return  voyage,  so  that 
she  should  be  ready  to  sail  on  the  7th  of  January,  1881,  bnt 
this  might  have  been  done  by  proper  extra  effort. 

29.  It  was  stipulated  and  agreed  in  and  by  each  of  the 
bills  of  lading  aforesaid,  amongst  other  things,  that  the  claim- 
ant should  not  be  liable  in  any  case  for  an  amount  exceeding 
the  invoice  cost  of  the  oranges  mentioned  in  said  bill  of  lad- 
ing. The  invoice  cost  of  the  oranges  so  shipped  by  the  said 
John  C.  Fegan  &  Co.  was  £328,9s,ld ;  the  invoice  cost  of  the 
oranges  so  shipped  by  the  said  Richard  White  was  £40,128,2d ; 
the  invoice  cost  of  the  oranges  so  shipped  by  the  said  W. 
Climie  was  £7,10s,lld;  making,  in  all,  £376,1 28,2d,  sterling 
money  of  the  United  Kingdom  of  Qreat  Britain  and  Ireland, 
equivalent,  in  value,  at  $4.8665  to  the  pound  sterling,  to 
$1,832.76. 

SO.  As  said  oranges  were  discharged,  the  barrels  contain- 
ing the  oranges  of  each  owner  were  piled  up  by  themselves, 
and,  when  the  piles  were  as  high  as  it  wi^  customary  to  pile 
them,  they  were  covered  by  the  claimant  with  tarpaulin  in  a 
proper  manner. 

31.  The  freight  for  said  oranges  of  the  libellant  from 
Kingston  to  New  York  on  said  steamship  was  $1,099.49. 

32.  The  sound  market  value  of  the  libellant's  oranges  in 
the  port  of  New  York,  on  December  29tb,  1880,  less  the 
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chargeB  for  the  transportation  of  them  by  the  Bteamship,  was 
$5,784,01.^^ 

On  the  foregoing  facts  this  Court  found  the  following 
conclusions  of  law : 

^*  1.  The  steamship  was  guilty  of  negligence  in  discharging 
the  libellant's  oranges  at  an  improper  time,  and  also  against 
the  objection  and  protest  of  the  libeliant,  in  consequence  of 
which  they  were  frozen  and  injured  almost  as  soon  as  they 
were  landed. 

2.  The  libeliant  had  the  right  to  decline  to  pay  the  freight, 
and  to  abandon  the  fruit,  and  hold  the  steamship  liable  for 
the  proper  damages. 

3.  The  libeliant  is  entitled  to  recover  from  the  steamship 
the  invoice  value  of  said  oranges,  namely,  $1,832.76,  less 
$1,099.49  freight  due  thereon,  being  $733.27,  with  interest 
thereon  from  December  29th,  1880. 

4.  The  libeliant  is  also  entitled  to  recover  from  said  steam- 
ship his  costs  in  the  District  Court,  taxed  at  $215.65,  and  the 
claimant  is  entitled  to  recover  from  the  libeliant  its  costs  in 
this  Court,  to  be  taxed." 

James  K.  EUl^  Wing  df  Shoudy  and  R.  D,  Benediotj  for 
the  libeliant 

Wheeler  dk  Souther^  for  the  claimant. 

Blatohfobd,  J.  Each  of  the  4  bills  of  lading  contains  a 
provision,  that  the  claimant  is  not  liable  for  injury  to  the 
goods  occasioned  by  "  the  act  of  God ;  *  *  *  effect  of 
climate,  or  heat  of  holds  " ;  also,  the  following  clause :  '^  The 
company  will  not  become  liable  for  any  value  exceeding  one 
hundred  dollars  ($100.00)  upon  each  of  the  above  named  pack- 
ages, unless  the  value  is  declared  at  the  time  of  shipment,  and 
so  expressed  in  this  bill  of  lading,  and  extra  freight  thereon 
paid,  nor  in  any  case  for  an  amount  exceeding  the  invoice 
cost  thereof";  also,  in  the  case  of  White,  the  following 
clause:  ^'The  goods  to  be  taken  from  the  ship's  tackels, 
where  the  ship's  responsibility  shall  cease,  and  to  be  taken 
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alongside  by  the  consigoee,  immediately  the  vessel  is  ready 
to  discharge,  or  otherwise  they  will  be  landed  by  the  master, 
and  deposited  at  the  expense  of  the  consignee,  and  at  his  risk 
of  fire,  loss  or  injnry,  in  warehouse  on  the  company's  wharfs 
or  sent  to  the  pnblic  stores,  as  the  authorities  at  the  port  of 
discharge  shall  direct,  and,  when  deposited  in  the  warehouse, 
to  be  subject  to  storage  and  other  charges  as  customary " ; 
and  in  the  other  three  bills  of  lading,  the  last  named  clause, 
changing  the  words  "  in  warehouse "  to  the  words  "  in  the 
warehouse  provided  for  that  purpose,"  and  omitting  the 
words  ^*  and  other  charges  as  customary." 

The  District  Court  decreed  for  the  libellant.  It  held  that 
December  29th  was  so  cold  a  day  as  to  render  it  impossible  to 
land  oranges  without  freezing  them.  The  District  Judge 
said,  in  his  decision  :  "  The  weather  continued  cold,  indeed 
below  zero,  until  the  follovidng  Monday.  The  steamer  com- 
menced to  land  oranges  on  the  day  of  her  arrival,  and  on 
that  day  and  the  following  Thursday  and  Friday  landed  the 
whole  consignment.  The  necessary  consequence  was  that 
the  libellant's  oranges  were  frozen,  and  their  value  for  the 
most  part  destroyed.  Objection  was  made  by  the  libellant  to 
the  landing  of  the  oranges,  because  of  the  unsuitable  weather." 
He  also  held  that  the  oranges  were  not  injured  by  the  "act 
of  God  "  or  the  "  effect  of  climate ; "  that  the  vessel  was  not 
"  ready  to  discharge  "  when  she  could  not  make  a  proper  dis- 
charge ;  that  there  was  no  necessity  for  landing  the  libellant's 
oranges  when  they  were  landed  ;  that  no  duty  required  the 
destruction  of  the  libellant's  oranges  for  the  purpose  of  land- 
ing the  cargo  of  other  persons ;  and  that  there  was  time  be- 
fore the  vessel  sailed  for  her  to  have  landed  the  oranges  in 
suitable  weather  and  to  have  taken  in  her  outward  cargo. 
There  was  a  decree  that  the  libellant  recover  his  damages, 
with  a  reference  to  ascertain  them.  On  this  reference  there 
was  no  proof  as  to  the  invoice  value,  but  evidence  only  as  to 
the  sound  market  value  of  the  oranges  in  New  York  at  the 
time.  The  Commissioner  reported  the  damages  to  be  the 
value  of  1,230  barrels  of  oranges  at  $5  per  barrel,  and  163 
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barrels  at  $4.50  per  barrel,  less  the  charges  for  transportation 
by  the  claimant,  (being  $6,883  50,  Iqss  $1,099.49,)  amounting 
to  $5,784.01,  with  interest  from  December  29th,  1880.  The 
claimant  excepted  to  the  report  (1)  because  the  damages  had 
been  iixed  at  the  market  value  in  New  York,  instead  of  at 
an  amount  not  exceeding  the  invoice  cost ;  (2)  because  they 
had  not  been  found  at  an  amount  not  exceeding  the  invoice 
cost ;  (3)  because  there  had  not  been  credited  against  the 
damages  such  proportion  thereof  as  the  libellant  might  have 
prevented  by  efforts  to  preserve  the  oranges  instead  of  aban- 
doning them.  The  District  Judge  made  the  following  decis- 
ion on  the  exceptions :  ^^  The  ship  having  landed  the  fruit 
without  a  permit,  and  also  at  a  time  when  it  was  frozen  as 
soon  as  landed,  and  this  against  the  express  objection  of  the 
consignee,  the  consignee  had  the  right  to  decline  to  pay  the 
freight  and  abandon  the  fruit,  and  hold  the  ship  liable  for  its 
sound  value,  the  same  not  only  having  been  frozen,  but  also 
become  forfeited  to  the  Government  by  reason  of  having 
been  landed  without  a  permit.  The  Commissioner  has  re- 
ported the  damages  to  be  the  sound  value  of  the  fruit,  and  in 
my  opinion  the  report  is  correct.  The  exceptions  are,  there- 
fore, overruled."  A  decree  was  entered  for  the  libellant  for 
$7,018.31  damages  and  interest,  and  $215.65  costs.  The 
claimant  appealed.  In  this  Court  an  amended  answer  has 
been  put  in,  and  further  proofs  have  been  taken  on  both 
sides. 

The  claimant  contends  that  the  injury  to  the  oranges  was 
inevitable  from  the  moment  the  hatches  were  uncovered  and 
the  ship  broke  bulk ;  that  the  claimant  was  justified  in  dis- 
charging the  libellant's  oranges  because  he  had  obtained  the 
delivery  order  and  the  permit  and  given  a  check  for  the 
freight ;  and  that  this  virtual  order  to  discharge  was  not  re- 
voked till  after  the  discharge  had  been  commenced  and  the 
cold  air  had  got  into  the  hold  of  the  ship.  The  answer  to 
this  view  is,  that  the  preparations  which  the  libellant  made 
were  only  preparations  to  be  ready  to  take  his  oranges  when 
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they  codd  be  safely  discharged.  They  did  DOt  amount  to  a 
request  to  discbarge  the  oranges  in  sacb  weather.  If  a  gen- 
eral ship  carries  in  winter  oranges  which  cannot  be  safely  dis- 
charged in  freezing  weather,  and  agrees  to  deliver  them  in 
good  order,  she  takes  the  risk  of  snch  discharge,  unless  she 
protects  herself  against  it  by  some  provision  in  the  biU  of  hid- 
ing. Here  there  was  no  such  provision.  The  freezing  was 
not  the  "  act  of  God  '^  nor  the  "  effect  of  climate,"  within  the 
meaning  of  the  bills  of  lading.  The  negligence  of  man  ex- 
posed the  oranges  to  be  frozen.  '^  Effect  of  climate  "  in  the 
sentence,  ^'  effect  of  climate,  or  heat  of  holds,"  means  the  ef- 
fect of  climate  in  the  passage  of  the  vessel  from  a  tropical 
climate  northward,  or  vice  versa^  during  the  voyage,  in  its 
action  on  cargo  in  the  vessel,  and  not  such  exposure  in  land- 
ing as  occurred  in  this  case. 

As  to  the  amount  of  damages,  the  libel  sets  forth  the  ship- 
ments, and  avers  that  *^  thereupon  "  the  agent  of  the  vessel 
executed  the  bills  of  lading,  to  which  the  ^^Ubellant  begs  leave 
to  refer  as  part  of  this  his  libel  herein."  The  stipulation 
under  which  the  bills  of  lading  were  put  in  evidence  by 
the  libellant,  and  which  was  itself  put  in  evidence  by  the 
libellant,  states  that  the  4  bills  of  lading  were  '^  duly  issued 
and  delivered  "  by  the  claimant,  upon  the  shipments  being 
made  upon  the  vessel  at  Kingston,  ^^  as  alleged  in  the  article 
of  the  libel  herein."  In  accepting  each  bill  of  lading,  the 
shipper  accepted  the  terms  of  the  contract  it  contained,  and 
the  libellant  cannot  now  be  heard  to  say  that  the  shipper 
did  not  know  its  contents,  or  received  it  after  the  shipment, 
or  that  he  did  not  know  its  contents,  or  that  the  clause  as  to 
invoice  value  has  been  waived  in  other  cases.  The  provision 
tliat  the  claimant  shall  not  be  liable  in  any  case  for  an  amount 
exceeding  the  invoice  cost  of  the  oranges  is  distinct. 

The  libellant,  under  the  circumstances,  had  no  duty  to  take 
care  of  the  oranges.  As  to  him  they  stood  as  if  they  were 
still  in  the  vessel,  not.  discharged.  They  were  wholly  in  the 
custody  and  at  the  risk  of  the  vessel. 
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The  libellant  is  entitled  to  recover  the  invoice  cost,  with 
interest,  according  to  the  findings,  and  his  costs  in  the  District 
Court.    The  claimant  is  allowed  his  costs  in  this  Court. 


BiOHABD  D'Oylky  Cabte  V.  James  C.  Duff. 

The  authors  of  an  opera  poblished  the  libretto  and  vocal  score  of  it  in  England, 
but  did  not  publish  the  orchestral  score.  They  thereby  dedicated  to  the 
public  the  entire  opera  except  the  instrumental  parts.  By  retaining  the 
orchestral  score  in  manuscript  they  did  not  retain  the  exduaive  right  to  rep- 
resent the  opera,  as  a  dramatic  composition. 

(Before  Wallaos,  J.,  Southern  District  of  Kew  York,  September  26th,  1886.) 

Wallace,  J.  The  complainant,  as  a  purchaser  from  Wil- 
liam S.  Gilbert  and  Arthur  Sullivan,  British  subjects  residing 
in  London,  has  acquired  their  right  of  public  representation, 
in  the  United  States,  of  the  comic  opera  ^^  The  Mikado ;  or, 
the  Town  of  Titipu."  The  opera  was  the  joint  composition 
of  Gilbert  and  Sullivan,  Gilbert  being  the  author  of  the  lit- 
erary parts  and  Sullivan  of  the  musical  parts.  In  order,  if 
possible,  to  protect  their  property  in  the  opera  in  the  United 
States,  they  employed  George  L.  Tracy,  a  citizen  of  the 
United  States,  to  come  to  London  and  prepare  a  piano- forte 
arrangenient  of  the  opera  from  the  original  orchestral  score, 
with  a  view  to  copyrighting  the  same  in  the  United  States. 
After  Tracy  made  the  piano-forte  arrangement,  proceedings 
were  taken  to  copyright  it  in  this  country  as  a  new  and  original 
composition  of  Tracy.  The  complainant  has  acquired  the 
title  of  Gilbert,  Sullivan  and  Tracy  to  the  copyright.  After 
the  title  of  the  piano-forte  arrangement  had  been  entered  in 
the  office  of  the  Librarian  of  Congress,  the  libretto  and  vocal 
score  of  the  opera,  and  the  piano-forte  arrangement  of  Tracy, 
were  published  and  sold  to  the  public^  in  England,  with  the 
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consent  of  Gilbert  and  SullivaD.  The  orchestral  score  was 
not  published,  but  has  always  been  kept  by  Gilbert  and  Sulli- 
van in  manuscript,  for  their  own  use  and  that  of  their  licen- 
sees to  perf orni  the  opera. 

The  defendant  purchased,  in  England,  a  copy  of  the 
libretto,  vocal  score  and  piano-forte  arrangement,  and  procured 
a  skilled  musician  to  make  an  independent  orchestration  from 
the  vocal  score  and  piano  score.  He  was  about  to  produce 
the  opera  at  the  Standard  Theatre,  in  the  city  of  New  York, 
with  words  and  voice  parts  substantially  the  same  as  those  of 
the  original,  and  with  scenery,  costumes  and  stage  business  in 
imitation  of  the  original,  and  with  the  orchestration  which  he 
had  procured  to  be  made,  when  the  complainant  filed  his 
bill  in  equity  to  restrain  the  defendant  from  the  public  rep- 
resentation of  the  opera.  A  motion  has  been  made  for  a  pre- 
liminary injunction. 

As  the  complainant  is  an  alien,  and  the  defendant  is  a 
resident  citizen,  the  requisite  diversity  of  citizenship  exists 
between  the  parties,  to  enable  this  Court  to  take  jurisdiction 
and  protect  the  equities  of  the  complainant,  whether  they 
are  founded  upon  the  common  law  right  of  public  representa- 
tion of  the  opera,  which  he  has  acquired  from  the  authors, 
or  whether  they  are  founded  upon  his  statutory  rights  cre- 
ated by  the  laws  of  the  United  States,  and  vested  in  him 
by  the  acquisition  of  the  copyright  of  the  piano-forte  arrange- 
ment. 

A  resort  to  statutory  copyright  in  the  United  States  was 
indispensable,  if  the  authors  desired  to  make  publication  of 
their  work  in  print  in  England,  and  yet  retain  the  right  to 
control  its  dramatic  representation  in  this  country.  They 
were  well  advised,  that,  until  publication  of  their  mjinuscript, 
their  exclusive  right  to  multiply  copies  of  their  work,  and 
control  its  production  upon  the  stage,  would  be  intact,  but 
that,  after  publication,  this  right  would  become  public  prop- 
erty, unless  saved  by  statutory  protection.  Common  law 
rights  of  authors  run  only  to  the  time  of  the  publication  of 
their  manuscripts  with  their  consent.     After  that,  the  right 
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of  multiplying  copies,  and,  in  the  case  of  a  dramatic  work,  of 
representation  on  the  stage,  by  the  rule  of  the  common  law, 
is  abandoned  to  the  public.  It  is  immaterial  whether  the  pub- 
lication be  made  in  one  country  or  another.  Such  rights  of 
authors  as  are  saved  by  statute  are  not  recognized  extra-terri- 
torially.  They  can  only  be  enforced  in  the  sovereignty  of 
their  origin.  No  one  questions  the  justice  of  the  claim  of  the 
author  of  any  intellectual  production  to  reap  the  fruits  of  his 
labor  in  eveiy  field  where  he  has  contributed  to  the  enlighten- 
ment or  the  rational  enjoyment  of  mankind.  It  was,  therefore, 
entirely  legitimate  for  the  authors  of  this  opera  to  avail  them- 
selves of  any  provision  they  could  find  in  the  laws  of  the 
United  States,  wliich  might  protect  them  in  the  right  to  con- 
trol its  dramatic  representation  in  this  country.  The  produc- 
tion of  the  opera  upon  the  stage  would  have  been  practically 
impossible  if  they  could  have  retained  for  themselves  the  ex- 
clusive right  to  use  the  musical  parts.  They  sought  to  do 
this  by  retaining  the  orchestral  parts  in  manuscript,  and  copy- 
righting the  essential  elements  in  their  most  simple  form, 
under  our  laws,  through  the  intervention  of  an  arranger,  who, 
as  a  citizen  of  the  United  States,  was  capable,  by  our  statutes, 
of  securing  a  copyright  which  could  be  transferred  to  them. 
Unless,  however,  the  piano-forte  arrangement  would  be  a  new 
aud  original  production  of  the  arranger,  it  could  not  be  the 
subject  of  a  copyright.  If  it  would  be  a  new  and  original 
production,  it  could  not  be  reconverted  into  an  operatic  score 
by  a  third  person,  within  the  authority  of  Booaey  v,  Fairlee^ 
(7  Ch.  Div.^  307 ;  4  Aj>p.  Caa,^  711,)  without  infringing  the 
copyright.  The  plan  adopted  was  an  ingenious  one.  It  en- 
counters several  obstacles.  First,  it  is  urged  that  the  piano- 
forte arrangement  of  Tracy  is  not  a  new  and  original  work, 
because  the  arranger  merely  takes  from  the  orchestral  score 
the  notes  of  the  instruments  used  for  playing  the  melody,  and 
selects  the  notes  of  the  chord  in  its  simple  form,  and  transfers 
them  to  this  score,  in  the  sequence  in  which  they  appear  in 
the  orchestral  score ;  that  he  originates  nothing,  composes 
no  new  notes  or  melodies,  and  simply  culls  the  notes  repre- 
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senting  the  melodies  and  their  accompaniments  expressed  by 
the  naked  chord.  Also,  it  is  insisted  that  the  attempt  by  the 
authors  of  the  opera  to  secnre  to  themselves  the  sole  right  of 
representation  here,  mnst  fail  because  it  is  condemned  by  the 
policy  of  onr  copyright  laws,  which  are  enacted  for  the  pro- 
tection of  onr  own  citizens  only,  in  their  rights  of  literary 
property.  It  is  also  insisted,  that,  if  these  objections  should 
be  held  untenable,  the  copyright  here  is  invalid  for  non-ob- 
servance of  several  statutory  conditions. 

It  will  be  unnecessary  to  consider  some  of  the  interest- 
ing questions  which  were  discussed  at  the  hearing,  because, 
as  will  be  seen,  the  whole  controversy  turns  upon  a  single  and 
narrow  point. 

In  any  aspect  of  the  case,  the  complainant  is  not  entitled 
to  the  relief  sought,  if  the  publication  of  the  libretto  and 
vocal  score  of  the  opera  in  London,  with  the  consent  of  the  au- 
thors, was  a  dedication  of  their  playriglit  or  dramatic  property 
in  the  opera  to  the  public.  So  far  as  he  relies  upon  his  title  to 
the  copyright  of  Tracy's  piano-forte  arrangement,  it  is  not  ap- 
parent, assuming  his  title  to  be  valid,  how  he  can  rest  his 
claim  to  the  relief  sought  upon  this  ground.  Strictly,  the 
only  invasion  of  a  copyright  consists  in  the  multiplication  of 
copies  of  the  author's  production,  without  his  consent.  Any 
other  use  of  it,  such  as  for  the  purpose  of  public  reading  or 
recitation,  is  not  piracy.  {Reade  v.  Canguegtj  9  C\  B.y  N.  S.y 
756 ;  Tmsley  v.  Laet/j  1  Jlem.  dk  JU.j  747.)  But  the  copy- 
right laws  of  Congress  recognize  the  play  right  of  the  author 
or  proprietor  of  a  dramatic  composition,  and  secure  to  him  the 
exclusive  privilege  of  its  public  representation  upon  the 
stage.  The  defendant  has  not  used  the  piano-forte  arrange- 
ment except  to  avail  himself  of  it  in  making  an  orchestral 
score.  He  does  not  employ  it,  or  intend  to  use  it,  in  his  pub- 
lic representation  of  the  opera.  Therefore,  if  it  should  be 
conceded  that  a  piano-forte  arrangement  is  a  '^  dramatic  com- 
position," within  the  meaning  of  our  copyright  laws,  this  con- 
cession does  not  help  the  complainant,  unless  he  can  main- 
tain successfully  that  performing  the  opera  with  an  orchestra- 
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tion  prepared  from  the  piano  score  is  a  public  representation 
of  the  piano- forte  arrangement. 

The  English  statutes  protect  composers  against  the  unau- 
thorized performance  of  a  musical  composition,  and  it  is, 
therefore,  needless  to  say,  that  Boo9ey  v.  Fairlee^  in  which  the 
performance  of  an  opera  was  restrained  in  a  case  where  the 
composer's  orchestration  was  arranged  for  the  piano-forte,  and 
the  piano-forte  arrangement  reconverted  into  a  new  orchestra- 
tion, is  an  authority  which  is  not  applicable  under  our  laws. 

The  proposition  is  too  plain  for  discussion,  that,  if  the  au- 
thors of  the  '' Mikado"  had  published  the  orchestral  score  of 
their  opera,  as  well  as  the  libretto  and  vocal  score,  they  would 
have  completely  lost  both  their  playright  and  copyright  in  their 
dramatic  musical  composition.  It  is  equally  plain,  that  the 
exclusive  right  in  Gilbert  and  Sullivan  to  publicly  represent 
any  part  of  the  opera  except  their  orchestration  did  not  sur- 
vive their  publication  of  the  libretto  and  vocal  score.  The 
dialogue,  stage  business,  and  the  words  and  melodies  of  the 
songs,  as  intended  to  be  sung  by  one  or  more  persons,  or  by 
the  chorus,  comprising  the  opera  as  an  entirety,  except  the 
instrumental  parts,  were  dedicated,  by  this  publication,  to  the 
use  of  the  public.  It  was  lawful,  consequently,  for  the  de- 
fendant to  avail  himself  of  all  this,  however  unfair  commer- 
cially, or  reprehensible  in  ethics,  his  conduct  may  be.  In  the 
language  of  the  Court,  in  Keene  v.  KimbaU^  (16  Oray^  545, 
551,)  '*  the  public  acquire  a  right  to  the  extent  of  the  dedica- 
tion, whether  complete  or  partial,  which  the  proprietor  has 
made  of  it  to  the  public." 

The  question  then  is,  whether  any  part  of  the  dramatic 
properties  of  the  opera  remained  in  the  authors  by  reason  of 
the  fact  that  they  have  always  retained  the  orchestral  score  in 
manuscript. 

It  does  not  seem  open  to  fair  doubt,  that  the  literary  part 
of  an  opera,  together  with  the  music  of  the  voice  parts,  com- 
prise all  there  is  of  the  dramatic  essence  that  lies  in  the  action 
of  the  performers.  The  instrumental  parts  serve  to  emphasize 
the  sentiments  and  intensify  the  emotions  excited  by  the 
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words  and  melodies.  The  artistic  merits  of  the  orchestral 
accompaniment  no  doubt  measurably  depend  upon  the  extent 
to  which  it  vividly  and  forcibly  illustrates  the  dramatic  situa- 
tions exhibited  upon  the  stage.  But  the  instrumental  parts 
alone  are  inadequate  to  convey  intelligently  to  the  hearer  the 
dramatic  effect  communicated  by  the  language  and  move- 
ments of  the  actors.  What  constitutes  dramatic  music  has 
not  been  distinctly  the  subject  of  judicial  consideration.  The 
singing  of  the  songs  of  an  opera  in  public  was  held  to  be  a 
dramatic  representation,  in  Planche  v.  Braham^  (8  Car.  <&  -P., 
68 ;  4  JSing.  N.  C.y  17,)  but  the  question  mainly  considered 
was  whether  singing  was  a  representation.  The  case  falls 
short  of  the  point  here.  What  is  a  dramatic  composition  was 
defined  by  Blatchford,  J.,  in  Daly  v.  Palmerj  (6  Blatchf. 
C.  C.  Ii,<i  264,)  as  "  a  work  in  which  the  narrative  is  not  re- 
lated, but  is  represented  by  dialogue  and  action."  Con- 
versely, what  is  not  a  dramatic  composition  is  defined  by  a 
commentator  of  authority  as  follows :  "  Music  designed  to  be 
interpreted  by  instruments  alone,  as  a  symphony,  can  hardly 
be  considered  a  dramatic  work,  within  the  meaning  of  the 
law.'^  {Drone  on  Copyinght^  p.  599.)  These  expressions  of 
opinion  coincide  with  what  has  been  said,  and  it  must  be  held, 
that,  by  the  publication  of  the  whole  opera  except  the  instru- 
mental parts,  the  authors  abandoned  the  entire  dramatic  prop- 
erty in  their  work  to  the  public.  The  right  to  represent  it  as 
a  dramatic  composition  thereby  became  public  property,  al- 
though they  still  retain  the  sole  right  of  multiplying  copies  of 
their  orchestral  score. 

If  the  orchestration  of  an  opera  is  not  a  dramatic  compo- 
sition, certainly,  the  piano-forte  arrangement  cannot  be.  Con- 
sequently, if  it  should  be  assumed  that  the  defendant,  in  rep- 
resenting the  orchestration  prepared  from  the  copyrighted 
arrangement,  will  be  representing  so  much  of  the  arrange- 
ment as  is  embodied  in  the  orchestration,  or,  in  other  words, 
will  use  the  arrangement  in  musical  form  and  sequence,  not- 
withstanding he  embellishes  it  with  orchestral  accessories,  the 
complainant  falls  short  of  a  case  for  the  relief  asked,  because, 
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representing  the  arrangement  on  the  stage  is  not  the  represen- 
tation of  a  dramatic  composition,  but  of  a  musical  composi- 
tion, as  to  which  the  complainant's  statutory  title  consists  in 
the  sole  right  of  printing,  copying,  etc.,  and  not  of  public 
representation.    (  U,  8,  Hev,  Statj  see.  4,952.) 

While  it  is  much  to  be  regretted  that  our  statutes  do  not, 
like  the  English  statutes,  protect  the  author  or  proprietor  in 
all  the  uses  to  which  literary  property  may  be  legitimately 
applied,  it  is  not  the  judicial  function  to  supply  the  defect. 

In  view  of  these  conclusions,  it  is  not  necessary  to  consider 
whether  a  valid  statutory  copyright  for  the  piano-forte  ar- 
rangement of  Tracy  has  been  obtained,  or  whether  there  was 
a  non-compliance,  in  any  particulars,  with  the  statutory  requi- 
sites. These  questions  may  be  more  properly  reserved  until 
an  attempt  is  made  to  infringe  the  copyright  by  an  unauthor- 
ized multiplication  of  copies. 

Of  course,  the  defendant  could  not  be  permitted  to 
produce  the  opera  as  though  it  were  one  containing  the 
orchestration  of  Gilbert  and  Sullivan.  He  would  not  be  per- 
mitted, by  deceptive  advertisements  or  representations,  calcu- 
lated to  mislead  the  public,  to  enter  upon  an  unfair  competi- 
tion with  the  complainant.  He  does  not  profess  to  employ 
their  orchestration^  and  the  case  ia  free  from  any  element  of 
actual  fraud. 

The  motion  for  an  injunction  is  denied. 

Joseph  H,  Choate  and  Causien  Browne^  for  the  plaintiflE. 

A.  c7,  Dittenhoefer  and  A.  J,  Vanderpod^  ior  the  de- 
fendant. 
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EioHAED  M.  Hob  and  Stephen  D.  Tuceeb 

vs. 
Conrad  Kahler.    In  EQunr. 

The  decision  in  Hoe  v.  Kahler,  (20  Blatchf,  C  (7.  R,,  480,)  confirmed. 

Claim  4  of  letters  patent,  No.  181,217,  granted  to  Richard  M.  Hoe  and  Stephen 
D.  Tncker,  September  lOth,  1872,  for  an  "improvement  in  printing  presses," 
namely,  "  The  employment  and  use  of  the  adjusting  roller  69,  for  r^pilattog 
the  travel  of  the  first  sheet,  oonstracted  and  operating  substantially  in  the 
manner  described  and  spedfied,"  does  not  claim  the  abstract  adjostment  of 
the  roller  69  in  different  positions,  but  the  adjostment  of  the  relative  lengths 
of  the  paths  trarelled  by  the  two  sheets  to  each  other,  by  regulating  the  length 
of  the  path  of  the  first  sheet,  through  the  adjostment  of  the  position  of  the 
roller  69,  by  the  means  shown. 

The  invention  covered  by  claim  4  was  new. 

There  is  nothing  to  show  that  it  could  not  have  been,  or  was  not,  the  joint  pro- 
duction of  two  minds. 

Without  reference  to  whether  a  defendant  can  show,  in  defence,  a  defect  in  or  a 
want  of  a  preliminary  affidavit  by  an  inventor,  in  his  application  for  a  patent, 
no  such  defect  or  want  was  shown  in  this  case,  nor  anything  sufficient  to  re- 
but the  presumption  that  there  was  such  an  affidavit. 

The  case  of  EagleUm  Mfg.  Co,  v.  Weti,  <fcc.,  Mfg.  Co.,  (Ill  U.  8.,  490,)  com- 
mented on  and  explained. 

A  demurrer  to  a  petition  for  a  rehearing  sustained  on  the  ground  of  laches^  and 
because  of  the  immateriality  of  the  new  matter  alleged. 

(Before  Blatohfobd,  J.,  Southern  District  of  New  York,  October  28d,  1886.) 

Blatchford,  J.  The  bill  in  this  case  was  filed  April  21st, 
1879,  the  answer  on  August  9th,  1879,  and  an  amended  an- 
swer on  October  7th,  1879.  The  proofs  were  taken  between 
February  16th,  1880,  and  July  7th,  1881.  The  case  was 
]ieard  on  December  6th,  1881,  and  decided  on  March  27th, 

1882,  in  an  opinion  reported  in  20  Blatchf.  C,  C,  i?.,  430. 
A  decree  was  ordered  in  favor  of  the  plaintiffs,  on  claims  3 
and  4  of  the  patent  sued  on,  and  was  entered  May  5th, 

1883.  It  declared  the  validity  of  the  patent  and  the  infringe- 
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ment  of  claims  3  and  4,  and  ordered  an  account  of  profits  and 
damages  before  a  master,  and  a  perpetual  injunction  as  to 
claims  3  and  4.  The  accounting  has  been  had,  and  the  master 
has  reported  no  profits  and  six  cents  damages.  Both  parties 
have  stipulated  to  file  no  exceptions  to  the  report.  Before 
the  reference  was  closed  and  the  report  made,  and  on  the  13th 
of  July,  1886,  the  defendant  gave  notice  of  a  motion  for  the 
relief  prayed  for  in  a  petition  sworn  to  July  11th,  1885. 

The  petition  sets  forth,  that  one  of  the  defences  urged  on 
the  hearing  was  that  the  oath  to  the  application  by  Mr.  Hoe 
was  not  taken  before  an  ofiicer  authorized  to  administer  oaths, 
and  that,  as  a  matter  of  law,  no  oath  to  the  application  was 
ever  taken  by  Mr.  Hoe ;  that,  although  a  certified  copy  of  the 
file  wrapper  and  contents  in  the  matter  of  the  patent  was  in 
evidence,  the  Court  held,  that,  under  the  pleadings  and  evi- 
dence, the  defence  was  not  properly  made  out ;  that  it  is  the 
practice  in  the  Patent  OflSce  to  preserve  all  papers  filed  in 
support  of  the  application  for  a  patent,  as  well  as  the  commu- 
nications between  the  applicant  and  the  Office,  a  memorandum 
of  which  is  placed  on  the  file  wrapper,  together  with  the  date 
of  the  receipt  of  each  paper,  and  of  the  sending  of  any  com- 
munication from  the  Office  in  respect  thereto,  and  of  all  other 
proceedings  had  in  the  Office ;  that  the  file  wrapper  and  con- 
tents contain  a  complete  record  of  the  proceedings  had  on  an 
application  for  a  patent,  together  with  the  memoranda  re- 
ferred to  as  being  on  the  file  wrapper ;  and  that  the  file  wrap- 
per and  contents  are  prima  facie  evidence  of  the  complete 
record  of  the  application  for  a  patent,  and  of  the  papers  filed 
in  support  thereof,  and  of  the  communications  in  respect  there- 
to, and  can  only  be  rebutted  by  competent  evidence. 

The  petition  further  sets  forth,  that  since  the  decision  of 
this  cause,  certain  cases  have  been  decided  by  the  Supreme 
Court  of  the  United  States,  which,  had  they  been  decided 
prior  to  the  hearing  and  decision  of  this  cause,  would  have 
caused  this  Court  to  rule,  that  the  defence  above  set  forth  was 
well  taken,  and  refers  to  the  case  of  Mahn  v.  Hai^wood^  (112 
U.  8,,  354,)  and  cases  there  cited,  as  holding  that  where  the 
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Commiseioner  of  Patents  has  exceeded  his  authority  in  grant- 
ing or  re-issuing  a  patent,  such  fact  furnishes  a  good  defence 
to  a  suit  brought  for  its  infringement. 

The  petition  also  sets  forth,  that  in  several  cases  in  which 
the  validity  of  a  re-issue  was  in  question,  the  Supreme  Court 
of  the  United  States  has  hold  that  the  question  was  properly 
raised  upon  pleadings  no  more  explicit  and  exact  than  those 
in  the  case  at  bar. 

The  petition  also  sets  forth,  that  a  defence  urged  in  be- 
half of  the  defendant  was,  that  the  patent  was  not  infringed 
by  him ;  that  there  have  been  several  cases  in  the  Supreme 
'Court  of  the  United  States,  which,  had  they  been  decided 
prior  to  the  hearing  and  decision  of  this  cause,  would  have 
caused  the  defendant's  contention  in  that  behalf  to  prevail ; 
that  the  tendency  of  the  decisions  referred  to  has  been  to  con- 
fine a  patentee  to  a  strict  construction  of  his  claims,  and  to 
include  within  a  claim  nothing  which  was  not  included  in  its 
language,  and  not  to  extend  it  beyond  the  objects  set  forth  in 
the  specification  as  those  designed  to  be  accomplished  by  the 
inventor ;  that,  in  accordance  with  that  rule,  nothing  contained 
in  the  claim  can  be  excluded  from  it,  to  prevent  a  narrow- 
ing of  its  scope ;  and  that  this  relates  to  claims  3  and  4  of  the 
patent  in  suit* 

The  petition  also  sets  forth,  that  a  defence  urged,  as  to 
claim  4,  was  the  non-patentability  of  its  subject-matter,  in 
view  of  the  state  of  the  art ;  that  an  adjusting  roller  exactly 
like  that  mentioned  in  claim  4  is  shown  by  the  record  to  have 
been  previously  used  for  similar  or  analogous  purposes  ;  and 
that,  under  decisions  made  by  the  Supreme  Court  of  the 
United  States  since  the  hearing  and  decision  of  this  cause, 
it  must  be  held  that  the  subject-matter  of  claim  4  was  not 
patentable. 

The  petition  also  sets  forth,  that  the  petitioner  is  desirous 
of  being  further  heard  on  the  eflfect  of  the  filing  of  the  caveat 
by  Hoe ;  and  on  the  questions  whether  the  alleged  inventions 
of  claims  3  and  4  were  those  of  Hoe  alone  or  of  the  plaintiiSs 
jointly ;  and  as  to  the  anticipation  of  the  alleged  inventions 
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by  Campbell ;  and  as  to  whether  the  patent,  in  any  event, 
was  not  surreptitiously  and  unjustly  obtained  for  that  which 
was  in  fact  invented  by  Campbell,  who  was  using  reasonable 
diligence  in  adapting  and  perfecting  the  same ;  and  as  to 
whether,  as  a  matter  of  law  and  public  policy,  inventors 
can  be  allowed  to  keep  their  invention  dormant  for  so  many 
years. 

As  reasons  for  the  delay  in  applying  for  a  rehearing,  the 
petition  sets  forth,  that  the  plaintiffs  did  not  proceed  with 
the  accounting  till  near  the  end  of  the  year  1884 ;  and  that 
the  practical  eflfect  of  the  decree  has  recently  become  much 
more  onerous  than  before,  because  the  defendant  is  now 
largely  interested  in  making  printing  presses,  and  the  decree 
is  now  being  used  to  the  detriment  of  his  interests  and  to 
prevent  the  sale  of  machines  to  parties  who  would  otherwise 
purchase  them. 

The  petition  prays,  that  the  Court  will  order  a  rehearing ; 
that,  if  it  deems  it  necessary,  the  proofs  may  be  opened  to 
show  the  practice  in  the  Patent  OflSce  in  regard  to  preserving 
papers  iiled  in  applications  for  patents,  and  letters  to  and 
from  the  Office,  and  in  regard  to  the  record  of  the  proceed- 
ings, and  the  dates  of  filing  papers,  and  of  receiving  and  send- 
ino^  communications,  and  the  scope  and  functions  of  a  file 
wrapper  and  contents,  in  the  matter  of  a  patent ;  and  that  the 
defendant  may  be  allowed  to  amend  his  answer  and  allege 
that  the  patent  is  void,  in  that  Hoe  never  made  oath  to  the 
application,  and  the  Commissioner  exceeded  his  jurisdiction 
in  issuing  the  patent. 

The  petition  is  not  sworn  to  by  the  defendant,  but  is  sworn 
to  by  one  of  his  solicitors,  for  the  reason,  stated  in  the  affida- 
vit, that  the  defendant  resides  in  Chicago,  Illinois,  and  is  ab- 
sent from  the  State  of  New  York. 

The  petition  is  supplemented  by  an  affidavit  made  by  the 
defendant,  on  the  first  of  October,  1885,  which  sets  forth, 
that,  in  November,  1884,  he  became  largely  interested  in  the 
Bullock  Printing  Press  Company,  an  Illinois  corporation, 
which  owns  his  patent  in  accordance  with  which  the  machine 
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complamed  of  as  an  infringement  in  this  case  was  made ;  that 
that  corporation  is  deterred  from  using  the  device  in  contro- 
versy, by  reason  of  the  injunction  ordered  against  him,  and  is 
desirous  of  making  machines  containing  it;  that  no  effort  was 
spared,  prior  to  the  original  hearing,  to  obtain  every  possible 
defence  and  present  it  to  the  Court ;  that  he  made  exhaustive 
inquiries  among  printing  press  men  and  others,  and  experts 
were  employed  to  examine  into  the  state  of  the  art,  and  an 
exceptional  amount  of  time  and  labor  was  spent  in  so  doing ; 
and  that  at  the  time  of  the  first  hearing  he  knew  of  no  de- 
fence which  had  not  been  set  up. 

At  the  hearing  on  the  petition,  the  defendant  presented  to 
the  Court  an  affidavit,  sworn  to  September  26th,  1885,  by  Mr. 
B.  F.  Lee,  one  of  his  solicitors,  setting  forth,  that  the  plaintiffs 
had  sought  to  carry  back  the  date  of  their  invention  to  the 
date  of  the  caveat  filed  by  Hoe  in  1854 ;  that,  in  1876,  the 
affiant  was  also  counsel  for  tl)e  Bullock  Printing  Press  Com- 
pany, the  plaintiffs  in  a  case  against  George  Jones,  as  treas- 
urer of  the  New  fork  Times ;  that  in  that  case  Stephen  D. 
Tucker,  one  of  the  plaintiffs  in  this  suit,  was  examined  as  a 
witness,  and  there  testified,  in  substance,  that  the  efforts  of 
Hoe  and  himself  to  construct  a  delivery  apparatus  were  in 
the  experimental  stage,  and  were  still  unsuccessful,  as  late 
as  1859  or  1860 ;  that,  during  the  taking  of  the  testimony 
in  this  cause,  he  had  entirely  forgotten  the  fact  that  the 
examination  of  Tucker  in  the  suit  against  the  New  fork 
Times  contained  that  piece  of  evidence,  as  he  had  been  en- 
gaged in  a  large  number  of  other  cases,  and  bad  been  very 
busy  with  other  matters  in  the  interval ;  that  he  considers 
that  the  introduction  of  that  evidence  is  of  great  importance 
in  this  cause,  for  the  following  reasons :  ^^  The  caveat  shows  a 
certain  method  of  successfully  retarding  a  number  of  sheets 
in  their  progress  out  of  the  printing  press,  by  switching  them 
into  paths  of  different  lengths,-  in  such  a  manner  that  they 
may  be  all  held  back  until  they  are  reached  by  the  last  of  the 
series  which  travels  through  the  normal  or  shortest  path 
towards  the  outlet  of  the  machine.    In  this  way,  a  long  gap 
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was  to  be  created  between  snecessiye  series  of  sheets,  so  as  to 
enable  the  well-known  fly  frame  to  get  back  in  time  to  receive 
the  series  of  sheets  and  fly  them  upon  the  table ; "  that  the 
plaintiffs  contend,  and  the  Court  has  decided,  that  claim  3  of 
the  plaintiffs'  patent  is  to  be  so  construed  as  to  include  merely 
the  device  of  the  caveat,  consisting  of  a  switch,  a  long  tape 
path  and  a  short  tape  path,  and  the  invention  is  thus  sought 
to  be  carried  back  to  1854 ;  that  Tucker  shows,  by  his  evi- 
dence in  the  Times  case,  that  Hoe  and  Tucker  had  not  suc- 
ceeded in  making  a  rapid  fly  delivery  as  late  as  1859  and 
1860,  although  they  had  been  experimenting  for  a  long  time ; 
that  the  device  which  they  finally  adopted,  as  shown  in  the 
patent,  and  which  was  successful  enough  to  be  put  upon  the 
Daily  News  press,  was  a  very  different  delivery  contrivance 
from  that  of  the  caveat,  for  it  involved  another  switch  and 
two  fly  frames,  so  that  snccessive  pairs  of  newspapers,  brought 
together  by  the  first  switch  and  long  and  short  tape  paths, 
were  then  switched  alternately  upon  two  different  fly  frames, 
and  laid  upon  two  different  tables;  that  this  evidence  of 
Tucker  would  seem  conclusively  to  show  that  Hoe  and 
Tucker's  invention  could  not  be  considered  as  having  passed 
out  of  the  experimental  stage  in  1860,  and  yet,  so  far  as  the 
mechanism  of  the  caveat  is  concerned,  that  was  in  the  same 
unsatisfactory  condition  in  1854  as  it  remained  ever  after- 
wards, down  to  the  time  when  the  second  switch  and  the  two 
sheet  flyers  were  combined  with  a  switch  and  a  long  and  short 
tape  path,  so  as  to  make  the  delivery  described  in  the  patent ; 
that  it  would  thus  seem  cleat*  that  the  plaintiffs  cannot  carry 
back  the  invention  of  claim  3  beyond  the  date  of  their  appli- 
cation for  a  patent,  April  4th,  1^72 ;  that  previous  to  that 
date  Campbell  had  made  his  working  drawings,  and  was  en- 
gaged in  building  a  printing  press  which,  while  it  did  not 
contain  the  device  which  the  defendant  considers  to  be  the 
device  of  the  patent,  did  contain  a  device  precisely  similar  in 
principle  to  that  described  in  the  caveat ;  that  while,  accord- 
ing to  the  defendant's  view,  Campbell's  mechanism  does  not 
contain  either  the  invention  of  the  patent  or  the  mechanism 
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of  the  defendant,  it  clearly  contains  the  mechanism  of  the 
caveat,  and  the  mechanism  of  the  plaintiffs'  patent,  under  the 
broad  construction  given  to  it  by  the  Court ;  that  the  reason 
why  that  evidence  was  not  introduced  in  this  case  was  because 
the  defendant  knew  nothing  of  its  existence,  and  the  affiant 
had  lost  sight  of  it ;  that  the  Kew  York  Times  case  related  to 
an  entirely  different  mechanism,  namely,  a  cutting  apparatus 
which  severs  a  continaous  web  into  sheets,  and  it  would  not 
have  been  natnrally  supposed  that  any  evidence  pertinent  to 
that  case  could  be  of  value  in  this  ;  that  the  matter  first  came 
to  the  affiant's  attention  shortly  before  the  time  he  introduced 
it  in  evidence  in  a  suit  brought  by  the  plaintiffs,  on  the  same 
patent,  against  the  Boston  Daily  Advertiser ;  that  he  caused 
Tucker's  said  deposition  to  be  put  in  evidence  in  the  Adver- 
tiser suit ;  and  that  the  delay  in  making  the  application  to  be 
founded  on  his  affidavit  is  due  to  the  same  causes  as  those 
referred  to  as  preventing  an  application  for  a  rehearing  from 
being  made  earlier  herein. 

A  copy  of  the  deposition  of  Tucker  in  the  Times  case  is 
annexed  to  the  affidavit.  It  was  taken  October  23d,  1876,  in 
the  presence  of  Mr.  B.  F.  Lee.  A  copy  of  the  affidavit  of 
Mr.  Lee  and  of  the  deposition  of  Mr.  Tucker  was  served  Sep- 
tember 28th,  1885,  with  notice  of  a  motion  to  be  made,  (in 
connection  with  the  motion  for  a  rehearing,)  on  all  the  pro- 
ceedings and  papers  herein,  and  on  the  evidence  taken  for  the 
defendants  in  the  suit  against  the  Boston  Daily  Advertiser, 
that  the  proofs  herein  be  opened  for  the  purpose  of  allowing 
the  deposition  of  Tucker  in  the  suit  against  Jones  to  be  put 
in  evidence ;  and  of  a  motion  to  be  made,  on  all  the  proceed- 
ings and  papers  herein,  for  a  reconsideration  of  the  questions 
of  novelty,  patentability  and  infringement,  and  all  other  ques- 
tions affecting  the  validity  of  the  plaintiffs'  patent,  passed 
upon  by  the  Court  at  the  time  of  the  entry  of  the  interlocu- 
tory decree. 

The  motions  thus  noticed  have  been  heard.  At  the  hear- 
ing the  plaintiffs  interposed  a  demurrer  to  the  petition,  setting 
forth,  as  causes  of  demurrer,  (1)  that  it  does  not  appear  by 
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the  petition  that  the  petitioner  coald  not,  with  reasonable 
diligence,  have  discovered  the  alleged  matters  therein  set 
forth,  for  the  purpose  of  showing  which  he  desires  to  have 
the  proofs  reopened,  and  could  not  have  duly  presented  such 
matters  to  the  attention  of  the  Court,  at  a  prior  stage  of  the 
case;  (2)  that  it  does  not  appear,  by  inspection  of  said  peti- 
tion, that  said  matters  are  in  any  way  material  or  controlling 
npon  the  merits  of  this  case ;  (8)  that  the  said  petition  is  not 
verified  by  the  defendant,  or  by  any  one  authorized  to  act  for 
him  in  that  behalf,  but  by  a  solicitor  only;  (4)  that  the  peti- 
tion does  not  disclose  any  matter  of  equity  whereon  or  where- 
by the  prayer  of  the  petition  should  be  granted. 

The  plaintiflEs  also  presented  an  affidavit  made  by  Mr.  W. 
Ilunter,  who  has  been  in  the  service  of  the  United  States,  in 
the  State  Department,  for  56  years  last  past,  and  for  the  last 
19  years  second  assistant  Secretary  of  State,  setting  forth  that 
he  personally  knows  J.  Nunn,  before  whom,  as  "  a  Loudon 
Commissioner  to  administer  oaths  in  common  law,"  the  oath 
of  Mr.  Hoe  to  the  application  was  taken  in  London,  March 
12th,  1872.  The  affidavit  further  says,  as  to  Mr.  Nunn : 
"  He  was  vice  and  deputy  consul  of  the  United  States,  at 
London,  England,  from  September  18th,  1869,  to  November 
25th,  IbSl.  A  vice-consul  is  a  consular  officer  who  performs 
the  duties  of  consul  when  the  consul  himself  is  absent.  A 
deputy  consul  is  a  consular  officer  who  performs  the  duties  of 
consul  when  the  latter,  though  present,  may  be  prevented 
from  acting.  I  have  been  familiar  with  the  handwriting  of 
the  said  J.  Nunn  during  the  whole  period  of  his  holding  the 
office  above  stated."  The  affidavit  further  states,  that  Tfy. 
Hunter  has  examined  the  original  records  of  the  Patent  Of- 
fice, of  the  application  for  the  patent  in  suit,  and  recognizes 
the  signature  of  J.  Nunn,  appended  to  the  oath  of  Mr.  Hoe, 
as  the  signature  of  the  said  J.  Nunn  who  was  such  vice  and 
deputy  consul.  The  fact  that  Mr.  Nunn  held  those  official 
positions  during  the  time  named  by  Mr.  Hunter  is  further 
shown  by  certificates  and  certified  papers  from  the  Depart- 
ment of  State. 
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(1.)  The  defendant  contends  that  claim  4  involved  no  in- 
vention and  was  not  patentable.  Claim  4  is  this :  ^^  4.  The 
employment  and  nse  of  the  adjusting  roller  59,  for  regulating 
the  travel  of  the  first  sheet,  constructing  and  operating  sub- 
stantially in  the  manner  described  and  specified."  As  to 
claim  4  the  former  decision  said :  ^'  Claim  4  is  a  claim  to  the 
adjusting  roller  for  regulating  the  travel  of  the  first  sheet,  in 
its  longer  path,  relatively  to  the  travel  of  the  second  sheet,  in 
its  shorter  path.  It  thus  involves  the  two  several  series  of 
tapes  of  the  two  several  paths.  The  adjustment  of  the  rela- 
tive lengths  of  the  two  paths  to  each  other,  by  modifying  the 
length  of  the  longer  one,  through  an  adjustment  of  the  roller 
acting  on  the  longer  tapes,  is  the  point  of  the  claim."  The 
defendant  contends  that  all  there  is  of  claim  4  is,  that  the 
roller  59,  instead  of  being  rigidly  held  in  position,  is  attached 
to  the  frame  by  a  set  screw  and  a  slot,  so  that  it  can  be  slid 
up  and  down  in  order  to  lengthen  or  shorten  the  longer  tape 
path  which  runs  around  it.  The  view  is  urged,  that  to  fasten 
the  bearings  of  a  roller  in  such  manner  that  it  will  be  adjust- 
able by  means  of  a  set  screw  and  a  slot,  is  an  obvious  tl?ing, 
not  involving  invention ;  and  the  following  cases  are  cited  in 
support  of  this  view :  Slawson  v.  Grand  St,  H.  R.  Co.y  (107 
U,  S.y  649  ;)  Pennsyl/oania  H.  H.  v.  Locomotive  Truck  Co.^ 
(110  Id,,  490;)  Morris  v.  McMillin,  (112  Id.,  244;)  Blake 
Y.San  Francisco,  (113  Id.,  679;)  Thompson  v.  Boisselier, 
(114  Id.,  1 ;)  Stephenson  v.  Brooklyn  R.  R.  Co.,  {Id.,  149;) 
Spill  V.  Celluloid  Mfg.  Co.,  (22  BUtchf.  C.  C.  R.,  441.) 
But  the  definition  of  the  invention  covered  by  claim  4,  above 
gijen,  shows  that  the  cases  cited  do  not  cover  the  present 
case.  It  is  not  the  abstract  adjustment  of  the  roller  59  in  dif- 
ferent positions  that  is  claimed,  but  it  is  the  adjustment  of  the 
relative  lengths  of  the  paths  travelled  by  the  two  sheets  to 
each  other,  by  regulating  the  length  of  the  path  of  the  first 
sheet,  through  the  adjustment  of  the  position  of  the  roller  59, 
by  the  means  shown. 

It  is  also  contended,  that  a  similar  device  for  an  analogous 
purpose  was  used  in  the  Dryden  press  at  Gray  &  Green's ; 
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and  that  the  fastening  of  boxes  or  journal  bearings  to  the 
frame  work  of  machioery  by  a  slot,  a  screw  and  a  jam  nut, 
was  old.  On  this  subject  I  am  satisfied  of  the  correctness  of 
the  views  stated  in  the  former  decision,  which  were  these : 
"  The  defendant's  expert  says  that  the  English  patent  to  Dry- 
den  and  Miles  does  not  contain  any  description  of  the  appar- 
atus relied  on,  and  that  the  drawing  alone  is  imperfect  and  is 
not  a  snfScient  description  to  invalidate  claim  4.  The  plaint- 
iffs' expert  says,  that  the  roller  of  Dryden  and  Miles  does  not 
act  on  one  set  of  tapes  alone,  but  varies  the  lengths  of  two 
sets  of  tapes  simultaneously  and  to  substantially  the  same 
extent.  The  defendant's  expert  says  that'  the  Dryden  press 
at  Gray  &  Green's  exhibited  the  invention  in  claim  4,  but  he 
gives  no  reason  for  so  thinking.  The  plaintiffs'  expert  says, 
that  that  press  had  only  one  set  of  tapes,  and  had  no  method 
of  adjustment  by  which  the  travel  of  one  sheet  could  be  ad- 
justed relatively  to  the  travel  of  another  and  following  sheet ; 
and  that  the  adjustment  of  the  roller  in  it  adjusted  the  travel 
of  the  same  sheet  relatively  to  forms  of  types  which  printed 
the  two  sides  of  it,  so  as  to  make  the  impressions  register. 
This  is  not  the  invention  of  claim  4." 

It  is  also  urged,  that  the  invention  in  claim  4  could  not 
have  been  the  joint  production  of  two  minds.  The  soundness 
of  this  proposition  is  not  perceived,  and  there  is  nothing  in 
the  evidence  to  overcome,  on  this  point,  the  force  of  the 
grant. 

(2.)  The  question  in  regard  to  the  oath  of  Mr.  Hoe  is 
strenuously  urged.  That  question  is  stated  thus  in  the  former 
decision  :  ^^  In  the  contents  of  the  file  wrapper  in  the  matter 
of  the  patent  is  an  oath  sworn  to  by  Mr.  Hoe,  March  12th, 
1872,  at  London,  England,  before  *  J.  Nunn,  a  London  Com- 
missioner to  administer  o^ths  in  common  law,'  the  ofScial 
character  of  Mr.  Nunn  being  authenticated  by  a  certificate 
made  by  the  consul-general  of  the  United  States  at  London. 
No  other  oath  by  Mr.  Hoe  to  the'  specification  or  application 
appears  among  the  contents  of  the  file  wrapper.  There  is  a 
proper  affidavit  by  Mr.  Tucker,  that  he  verily  believes  himself 
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to  be  the  first,  original  and  joint  inventor  with  Mr.  Hoe,  and 
as  to  the  other  particulars  required.  The  form  of  the  oath  by 
Mr.  Hoe  is  not  criticised.  But  it  is  objected  that  the  oath 
was  not  taken  before  a  proper  officer,  and  so  there  was  no 
oath  by  Mr.  Hoe,  and  no  valid  patent.  The  contents  of  the 
oath  were  prescribed  by  §  30  of  the  Act  of  July  8th,  1870, 
(16  U.  S.  Stat,  at  La/rge^  202.)  That  section  provided,  that 
the  oath  might  be  made  '  before  any  person  within  the  United 
States  authorized  by  law  to  administer  oaths,  or,  where  the 
applicant  resides  in  a  foreign  country,  before  any  minister, 
charg6  d'affaires,  consul,  or  commercial  agent,  holding  com- 
mission under  the  government  of  the  United  States,  or  before 
any  notary  public  of  the  foreign  country  in  which  the  appli- 
cant may  be.' "  On  this  subject  the  former  decision  said : 
^^  The  bill  alleges  that  the  plaintiffs  obtained  letters  patent  for 
their  invention  ^  in  due  form  of  law.'  It  alleges  nothing  as 
to  any  oath  or  as  to  any  application,  except  to  say  that  they 
obtained  the  patent  'upon  due  application  therefor.'  The 
answer  does  not  aver  any  defect  in  Mr.  Hoe's  oath  or  any 
want  of  an  oath,  but  alleges  merely  that  the  defendant  '  is 
not  informed  whether,  in  other  respects,  the  requirements  of 
law  relative  to  the  granting  of  letters  patent  were  complied 
with  by  the  said  Hoe  and  Tucker,  or  what,  if  any,  proceed- 
ings were  had  prior  to  the  issue  of  said  letters  patent,  and, 
therefore,  denies  the  allegations  of  the  bill  of  complaint  in 
respect  to  the  same,  and  leaves  the  complainants  to  make 
such  proof  thereof  as  they  may  be  advised.'  The  plaintiffs 
sustained  whatever  prima  facie  burden  there  was  upon  them 
because  of  the  averment  as  to  '  due  application,'  by  introduc- 
ing the  patent.  The  plaintiffs  did  not  put  in  evidence  the 
tile  wrapper  and  contents.  They  were  put  in  evidence  by 
the  defendant,  under  the  objection  by  the  plaintiffs  that  they 
were  incompetent,  irrelevant  and  immaterial.  There  is  no 
disclosure  in  the  record  of  any  point  being  made  by  the  de- 
fendant as  to  a  defect  in  Mr.  Hoe's  oath,  or  as  to  the  want  of 
an  oath  by  Mr.  Hoe.  The  plaintiffs  had  put  the  patent  in 
evidence  without  any  objection  being  taken  by  the  defendant 
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that  it  was  not  properly  granted,  because  there  was  no  proper 
oath.  There  is  no  evidence  put  in  by  the  defendant  to  rebut 
the  presumption,  from  the  grant  of  the  patent,  that  there  was 
a  proper  prior  oath  by  Mn  Hoe,  tending  to  show  that  there 
was  no  such  oath  by  him,  or  that  the  oath  appearing  was  the 
only  oath  he  made.  The  copy  of  the  tile  wrapper  and  con- 
tents is  a  copy  certified  January  9th,  1881,  and  speaks  only 
as  to  what  were  the  contents  of  the  file  wrapper  on  that  date. 
The  papers  are  not  evidence  to  show  that  there  was  not  a 
proper  oath  by  Mr.  Hoe,  other  than  the  one  referred  to,  even 
if  that  were  an  improper  one.  They  were  not  competent  or 
relevant  to  show  the  want  of  an  oath.  The  patent  recites, 
that  the  plaintiffs  'have  complied  with  the  various  require- 
ments of  law,  in  such  cases  made  and  provided,'  and,  '  upon 
due  examination  made,'  they  are  *  adjudged  to  be  justly  en- 
titled to  a  patent  under  the  law.'  Section  26  of  the  Act  of 
1870  provides,  that  the  inventor  must  make  application  in 
writing  to  the  Commissioner  of  Patents  for  the  patent.  Sec- 
tion 3J  provides  for  the  oath  to  be  made  by  the  applicant. 
Section  31  provides,  that,  *  on  the  filing  of  any  such  applica- 
tion and  the  payment  of  the  duty  required  by  law,  the  Com- 
missioner shall  cause  an  examination  to  be  made  of  the  alleged 
new  invention  or  discovery;  and  if,  on  such  examination,  it 
shall  appear  that  the  claimant  is  justly  entitled  to  a  patent 
under  the  law,  and  that  the  same  is  sufiiciently  useful  and  im- 
portant, the  Commissioner  shall  issue  a  patent  therefor.'  As- 
suming that  it  is  open  to  a  defendant,  on  pleadings  such  as 
those  in  this  case,  or  in  any  case,  to  defend  a  suit  on  a  patent 
for  infringement,  by  setting  up  and  showing  a  defect  in,  or  a 
want  of,  the  preliminary  afSdavit,  when  a  patent  is  issued 
containing  such  recitals  as  that  in  this  case — a  question  not 
now  necessary  to  be  considered  or  discussed — it  is  very  clear 
that  the  defendant  in  this  case  does  not  show  the  existence  of 
such  a  defect  or  want  by  any  competent  evidence." 

It  is  contended,  that,  in  view  of  recent  decisions  of  the 
Supreme  Court,  the  determination  of  this  Court,  on  the  former 
hearing,  in  regard  to  the  oath  of  Mr.  Hoe,  cannot  be  sustained. 


S66  SOUTHERN  DISTRICT  OF  NEW  YORK, 

Hoe  V,  Eafaler. 

The  decisions  referred  to  are  MiUer  v.  Brass  Co.^  (104  U.  <?., 
350 ;)  James  v.  Campbell^  (Id.y  366 ;)  Eagleion  Mfg.  Co.  v. 
West  J  i&c,  Mfg.  Co.,  (Ill  Id.,  490;)  Makn  v.  Harwood,  (112 
Id.,  354 ;)  WoUensak  v.  Hether,  (115  Id.,  96.)  Attention  is 
called  to  the  fact,  that  the  answer,  after  the  paragraph  before 
quoted,  ending  with  the  word  "  advised,"  goes  on  to  say,  "  and 
this  defendant  denies  that  the  said  letters  patent  granted  or 
secured  to  the  said  Hoe  and  Tucker,  or  to  either  of  them,  any 
exclusive  rights  or  privileges  whatsoever,"  and  also  contains 
a  general  denial  of  the  allegations  of  the  bill ;  and  it  is  urged, 
that  the  defence,  that  Hoe  failed  to  make  oath  to  his  application 
can  be  set  up  under  the  answer  in  this  case*  Eut,  the  point  of  the 
former  decision  was,  that,  even  though  the  defendant  could 
show  in  defence  a  defect  in,  or  a  want  of,  the  preliminary  affi- 
davit, he  did  not  show  the  existence  of  such  a  defect  or  want  by 
any  competent  evidence.  This  view  till  remains  good,  and  is 
not  obviated  by  anything  now  in  the  case,  or  which  it  is  proposed 
to  introduce.  Showing  what  were  the  contents  of  the  file 
wrapper  in  January,  1881,  or  what  are  its  contents  now,  or 
what  was  the  practice  of  the  Patent  Office  in  regard  to  pre- 
serving papers  tiled  in  applications  for  patents,  and  letters  to 
and  from  the  Office,  and  in  regard  to  the  record  of  the  pro- 
ceedings, and  the  dates  of  filing  papers,  and  of  receiving  and 
sending  communications,  and  the  scope  and  functions  of  a  file 
wrapper  and  contents  in  the  matter  of  a  patent,  is  not  suffi- 
cient to  rebut  the  presumption  that  the  Commissioner  re- 
quired and  received  a  proper  preliminary  oath  from  Mr.  Hoe. 
The  affirmative  probative  force  of  a  paper  in  a  file  wrapper, 
to  show  the  existence  of  its  contents,  is  one  thing,  but  its 
negative  probative  force,  to  show  that  a  paper  or  a  fact  not 
shown  by  anything  in  its  contents  did  not  exist,  is  quite  a  dif- 
ferent thing.  The  fact  that  papers  known  to  have  existed, 
and  which  properly  belonged  in  a  file  wrapper,  are  missing 
therefrom,  is  a  fact  of  such  frequent  occurrence  in  patent 
suits,  as  to  have  become  a  matter  of  judicial  cognizance. 

From  observations  made  at  the  bar,  it  is  apparent  that  the 
decision  in  Eagletan  Mfg.  Co.  v.  West^  dkc.j  Mfg.  Co.,  {vbi 
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sn^a,)  has  been  misunderstood.  The  patent  in  that  case  was 
issued,  December  19th,  1871,  to  the  Eagleton  Manufacturing 
Company,  as  assignee  of  Sarah  N.  £agleton,  Administratrix 
of  J.  J.  Eagleton.  It  recited,  that  it  was  issued  on  the  peti- 
tion of  J.  J.  Eagleton,  as  inventor.  He  had  filed  a  petition, 
July  6th,  1868,  for  a  certain  invention,  and  had  died  in  Feb- 
ruary, 1870,  after  his  application  had  been  rejected.  After 
his  death,  the  application  was  renewed  in  his  name,  and  the 
specification  and  claims  were  amended  by  his  original  attor- 
neys, and  the  patent  was  granted  with  claims  covering  inven- 
tions of  which  there  was  no  suggestion  in  the  specification 
sworn  to  by  Eagleton,  and  which  inventions  were  shown 
to  have  been  made  and  put  in  use  by  one  Cary,  before  the 
amendments  to  Eagleton's  original  specification  were  made ; 
and  there  was  no  sufiicient  evidence  that  Eagleton  had  any 
knowledge  of  those  inventions  before  Cary  made  them.  The 
bill  alleged,  that  the  administratrix  applied  for  the  patent. 
The  answer  put  that  fact  in  issue,  and  the  allegation  was  not 
established.  The  Supreme  Court  said:  '*In  view  of  the  en- 
tire change  in  the  specification,  as  to  the  invention  described, 
the  patent,  to  be  valid,  should  have  been  granted  on  an  appli- 
cation made  and  sworn  to  by  the  administratrix.  (Act  of 
July  8th,  1870,  ch.  280,  §  84, 16  Stat.,  202.)  The  specification, 
as  issued,  bears  the  signature  of  Eagleton  and  not  of  the  ad- 
ministratrix, and  it  is  suflSciently  shown  that  the  patent  was 
granted  on  the  application  and  oath  of  Eagleton,  and  for  an 
invention  which  he  never  made."  The  question  whether  the 
patent  was  issued  on  the  application  of  the  administratrix  was 
directly  put  in  issue,  and  found  against  the  plaintiff,  and  the 
right  of  the  Commissioner  to  issue  the  patent  was  purely  a 
question  of  law.  The  rule  was  applied  according  to  the  dis- 
tinction set  forth  in  Mahn  v.  Harvoood^  {iihi  sujpra^)  where  it 
was  said:  "It  was  not  intended  then,"  (that  is,  in  Miller  v. 
Brass  Co.,  104  U.  S.,  860,)  "  and  is  not  now,  to  question  the 
conclusiveness,  in  suits  for  infringements  of  patents,  of  the 
decisions  of  the  Commissioner  on  questions  of  fact  necessary 
to  be  decided  before  issuing  such  patents,  except  as  the  stat- 
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nte  gives  specific  defences  in  that  regard.  Where  it  is  evi- 
dent that  the  Commissioner,  under  a  misconception  of  the 
law,  has  exceeded  his  authority  in  granting  or  re-issain^^  a  pat- 
ent, there  is  no  sound  principle  to  prevent  a  party  sned  for  its 
infringement  from  availing  himself  of  the  illegality,  independ- 
ently of  any  statutory  permission  so  to  do." 

Under  the  foregoing  views,  it  is  unnecessary  to  consider 
the  objections  made  to  the  written  oath  of  Mr.  Hoe  found  in 
the  file  wrapper,  either  those  made  at  the  former  hearing,  or 
the  new  one,  that  Mr.  Hoe  did  not  reside  in  England,  within 
the  meaning  of  §  30  of  the  Act  of  1870,  or  the  effect  of  the 
papers  now  presented  by  the  plaintiflB  to  show  that  Mr.  Nunn 
was  vice-consul  and  deputy-consul  of  the  United  States  at 
London. 

(3.)  It  is  urged  that  claim  3  is  not  infringed,  becanse  the 
fly  frame  must  be  regarded  as  an  element  in  the  combination 
covered  by  that  claim.  This  subject  was  fully  considered  in 
the  former  opinion,  and  it  was  there  said  :  "  The  object  of  the 
invention  in  claim  3,  as  indicated  by  the  text  of  the  specifica- 
tion, is,  to  carry  along  the  sheets  in  succession,  and  divide 
them  into  two  series,  each  series  consisting  of  all  the  alternate 
sheets,  and  to  cause  a  sheet  of  one  series  and  the  following 
sheet  of  the  other  series  to  be  brought  together,'  in  pairs,  sur- 
face to  surface,  with  coinciding  forward  edges,  and  thus  be 
delivered  ready  for  the  next  operation  that  is  required.  In 
the  plaintiffs'  patent,  a  fly  takes  them.  In  the  defendant's 
apparatus  they  pass  on  and  are  mechanically  folded,  the  two 
sheets  at  a  time.  In  the  plaintiffs'  patent,  the  use  of  the  .two 
flies  makes  necessary  the  switches  71,  to  direct  each  successive 
pair  of  sheets  to  a  different  fly.  But,  there  is  nothing  in 
claim  3  which  refers  to  any  operation  that  is  to  be  performed 
upon  the  sheets  after  any  successive  two  sheets  are  made  thus 
to  coincide  and  be  superimposed.  The  separation  into  two 
paths,  the  longer  and  the  shorter  travel,  the  meeting  and  the 
issuing  one  upon  the  other,  are  all  there  is  that  is  made  essen- 
tial either  by  the  description  or  the  claim.  It  is  true,  that  the 
travel  is  to  the  fly  frame,  because  there  is  a  fly  frame,  and 
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that  the  fly  takes  the  pair  of  sheets,  when  they  issue,  because 
there  is  a  fly.  But  the  invention  of  separation,  travel  in  paths 
of  diflbrent  lengths,  and  uniting  and  issuing  one  upon  the 
other,  has  no  relation  to  and  does  not  include  the  fly  frame  or 
the  switches  71,  nor  does  claim  3  include  them.  The  word 
*  switches,'  in  claim  3,  cannot  be  construed  to  include  the 
switches  Tl,  without  destroying  the  language  of  the  claim. 
The  switches  71  take  no  part  in  separating  two  following 
sheets  of  paper,  in  their  travel  to  the  fly  frame,  into  two  differ- 
ent paths,  one  longer  than  the  other.  The  switches  71  act  upon 
the  sheets  after  they  have  left  their  different  paths  and  have 
come  together  again,  one  upon  the  other,  and  act  upon  them 
only  as  pairs,  and  have  no  action  to  make  pairs  of  them." 

Reference  is  made  to  the  cases  of  Oage  v.  Herring^  (107 
TJ.  5.,  640,)  Fay  v.  Gordesman^  (109  /rf.,  408,)  Coon  v.  Wilson^ 
(113  Id,^  268,)  Thompson  v.  Boisaelier^  (114  Id.^  1,)  and 
Wooster  v.  Handy,  (22  Blatchf.  C.  0.  B.,  307,)  but  it  is  not 
perceived  that  there  is  anything  in  them  in  conflict  with  any- 
thing held  in  this  case. 

(4.)  In  the  former  decision,  it  was  held,  as  to  claim  3,  that 
Hoe  and  Tucker  invented  what  is  covered  by  it  before  Camp* 
bell  did,  and  described  it  in  the  caveat  and  drawings  flled  in 
1854,  and  that  in  December,  1871,  the  press  they  made  for  the 
Daily  News,  embodying  claim  3,  was  built  and  set  up  and  suc- 
cessfully worked  in  the  factory  of  Mr.  Hoe,  while  tapes  were 
not  applied  to  Campbell's  delivery  apparatus,  nor  were  the 
switches,  or  the  mechanism  that  operates  them,  applied  by  him 
until  January  or  February,  1872.  The  Daily  News  press  em- 
bodied claim  4  also,  and  although  the  caveat  did  not,  the  above 
facts  show  priority  of  invention  by  Hoe  and  Tucker  in  regard 
to  claim  4  as  well  as  claim  3. 

(5.)  The  1st,  2d,  and  4th  grounds  of  demurrer  to  the  peti- 
tion are  well  taken.  There  has  been  laches  on  the  part  of  the 
defendant,  within  the  rule  laid  down  in  the  cases  cited  in  SpiU 
V.  The  CeUuloid  Mfg.  Co.,  (22  Blatchf.  C.  C.  i?.,  441,  459,) 
and  the  new  proofs  sought  to  be  introduced  are  not  material. 
There  has  been  laches  in  moving  to  amend  the  answer,  and  ia 
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seeking  to  iDtroduce  the  deposition  of  Tucker  taken  in  the 
New  York  Times  suit.  Moreover,  in  the  view  taken  of  the 
case,  that  deposition  is  immaterial ;  and  it  does  not  show  what 
is  claimed  for  it  by  the  defendant.  The  deposition  was  taken 
in  October,  1876.  In  it  Mr.  Tucker  states,  that  he  engaged 
in  the  construction  of  a  "perfecting  press/'  in  1850  or  1851, 
in  R.  Hoe  &  Co.'s  establishment,  in  New  York,  and  does  not 
think  it  is  finished  "  yet,"  they  having  been  at  work  on  per- 
fecting machines  up  to  that  time.  Nor  would  it  be  competent 
to  put  in  evidence  a  copy  of  the  deposition,  with  the  fact  that 
Mr.  Tucker  made  it,  as  this  case  now  stands.  Mr.  Tucker  was 
•examined  as  a  witness  for  the  defendant  in  this  case  in  De- 
-cember,  1880,  and  as  a  witness  for  the  plaintiffs  in  May,  1881. 
On  neither  occasion  was  he  inquired  of  as  to  the  making  of 
the  deposition  in  the  New  York  Times  case,  so  that  he  could 
•explain  what  he  said  in  it.  The  deposition  was  taken  in  a  suit 
to  which  the  present  plaintifls  were  not  parties,  and,  as  a  depo- 
sition, it  is  not  competent  evidence  in  this  case. 

Confirmation  of  the  correctness  of  the  views  announced  in 
the  former  decision  herein  is  afforded  by  the  decision  of  Judge 
Lowell  in  Hoe  v.  Bostonx  Daily  Advertiser  Corporation^  (14 
Fed.  Hep^  914,)  which  was  a  suit  brought  on  claim  8  of  the 
.«ame  patent  He  states  that  he  has  examined  the  record  in 
this  suit,  and  the  opinion  of  this  Court  in  it,  and  agrees  with 
;the  conclusions  arrived  at. 

The  motions  and  the  prayer  of  the  petition  are  denied. 

B.  F.  Thurston  and  M.  B.  PhUipp^  for  the  plaintiffs. 
jR  F^  Lee  and  W.  H.  L,  Lee^  for  the  defendant. 
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Under  the  rule  laid  dowD  in  Bronmn  t.  SehvUen,  (104  U,  8.,  410,)  an  applica- 
iioD  for  a  rehearing  in  a  salt  in  Admiralty  was  held  to  be  too  hite  becanae  not 
made  during  the  term  in  which  the  final  decree  for  the  libellant  was  entered. 

Moreover,  sach  decree  having  been  served  personally  on  the  proctor  for  the 
claimant  on  the  next  day  after  it  was  entered,  and  a  judgment  against  the 
sureties  in  the  appeal  bond  having  been  entered  21  days  after  that,  and  no 
step  toward  a  rehearing  having  been  taken  for  49  days  afterwards,  the  appli- 
cation  was  not  made  with  sufficient  promptness. 

(Before  Blatohfobd,  J.,  Eastern  District  of  New  York,  October  26th,  1885.) 

Blatohford,  J.  In  this  case,  which  is  a  suit  in  Admiral- 
ty, there  was  a  decree  in  the  District  Court  in  favor  of  the 
libellants,  from  which  the  claimant  appealed  to  this  Oonrt. 
The  appeal  was  heard  in  Jane,  1 885,  and  the  decision  of  this 
Court  was  filed  July  8th,  1885,  directing  a  decree  in  favor  of 
the  libellants  to  the  same  effect  with  that  of  the  District 
Court,  with  costs  in  this  Court.  The  decree  of  this  Court 
was,  on  notice  to  the  proctor  for  the  claimant,  signed  by  the 
Judge,  and  filed  and  entered  in  tliis  Court  on  the  15th  of 
July,  1885.  It  decreed  that  the  libellants  recover  against  the 
yacht  and  her  claimant,  $248.23,  with  interest  from  August 
13th,  1884,  amounting  to  $13!65,  and  $192.80,  costs  in  the 
District  Court,  and  $58.49,  costs  in  this  Court,  and  awarded 
execution  therefor.  It  also  decreed  that,  as  there  was  then 
in  the  registry  of  this  Court  $274,  deposited  by  the  claimant 
to  the  credit  of  this  action,  in  lien  of  the  yacht,  and  as  secur- 
ity for  the  claim  of  the  libellants,  and  as  security  for  the  costs 
of  the  clerk  of  the  District  Court,  to  wit,  $15.50,  and  the 
marshal's  costs,  taxed  at  $100,  had  been  paid  by  the  claimant, 
the  clerk  of  this  Court  should  pay  to  the  libellants,  out  of  the 
moneys  so  deposited,  $261.98,  and  that  the  stipulators  for  costs 
on  the  part  of  the  claimant  should  cause  the  engagements  of 
their  stipulations  to  be  performed,  or  show  cause  why  exeeu- 
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tioD  should  not  issae  according  to  their  stipnlations.  On  the 
16th  of  July,  1885,  pursuant  to  the  decree,  the  clerk  paid  to  the 
proctors  for  the  libellants  the  $261.98,  out  of  the  moneys  so 
deposited.  A  certified  copy  of  the  decree  of  this  Court,  as 
entered,  was  served  on  the  proctor  for  the  claimant  on  July 
16th,  1885,  and  service  admitted  by  him  in  writing.  The 
decree  being  unsatisfied  as  to  costs,  and  no  cause  being  shown 
by  the  sureties  on  the  bond  on  appeal  why  the  engagements  of 
their  stipulations  should  not  be  performed,  and  execution  issue, 
a  judgment  was  filed  and  entered  in  this  Court,  on  August  6th, 
1885,  against  the  two  sureties  in  said  bond,  for  $250,  the  amount 
thereof,  with  a  provision  for  execution.  Execution  against  the 
sureties  was  issued  August  7th,  1875,  to  the  marshal  of  the 
Southern  District  of  New  York,  and  was  returned  by  him 
September  2d,  1885,  nulla  bona.  An  alias  execution  has 
since  been  issued.  No  step  was  taken  by  the  claimant  to  ob- 
tain a  rehearing  of  the  appeal  herein  until  September  24th, 
1885.  Under  an  application  then  instituted  a  motion  has 
been  made  for  a  rehearing  on  one  question  involved  in  the 
appeal  on  the  merits  of  the  case. 

Under  the  rule  laid  down  in  Branson  v.  Schulten^  (104  U. 
8.^  410,)  this  application  comes  too  late,  because  not  made 
during  the  term  when  the  final  decree  of  July  15th,  1885, 
was  entered.  The  terms  of  this  Court  are  fixed  by  statute 
{Reo,  JStat.j  sec.  658,  p.  122,  2d  ed.y)  to  be  held  on  the  first 
Wednesday  in  every  month. 

Besides  this,  after  the  decree  had  been  served  personally 
on  the  proctor  for  the  claimant,  on  July  16th,  1885,  there 
should  have  been  a  prompt  movement  to  apply  for  a  rehear- 
ing, if  desired,  before  any  judgment  against  the  sureties  was 
entered. 

It  is  proper  to  say  that  I  see  no  reason  to  question  the 
correctness  of  the  decision  made  on  the  point  sought  to  be  re- 
argued. As  before  held,  the  pleadings  are  such  as  not  to 
permit  it  to  be  raised ;  and,  if  it  were  open,  the  decision  of 
the  Court  of  Appeals  of  New  York,  in  Gay  v.  Seibold^  (97 
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iT.  y.,  472,)  establifihes  that  the  statute  invoked  does  not  ap- 
ply to  this  case. 

The  application  for  a  rehearing  is  denied. 

WilcoXy  Adams  <&  Maddin^  for  the  libellants. 

JR.  M,  She7*man.  for  the  claimant. 


SCHUHAGHEB   &  ElTLINGEB 

VS. 
OSGAE    L.    ScH\V£li)CKE,   Jb.    AND    HeNBY   PfITZMAYEB.      In 

Equity. 

A  painting,  7  inches  long  by  4^  wide,  called  "  Telegram,"  representing,  on  a 
scroll,  the  head  of  a  newsboy,  having  a  number  of  papers  on  his  shoulder, 
and  the  waste  end  of  a  cigar  in  his  month,  and  on  -  either  side  of  the  head 
foliage  and  telegraph  poles,  the  head  being  copied  from  a  wood-cut  print, 
owned  by  the  plaintiff,  a  corporation,  and  the  other  features  being  designed 
by  the  president  of  the  plaintiff,  an  artist,  the  picture  being  painted  by  an 
artist,  a  resident  of  the  United  States,  in  the  employ  of  the  plaintiff,  for  it, 
and  paid  for  by  it,  is  the  proper  subject  of  a  copyright,  in  its  name. 

It  is  no  objection,  that  lithographic  copies  of  it  are  designed  to  be  used  as  labels 
for  cigar-boxes. 

The  painting  has  sufficient  originality  to  be  the  subject  of  a  copyright. 

The  pendency  of  a  gut  iam  action  for  the  penalty  given  by  statute,  against 
the  infringer,  is  no  g^uud  for  refusing  an  injunction  to  restrain  the  infringe- 
ment. 

(Before  Coze,  J.,  Southern  District  of  New  York,  November  17th,  1886.) 

GoxE,  J.  The  complainant  is  a  corporation,  and  files  this 
bill  for  the  sole  pnrpose  of  obtaining  an  injunction  restraining 
the  defendants  from  infringing  a  copyright  granted  to  the 
complainant  for  a  painting,  of  which  it  is  the  proprietor 
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called  *^  Tel^ram."  The  paintiiig  is  aboat  seven  incheB  long 
by  four  and  one-half  wide.  It  represents,  apon  a  scroll,  the 
head  of  a  newsboy,  having  a  namber  of  papers  npon  his 
shoulder,  and  the  waste  end  of  a  cigar  in  his  month.  On 
either  side  of  the  head  foliage  and  telegraph  poles  are  repre- 
sented. 

That  complainant  has  conformed  to  all  the  provisions  of 
the  copyright  law  is  not  denied.  There  is  p'racticidly  no  dis- 
pute, also,  as  to  the  manner  in  which  this  painting  was  pro- 
duced. The  head  was  copied  from  a  black  wood-cut  print  of 
a  painting  by  the  Italian  artist  Eugene  v.  Blass.  The  wood- 
cut was  owned  by  the  complainant.  The  other  features,  the 
cigar,  the  hand,  the  newspapers,  the  red  feather,  the  scroll, 
the  telegraph  poles  and  foliage,  were  suggested  and  designed 
by  Theodore  Schumacher,  the  president  of  the  complainant, 
himself  an  artist  of  respectable  attainments.  The  picture, 
which  is  the  result  of  the  idea  thus  formed,  was  actually 
painted  by  one  Charles  Stecher,  a  resident  of  this  country  and 
an  artist  in  the  complainant's  employ.  It  was,  however, 
painted  under  the  direction  and  supervision  of  Schumacher, 
for  the  complainant,  and  was  paid  for  by  the  complainant, 
and  has  at  all  times  been  in  the  possession  of  the  complainant, 
and  owned  by  it. 

The  defendants  have  made  and  sold  exact  lithographic 
copies  of  this  painting,  so  that  there  is  no  dispute  npon  the 
question  of  infringement.  The  complainant  now  moves  for  an 
injunction.  The  motion  is  opposed  upon  the  following 
grounds :  Firstj  the  painting  is  intended  for  a  label,  and  is, 
therefore,  not  the  subject  of  a  copyright.  Second^  the  com- 
plainant was  not  the  author  or  designer  of  th6  painting.  It 
was  copied  by  Stecher  from  the  wood-cut  referred  to.  Thirdj 
a  qui  tarn  action,  for  the  penalty  allowed  by  law,  is  now 
pending. 

The  provisions  of  the  statute,  so  far  as  it  is  necessary  to 
refer  to  them  for  the  purposes  of  this  motion,  are  as  follows : 
Sec.  4,952.  "  Any  citizen  of  the  United  States,  or  resident 
therein,  who  shall  be  the  author,  inventor,  designer,  or  pro- 
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prietor  of  *  *  *  a  painting,  drawing,  chromo,  statue, 
statuary,  and  of  models  and  designs  intended  to  be  perfected 
as  works  of  the  fine  arts,  *  *  *  shall,  upon  complying  with 
the  provisions  of  this  chapter,  have  the  sole  liberty  of  print- 
ing, reprinting,  publishing,  completing,  copying,  executing, 
finishing,  and  vending  the  same."  Sec.  4,966.  "  If  any  per- 
son, after  the  recording  of  the  title  of  any  map  *  *  *  or 
of  the  description  of  any  painting,  *  *  *  as  provided  by 
this  chapter,  shall,  within  the  term  limited,  and  without  the 
consent  of  the  proprietor  of  the  copyright  first  obtained  in 
writing,  signed  in  presence  of  two  or  more  witnesses,  en- 
grave, etch,  work,  copy,  print,  publish,  or  import,  either  in 
whole  or  in  part,  or  by  varying  the  main  design  with  intent 
to  evade  the  law,  or,  knowing  the  same  to  be  so  printed,  pub- 
lished, or  imported,  shall  sell  or  expose  to  sale  any  copy  of 
such  map  or  other  article,  as  aforesaid,  he  shall  forfeit,''  etc. 
Sec.  4,970.  "  The  Circuit  Courts,  and  District  Courts  having 
the  jurisdiction  of  Circuit  Courts,  shall  have  power,  upon  bill 
in  equity,  filed  by  any  party  aggrieved,  to  grant  injunctions 
to  prevent  the  violation  of  any  right  secured  by  the  laws  res- 
pecting copyrights,  according  to  the  course  and  principles  of 
Courts  of  equity,  on  such  terms  as  the  Court  may  deem  rea- 
sonable.'' ^^  That,  in  the  construction  of  this  Act,  the  words 
*  engraving,'  *cut,'  and  *  print,'  shall  be  applied  only  to  pic- 
torial illustrations  or  works  connected  with  the  fine  arts,  and 
no  prints  or  labels  designed  to  be  used  for  any  other  articles 
of  manufacture  shall  be  entered  under  the  copyright  law,  but 
may  be  registered  in  the  Patent  OflSce."  {Act  of  June  18M, 
1874,  8  3, 18  IT.  S.  Stat,  at  Large,  79.) 

It  is  contended,  by  the  defendants,  that  the  complainant's 
painting  was  designed  as  a  label  for  cigar  boxes.  This,  it  is 
said,  is  evidenced  by  its  size,  and  by  the  fact  that  copies  ap- 
pear to  be  advertised  in  complainant's  catalogue  of  labels. 
That  lithographic  copies  are  applicable  to  this  purpose  cannot 
be  denied.  They  may  also  be  used  for  many  other  purposes. 
The  proof  in  this  case  discloses  some  of  them.  But  the  sub- 
ject of  the  copyright  is,  in  fact,  a  painting,  executed  by  an 
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artist  with  pencil  and  brush,  and  can  itself  be  used  only  as 
paintings  are  nsed.  The  fact  that  copies  may  be  utilized  for 
advertising  purposes  does  not  change  the  character  of  the 
original.  Tf  the  painting  itself  is  to  be  considered  a  label  be- 
cause copies  may  be  so  used,  no  master-piece  would  escape 
such  desecration.  It  will  hardly  do  to  call  the  Sistine  Ma- 
donna, or  the  Aurora,  labels,  because,  by  the  sacrilege  of 
modern  enterprise,  copies  of  Raphael's  Cherubs  or  Guido's 
Goddess  may  be  transferred  to  a  blacking  box  or  a  perfumery 
bottle.  Were  it  conceded  that  this  painting  was  intended  ex- 
clnsively  for  a  label,  or  as  the  first  step  in  making  a  label,  a 
much  stronger  case  for  the  defendants  would  be  presented. 
But  such  is  not  the  fact,  and  it  is  clear,  from  the  affidavits, 
that  it  cannot  be  established  by  evidence. 

The  contention  that  anything  against  the  validity  of  the 
copyright  is  to  be  predicated  of  the  size  of  the  painting  can- 
not be  maintained.  Some  of  the  finest  productions  of  modern 
artists,  notably  Meissonier  and  Meyer  von  Bremen,  are  hardly 
larger,  and  counterfeits  of  them  might  easily  be  used  in  the 
decoration  of  cigar  boxes.  There  is  nothing  to  prevent  a 
copyright  for  even  a  much  smaller  painting.  The  size  is  not 
material. 

The  complainant  is  certainly  the  "proprietor"  of  the 
painting,  even  in  the  restricted  and  technical  sense  in  which, 
according  to  some  of  the  authorities,  the  word  "  proprietor  " 
is  used  in  the  statute.  The  complainant's  money  paid  for  the 
painting;  its  artist  colored  it;  its  president  designed  it;  his 
was  the  "  originating,  inventive  and  master  mind."  The 
complainant  owns  the  painting.  Its  title  is  derived  directly 
from  the  author  and  designer.  The  head  was,  no  doubt,  sug- 
gested by  the  wood-cut  print,  but  the  same  is  true,  to  a  great 
extent,  of  all  figure  painting.  Ko  artist  would  for  a  moment 
think  of  placing  the  face  of  Washington,  for  instance,  upon 
his  canvas  without  studying  the  best  portraits  of  Washing- 
ton within  his  reach.  But  there  is  enough  of  artistic  merit 
in  the  other  parts  of  the  painting  to  support  a  copyright.  It 
certainly  needed  a  much  higher  order  of  merit  to  produce  the 
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pleasiDg  and  saggestive  combination  presented  in  this  paint- 
ing, requiring,  as  it  must,  imagination,  and  artistic  genius, 
than  that  required  in  placing  a  human  being  in  a  graceful  atti- 
tude before  a  camera ;  and,  yet,  there  is  no  longer  a  doubt  that 
a  photograph  may  be  protected  by  a  copyright.  {Lithographic 
Co.  V.  Sarony^  111  U.  5.,  53.)  If  a  photograph,  then  a  col- 
ored photograph,  and  a  fortiori  a  painting,  even  though  the 
artist  borrows  his  design  largely  from  others,  for  it  belongs  to 
a  much  higher  type  of  art.  The  fact  that  the  artist  Stecher 
executed  Schumacher's  design  cannot  defeat  the  copyright. 
The  sculptor  seldom  touches  the  marble  from  wliich  his  sta- 
tues are  carved.  The  fact  that  the  brush  which  embodied 
Schumacher's  idea  was  held  by  another  artist,  rather  than  by 
himself,  cannot  be  important  in  considering  a  question  of  this 
character. 

Regarding  the  third  objection,  it  should  be  borne  in  mind 
that  the  bill  prays  only  for  an  injunction.  The  action  at  law 
is  designed  to  secure  indemnity  for  the  past ;  the  injunction, 
protection  for  the  future.  The  copyright  law  seems  to  con- 
template both  remedies,  and  no  reason  is  suggested  why  a 
party  who  seeks  the  first  should  be  deprived  of  the  second. 

The  complainant  has  a  painting  which  is  concededly  valu- 
able. Time,  money  and  artistic  skill  were  expended  in  its 
production.  The  defendants  openly  and  boldly  pirated  it, 
and  are  now  reaping  the  rewards  that  fairly  belong  to  the 
complainant.  Tiiey  have  the  whole  material  universe  from 
which  to  choose.  They  can  make  any  design  of  their  own 
and  be  protected  in  its  use,  but  the  law  will  not  permit 
them  to  appropriate  the  result  of  others'  ingenuity  and  skiU, 
and  profit  by  the  wrong  thus  committed. 

The  motion  is  granted. 

Allen,  Talmage  (&  Allen  and  Augustus  T.  Ourlitz,  for 
the  plaintiff. 

Louis  C.  JRaegener,  for  the  defendants. 
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Jaoob  Greener  V8.  8tbinwat  &  Sons.    In  EQurrr. 

A  docket  fee  of  $20  is  taxable  to  the  defendant  in  a  salt  in  equity,  on  the  allow- 
ance of  a  demurrer  to  the  bill. 

(Before  Shifman,  J.,  Southern  District  of  New  York,  November  20th,  1886.) 

Shifman,  J.  The  exception  to  the  clerk's  taxation  of 
costs,  in  disallowing  a  docket  fee  of  $20,  upon  a  decree  for 
costs  in  favor  of  the  defendant,  upon  a  successful  demurrer 
to  the  complainant's  bill,  is  sustained.  The  defendant's  right 
to  a  docket  fee  of  $20  is  sustained  upon  the  authority  of  Woosr 
ter  V.  Randy ^  {ante^  p.  112  ;)  The  Anchoriay  (23  Jf'ed.  JSep.j 
669  ;)  McLean  v.  Clark,  (Id.,  861 ;)  Price  v.  Cdemam,^  (22 
Id.,  694;)  and  Soharffy.  Levy,  (112  U.  S.,  711.) 

Ralph  W.  Morrison,  for  the  plaintiff. 

Oeorge  W,  Cotterill  and  Arihv/r  V.  Briesen,  for  the  de- 
fendant. 


The  B.  B.  Saunders. 

Where  a  canal-boat,  towed  alongside  of  a  tug,  is  injured  by  a  collision  with  a 

steamer,  and  her  owner  sues  the  tug,  by  a  libel  in  rem.  In  Admiralty,  his 

case  is  not  established  merely  because  the  canal-boat  was,  at  the  time,  under 

the  control  of  the  tug,  and  helpless  in  her  own  behalf. 
It  is  fur  the  libellant  to  show  which  vessel  was  responsible,  and  the  burden 

does  not  lie  on  either  the  tug  or  the  steamer,  to  exculpate  herself  or  prove 

faalt  in  the  tow. 
The  regulations  of  the  Board  of  Supervising  Inspectors,  in  regard  to  vessels, 

cnnnot  be  interpreted  so  as  to  conflict  with  the  positive  requirements  of  the 

sailing  rules  of  Congress. 
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Where  a  tag,  encnmbered  with  a  tow,  is  proceeding  properly,  and  is  brooght 
into  danger  of  a  collision  with  a  steamer,  by  the  yiolation  by  the  latter  of 
Rule  19  of  the  statutory  regulations,  (Eev,  Stat,,  TT.  8.,  %  4,288,)  and,  after 
doing  all  that  can  fiairly  be  expected,  is  unable  to  avoid  a  collision  between 
the  tow  and  the  steamer,  the  owner  of  the  tow,  in  a  suit  against  the  tug, 
must  point  out  some  infraction  of  duty  by  the  tug,  contributory  to  the  col- 
lision, or  he  cannot  recoyer. 

(Before  Wallaos,  J.,  Southern  District  of  New  York,  Noyember  21st,  1885.) 

This  was  a  libel  in  rem^  in  Admiralty,  filed  in  the  Dis- 
trict Conrt,  against  the  steam-tug  B.  B.  Saunders,  to  recover 
damages  for  injury  to  the  canal-boat  H.  B.  Wilbur  and  lier 
cargo,  by  a  collision  between  the  Wilbur,  while  being  towed 
by  the  Saunders,  and  the  steamer  Orient.  The  District  Court 
having  decreed  for  the  libellant,  (19  Fed.  Rep.j  118,)  the 
claimants  appealed. 

This  Court  found  the  following  facts : 

''1.  About  noon  on  the  26th  of  September,  1879,  a  collision 
occurred  between  the  steam-tug  Saunders,  with  her  tow,  the 
libellant's  canal-boat  Wilbur,  and  the  steamer  Orient.  The 
place  of  collision  was  the  channel  of  the  Hudson  Eiver,  about 
one-third  of  the  way  out  from  the  foot  of  Harrison  Street, 
;New  York  city.  The  atmosphere  was  clear  and  there  was  an 
ebb  tide. 

2.  Prior  to  the  collision,  the  Saunders  had  been  heading 
down  the  river,  the  tow  being  lashed  to  her  port  side,  on  a 
pretty  nearly  straight  or  southerly  course,  bound  for  Newark, 
N.  J.  While  the  Saunders  was  proceeding  on  this  course, 
and  was  about  opposite  the  foot  of  Beach  Street,  the  steamer 
Orient  made  out  into  the  river  from  the  Harrison  Street 
slip,  on  a  course  heading  westerly  or  directly  across  the  river. 

3.  As  the  Orient  emerged  from  the  pier,  she  was  from  a 
third  to  half  a  mile  from  the  Saunders,  and  bore  between 
three  and  four  points  on  the  port  bow  of  the  Saunders,  and 
the  vessels  then  continued  to  approach  on  intersecting  courses, 
the  Orient  having  the  Saunders  on  her  own  starboard  bow, 
a^d  the  Saunders  having  the  Orient  on  her  own  port  bow, 
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and  the  Saunders  making  speed  of  about  fonr  miles  an  hoar, 
and  the  Orient  two  or  three  miles  an  hour. 

4.  Both  vessels  pursued  their  original  courses  respectively, 
and  maintained  their  speed,  until  the  pilot  of  the  Orient  con- 
cluded to  pass  across  the  bow  of  the  tug  and  her  tow,  and  sig- 
nalled his  desire  to  the  Saunders,  by  two  blasts  of  his  steam 
whistle.  The  Saunders  had  not  answered  this  signal,  but 
her  pilot  signalled  his  own  engineer  to  slow  the  engine, 
when,  almost  instantly,  the  pilot  of  the  Orient  signalled  his 
intention  to  pass  astern  of  the  tug  and  tow,  by  a  single 
blast  of  his  whistle.  The  pilot  of  the  tug  answered  this 
last  signal,  and  immediately  signalled  his  engineer  to  go 
ahead  at  full  speed,  which  signal  the  engineer  promptly 
obeyed. 

5.  No  facts  appear  which  indicate  that  it  was  necessary 
for  the  Orient  to  deviate  from  the  19th  Kule  of  navigation, 
or  which  required  the  Saunders  to  deviate  from  the  21st 
Eule. 

6.  It  does  not  appear  how  far  away  the  Orient  was  from 
the  Saunders  when  the  engineer  of  the  Orient  gave  his  first 
signal. 

7.  It  does  not  appear  whether  the  engineer  of  the  Saun- 
ders had  actually  slackened  speed  before  he  obeyed  the  order 
to  go  ahead  at  full  speed. 

8.  There  is  no  evidence  to  show  that,  prior  to  the  time  of 
the  first  signal  from  the  Orient,  the  vessels  were  in  danger 
of  collision  by  reason  of  their  proximity  or  any  other  circum- 
stances. 

9.  There  is  no  evidence  to  show  whether  the  Orient  could 
or  could  not  have  crossed  the  bows  of  the  tug  and  tow  with- 
out collision,  if  her  pilot  had  attempted  to  execute  that  move- 
ment when  he  first  signalled,  and  if  at  that  time  the  Saunders 
had  consented  by  an  answering  signal  and  governed  her  move- 
ments accordingly. 

10.  There  is  no  evidence  to  show  whether  the  collision 
would  or  would  not  have  occurred  if  the  Saunders  had  not 
checked  her  speed  in  response  to  the  first  signal  from  the 
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Orient,  or  if  the  Orient  had  attempted  to  go  astern  of  the  tug 
and  had  given  no  signal  to  the  eontnirj. 

11.  At  the  time  of  the  collision  the  following  regulations 
were  in  force,  which  had  been  adopted  by  the  Board  of  Su- 
pervising Inspectors.  (Insert  regulations,  as  amended  in 
1875.) 

12.  The  canal-boat  was  struck  a  little  aft  of  midships,  on 
her  port  side,  and,  as  a  consequence,  the  libellant  has  sustained 
the  loss  which  was  awarded  in  the  Court  below.^' 

On  the  foregoing  facts,  this  Court  found  the  following 
conclusions  of  law : 

'^  1.  No  negligence  is  established  against  those  in  charge 
of  the  Saunders. 

2.  The  canal-boat  was  helpless  and  free  from  fault. 

3.  It  was  the  duty  of  the  Orient,  having  the  Saunders  on 
her  own  starboard  bow,  to  keep  out  of  the  way,  and  it  was 
a  corresponding  duty  of  the  tug  to  keep  her  course,  in  the 
absence  of  any  special  circumstances  rendering  that  haz- 
ardous. 

4.  The  libel  should  be  dismissed,  with  the  costs  of  the 
District  Court,  and  of  this  Court,  against  the  libellant." 

Edward  D.  McCarthy^  for  the  libellant. 

Wilhdmxia  Mynderse^  for  the  claimants. 

Wallace,  J.  The  claimants,  the  owners  of  the  steam  tug 
Saunders,  have  appealed  from  a  decree  of  the  District  Court 
in  favor  of  the  libellant,  for  the  sum  of  $8,600.66,  rendered 
for  damages  sustained  by  the  canal-boat  Wilbur  and  her  cargo, 
by  a  collision  with  the  steamboat  Orient,  while  in  tow  of  the 
Saunders,  on  the  26th  of  September,  1879. 

The  proofs  in  the  District  Court  were  very  meagre.  Two 
witnesses  only  were  produced  for  the  libellant :  Toole,  the 
owner  of  the  canal-boat,  who  saw  but  little  of  the  transaction ; 
ai)d  Collins,  the  engineer  of  the  Orient,  who  was  in  the  en- 
gine-room and  saw  nothing.    Upon  this  appeal,  no  additional 
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evidence  has  been  produced  by  the  libellant,  and,  although 
further  evidence  was  offered  by  the  claimants,  it  has  not  been 
considered,  because  the  depositions  were  suppressed,  (anteyj?, 
I?i5.)  The  witness  Toole  was  on  the  Wilbur  near  the  stern. 
He  says  the  tug  and  tow  were  proceeding  directly  down 
the  river,  about  one-third  the  way  out  from  the  New  York 
shore,  making  about  four  miles  an  hour,  the  canal-boat  being 
lashed  on  the  port  side  of  the  tug,  when  he  saw  the  Orient 
come  out  of  the  Harrison  Street  slip,  on  a  course  directly 
across  the  river.  His  attention  was  distracted  by  his  occupa- 
tion on  his  own  boat  for  a  couple  of  minutes,  and  then  he  saw 
the  Orient  on  the  port  side  of  his  vessel,  about  twenty  feet 
off,  and  she  immediately  struck  his  vessel  on  the  port  side,  a 
little  aft  of  midships.  He  thinks  the  Orient  was  making  two 
or  three  miles  an  hour.  The  collision  took  place  about  noon, 
on  a  clear  day.  The  tide  was  slack.  The  Wilbur  soon  filled 
and  sank.  The  testimony  of  this  witness  establishes  the  fore- 
going facts,  and  there  is  no  other  satisfactory  evidence  to  es- 
tablish any  material  fact  bearing  upon  the  circumstances  of 
the  collision,  or  the  question  of  the  negligence  of  those  in 
charge  of  either  vessel,  except  the  testimony  of  the  engineer 
of  the  Orient.  The  engineer  states,  that,  just  before  the  ves- 
sels struck,  he  received  a  signal  to  slow,  stop  and  back, 
and  his  engine  had  commenced  to  back  at  the  time  the  ves- 
sels struck,  but  he  cannot  say  that  his  vessel  had  stopped  her 
headway. 

The  libellant,  in  the  Court  below,  relied,  and  now  relies, 
upon  the  position,  that  the  burden  of  proof  rests  upon  the 
Saunders  to  exculpate  herself  from  the  presumption  of  negli- 
gence. This  position  is,  in  part,  based  upon  the  admissions 
in  tiie  answer  of  the  claimant.  These  admissions  are  as  fol- 
lows :  ^^  The  claimant  alleges,  that  the  said  steam-tag  B.  B. 
Saunders,  having  fastened  the  said  canal-boat  securely  to  her 
port  side,  at  pier  40  North  Eiver,  proceeded  out  into  the 
river  until  she  was  nearly  in  the  middle  thereof,  and  then  she 
proceeded  down  the  river  with  an  ebb  tide,  on  a  course  about 
parallel  with  the  course  of  the  river  ;  that,  having  reached  a 
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point  about  opposite  the  foot  of  Beacli  Street,  those  in  charge 
of  the  B.  B.  Saunders  discovered  the  steamboat  Orient  emerg- 
ing from  the  pier  at  the  foot  of  Harrison  Street,  pier  34,  North 
River ;  that  the  Orient  was  then  distant  from  the  B.  B.  Saun- 
ders from  one-third  to  one-half  a  mile,  and  bore  between 
three  and  four  points  on  the  port  bow  of  the  B.  6.  Saunders, 
and  was  on  a  course  about  due  west ;  that  the  B.  B.  Saunders 
continued  on  her  course  down  the  river,  and  very  soon  there- 
after the  said  steamboat  Orient  blew  a  signal  of  two  blasts  of 
her  steam-whistle  to  the  B.  B.  Saunders,  which  signified  to 
those  on  board  the  B.  B.  Saunders  that  the  Orient  desired  to 
pass  across  the  river  in  front  of  the  B.  B.  Saunders ;  that  the 
pilot  of  the  B.  B.  Saunders  thereupon  gave  a  signal  to  tho 
engineer  of  his  vessel  to  slow  her  engines,  but  almost  instant- 
ly, and  before  the  said  pilot  had  time  to  do  anything  further, 
the  said  steamboat  Orient  blew  a  signal  of  one  blast  of  her 
steam-whistle,  which  signified  to  those  on  board  the  B.  B. 
Saunders. that  the  Orient  intended  to  pass  under  the  stem  of 
the  B.  B.  Saunders ;  that  the  pilot  of  the  B.  B.  Saunders  im- 
mediately replied  to  the  said  second  signal  by  blowing  a  single 
blast  of  his  steam-whistle,  and  signalled  the  engineer  of  the 
B.  6.  Saunders  to  go  ahead  at  full  speed,  and  then  put  her 
helm  to  port ;  that  the  order  to  the  engineer  was  promptly 
obeyed,  and  the  B.  B.  Saunders,  under  her  port  helm,  com- 
menced to  run  to  the  westward,  but  the  Orient,  disregarding 
the  signal  which  she  had  given,  and  regardless  of  the  duty 
resting  upon  her  to  keep  out  of  the  way  of  the  B.  B.  Saun- 
ders and  her  said  tow,  continued  with  unabated  speed,  and 
without  change  of  course,  until  she  struck  the  said  canal-boat 
as  aforesaid;    that  the   B.   B.   Saunders   continued    under 
a  port  helm  until  about  the  instant  of  collision,  and  until  a 
collision  was  inevitable,  at  which  time  her  pilot  shifted  her 
wheel  to  the  starboard,  to  make  the  impending  blow  easier." 

The  libellant^s  case  is  not  established  merely  because  it 
appears  that,  while  the  Wilbur  was  under  the  control  and  di- 
rection of  the  tug,  and  helpless  in  her  own  behalf,  she  was 
brought  into  collision  with  another  vessel.    The  libel  charges 
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negligence  against  both  the  tug  and  the  Orient.  The  tag  was 
not  a  common  carrier,  and  the  highest  possible  degree  of  skill 
and  care  was  not  required  of  her.  Her  obligation  was  to  ex- 
ercise reasonable  skill  and  care  in  everything  relating  to  the 
undertaking  in  which  she  was  employed.  {The  Margaret^  94 
U.  6\,  494.)  [Negligence  is  sometimes  inferable  as  a  presump- 
tion of  fact.  If  the  act  by  which  a  person  is  injured  is  of 
such  a  character  that,  under  similar  circumstances,  when  due 
care  is  exercised,  no  casualty  ordinarily  ensnes,  a  presumption 
is  raised  against  the  person  responsible,  which  he  must  over- 
come by  evidence  of  due  care,  or  by  showing  some  nnusual 
circumstance,  with  which  he  had  no  connection,  to  which  tbe 
result  may  fairly  be  attributed.  {The  Gromite  State^  3  WaU,^ 
310 ;  Transportation  Co.  v.  Downer^  11  TTaM.,  129 ;  Rose  v. 
Transportation  Co.,  20  Blotch f.  C.  C.  B.,  411.) 

The  English  rule  in  Admiralty,  in  cases  of  collision,  is, 
that  the  burden  of  proof  is  not  on  the  claimant,  even  when 
he  sets  up  matter  strictly  justificatory  or  excusatory,  until 
a  prima  faoie  case  of  negligence  is  shown.  {The  Marpesia^ 
L.  It,,  4  Prvoy  Council  Ap.,  212;  The  JSenmore,  L.  i?.,  4 
Adm,  cfe  Ecc,  132  ;  The  Abraham,  2  AspinalPs  Mar.  Law 
-Cases,  N.  A,  34.) 

While  the  facts  proved  or  admitted  would  exculpate  the 
tow  from  responsibility  and  indicate  fault  on  the  part  of  the 
tug  or  of  the  steamer,  they  fail  to  locate  the  negligence  with 
the  tug  exclusively,  or  between  the  tug  and  the  steamer  joint- 
ly. They  would  indicate  exclusive  fault  on  the  part  of  the 
steamer  as  conclusively  as  fault  on  the  part  of  the  tug.  It  is 
for  the  libellant  to  show  which  vessel  is  responsible,  and  the 
burden  cannot  be  shifted  upon  either  the  tug  or  the  steamer, 
to  exculpate  itself  or  prove  fault  on  the  part  of  the  other. 
Such  is  the  rule  explicitly  declared  in  TJie  Z.  P.  Dayton,  (18 
Blatohf.  C  C  R,,  411,)  an  authority  which  is  controlling  here, 
and  which  dispenses  with  any  other  citation. 

What,  then,  is  the  fault  attributable  to  the  Saunders,  upon 
the  particular  facts  shown  by  the  testimony  or  admitted  by 
the  pleadings !    She  was  proceeding  at  a  safe  distance  from 
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the  line  of  the  piers  and  slips,  at  a  moderate  speed,  on  a 
southerly  coarse,  on  a  clear  day,  upon  quiet  waters,  properly 
manned  and  equipped,  with  her  tow  securely  fastened  on  her 
port  side,  when,  according  to  the  answer,  she  observ^ed,  be- 
tween one-third  and  a  half  mile  off,  bearing  three  or  four 
points  on  her  port  bow,  the  Orient,  emerging  from  the  pier, 
on  a  course  about  due  west.  As  the  two  vessels  were  on  con- 
verging courses,  and  the  Orient  had  the  Saunders  on  her 
starboard  bow,  it  was  the  duty  of  the  Orient  to  keep  out  of 
the  way  of  the  Saunders ;  and  the  Saunders  had  the  right  to 
rely  upon  the  observance  of  this  rule  by  the  Orient  until  the 
two  vessels  had  approached  so  nearly  as  to  involve  risk  of  col- 
lision. Until  that  time  the  Saunders  was  not  only  blameless 
in  not  slackening  her  speed,  and  in  keeping  her  course,  but  it 
was  mandatory  upon  her  to  keep  her  course.  When  did  the 
two  vessels  approach  so  nearly  as  to  involve  risk  of  col- 
lision ?  Certainly  not  until  those  in  charge  of  the  Saunders 
had  reason  to  suppose  the  Orient  would  not  or  could  not  keep 
out  of  the  way.  There  is  nothing  to  indicate  how  far  distant 
the  vessels  were  at  the  time  the  Orient  signalled  that  she  de- 
sired to  cross  the  bow  of  the  Saunders.  Although  the  Saun- 
ders immediately  prepared  to  slow  her  engines,  "  almost  in- 
stantly, and  before  the  pilot  had  time  to  do  anything  further,** 
before  he  had  time  even  to  signal  assent  to  the  proposition  of 
the  Orient,  the  Orient  changed  her  purpose,  and  signalled 
that  she  would  pass  under  the  stern  of  the  Saunders.  The 
reasonable  inference  from  these  circumstances  is,  that  the 
Orient  was  sufficiently  distant  to  render  either  movement 
practicable,  and  that  her  pilot  did  not  deem  it  to  be  necessary 
to  slow  or  stop  and  reverse.  The  probability  would  seem  to- 
be,  that  he  did  not  make  due  allowance  for  the  influence  of 
the  ebb  tide,  which  doubtless  carried  the  Orient  further  to- 
wards the  south,  until  it  was  too  late  for  him  to  i^top  her 
speed.  If  this  was  the  situation  of  the  vessels,  the  pilot  of 
the  Saunders  was  justified  in  assuming,  up  to  the  time  of  the 
Orient's  signal,  that  the  Orient  would  not  attempt  to-  pass 
across  the  bow  of  the  Saunders.  It  may  be  supposed  that  the 
Vol.  XXni.— 26 
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pilot  of  the  Orient  thought  he  could  pass  safely  across  the 
bow  of  the  Wilbur  if  the  tug  would  consent  when  he  signalled 
to  that  effect.  Yet,  as  he  almost  instantly  renounced  that 
movement,  it  is  also  supposable  that  he  did  not  deem  it  im- 
perative, but  only  preferable,  to  attempt  to  cross  her  bow. 
However  the  fact  may  be,  it  certainly  does  not  appear  that, 
prior  to  the  time  of  the  signal,  there  was  such  danger  of  col- 
lision as  required  the  Saunders  to  slacken  speed,  much  less  to 
stop  and  reverse.  It  does  not  appear  that  the  speed  of  the 
Saunders  was  slackened  in  response  to  the  first  signal  from 
the  Orient.  The  pilot  signalled  the  engineer  to  slow,  but  in- 
stantaneously signalled  him  again  to  go  ahead  at  full  speed. 
It  cannot  be  fairly  claimed,  from  the  allegations  of  the  an- 
swer, that  the  speed  of  the  Orient  had  been  checked,  or  that 
«the  engineer  had  been  able  to  execute  the  first  order  before 
tthe  signal  was  given. 

Assuming  that  the  Saunders  had  slackened  speed,  and,  as- 
zsuming,  also,  that  the  collision  might  not  have  occurred  if  she 
liad  not  done  so,  it  remains  to  consider  whether  she  was  justi- 
fied in  slackening  speed,  or  whether  it  was  negligence  on  her 
part  to  do  so  without  first  assenting  to  the  signal  of  the  Ori- 
>ent.  The  answer  is  consistent  with  the  theory  that  the  Saun- 
ters would  have  answered  the  signal  of  the  Orient,  and  con- 
.sented  to  the  proposition,  if  there  had  been  time  to  do  so 
before  the  Orient  gave  the  contrary  signal.  If  any  apprecia- 
ble interval  of  time  elapsed  during  which  the  Saunders  de> 
3ayed  answering  the  Orient's  signal,  negligence  might  be 
imputed,  but  even  then  it  would  depend  upon  the  distance 
between  the  vessels,  and  upon  the  urgency  of  the  situation ; 
.and  as  to  these  drcumstances  there  is  no  evidence,  but  only 
conjecture. 

The  learned  District  Judge  was  of  the  opinion  that,  under 
the  rules  and  regulations  of  the  Board  of  Supervising  Inspectors 
of  1875,  for  the  government  of  pilots,  the  pilot  of  the  Orient 
had  the  right  to  elect  whether  it  was  safer  to  pass  across  the 
bow^  or  astern,  of  the  Saunders  and  her  tow,  and  that,  if  he 
saw  fit  to  cross  her  bow,  it  was  ills  duty  to  signal  his  in- 
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tcQtions  by  two  blasts  of  his  steam-whistle ;  that  it  was  the 
doty  of  the  pilot  of  the  Saunders  to  reply  to  this  signal  by 
two  blasts  of  his  steam- whistle ;  that  the  latter  was  in  faalt 
for  not  replying  to  said  signal  before  directing  his  engineer 
to  slow  his  engine;  and  that,  as  it  conld  not  be  determined 
that  this  fault  did  not  contribute  to  the  collision,  the  Saunders 
is  liable. 

The  roles  of  the  Inspectors,  as  they  existed  at  the  time 
of  the  collision,  required   steamers  approaching  each  other 
as  these  were,  in  the  fifth  situation,  to  pass  to  the  right  of 
each  other,  and  give  and  answer  signals  by  whistle  promptly, 
as  if  meeting  head  and  head,  or  nearly  so.    According  to  the 
regulations,  the  signal   ordinarily  to  be  given  was  a  single 
blast  of  the  whistle,  by  one  steamer,  which  was  to  be  answered 
by  a  single  blast  from  the  other ;  but  it  was  also  provided  by 
the  regulations,  that,  if  passing  to  the  right  should  be  deemed 
unsafe  by  the  pilot  of  either  vessel,  the  pilot  first  so  decid- 
ing should  give  two  short  and  distinct  blasts  of  his  whistle, 
and  the  pilot  of   the  other  vessel  should   promptly  answer 
by  two  similar  blasts  of  his  whistle,  and  the  vessels  should 
then  pass  to  the  left.     Whether  the  latter   regulation  was 
intended  to  apply  under  any  other  circumstances  than  when 
the  vessels  were  approaching  each  other  head  and  head,  or 
nearly  so,  is  questionable.     In  the  view  reached,  it  is  un- 
necessary to  consider  this  question.     The  regulations  are  not 
to  be  interpreted  so  as  to  conflict  with  the  positive  require- 
ments of  the  sailing  rules  of  Congress.    The  Board  of  In- 
spectors may  establish  regulations  in   harmony  with  those 
rules,  or  for  their  more  effectual  enforcement.    Beyond  this 
they  have  no  authority  to  go.    Bules  19  and  23  of  Congress 
are  imperative,  to  the  effect  that,  when   two  vessels  under 
steam  are  crossing,  so  as  to  involve  risk  of  collision,  the  vessel 
which  has  the  other  on  her  own  starboard  side,  shall  keep 
out  of  the  way  of  the  other,  and  the  other  shall  keep  her 
course,  subject  to  the  qualifications  of  Kule  24,  prescribing  a 
due  regard  to  all  dangers  of  navigation,  and  to  any  special  cir- 
cumstances which  may  exist  in  any  particular  case  rendering 
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a  departure  from  the  ordinary  rule  neceesarj  in  order  to  avoid 
immediate  danger.  Under  these  Rules,  it  was  as  imperative 
upon  the  Saunders  to  keep  her  course  as  it  was  for  the  Orient 
to  keep  out  of  the  way. 

Notwithstanding  the  Inspectors'  regulations,  therefore,  the 
pilot  of  the  Saunders  was  not  bound  to  assent  to  the  move- 
ments proposed  by  the  Orient,  unless  due  regard  to  the  par- 
ticular circumstances  of  the  situation  required  a  departure 
from  the  ordinary  rule.  Consequently,  his  failure  to  answer 
the  signal  of  two  blasts  of  the  whistle  from  the  Orient  was 
not  culpable,  unless  it  was  apparent  that  the  Orient  could  not 
safely  pass  astern  of  the  Saunders.  There  is  no  evidence,  and 
nothing  in  the  admissions  of  the  answer,  to  indicate  that  the 
Orient  could  not  safely  do  this. 

On  the  other  hand,  if  the  situation  involved  risk  of  col- 
lision, it  was  the  duty  of  the  vessels,  under  sailing  Rule  21,  to 
slacken  speed,  or,  if  necessary,  stop  and  reverse.  A  vessel 
which  gives  a  signal  to  anotlier  vessel  for  a  departure  from  the 
ordinary  rule  of  navigation  must  take  the  hazard  of  the  con- 
sequences of  making  such  a  departure  herself,  whether  she 
hears  a  response  to  such  signal  or  not.  {The  St,  John^  7 
Blatchf.  C.  C.  B.y  220.)  The  pilot  of  the  Saunders  was, 
therefore,  justified  in  assuming  that  the  pilot  of  the  Orient 
was  prepared  to  take  the  consequences  of  the  signal  he  had 
given,  and  in  supposing  that  he  would  either  attempt  to  pass 
in  front  of  the  Saunders  and  her  tow,  or  would  immediately 
stop  and  reverse.  Until  these  signals  were  given  by  the 
Orient,  he  could  properly  assume  that  the  Orient  would 
keep  out  of  the  way,  and,  therefore;  that  there  was  no  risk 
of  collision.  After  these  signals,  he  could  assume,  with  equal 
propriety,  that  there  would  be  risk  of  collision,  if  he  went 
forward,  because  the  Orient  was  about  to  attempt  to  cross  his 
bow ;  and  it  was  his  duty,  therefore,  to  slacken  speed.  If  it 
was  not  his  duty  to  do  this,  at  least  it  could  do  no  harm 
to  slacken  speed.  The  answer  alleges  that,  almost  instantly 
after  the  pilot  of  the  Saunders  signalled  his  engine  to  slacken 
speed,  the  pilot  of  the  Orient  indicated  a  change  of  course 
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by  a  single  blast  of  his  steam-whistle,  to  which  the  pilot  of 
the  Saunders  immediately  responded  by  a  similar  signal,  and 
went  ahead  at  fuU  speed,  putting  his  helm  to  port.  In  the 
absence  of  evidence  to  the  contrary,  it  is  to  be  supposed  that 
he  was  placed  in  a  critical  situation,  where  it  might  have  been 
as  dangerous  to  stop  and  reverse  as  to  go  forward.  He  is  not 
to  be  deemed  in  fault  for  obeying  the  signal  of  the  Orient 
when  the  latter  had  placed  him  in  eoatremis^  and  when  it 
was,  apparently,  more  dangerous  to  stop,  after  the  Orient 
had  determined  to  go  under  the  stern  of  his  vessel,  than  it 
would  be  to  go  forward.  So  far  as  appears,  the  case  is  one 
where  a  tug,  encumbered  with  a  tow,  proceeding  on  an  ebb 
tide,  at  a  suitable  distance  out  in  the  channel,  has,  while 
keeping  on  her  course,  and  pursuing  a  moderate  speed,  been 
brought  into  danger  of  collision,  by  the  violation,  on  the 
part  of  a  steamboat,  of  the  19th  Eule  of  navigation,  and 
where,  after  doing  all  that  could  fairly  be  expected,  the  tug 
was  not  able  to  avoid  collision.  In  such  a  case,  any  claim 
by  the  steamboat,  of  fault  on  the  part  of  the  tug,  would  seem 
to  be  preposterous.  The  libellant  may  justly  insist  upon  a 
more  exacting  application  of  the  principles  of  negligence 
against  the  tug,  than  would  be  enforced  in  behalf  of  the 
steamer.  It  is,  nevertheless,  incumbent  upon  the  libellant  to 
point  out  some  infraetion  of  duty  on  the  part  of  the  tag,  that 
contributed  to  the  collision.  This  has  not  been  satisfactorily 
shown,  and  the  libel  must  be  dismissed. 


The  S.  B.  Baker  and  Her  Caboo. 

Cotton,  in  bales,  on  a  lighter  lying  in  a  slip,  close  to  other  yessels,  took  fire  in 
the  daytime.  Abundant  means  were  at  hand,  and  were  used,  for  throwing 
water  on  the  fire.  A  tog  hauled  the  lighter  out  into  the  river,  and  threw 
water  on  her,  and  towed  her  to  a  wharf  at  a  distance,  where  her  cargo  was 
removed.    The  services  of  the  tug  occupied  two  hours.    The  value  of  the 


890  SOUTHERN  DISTRICT  OF  NEW  YORK, 


The  S.  B.  Ba^er. 


cotton  Bayed  waa  about  $29,000,  and  the  value  of  the  lighter  about  $3,0iX). 
.  The  tug  uBuaUy  received  for  towac^e  from  $10  to  $15  an  hour.  The  District 
Court  awarded  $760  salvage,  one-half  of  it  to  the  tug,  aiid  the  rest  to  be 
divided  among  her  captain  and  crew,  in  proportion  to  their  wages.  On  far- 
ther proofii,  this  Court  reduced  the  allowance  to  $850,  $160  of  it  to  the 
owner  of  the  tug,  and  thp  remainder  of  it  to  be  apportioned  among  the 
captain  and  crew,  with  costs  to  the  libellant  in  the  District  Court,  and  no 
costs  to  either  party  in  this  Court. 

(Before  Waixaoi,  J.,  Southern  District  of  New  York,  November  Slst^  1885.) 

This  was  a  libel  in  rem^  in  Admiralty,  filed  in  the  District 
Conrt,  for  salvage.  That  Court  awarded  $750,  one  half  to 
the  libellants'  tug,  and  the  rest  to  be  divided  among  her  cap- 
tain and  crew,  in  proportion  to  their  wages.  (23  Fed,  Rep.^ 
109.)    The  claimants  appealed. 

Peter  Alexander^  for  the  libellants. 

WUhdmus  Mynderse^  for  the  claimants. 

Wallace,  J.  Upon  the  circumstances  in  this  case  it 
should  be  held  that  the  salvage  services  for  which  this  suit 
was  brought  will  be  fairly  compensated  by  a  very  moderate 
award.  The  lighter  Baker,  a  scow  with  motive  power,  was 
discharging  her  cargo,  consisting  of  bales  of  cotton,  upon  the 
dock  of  the  Cunard  Steamship  Company,  when  a  fire  broke 
out  in  her  cargo.  She  lay  in  a  slip  crowded  with  other  ves- 
sels, with  the  steamship  Servia  at  her  port  side,  and  another 
lighter,  also  loaded  with  cotton,  alongside  and  made  fast  to 
her  starboard  side.  The  fire  occurred  about  noon.  Appli- 
ances were  at  hand  for  extinguishing  the  fire  and  were  imme- 
diately brought  to  bear.  The  dock  was  equipped  with  a  sta- 
tionary engine,  capable  of  throwing  350  gallons  of  water  a 
minute,  in  several  streams,  from  1,300  feet  of  hose,  besides 
five  hydrants  for  Croton  water,  with  necessary  hose,  and  three 
JStna  fire  extinguishers,  and  three  dozen  hand  grenades. 
There  were,  also,  appliances  for  signalling  the  fire  depart- 
ment, and  the  signal  had  been  given  before  the  libellants  ap- 
peared upon  the  scene.      The  steamship  Servia  was  equipped 
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with  a  8team  pnmp  and  ample  hose  for  extinguishing  fires. 
As  soon  as  the  fire  was  noticed,  the  stationary  engine  on  the 
dock  was  started,  and  two  streams  of  water  were  put  upon 
the  lighter,  and  two  ether  streams  were  likewise  brought 
upon  her  from  the  Servians  apparatus.  Although  the  fire 
was  measurably  controlled  by  these  appliances,  it  was  not 
subdued,  and  the  superintendent  of  the  dock,  fearing,  doubt- 
less, that  the  fire  would  be  communicated  to  the  other  vessels 
in  the  slip,  hailed  the  tug  Lyndhurst,  then  lying  near  by,  with 
directions  to  remove  the  lighter  from  the  slip.  The  libellants 
are  the  owners,  master  and  crew  of  the  Lyndhurst.  The  tug 
immediately  hauled  the  lighter  out  into  the  river  and  held  her 
there  for  a  few  minutes,  playing  upon  her,  in  the  meantime, 
a  stream  of  water  from  her  deck  hose,  until  the  city  fire-boats, 
the  2k)phar  Mills  and  flie  Havemeyer,  arrived.  As  soon  as 
the  fire-boats  arrived,  they  went  alongside  the  lighter,  and  emp- 
tied upon  her  ten  or  more  streams  of  water,  while  the  Lynd- 
hurst towed  her  to  57th  street,  at  which  place  her  cargo  was 
removed.  A  cotton  fire  can  be  smothered,  but  will  remain  in 
a  smouldering  condition  until  the  bales  are  removed  and 
treated  separately.  It  was  necessary,  therefore,  to  take  the 
lighter  to  57th  street.  The  value  of  the  cotton  saved  was 
$29,000 ;  the  lighter  was  worth  about  $3,000. 

It  is  quite  clear  that  the  fire  had  not  been  satisfactorily 
subdued  at  the  time  the  libellants  were  called  upon  to  remove 
her  from  the  slip,  but  was  burning  so  vigorously  as  to  excite 
the  apprehension  of  spectators  for  the  safety  of  the  surround- 
ing shipping.  The  master  of  the  lighter  was  absent  at  dinner, 
and  the  only  hand  on  board  assisted  the  crew  of  the  tug  in 
their  efforts  to  remove  the  lighter  from  the  slip.  It  was  a 
prudent  and  necessary  act,  in  view  of  the  danger  to  the  other 
vessels  in  the  slip,  to  remove  the  lighter  as  speedily  as  pos- 
sible. It  may  be  doubted,  however,  whether  the  lighter  and 
her  cargo  were  much  benefitted  by  the  service,  beyond  the 
towage  which  was  necessary  in  order  to  effect  their  removal 
to  a  suitable  place  for  the  special  treatment  of  the  cargo.  In 
the  interval  which  elapsed  before  the  arrival  of  the  boats  of 
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the  fire  department,  the  lighter  was  beyond  the  range  of  the 
fire  apparatus  by  which  she  was  protected  measurably  while 
in  the  slip,  and  no  protection  was  afforded  to  the  lighter  and 
her  cargo  except  by  the  inadequate  appliances  of  the  tug. 
During  this  interval,  the  fire  doubtless  increased,  and  the  car- 
go sustained  a  corresponding  injury.  When  the  boats  of  the 
fire  department  did  arrive,  however,  they  were  enabled  to  act 
more  expeditiously  and  advantageously  than  they  could  have 
done  if  the  lighter  had  remained  in  the  slip  surrounded  by 
other  vessels,  and  comparatively  inaccessible.  So,  also,  while 
the  lighter  was  being  towed  to  57th  street,  during  a  period  of 
about  two  hours,  the  men  on  the  boats  of  the  fire  department, 
instead  of  being  occupied  partly  in  towing  her,  were  able  to 
give  more  exclusive  attention  to  the  work  of  extinguishing 
the  fire.  For  these  reasons,  it  is  probably  fair  to  assume  that 
the  ultimate  loss  to  the  cargo  was  less  than  it  would  have 
been  if  the  lighter  had  not  been  assisted  by  the  Lyndhurst. 

Although  compensation  for  salvage  services  does  not  enure 
to  persons  who  are  under  a  legal  duty  to  perform  them,  and 
none,  tlierefore,  can  be  claimed  by  the  officers  and  employ^ 
of  the  fire  department,  nevertheless,  the  value  of  their  serv- 
ices, as  well  as  the  value  of  the  services  rendered  by  those  en- 
gaged in  suppressing  the  fire  before  the  tug  was  called,  must 
be  taken  into  account,  as  though  the  reward  were  to  be  appor- 
tioned among  the  different  salvors  according  to  the  merit  of 
each.  The  diminished  loss  which  resulted  from  the  services 
of  the  libellants  is  the  proper  basis  for  their  compensation,  so 
far  as  the  value  of  the  property  saved  is  an  element  of  an 
award  for  salvage.  How  much  that  is  in  the  present  case  it 
is  difficult  to  determine ;  but,  obviously,  the  services  of  the 
libellants  contributed  in  a  comparatively  insignificant  degree 
to  the  total  salvage. 

These  services  were  promptly  and  zealously  rendered,  but 
they  were  of  short  duration,  and,  after  the  arrival  of  the  fire- 
boats,  were  not  materially  different  from  those  incident  to  an 
ordinary  towage  service.  During  the  two  hours  occupied  by 
the  services,  the  libellants  exerted  themselves  faithfully ;  but 
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what  they  did  did  not  involve  any  appreciable  danger  or  hard- 
ship to  themselves,  nor  even  any  unusual  responsibility,  ex- 
cept for  the  few  moments  before  the  fire-boats  arrived.  For 
usual  towage  services  the  tug  and  her  crew  received  compen- 
sation at  the  rate  of  from  $10  to  $15  per  hour.  The  tug  was 
somewhat  blistered  by  the  heat,  and  somewhat  bruised  by 
contact  with  the  Zophar  Mills,  but  her  injuries  were  incon- 
siderable. Some  of  the  men  got  more  or  less  wet  in  the 
service. 

The  District  Court  decreed  for  the  libellants  the  sum  of 
$750.  New  testimony  introduced  upon  this  appeal  modifies 
somewhat  the  aspect  of  the  case  as  it  was  presented  in  the 
District  Court,  more  especially  in  regard  to  the  extent  of  the 
peril  to  which  the  lighter  and  her  cargo  were  exposed,  at  the 
time  the  tag  came  to  their  assistance.  Were  it  not  for  this 
testimony  the  award  made  by  the  District  Court  would  be 
reduced  reluctantly  by  this  Court,  if  reduced  at  all.  The 
allowance  of  salvage  is  necessarily  largely  a  matter  of  discre- 
tion, which  cannot  be  determined  with  precision  by  the  appli- 
cation of  exact  rules.  Different  minds,  in  the  exercise  of 
independent  judgment  upon  the  same  evidence,  seldom  coin- 
cide exactly  in  their  view  of  the  facts,  or  give  the  same  prom- 
inence to  the  varied  elements  which  make  up  the  case.  An 
approximate  concurrence  is  all  that  can  be  expected.  For 
this  reason,  appellate  Courts  are  not  disposed  to  interfere 
with  decrees  in  salvage  cases  merely  because  the  sum  allowed 
the  salvors  is  larger  than  the  appellate  Court  would  have 
allowed ;  and  the  Circuit  Courts  of  the  United  States  are  in- 
fluenced by  this  view.     {The  Emulous^  1  8um.^  207,  214.) 

It  is  urged,  for  the  libellants,  that  the  decree  of  the  Dis- 
trict Court  awarded  a  much  smaller  percentage  to  the  salvors 
upon  the  value  of  the  property  than  is  usually  allowed  ac- 
cording to  the  decisions.  Courts  do,  "  to  a  certain  and'  lim- 
ited extent,"  to  quote  the  language  of  Dr.  Lushington,  "  take 
into  consideration  the  value  of  the  property  saved,  in  assess- 
ing salvage  compensation,  with  the  view  of  making  the  gen- 
eral rate  of  compensation  sufficient  to  induce  persons  to 
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undertake  salvage  services,  and,  as  it  were,  to  a  certain  es^tent, 
making  up,  in  cases  of  large  value,  for  the  impossibility  of 
giving  a  complete  and  adequate  reward  in  cases  of  small 
values."  {The  Henry ^  2  £ng.  Law  <&  Eq.^  564,  567.)  As 
is  said  by  Bradley,  J.,  in  The  Suliote,  (4  Woods,  19,  23 :)  «  The 
allowance  of  anything  like  a  uniform  percentage  on  the  value 
saved  in  such  cases  would  be  attended  with  great  inequality 
and  injustice,"  Neither  the  value  of  the  property  imperilled, 
nor  the  exact  quantum  of  service  performed,  is  a  controlling 
consideration  in  determining  the  compensation  to  be  made. 
The  peril,  hardship,  fatigue,  anxiety  and  responsibility  en- 
countered by  the  salvors  in  the  particular  case,  the  skill  and 
energy  exercised  by  them,  the  gallantry,  promptitude  and 
zeal  displayed,  are  all  to  be  considered,  and  the  salvors  are  to 
be  allowed  such  a  generous  recompense  as  will  encourage  and 
stimulate  similar  services  by  others.  Each  case  is  distinguished 
from  others  by  circumstances  peculiar  to  itself,  and  reported 
adjudications  seldom  meet  the  facts  of  the  particular  case  be- 
fore the  Court.  As  has  been  said,  although  the  value  of  the 
property  menaced  by  the  lire  was  quite  considerable,  the 
amount  of  loss  saved  to  the  owners  by  the  exertions  of  the 
libellants  was  small.  Although  it  was  very  desirable,  in  the 
interest  of  others,  whose  property  was  more  or  less  exposed 
to  danger  by  the  fire,  to  remove  the  lighter  immediately,  the 
risk  incurred  by  others  is  not  a  fair  eletnent  of  the  value  of 
the  services  rendered.  The  salved  property  is  not  to  be 
charged  upon  the  theory  of  benefit  to  third  persons.  Under 
all  the  circumstances,  it  is  considered  that  the  libellants  will 
be  liberally  recompensed  by  allowing  them  the  sum  of  $350, 
of  which  $150  should  go  to  the  owner  of  the  tug,  and  the 
remainder  be  apportioned  among  the  master  and  crew.  A 
decree  is  ordered  accordingly,  with  costs  to  the  libellants  in 
the  District  Court,  and  without  costs  to  either  party  in  this 
Court. 
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John  Hawlowetz,  Plaintiff  in  Ebbor 
George  Y.  Eass,  Defendant  in  Error. 

In  an  action  for  a  penalty,  under  §  4,901  of  the  Revised  Statutes,  for  marl^ing 
unpatented  articles  as  patented,  if  the  defendant  has  a  patent  which  he  claims 
covers  the  articles,  it  is  the  duty  of  the  Court  to  determine  the  scope  and  ef- 
fect of  the  patent. 

The  Court  having  refused  to  instruct  the  jury  that  the  plaintiff  was  required  to 
prove  his  case  with  the  same  particularity  and  exactness  as  on  the  trial  of  an 
indictment :  ffeld,  no  error. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  November  2l8t,  1886.) 

Wallace,  J.  Upon  the  trial  of  this  action  in  the  Dis- 
trict Court,  a  verdict  was  rendered  for  the  plaintiff,  and  the 
defendant  has  brought  this  writ  of  error  to  review  the  judg- 
ment entered  upon  the  verdict.  The  action  was  brought 
under  the  provisions  of  section  4,901  of  the  Revised  Statutes, 
to  recover  penalties  for  marking  unpatented  articles  as  pat- 
ented, with  intent  to  deceive  the  pablic.  By  the  statute  one- 
half  the  sum  recovered  is  given  to  any  person  who  may  sue 
for  the  same,  and  one-half  goes  to  the  United  States.  Upon 
the  trial,  the  Judge  instructed  the  jury,  in  substance,  that  they 
were  to  be  reasonably  satisfied,  upon  the  evidence,  as  to  the 
material  facts  upon  which  the  plaintiff's  right  to  recover  de- 
pended ;  that  is,  whether  the  article  was  stamped  as  patented, 
by  the  defendant,  or  by  his  employes  under  his  directions ; 
whether  the  article  was  unpatented;  and  whether  it  was 
stamped  as  patented,  by  the  defendant,  with  intent  to  deceive 
the  public.  They  were  also  instructed  that  the  plaintiff  could 
not  recover  although  the  article  stamped  was  not  patented,  if 
the  defendant  honestly  believed  that  it  was  patented  under  a 
certain  patent  owned  by  hira.  They  were  further  instructed 
that  the  defendant's  patent  did  not  embrace  the  article  stamped. 
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The  defendant  requested  the  Judge  to  instruct  the  jury  that 
the  plaintiff  was  required  to  prove  his  case  with  the  same  par- 
ticularity and  exactness  as  on  the  trial  of  an  indictment.  The 
Court  declined  to  give  this  instruction.  The  defendant  ex- 
cepted to  the  Court's  refusal  to  instruct  the  jury  as  requested, 
and  also  to  the  instruction  that  the  article  in  controversy 
was  not  covered  by  the  defendant's  patent.  He  now  assigns 
this  refusal  to  instruct,  and  the  instructions  given,  as  error. 

As  to  the  instruction  in  reference  to  the  defendant's  pat- 
ent, it  was  clearly  the  duty  of  the  trial  Judge  to  construe  the 
patent  and  determine  its  scope  and  effect.  There  was  not  the 
slightest  room  for  doubt,  upon  the  evidence,  that  the  patent 
did  not  cover  articles  such  as  it  was  alleged  had  been  stamped 
as  patented,  by  the  defendant.  There  was  no  question  of 
fact  upon  this  point  which  could  have  been  properly  sub- 
mitted to  the  jury. 

The  instruction  asked  for  in  reference  to  the  exactness 
and  particularity  of  proof  required  upon  the  trial  of  such  an 
action,  called  for  the  statement  of  a  mere  abstract  proposition, 
and,  if  it  had  been  given  by  the  Judge,  would  not  have  en- 
lightened the  jury,  without  a  further  explanation  respecting 
its  practical  application  to  the  case  in  hand.  Assuming,  how- 
ever, as  has  been  assumed  by  counsel,  on  the  argument,  that 
the  request  and  refusal  was,  in  effect,  a  refusal  to  charge  the 
jury  that  the  plaintiff's  evidence  must  prove  his  case  beyond 
a  reasonable  doubt,  it  should  be  held  that  the  instruction 
was  properly  refused.  The  question  whether,  in  a  civil  ac- 
tion, brought  to  recover  a  penalty,  the  case  must  be  proved 
against  the  defendant,  as  in  criminal  cases,  beyond  a  reason- 
able doubt,  has  seldom  been  decided,  and  is  one  upon  which 
the  authorities  disagree.  In  the  case  of  White  v.  Cornstock^ 
(6  Vermont^  4:05,)  it  was  held  that  such  strict  proof  was  not 
required,  and  that  it  was  sufficient  if  the  jury  were  reasonably 
satisfied  upon  the  evidence.  In  Hitchcock  v.  Munger^  (15 
N.  H,^  97,)  the  contrary  was  held.  In  each  of  these  cases 
the  action  was  brought  to  recover  penalties  for  taking  usuri- 
ous interest,  under  a  statute  authorizing  a  recovery  in  treble 
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the  amount  exacted.  Both  of  the  decisions  were  by  Courts  of 
last  resort. 

The  question  does  not  seem  to  have  been  determined  or 
considered  by  the  Federal  Courts,  except  at  nisi  prius.  In 
NichoU  V.  Newell^  (1  Fisher^  647,)  Sprague,  J.,  in  charging 
the  jury,  instructed  them,  in  a  ease  like  the  present,  that  the 
plaintiff  must  prove  his  case  beyond  a  reasonable  doubt.  On 
the  other  hand,  in  suits  for  forfeiture  tried  in  this  Circuit, 
the  jury  have  been  instructed,  as  they  were  in  the  present 
case,  that  it  is  incumbent  upon  the  plaintiff  to  establish  his 
cause  of  action  by  the  evidence,  to  their  reasonable  satisfac- 
tion. In  LilienihaVs  Tobacco  v.  United  States^  a  case  tried 
in  the  District  Court  for  this  District,  and  taken,  by  writ  of 
error,  to  this  Court  and  then  to  the  Supreme  Court — ^a  for- 
feiture case,  in  which  the  defendant  was  charged  with  acts  in 
fraud  of  the  revenue — the  instruction  was,  that  the  Govern- 
ment must  show  to  the  satisfaction  of  the  jury,  that  such  in- 
tent to  commit  a  fraud  upon  the  law  existed.  (See  97  U.  &, 
257.)  In  the  Supreme  Court,  in  that  case,  the  suggestion  was 
considered,  whether  the  court  below  erred  in  not  instructing 
the  jury  that  they  could  not  find  that  the  property  was  for- 
feited unless  the  matters  charged  were  proved  beyond  a  rea- 
sonable doubt.  Mr.  Justice  Clifford,  who  delivered  the  opin- 
ion, stated  that  the  question  was  not  properly  raised  by 
exception  or  assignment  of  errors,  but  intimated  quite  plainly 
that  there  was  no  merit  in  the  point.    {Page  271.) 

The  case  of  Chaffee  v.  United  States,  (18  Wall.,  516,)  is 
sometimes  cited  by  the  text-writers  as  an  authority  that,  in  an 
action  brought  by  the  Government  to  recover  a  penalty,  the 
burden  rests  upon  the  Government  to  make  out  its  case  be- 
yond a  reasonable  doubt.  (  Wharton^s  Ev,^  §  371.)  The 
syllabus  in  the  report  of  that  case  is  to  this  effect ;  but  an  ex- 
amination of  the  opinion  shows  that  no  such  point  was  con- 
sidered by  the  Court.  The  only  point  decided  was,  that  the 
instructions  in  the  Court  below  were  erroneous,  because  they 
were,  in  substance,  "  that  the  Government  need  only  prove 
that  the  defendants  were  presumptively  guilty,  and  the  duty 
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thereupon  devolved  upon  them  to  establish  their  innocence, 
and  if  they  did  not  they  were  guilty  beyond  a  reasonable 
doubt."  Commenting  upon  the  instructions  given,  Mr.  Jus- 
tice Field  said  :  ^*  The  instruction  sets  at  naught  established 
principles,  and  justifies  the  criticism  of  counsel  that  it  sub- 
stantially withdrew  from  the  defendants  their  constitutional 
right  of  trial  by  jury,  and  converted  what  at  law  was  intended 
for  their  protection — the  right  to  refuse  to  testify — into  the 
machinery  for  their  sure  destruction." 

Upon  principle,  it  is  not  apparent  why  the  rules  of  crim- 
inal evidence  should  be  imported  into  the  trial  of  actions  of 
debt  for  penalties,  any  more  than  in  any  other  civil  actions  in 
which  an  issue  of  criminal  conduct,  such  as  arson,  forgery, 
perjury,  adultery,  etc.,  may  be  involved.  The  decisions  in 
this  class  of  cases  are  collated  in  AhbotPs  Trial  Evidence,  495, 
(notey)  and  the  author  states,  that  the  rule  followed  by  the 
greater  number  of  American  authorities  is,  that  proof  beyond 
a  reasonable  doubt,  such  as  is  required  in  criminal  cases,  is 
not  necessary.  In  the  Federal  Courts  it  has  been  held,  that 
the  rule  in  civil,  and  not  the  one  in  criminal,  cases,  as  to 
the  quantum  of  proof,  applies.  {Scott  v.  Home  Ins,  Co., 
1  Dill.j  105 ;  Huthberger  v.  Merchant^  Ine.  Co.,  4  Biee.j 
265.) 

In  many  actions  for  penalties  the  issue  does  not  involve 
an  act  of  any  appreciable  degree  of  moral  turpitude  on  the 
part  of  the  defendant.  Many  statutes  create  penalties  for 
acts  of  mere  neglect,  in  which  the  knowledge  or  intention  of 
the  oflFender  is  not  an  ingredient.  The  public  welfare  may 
require  a  rigorous  enforcement  of  some  statutes  of  this  kind, 
but  the  transgressor  is  not  a  criminal,  and  it  seems  absurd, 
when  he  is  charged  in  a  civil  suit  with  their  infraction,  to  re- 
gard him  as  such  and  try  him  by  the  rules  of  criminal  evi- 
dence. If  one  rule  of  criminal  evidence  is  to  apply  all  should 
apply.  If  a  jury  are  only  to  find  a  verdict  upon  a  case  proved 
beyond  a  rational  doubt,  then  the  defendant  should  be  per- 
mitted to  throw  his  character  into  the  scale  of  conflicting 
probabilities,  and   prove   general   good  character,  to  rebut 
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Circumstantial  evidence  of  guilt.  Yet  it  is  well  settled,  that 
evidence  of  general  good  character  is  not  admissible  in  civil 
actions,  where  the  party  offering  it  is  charged  with  fraud,  or 
tort,  or  criminal  conduct,  but  is  only  admissible  in  a  direct 
prosecution  for  a  crime.    (  United  States  v.  Wood,  13  JSlatchf. 

a  a  JR.,  252.) 

It  is  more  consonant  with  good  sense  to  hold,  that,  in 
suits  for  penalties,  as  in  all  other  civil  actions,  the  effect  of 
the  evidence  should  be  considered  with  reference  to  the  char- 
acter of  the  act  with  which  the  defendant  is  charged ;  that 
the  gravity  of  the  charge  and  the  legal  presumption  of  inno- 
cence be  considered  together ;  and  that,  in  analogy  to  the  rule 
now  more  generally  sanctioned  in  civil  actious,  where  an  act 
of  grave  misconduct  is  imputed  to  a  party,  it  should  be 
deemed  enough  that  the  jury  are  reasonably  satisfied,  upon 
the  evidence,  as  to  all  material  facts.  Such  was,  in  substance, 
the  instruction  in  the  Court  below. 

The  judgment  of  the  District  Court  is  affirmed. 

Louis  C.  Raegener,  for  the  plaintiff  in  error. 
Antonio  Knauth,  for  the  defendant  in  error. 


Allek  Maoorig 

vs. 

Henby  S.  Little,  Receiver  of  the  Central  Railroad  of 

New  Jersey.     In  Equity. 

A  common  carrier,  rnnnlng  a  ferry,  is  bound  to  furnish  safe  approaches  to,  and 
passages  from,  the  ferry-houses,  from  and  to  the  streets,  for  such  persons  aa 
would  ordinarily  use  the  ferry,  as  well  strangers  and  those  unfamiliar  with  the 
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place  as  those  nccastomed  to  it,  and  for  use  at  all  times  when  the  ferry  is  in 
operation,  whether  by  night  or  day. 
A  release  of  damages  for  personal  injuries  sustained  by  being  struck  by  a 
train  on  a  railroad,  obtained  by  the  payment  of  flOO,  and  not  so  fairly 
obtained  as  to  be  justly  and  equitably  binding,  set  aside,  and  $4,000 
awarded. 

(Before  Whkkler,  J.,  Southern  District  of  New  York,  November  26tb,  1886.) 

Wheeleb«  J.  From  the  pleadings  and  proofs  it  appears 
that  the  defendant  is  receiver,  and  has  control,  of  a  ferry  for 
passengers  and  teams  from  the  foot  of  Libertj  street  in  New- 
York  to  the  depot  of  the  railroad  in  Jersey  City,  as  well  as  of 
the  railroad ;  that  there  are  doors  for  teams  to  pass  ont  of  the 
ferry-house,  from  the  ferry  to  the  street,  to  the  right  and  to 
the  left  of  the  doors  for  the  exit  of  passengers,  on  the  Jersey 
City  side  of  the  river,  and  that  the  passage  to  the  right  leads 
to  the  left  to  the  street  and  to  the  right  to  the  tracks  of  the 
railroad ;  that  the  passage  to  the  right  is  left  open  for  express 
wagons  to  go  to  the  tracks,  to  reach  express  cars ;  that  the 
plaintiff  and  his  wife  were  riding,  with  her  son,  in  his  wagon, 
driven  by  him,  and  were  intending  to  cross  the  Cortlandt 
street  Terry,  to  go  with  him  from  New  York  to  Bloomfield  ; 
that,  by  mistake,  they  took  the  defendant's  ferry,  and  under- 
took to  drive  out  of  the  ferry-house  at  Jersey  City,  at  the  pas- 
senger exit,  and  were  directed  by  a  watchman  in  charge  to  go 
ont  at  the  other  door,  to  the  right ;  that  they  drove  out  at 
the  door  to  the  right,  as  directed;  that  it  was  very  dark  out 
there,  and  there  was  no  one  to  direct  where  to  go,  and  they 
took  the  passage  for  express  wagons,  and  follo>ved  that  until 
they  reached  the  tracks,  and,  in  undertaking  to  cross  them, 
were  caught  and  held  in  a  switch  ;  that,  at  that  time,  a  train 
was  backing  down,  without  warning,  and  struck  them,  injur- 
ing the  plaintiff  severely,  and  injuring  the  horse  and  wagon 
of  the  step-son,  which  were  of  the  value  of  about  $200,  so 
that  they  were  nearly  or  quite  a  total  loss ;  that  the  step-son 
made  claim  for  damages  of  the  defendant,  who  caused  the  in- 
jury to  him  and  to  the  plaintiff  to  be  investigated ;  that  the 
defendant  denied  legal  liability  for  the  damages,  but  finally 
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agreed  to  pay  the  step-Bon  $200,  for  his  damages,  if  he  would 
procure  the  plaintiff  to  release  his  claim  for  damages  for 
$100 ;  that  the  step-son  was  very  desirous  of  procuring  his 
$200,  and  importuned  the  plaintiff,  while  he  was  weak  in  body 
and  mind,  and  suffering  from  the  injury,  to  accept  the  $100, 
and,  by  persuading  him  to  believe  that  he  would  never  get 
any  more,  and,  perhaps,  not  anything,  unless  he  took  that, 
procured  him  to  accept  that  and  execute  a  very  formal  and 
full  release  of  all  claims ;  and  that  the  plaintiff  tendered  back 
the  $100,  before  bringing  this  suit,  which  is  brought  to  set 
aside  the  release,  and  for  a  decree  for  the  payment  of  the 
damages.  The  defendant  insists  that  there  was  no  legal  lia> 
bility,  and  relies  upon  the  release  if  there  was.  It  is  stipu- 
lated, that,  if  the  release  is  set  aside,  the  liability  of  the 
defendant  and  the  amount  of  the  damages  may  be  determined 
in  this  suit. 

The  first  question  is  as  to  the  liability  of  the  defendant. 
He  was  a  common  carrier  of  passengers  and  teams  by  the  ferry. 
As  such,  he  was  bound  to  furnish  safe  approaches  to,  and  pass- 
ages from,  the  ferry-houses,  from  and  to  the  streets,  for  such 
persons  as  would  ordinarily  use  the  ferry,  as  well  strangers 
and  those  unfamiliar  with  the  place  as  those  accustomed  to  it, 
and  for  use  at  all  times  when  the  ferry  was  in  operation, 
whether  by  night  or  by  day.  The  plaintiff  and  his  compan- 
ions took  the  way  out  which  they  were  directed  to  take,  and 
which  was  provided  for  passengers  to  take  when  travelling 
by  team.  When  they  got  outside,  there  was  nothing  to  guide 
them  to  the  street,  and  the  way  to  the  tracks  was  open,  with 
nothing  to  warn  them  away  from  it  as  a  place  of  danger.  No 
precautions  were  taken  to  keep  them  away  from  there,  and 
neither  the  usual  means,  nor  others,  were  taken  to  warn  them 
of  the  dangers  of  moving  trains,  as  at  crossings,  to  make  it 
safe  for  them  to  be  there.  This  defect  in  safe  egress  was  one 
for  which  the  defendant  appears  to  be  liable,  as  for  a  defect 
in  the  floor  of  the  ferry-house  itself,  or  in  the  way  out  of  it ;  and 
upon  the  same  ground  on  which  railroad  companies  are  liable 
for  injuries  caused  by  defective  means  of  approach  to  and  de- 
Vol.  XXIIL— 26 
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parture  from  their  depots,  {McDonald  v.  Chicago  (&  N.  W. 
JR.  R.  Co.^  26  lowaj  124 ;  s.  c,  2  RedficJd^B  Am,  JRaUway 
CaseSy  525,  and  9  Am.  Law  Reg.^  If.  6%  10 ;  Beard  v.  Conn. 
<&  Pass.  R.  R.  R.  Co.,  48  Yt,  101.)  They  were  not  in  fanlt 
for  being  on  the  track,  for  they  were  led  there  by  the  direc- 
tions to  take  the  door  leading  in  that  direction,  and  by  the 
open  passageway  to  the  tracks,  for  the  express  wagons.  ITpon 
these  considerations,  the  plaintiff  appears  to  have  had  a  valid 
claim  against  the  defendant  for  the  damage  done  to  him  on 
that  occasion,  largely  in  excess  of  the  $100  paid. 

The  defendant  caused  the  claim  to  be  investigated,  bat 
had  no  negotiation  with  the  plaintiff  about  settling  it.  The 
procurement  of  the  release  for  $100  was  left  to  the  step-son, 
as  a  condition  for  the  payment  to  him  of  his  damages.  The 
person  who  would  naturally  be  interested  for  him  was  en- 
listed against  him,  and  he  was  importuned  and  brought  to 
decide  while  he  was  weak.  Under  these  circumstances,  the 
release  does  not  appear  to  be  so  fairly  obtained  as  to  be  justly 
and  equitably  binding.     (1  Story*8  -£^.,  §  251.) 

The  plaintiff  appears,  upon  the  whole  case,  to  be  entitled 
to  a  decree  setting  aside  the  release,  and,  on  the  stipulation,  to 
a  decree  for  the  payment  to  him  of  his  damages.  Upon  the 
evidence  as  to  the  effect  of  the  injury  upon  his  ability  to 
labor,  his  health  and  capacity  for  enjoyment,  his  damages  are 
found  to  be  $4,000. 

Let  a  decree  bo  entered  for  the  orator,  setting  aside  the  re- 
lease, and  for  the  payment  to  him  by  the  defendant,  as  re- 
.ceiver,  of  the  sum  of  $4,000  damages  for  the  injury,  with 
«costs. 

Z.  A.  Fuller,  for  the  plaintiff. 

De  Forest  cfe  Weeks,  for  the  .defendant. 
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The  Pavoiwa. 

By  an  establislied  practice  between  two  steam  ferry-boats,  the  P.  and  the  W., 
whose  routes  crossed,  the  P.  had  the  right  of  way  to  her  slip.  The  W.  vio- 
lated that  practice,  and  attempted  to  cross  the  bows  of  the  P.  between  her 
and  her  slip,  and  a  collision  ensued :  Held,  that  the  W.  was  in  fault 

She  was  also  in  fault  in  that,  having  signalled  the  P.  of  her  intended  course, 
she  kept  on  it  without  receiving  any  response  to  the  signal. 

It  is  the  duty  of  a  ferry-boat  which  has  ample  room  to  do  so,  to  keep  out  of  the 
way  of  another  ferry-boat  just  about  entering  her  slip,  or  in  such  proximity 
to  it  that  she  has  made  her  final  preparatory  movements  to  enter  it,  when  the 
circumstances  require  her  to  make  a  circuitous  swing  against  the  tide  to 
reach  it. 

The  P.  was  in  fault  because  she  did  not  have  a  proper  lookout,  and  because  her 
pilot  did  not  see  the  W.  until  too  late  to  avoid  a  collision. 

The  damages  were  divided. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  December  4th,  1886.) 

This  was  a  libel  in  rem,  ia  Admiralty,  filed  in  the  District 
Court,  to  recover  damages  for  a  collision.  That  Conrt  found 
both  vessels  in  fault  and  divided  the  damages,  (23  J^led.  Rep., 
204,)  and  both  parties  appealed. 

This  Court  found  the  following  facts : 

"  1.  The  collision  took  place  on  the  North  river,  October 
15th,  1883,  at  about  6.30  p.  m.,  on  a  clear  moonlight  evening, 
between  the  ferry-boat  Weehawken,  owned  by  the  libellant, 
and  the  ferry-boat  Pavonia,  owned  by  the  claimant,  by  which 
injuries  accrued  to  the  Weehawken  to  the  extent  of  more  than 
$10,000.  The  tide  was  strong  flood,  running  three  miles  an 
hour,  and  there  was  a  heavy  north-west  wind.  The  collision 
occurred  at  a  point  about  200  feet  off  the  southerly  line  and 
end  of  the  lower  division  of  the  Pavonia's  slip. 

2.  The  Pavonia  was  making  one  of  «her  regular  trips  from 
Jersey  City,  down  and  across  the  river,  to  her  slip  at  Cham- 
bers street,  New  York  City,  and  the  Weehawken  had  left  her 
slip  at  Barclay  street,  New  York  City,  and  was  making  one  of 
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her  regular  trips,  up  and  across  the  river,  to  Hoboken.  The 
Pavonia's  slip  was  200  feet  wide,  divided  into  two  sections- 
The  lower  division  was  occupied  at  the  time  by  another  ferry- 
boat, the  Delaware,  and  the  Pavonia  was  making  for  the  up- 
per division. 

3.  The  slips  of  the  two  vessels  on  the  New  York  side  were 
about  750  feet  apart,  the  Weehawken's  slip  being  the  lower  or 
southerly  one.  The  slips  on  the  New  Jersey  side  were  higher 
up  the  river,  the  slip  of  the  Pavonia  being  below  the  slip  of 
the  Weehawken.  The  courses  of  the  boats,  on  their  usual 
trips,  crossed  each  other. 

4.  It  was  the  usage  between  the  vessels,  that  the  Pavonia 
should  have  the  right  of  way  to  her  slip,  if  she  was  swinging 
for  it  when  the  Weehawken  should  be  leaving  her  slip,  and 
that  the  Weehawken  should  keep  out  of  her  path. 

5.  It  was  also  customary  for  the  Pavonia,  in  making  her 
slip  on  the  New  York  side,  with  a  strong  flood  tide,  to  go 
below  it,  not  to  any  fixed  point,  but  sufficiently  far  below,  in 
view  of  the  existing  tide  and  wind,  as  to  swing  upward  into 
her  slip,  with  the  drift  of  the  tide ;  and  tins  practice  made  it 
convenient  and  safe,  at  times,  for  the  Weehawken,  after  leav- 
ing her  slip,  to  go  inside  the  Pavonia,  and  between  her  and 
her  slip.  If,  however,  the  Pavonia  was  not  well  below  her 
slip  when  commencing  to  swing  for  it,  it  was  customary  for 
the  Weehawken  to  go  outside. 

6.  On  the  occasion  in  question,  owing  to  the  wind,  the 
Pavonia  did  not  find  it  necessary  to  go  below  her  slip,  before 
commencing  to  swing  for  it,  any  considerable  distance,  and 
was  not  well  below  it.  Just  before  she  commenced  to  swing 
for  her  slip,  the  Weehawken  started  from  her  own  slip.  The 
vessels  were  then  less  than  a  half  mile  apart.  Her  pilot  as- 
sumed the  Pavonia  would  not  begin  to  swing  for  her  slip 
until  opposite  the  Charleston  pier,  five  hundred  feet  below 
the  Chambers  street  slip,  and,  consequently,  that  there  would 
be  room  for  him  to  pass  between  the  Pavonia  and  her  slip. 
He,  accordingly,  headed  his  boat  up  the  river,  on  a  northerly 
course  and  proceeded  on  a  line  between  one  and  two  hundred 
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feet  out  from  the  line  of  the  piers,  at  a  speed  of  about  12 
miles  an  hour.  When  at  a  distance  of  about  four  hundred 
and  fifty  feet  from  the  place  of  collision,  and  after  the  Pavo- 
nia had  begun  to  swing  for  her  slip,  and  when  the  Pavonia 
was  not  more  than  650  feet  from  her  slip,  he  signalled  the 
Pavonia  his  desire  to  pass  inside,  by  one  blast  of  his  steam 
whistle.  The  Pavonia  did  not  answer  this  signal.  The  Wee- 
hawken  immediately  repeated  the  signal.  The  Pavonia  did 
not  answer  the  second  signal.  The  Weehawken  then  gave  an 
alarm  signal,  and,  as  soon  as  possible,  reversed  her  engine, 
but  there  was  not  time  to  avoid  collision. 

7.  From  the  time  the  first  signal  was  given  by  the  Wee- 
hawken to  the  time  of  the  collision  not  more  than  thirty  sec- 
onds intervened,  and  the  Weehawken  was  going  at  full  speed, 
without  having  materially  checked  her  headway  until  the 
boats  were  close  together. 

8.  The  Pavonia  was  aware  that  the  Weehawken  was  about 
starting,  or  should  have  started,  to  leave  her  slip,  before  she, 
the  Pavonia,  commenced  to  swing  for  her  slip.  From  the 
time  the  Pavonia  commenced  to  swing  for  her  slip  until  the 
boats  got  within  100  feet  of  each  other,  during  which  time  an 
interval  of  more  tlian  half  a  minute  elapsed,  the  Pavonia  did 
not  see  the  Weehawken.  During  that  time  the  Weehawken 
was  plainly  visible.  There  were  no  obstacles  to  intercept  the 
view  of  the  Weehawken  from  the  Pavonia,  from  the  time  the 
Weehawken  left  her  slip  to  the  time  of  the  collision.  There 
was  no  lookout  maintained  on  the  Pavonia. 

9.  By  rule  8  of  the  regulations  of  the  Board  of  Supervis- 
ing Inspectors  for  the  government  of  pilots,  in  force  at  the 
time  of  the  collision,  upon  the  waters  of  the  North  river,  it 
was  provided  as  follows  :  "  If,  when  steamers  are  approaching 
each  other,  the  pilot  of  either  vessel  fails  to  understand  the 
course  or  intention  of  the  other,  whether  from  signals  being 
given  or  answered  erroneously,  or  from  other  causes,  the  pilot 
so  in  doubt  shall  immediately  signify  the  same  by  giving 
several  short  and  rapid  blasts  of  the  steam  whistle ;  and,  if 
they  shall  have  approached  within  half  a  mile  of  each  other, 
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both  shall  be  immediately  slowed  to  a  speed  barely  sufficient 
for  steerage  way,  until  the  proper  signals  are  given,  answered 
and  understood,  or  until  the  vessels  shall  have  passed  each 
other." 

On  the  foregoing  facts,  this  Coart  found  the  following 
conclusions  of  law : 

"  1.  According  to  the  customary  practice  which  had  pre- 
vailed between  the  two  boats,  it  was  the  duty  of  the  Wee- 
hawken,  when  the  Pavonia  was  swinging  for  her  slip,  not  to 
attempt  to  pass  between  the  Pavonia  and  her  slip,  utiless  the 
Pavonia  was  so  far  below  her  slip  that  it  was  safe  for  the 
Weehawken  to  do  so. 

2.  It  was  the  duty  of  the  pilots  of  both  vessels  to  observe 
the  movements  of  the  other,  and  slacken  speed  when  the  in- 
tended course  of  the  other  was  doubtful. 

3.  Both  vessels  were  guilty  of  fault,  and  the  loss  should, 
therefore,  be  divided,  and  the  decree  of  the  District  Court 
affirmed." 

WiUiam  J,  A.  FuUeVy  for  the  libellant. 

FranJdin  A.  Wilcox,  for  the  claimant. 

Wallace,  J.  This  libel  is  filed  by  the  owner  of  the 
ferry-boat  Weehawken,  to  recover  damages  sustained  by  a 
collision  between  that  boat  and  the  ferry-boat  Pavonia.  The 
collision  took  place  on  the  North  river,  on  the  15th  day  of 
October,  1883,  at  about  6.30  p.  m.,  on  a  clear  moonlight 
evening.  The  tide  was  strong  flood,  running  three  miles  an 
hour,  and  there  was  a  heavy  north-west  wind.  There  were 
no  vessels,  or  intervening  obstacles,  to  obstruct  the  move- 
ments of  the  ferry-boats,  from  the  time  when  they  ought  to 
have  distinctly  seen  each  other,  at  a  sufficient  distance  to 
avoid  danger,  to  the  time  of  the  collision.  The  Pavonia  was 
making  one  of  her  regular  trips  from  Jersey  C'ity,  down  and 
across  the  river,  to  her  slip  at  Chambers  street,  and  the  Wee- 
hawken had  left  her  slip  at  the  foot  of  Barclay  street,  to 
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make  one  of  her  regular  trips,  up  and  across  the  river,  to 
Hoboken.  The  slips  of  the  two  boats,  on  the  New  York 
side,  were  about  750  feet  apart,  the  Barclay  street  slip  being 
the  lower  or  southerly  one. 

The  boats  were  each  about  215  feet  long.  In  making 
their  trips,  each  crossed  the  other's  course,  the  slip  of  the  Pa- 
vonia  being  below  the  slip  of  the  Weehawken,  on  the  New 
Jersey  side  of  the  river.  It  was  the  custom  between  th« 
boats  to  allow  the  right  of  way  to  the  Pavonia,  from  the  time 
s!)e  commenced  to  swing  for  her  slip.  It  was  usual,  however, 
when  she  was  making  her  slip  on  the  New  York  side,  with  a 
strong  flood  tide,  for  her  to  commence  to  swing  below  it  suf- 
ficiently far,  in  view  of  the  existing  tide  and  wind,  to  drift 
upward  into  it  with  the  tide,  and  this  practice  sometimes 
made  it  more  convenient  for  the  Weehawken  to  go  inside  the 
Pavonia,  and  keep  up  the  river,  between  the  Pavonia  and  her 
slip.  Each  boat  was  aware  of  the  practice  of  the  other,  which 
was  equivalent  to  an  understanding  between  them  that  the 
Weehawken  should  keep  out  of  the  way  when  the  Pavonia 
was  swinging  for  her  slip,  unless  she  was  so  far  below  her 
slip,  and  so  far  out  in  the  river,  that  it  was  safe  for  the  Wee- 
hawken to  pass  between  her  and  her  slip.  The  case  turns 
mainly  on  the  question  whether,  on  the  occasion  in  contro- 
versy, the  Weehawken  was  justified  in  keeping  up  the  river, 
between  the  Pavonia  and  her  slip,  thus  crossing  the  Pavonia's 
bow,  as  she  was  about  to  swing  for  her  slip,  or  whether  it  was 
the  Weehawken's  duty  to  keep  out  of  the  way,  by  passing 
under  the  Pavonia's  stern,  or  by  stopping  or  reversing. 

As  the  Pavonia  left  her  slip  at  Jersey  City,  the  ferry-boat 
Secaucus  was  proceeding  down  the  river,  about  in  the  middle 
of  the  channel,  and  the  Pavonia  came  abreast  of  her,  and  they 
proceeded  abreast  of  each  other  for  a  short  distance,  when  the 
Secaucus  slowed  and  let  the  Pavonia  cross  her  bow,  in  order 
to  reach  the  slip.  The  Pavonia  was  then  about  600  yards 
from  her  slip,  and  thereupon  the  Pavonia  made  for  the  New 
York  shore,  swinging  gradually  from  southerly  to  southeast- 
erly, until,  when  somewhat  below  her  slip,  she  began  to  swing 
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sharply  to  the  eastward,  to  make  the  slip.  Her  slip  was 
200  feet  wide,  with  two  divisions,  and  she  intended  to  make  the 
upper  division,  as  the  lower  division  was  occupied  bj  her 
companion  boat,  the  Delaware.  Owing  to  the  wind  prevail- 
ing at  the  time,  she  did  not  go  as  far  below  her  slip,  in  order 
to  swing  up  to  it,  as  she  usually  did  on  a  flood  tide,  and  it  was 
not  necessary  to  do  so. 

The  Weehawken  emerged  from  her  slip  soon  after  the  Pa- 
vonia passed  across  the  bow  of  the  Secaucus.  The  pilot  of 
the  Weehawken,  assuming  that  the  Pavonia  would  go  further 
below  her  slip,  before  swinging  to  drift  upward  on  the  flood 
tide  into  her  slip,  than  she  in  fact  did,  supposed  he  could  pass 
between  the  Pavonia  and  her  slip  before  the  Pavonia  would 
be  brought  so  near  the  Weehawken  as  to  be  perilous.  He, 
accordingly,  headed  his  boat  on  a  northerly  course.  After  he 
straightened  on  his  course,  he  signalled  the  Pavonia,  by  one 
blast  of  his  whistle,  that  he  would  keep  inside.  That  signal 
was  not  heard  by  the  Pavonia.  The  pilot  of  the  Weehawken, 
hearing  no  response  from  the  Pavonia,  immediately  repeated 
his  signal.  This  signal  was  not  heard  by  the  Pavonia,  and 
the  pilot  of  the  Weehawken  then  blew  an  alarm  whistle,  and 
directed  his  engineer  to  stop  and  reverse,  and  ported  his  wheel. 
When  this  whistle  was  given,  the  Pavonia  was  swinging 
easterly  to  the  northeast,  for  her  slip,  while  the  Weehawken, 
which  had  been  going  at  nearly  full  speed,  making,  with  the 
flood  tide,  12  miles  an  hour,  was  rapidly  approaching  the  Pa- 
vonia, on  an  intersecting  course,  and  was  so  near  the  entrance 
of  the  Pavonia's  slip,  that,  before  her  headway  could  be 
stopped,  she  was  almost  opposite  the  slip,  and  directly  in 
the  path  of  the  Pavonia.  The  Weehawken  had  been  com- 
ing up  the  river,  at  a  distance  of  between  100  and  200  feet 
out  in  the  channel.  The  boats  came  into  collision  at  a 
point  about  200  feet  off  the  southerly  side  of  the  lower  di- 
vision of  the  Pavonia's  slip,  the  port  bow  of  the  Weehawken 
coming  in  contact  with  the  starboard  bow  of  the  Pavonia. 

The  distance  the  two  boats  were  apart  at  the  time  the 
Weehawken  first  signalled  to  the  Pavonia  cannot  be  reliably 
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determined.  It  is  very  clear  that  the  period  of  time  inter- 
vening between  that  signal  and  the  time  of  the  collision  was 
very  short.  Assuming  that  the  Weehawken  had  made  750 
feet  from  her  slip  when  the  boats  came  together,  about  50 
seconds  intervened.  But  the  proximity  of  tlie  boats  at  the 
time  of  the  first  signal  was,  probably,  considerably  nearer  than 
it  would  seem  to  be  from  calculations  based  on  the  time  occu- 
pied by  the  Weehawken  in  getting  from  her  slip  to  the  point 
of  collision.  The  testimony  of  the  Weehawken's  pilot  is,  that 
his  signals  were  given  with  great  rapidity.  He  thinks  that 
not  more  than  three  seconds  intei'vened  between  his  first  and 
second  signal,  and  not  more  than  two  seconds  between  his  sec- 
ond signal  and  his  alarm  signal,  and  that  the  alarm  whistle 
was  given  within  two  seconds  after  giving  his  second  signal. 
Of  course,  accuracy  is  not  to  be  predicated  of  such  testimony, 
but  his  testimony  shows,  very  satisfactorily,  that  but  an  ex- 
tremely short  interval  could  have  elapsed  between  the  time 
of  the  first  signal  and  the  collision.  It  is  probable  his  first 
signal  was  not  given  until  his  boat  had  got  out  from  100  to 
200  feet  beyond  the  end  of  her  slip,  and  had  got  straightened 
on  her  northerly  course  up  the  river,  and  that  less  than  half  a 
minute  elapsed  between  the  time  of  this  signal  and  the  time 
of  the  collision.  As  the  collision  took  place  about  200  feet 
off  the  southerly  end  of  the  Pavonia's  slip,  it  would  seem  that 
the  Pavonia  had  commenced  to  swing  sharply  for  her  slip, 
and  was  not  more  tbati  three  times  her  length  from  it,  when 
the  first  signal  was  given  by  the  Weehawken. 

The  pilot  of  the  Weehawken  says  he  saw  the  red  light  on 
the  Pavonia  when  he  gave  his  first  signal.  The  probability  is 
that  he  saw  this  light  as  his  boat  was  starting  out  of  her  slip, 
and,  assuming  the  Pavonia  to  be  far  enough  away  for  him  to 
go  inside,  did  not  give  his  signal  as  soon  as  he  thinks  he  did, 
and  did  not  give  it,  in  fact,  until  his  boat  was  straightened  on 
her  course  up  the  river.  He  probably  was  within  two  boat's 
lengths  of  the  place  of  collision  at  the  time. 

Under  the  circumstances,  the  Weehawken  was  plainly  in 
fault  in  departing  from  the  established  practice  between  the 
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boats,  by  which  the  Pavonia  was  entitled  to  the  right  of  way 
to  her  sh'p,  and  in  attempting  to  cross  the  bows  of  the  Pa- 
vonia  jast  as  she  was  swinging  into  her  slip.  The  fault  was 
aggravated  by  proceeding  after  having  signalled  the  Pavonia 
and  got  no  response.  She  had  no  right  to  assume,  without  an 
assenting  signal  from  the  Pavonia,  that  the  Pavonia  consented 
to  abandon  her  usual  right  of  way.  Without  such  consent, 
the  Weehawken  assumed  the  risk  of  departing  from  the  usage 
between  the  boats,  and  of  being  able  to  justify  her  course,  by 
showing  that  it  was  safe  under  the  circumstances.  The  regu- 
lations of  the  Board  of  Supervising  Inspectors  do  not  apply 
to  the  case,  because  the  boats  had  adopted  a  practice  which 
was  a  law  unto  themselves.  The  case  falls  under  the  opera- 
tion of  the  24th  Bule  of  navigation,  and  a  departure  from 
the  ordinary  rules  was  required  by  a  due  regard  to  the  special 
circumstances. 

Irrespective  of  any  usage,  it  should  be  held,  upon  general 
considerations  of  convenience  and  prudence,  to  be  the  duty  of 
a  ferry-boat,  having  ample  room  to  do  so,  to  keep  out  of  the 
way  of  another  just  about  entering  her  slip,  or  in  such  prox- 
imity to  it  that  she  has  made  her  final  preparatory  move- 
ments to  enter  it,  when  the  circumstances  require  her  to  make 
a  circuitous  swing  against  the  tide  to  reach  it.  The  boat 
about  to  enter  her  slip  under  such  circumstances  must  con- 
form her  movements  to  the  varying  conditions  of  the  tide 
and  wind,  and  is  necessarily  more  or  less  circumscribed  by 
the  exigencies  of  the  moment;  and  she  ought  not  to  be 
unnecessarily  embarrassed  by  the  presence,  between  her  and 
her  slip,  of  another  boat  in  such  proximity  as  to  involve 
risk  of  collision,  if  any  miscalculation  or  unforeseen  emergen- 
cy occurs. 

It  is  evident,  from  the  testimony  of  the  Weehawken's 
pilot,  that  his  signal  of  one  whistle  was  intended  as  a  proposal 
to  the  Pavonia  that  he  might  pass  inside.  Ue  expected  an  an- 
swer, and  repeated  his  signal  when  the  first  was  not  answered. 
At  the  time  his  first  signal  was  given,  the  circumstances  re- 
quired him  either  to  go  outside  or  to  stop  and  reverse.     The 
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boats  were  approaching  each  other  in  a  direction,  and  with  a 
rapidity,  that  rendered  a  colh'sion  highly  probable,  if  not  un- 
avoidable, unless  one  or  the  other  reversed,  or  unless  the  Wee- 
hawken  gave  the  Pavonia  the  right  of  way  to  her  slip. 

The  Pavonia  was  also  in  fault.  It  was  her  duty,  while 
navigating  this  crowded  channel,  to  maintain  a  vigilant  look- 
out. Especially  was  it  her  duty,  being  somewhat  late  on  her 
own  trip,  and  knowing  the  usual  time  for  the  Weehawken  to 
leiave  her  slip,  to  be  observant  of  the  movements  of  the  Wee- 
hawken. There  was  no  eflScient  lookout  on  the  Pavonia.  The 
deck  hand,  who  is  called  the  lookout,  was  not  acting  as  a  look- 
out at  the  time.  He  had  other  duties  to  perform,  and  was 
not  in  the  proper  place  for  a  lookout  under  the  circumstances. 
He  testifies,  that  he  was  standing  near  the  hood  of  the  boat, 
between  the  cabin  door  and  the  end  of  the  boat,  and  heard 
four  sharp  bells  given,  when  he  went  forward  to  the  bow  of 
the  boat,  and  then  saw  the  Weehawken  for  the  first  time. 
The  boats  were  then  close  togetjier.  He  testifies  they  were 
about  100  feet  apart.  The  pilot,  as  he  himself  testifies,  was 
necessarily  occupied  with  his  wheel,  from  the  time  of  com- 
mencing swinging  to  the  slip.  He  did  not  see  the  Weehawk- 
en until  her  bow  was  just  lapping  on  the  Pavonia's  water 
wheel,  and  when  his  boat  was  half  a  length  only  from  the 
Weehawken.  There  was  no  obstacle  in  the  way  of  seeing  the 
Weehawken  all  the  time  after  she  emerged  from  her  slip,  to 
the  time  of  the  collision.  The  fact  that  she  was  not  seen  is  all 
that  is  necessary  to  impute  negligence  to  the  Pavonia.  If, 
after  the  Pavonia  had  commenced  to  swing  for  her  slip,  she 
had  seen  the  red  light  of  the  Weehawken,  as  she  should  have 
done,  indicating  that  the  Weehawken  was  intending  to  pass 
inside,  she  could  have  been  stopped  and  reversed,  and  the 
Weehawken  would  have  got  by  the  point  of  collision  before 
the  boats  came  in  contact. 

The  decree  of  the  District  Court  is  aflSrmed. 
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The  Consolidated  Elbctbio  Light  Company 

vs. 

The  Edison  Electric  Light  Company  and  others.    In 

Equity. 

Although  three  snccessiye  assignments  of  an  inyention  to  three  soccessive  as- 
signees are  on  record  in  the  Patent  Office,  a  patent  for  the  InventioD,  issued 
to  the  first  assignee,  is  yalid,  and  the  title  Tests  instantly  in  the  third 
assignee. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  Decemher  4th,  1886.) 

Wallace,  J.  The  bill  of  complaint  alleges  infringement 
by  the  defendants  of  letters  patent  for  a  new  and  useful  im- 
provement in  electric  lights,  of  which  Sawyer  and  Man  were 
the  inventors,  bearing  date  May  12th,  1885,  granted  to  the 
Electro  Dynamic  Light  Company,  its  successors  and  assigns, 
as  assignee  of  Sawyer  and  Man.  It  appears  by  the  bill,  that 
the  application  for  the  patent  was  filed  by  the  inventors  in 
January,  1880;  that,  in  January,  1880,  they  assigned  their 
whole  interest  in  the  invention  to  the  Electro  Dynamic  Light 
Company ;  that,  in  April,  1881,  that  company  assigned  the 
invention  to  the  Eastern  Electric  Manufacturing  Company ; 
and  that  the  Eastern  Electric  Manufacturing  Company,  in 
September,  1882,  assigned  the  invention  to  the  complainant. 
It  further  appears,  that  all  of  these  assignments  were  duly  re- 
corded in  the  Patent  Office  more  than  two  years  before  the 
patent  was  granted. 

The  defendants  have  demurred  to  the  bill,  and  the  point 
raised  ])y  the  demurrer  is,  that  the  patent  is  void  because  the 
Electro  Dynamic  Light  Company,  the  grantee  named  in  the 
patent,  had  assigned  its  interest  to  the  complainant  before  the 
patent  issued,  and  had  no  interest  of  record  in  the  patent  at 
the  time  the  same  was  issued. 
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The  demurrer  admits  the  validity  of  the  assignments  made 
by  the  Electro  Dynamic  Light  Company  to  the  Eastern  Man- 
ufacturing Company,  and  by  the  latter  company  to  the  com- 
plainant, and  no  question  is  made,  or  can  be  made,  respecting 
their  efficacy  to  invest  the  complainant  with  the  title  of  the 
Electro  Dynamic  Light  Company  to  the  invention.  The  title 
thus  acquired  by  the  complainant  is  as  effectual  to  protect  the 
defendants  against  any  claims  of  the  Electro  Dynamic  Light 
Company  as  if  the  assignment  had  been  made  by  that  com- 
pany to  the  complainant  after  the  patent  had  issued.  If  the 
demurrer  is  good,  the  complainant,  although  the  owner  of  the 
invention,  and  the  sole  party  entitled  to  enjoy  the  monopoly 
conferred  by  the  patent,  will  be  defeated  because  of  the  inad- 
vertence, or  erroneous  action,  of  the  Patent  Office  in  issuing 
the  patent  to  a  corporation  which  cannot  challenge  the  com- 
plainant's rights  or  assert  any  adverse  claim  against  the  de- 
fendants. It  may  well  happen  occasionally,  in  the  pressure  of 
business  at  the  Patent  Office,  that  an  assignment  made  during 
the  pendency  of  an  application  may  be  overlooked,  although 
duly  recorded,  and  the  patent  be  issued  to  the  inventor,  or  to 
an  intermediate  assignee,  whose  assignment  is  on  record.  If, 
whenever  this  happens,  the  patent  is  to  be  deemed  void,  not- 
withstanding the  title  of  the  grantee  named  in  it  is  instantly 
vested  in  the  true  owner,  by  operation  of  law,  and  notwith- 
standing no  possible  injury  or  inconvenience  can  be  occasioned 
to  third  persons  or  to  the  public,  the  result  would  be  one  of 
such  unnecessary  hardship,  that  it  is  not  reasonable  to  suppose 
it  could  have  been  contemplated  by  Congress,  while  framing 
the  provisions  of  the  patent  laws.  The  person  entitled  to  the 
benefit  of  the  monopoly  might  not  ultimately  lose  his  proper- 
ty ;  he  might  be  able  to  induce  the  proper  authorities  of  the 
Government  to  file  a  bill  in  equity,  in  the  name  of  the  United 
States,  to  repeal  the  patent,  because  granted  by  mistake; 
( United  States  v.  Stonej  2  Wall.j  525 ;  Movory  v.  Whitney^ 
14  WaU,^  434 ;)  but  he  would  lose  it  in  the  meantime. 

As  the  property  in  the  monopoly  is  the  creature  of  statute, 
the  defendants  properly  assert,  that  no  title  was  acquired  by 


414  SOUTHERN  DISTRICT  OP  NEW  YORK, 

The  Consolidated  Electric  Light  Co.  v.  The  Edleon  Electric  Light  Co. 

the  complainant  nnleBS  it  has  devolved  pursuant  to  the  statu- 
tory provisions  which  authorize  patents  to  be  issued  to  the 
assignees  of  inventors.  These  provisions  are  found  in  section 
4,895  of  the  Revised  Statutes,  which  declares,  that  '*  patents 
maj  be  granted  and  issued  or  re-issued  to  the  assignee  of  the 
inventor  or  discoverer ;  but  the  assignment  must  first  be  en- 
tered of  record  in  the  Patent  Office."  This  section  is  a  repro- 
duction of  section  83  of  the  Patent  Act  of  July  8th,  1870, 
(16  U.  S.  Stat  at  Zarge,  202,)  and  there  is  no  other  section  or 
other  language  in  the  Act  which  bears  upon  the  present  ques* 
tion.  The  section  originated  in  section  6  of  the  Act  of  March 
8d,  1837,  (5  U.  S.  Stat  at  Large,  193.)  Prior  to  that  Act 
there  was  no  provision  of  law  for  issuing  a  patent  to  any  per- 
son except  the  inventor.  That  section  employed  the  language 
of  the  present  section.  The  question,  then,  is — ^what  is  meant 
by  the  term  "  the  assignee  of  the  inventor  or  discoverer."  In 
one  sense,  the  assignee  of  the  inventor  can  be  no  other  than 
the  person  or  corporation  to  whom  the  inventor  or  discoverer 
has  executed  an  assignment.  The  grantee  in  the  present  case, 
the  Electro  Dynamic  Light  Company,  did  not  cease  to  be 
'^  the  assignee  of  the  inventor  "  because  it  became  an  assignor 
to  the  complainant,  although  it  did  cease  to  have  any  legal  or 
equitable  interest  in  the  invention,  after  executing  the  assign- 
ment to  the  complainant.  The  language  of  the  section  is  as 
literally  and  accurately  satisfied  when  the  patent  is  issued  to 
the  inventor's  assignee  as  it  is  when  it  is  issued  to  the  as- 
signee's assignee.  The  latter  is  an  assignee  of  the  patent,  but 
not  strictly  the  assignee  of  the  inventor.  Congress  recognized 
this  distinction  in  section  4  of  the  Patent  Act  of  February 
21st,  1793,  (]  U.  S.  Stat  at  Large^  822,)  which  was  the  ear- 
liest  provision  for  the  protection  of  assignees,  and  authorized 
their  assignments  to  be  recorded  in  the  office  of  the  Secretary 
of  State.  That  section,  after  providing  that  any  inventor 
might  assign  his  invention,  declared  that  ^'  the  assignee,  hav- 
ing recorded  the  said  assignment  in  the  office  of  the  Secretary 
of  State,  shall  thereafter  stand  in  the  place  of  the  original  in- 
ventor, both  as  to  right  and  responsibility^  and  so  the  assignees 
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of  assigns  to  any  degreeP  It  would  seem,  therefore,  that  the 
term  ^'  assignee,"  as  first  used  in  the  patent  laws,  was  used  in 
its  most  strict  and  literal  sense,  and  was  understood  to  refer  to 
the  inventor's  assignee,  and  that,  in  order  to  extend  the  bene- 
fits of  the  provision  to  subsequent  assignees,  it  was  deemed 
proper  to  designate  them  as  '^  assignees  of  assigns  to  any  de- 
gree." 

It  is,  undoubtedly,  a  fair  and  reasonable  interpretation  of 
the  section  in  question,  to  hold  that  the  patent  may  issue  to 
the  person  who,  by  the  records  of  the  OflSce,  is  assignee  of  the 
patent,  although  not  technically  the  assignee  of  the  inventor. 
Such  was  the  ruling  in  Selden  v.  StockweU  Oas  Burner  Co.^ 
(19  Blatchf.  C.  C.  B.y  544.)  The  purpose  of  the  section  is  to 
permit  a  patent  to  issue  to  the  person  who  has  the  title  to  the 
invention  upon  the  records  of  the  Patent  OflBce.  This  pur- 
pose is  attained  when  the  patent  runs  to  the  ultimate  assignee 
of  the  invention.  It  is  equally  well  attained  when  the  patent 
runs  to  the  inventor,  or  to  the  inventor's  assignee,  if,  by  force 
of  an  assignment  on  record  at  the  time,  the  grant  inures,  as 
soon  as  the  patent  issues,  to  the  ultimate  assignee.  That  the 
legal  title  vests  at  once  in  the  person  who,  by  the  records,  is 
entitled  to  it,  was  held  in  Oayher  v.  Wilder^  (10  Hov),^  477.) 
That  case  is  also  authority  for  the  proposition,  that  it  is  not 
mandatory,  under  the  language  of  the  section,  that  the  patent 
run  in  form  to  the  person  who  is  the  owner  of  the  invention, 
according  to  the  records  of  the  Office,  at  the  time  when  the 
patent  issues.  In  Oayler  v.  Wilder^  the  patent  was  issued  to 
the  inventor  after  the  Act  of  1837,  notwithstanding  he  had 
assigned  his  whole  invention  to  another,  whose  assignment  was 
duly  recorded  before  the  patent  issued  ;  and  it  was  held,  that 
the  legal  title  to  the  invention  was  notwithstanding  in  the  as- 
signee and  not  in  the  inventor.  The  plaintiff  in  that  case 
could  have  acquired  no  legal,  that  is,  no  statutory,  title,  if  the 
patent  could  only  issue  lawfully  to  the  person  who  was  the 
owner  of  the  invention  at  the  time. 

Nothing  in  the  language  of  the  section,  or  in  the  other 
sections  of  the  patent  laws,  implies  that  a  patent  cannot  bo 
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properly  issued  to  any  assignee  whose  assignment  is  duly 
recorded,  when  it  can  be  done  without  impairing  the  rights 
of  any  other  person  having  a  paramount  title  to  the  inven- 
tion. 

Inasmuch  as  the  grant  runs  to  the  grantee  named  in  the 
patent,  and  his  assigns,  and  operates,  therefore,  in  favor  of 
the  ultimate  assignee,  to  convey  him  a  record  title,  as  com- 
pletely as  if  he  had  been  named  in  the  patent,  and  as  it  is  not 
essential  that  the  grantee  named  be  one  who  owns  the  inven- 
tion when  the  patent  issues,  it  should  be  held  that  a  patent  is 
valid  when  issued  to  any  assignee  of  record. 

The  demurrer  is  overruled. 

Edward  N.  DicJceraon  and  Amos  Broadnax^  for  the 
plaintiff. 

* 

William  M,  Eoarts  and  John  C.  Tomlinson^  for  the  de- 
fendants. 


George  Wilkinson,  Receiver  op  the  American  Trust 

Company  of  New  Jersey 

Delos  E.  Culver. 

Where  a  receiver  appointed  by  a  Coupt  of  New  Jersey  pecpvers,  as  such,  a 
judgment  in  a  Court  of  that  State,  on  a  promissory  note,  and  brings  suit 
on  it  in  New  York,  he  sues  on  it  as  an  individual  and  not  as  receiver, 
although,  in  the  title  of  the  cause,  in  the  declaration,  he  calls  himself  re- 
ceiver. 

(Before  Coxs,  J.,  Southern  District  of  New  York,  December  7th,  1885.) 
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CoxE,  J.  The  plaintiff  declares  upon  a  judgment  recovered 
by  him,  as  receiver  of  the  American  Trust  Company  of  New 
Jersey,  in  the  Supreme  Court  of  that  State,  upon  certain 
promissory  notes  made  by  the  defendant.  The  defendant 
demurs  upon  the  ground  that  the  plaintiff  is  the  receiver  of  a 
New  Jersey  corporation,  appointed  by  a  Court  of  Chancery 
of  that  State,  and,  as  such  receiver,  cannot  maintain  an  action 
in  this  Court. 

The  position  of  the  defendant,  in  this  respect,  is  sustained 
by  the  following  authorities.  {Booth  v.  GlarJc^  17  How.^  327 ; 
PeaU  V.  Phipps^  14  /rf.,  368 ;  Holmes  v.  Sherwood^  8  Mc. 
Crary^  405 ;  Olney  v.  Tannery  10  Fed.  Pep.y  101 ;  Hazard 
V.  Durant,  19  7rf.,  471.)  The  plaintiff,  however,  though  he 
disputes  the  accuracy  of  this  contention,  insists  that  the  law 
invoked  to  sustain  the  demurrer  is  not  applicable  to  the  pres- 
ent controversy,  for  the  reason  that  he  is  not  suing  as  receiver, 
but  as  an  individual.  It  is  argued,  that  the  addition  of  the 
words,  "  receiver,  etc.,"  to  the  plaintiff's  name,  in  the  title  of 
the  cause,  is  mere  descriptio  peraoncB^  and  niay  be  rejected  as 
surplusage.  I  am  unable  to  see  why  this  position  is  not  well 
founded. 

A  judgment  upon  a  note  merges  the  note,  and  no  other 
suit  can  be  maintained  on  the  same  instrument.  Such  a  judg- 
ment, when  binding  personally,  can  be  relied  on  as  a  bar,  in 
a  second  suit  upon  the  note.  {Eldr§d  v.  Bank,  17  Wall., 
545 ;  Hies  v.  Rowland^  4  McCrary^  85 ;  Conn.  Mut.  Life 
Ins.  Co.  V.  Jones,  1  Id.,  388.)  The  plaintiff  does  not  sue  be- 
cause he  is  receiver,  but  because  he  is  a  judgment  creditor. 
The  action  is  on  the  judgment.  He  must,  in  order  to  recover, 
prove  the  judgment.  He  is  not  required  to  prove  his  title  as 
receiver.  That  was  done  in  the  action  in  New  Jersey  upon 
the  notes.  It  was  necessary  there,  in  order  to  obtain  the 
judgment,  but,  having  obtained  it,  the  plaintiff,  as  an  individ- 
ual, can  maintain  the  present  suit. 

That  such  is  the  law  in  the  case  of  an  administration  is 
very  clear.     In  Talmage  v.  Chapel^  (16  Mass.^  71,)  the  Court 
says :  '*  The  action  is  on  a  judgment  already  recovered  by  the 
Vol.  XXIII.— 27 
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plaintiff,  and  it  might  have  been  brought  by  him  in  his  own 
name,  and  not  as  administrator.  For  the  debt  was  due  to 
him,  he  being  answerable  for  it  to  the  estate  of  the  intestate ; 
and  it  ought  to  be  considered  as  so  brought,  his  style  of  ad- 
ministrator being  merely  descriptive,  and  not  being  essential 
to  his  right  to  recover.  It  is  important  to  the  purposes  of 
justice  that  it  should  be  so ;  for  an  administrator  appointed 
here  could  not  maintain  an  action  upon  this  judgment,  not 
being  privy  to  it.  Nor  could  he  maintain  an  action  on  the 
original  contract ;  for  the  defendants  might  plead  in  bar  the 
judgment  recovered  against  them  in  New  York.  The  debt 
sued  for  is  in  truth  due  to  the  plaintiff  in  his  personal  capa- 
city. For  he  makes  himself  accountable  for  it  by  bringing 
his  action ;  and  he  may  well  declare  that  the  debt  is  due  to 
Jiimself."  To  the  same  effect  are  Biddle  v.  WUkins^  (1 
Fetera,  686;)  Bonafoua  v.  Walker^  (2  Term  JS.,  126 ;)  Free- 
.man  on  Judgments^  §  217. 

Which  one  of  these  arguments  does  not  apply  to  the  case 
jtt  bar  ?  The  reasoning  is,  it  would  seem,  as  applicable  to  a 
jreceiver  as  to  an  administrator. 

The  demurrer  is  overruled.  The  defendant  has  twenty 
days  in  which  to  answer. 

Coi'Uandt  Farker  and  Edgar  F.  JBUly  for  the  plaintiff. 

F.  Floyd  Clarksy  FredeHc  F.  Culver  and  James  W.  Cvlr 
,ver^  for  the  defendant. 
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The  Western  Union  Telegraph  Company 

vs. 

# 
The  Baltimore  and  Ohio  Telegraph  Company.    In 

Equity. 

Where,  on  a  motion  for  a  preliminary  injnnction,  in  a  suit  in  equity,  to  restrain 
the  iufringement  of  re-issued  letters  patent,  the  plainti£f,  a  corporation,  nses 
extracts  from  commnnications  made  to  its  officers  by  an  attorney  in  its  em- 
ploy,  in  the  course  of  proceedings  to  obtain  a  re  Issue  of  the  patent,  on  the 
question  of  the  reasons  for  procuring  such  re-issne,  the  defendant  is  entitled, 
in  taking  proofs  for  final  hearing,  on  that  question,  to  introduce  in  evidence 
the  entire  communications  containing  such  extracts. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  December  24th,  1885.) 

Wallace,  J.  Upon  a  motion  in  this  cause  for  a  prelimi- 
nary injunction,  (25  JFid.  Hep.^  30,)  one  of  the  qaestions  in- 
volved was,  whether  the  re-issued  patent  upon  which  the  suit 
is  founded  was  obtained  for  the  legitimate  purpose  of  correct- 
ing mistake  or  inadvertence  in  the  specification  and  claims  of 
the  original,  or  whether  it  was  obtained  merely  for  the  pur- 
pose of  expanding  the  claims  of  the  original,  in  order  to  sub- 
ordinate to  the  re-issue  certain  improvements  or  inventions 
made  by  others  intermediate  the  grant  of  the  original  and  the 
application  for  the  re-issue.  To  fortify  its  theory  of  the  true 
reasons  for  obtaining  the  re-issue,  the  complainant,  upon  that 
motion,  embodied,  in  affidavits  then  used,  extracts  from  com- 
munications made  by  Mr.  Buckingham,  a  patent  expert  and 
attorney  in  the  office  of  the  general  solicitor  of  the  complain- 
ant, to  the  president  and  the  vice-president  of  the  complain- 
ant, when  the  subject  of  applying  for  a  re-issue  was  under 
consideration  by  the  officers  of  the  complainant,  and  while  the 
proceedings  for  a  re-issue  were  pending.  The  cause  has  pro- 
ceeded to  the  taking  of  proofs  for  final  hearing,  and  the  de- 
fendant now  wishes  to  introduce  in  evidence  the  original 
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commaDications,  from  extracts  which  were  thus  used  by  the 
complainant  upon  the  motion  for  an  injunction.  The  defend- 
ant insists  that  the  parts  of  the  communications  which  were 
not  disclosed  have  an  important  bearing  upon  the  history  of 
the  application  for  a  re-issue,  and  indicate  that  it  was  not 
made  for  any  legitimate  purpose.  The  complainant  resists 
this  application,  upon  the  ground  that  the  communications 
are  privileged,  as  made  to  its  officers  by  its  attorney. 

It  is  entirely  clear,  that  the  defendant  is  entitled  to  put 
in  evidence  any  document  or  affidavit  which  has  been  used 
by  the  complainant  in  any  proceeding  in  the  suit  for  the  pur- 
poses of  interlocutory  relief.  By  the  production  of  such 
documents  or  affidavits  as  the  basis  for  relief  sought,  the 
complainant  has  impliedly  vouched  for  the  truth  of  the  facts 
recited  in  them,  and  they  are  admissible  as  the  declarations 
of  the  complainant.  It  is  well  settled,  that,  if  a  party,  upon 
a  motion  in  the  cause,  or  for  the  purpose  of  obtaining  any 
relief,  produces  a  docnment,  or  uses  the  affidavit  of  another 
person,  the  document  or  affidavit  is,  on  any  subsequent  occa- 
sion in  the  suit,  admissible  as  evidence  against  him  who  so 
used  it.  Such  an  affidavit  may  be  used  upon  the  trial,  when 
the  person  who  made  the  affidavit  is  present  in  Court  and  is 
not  called.  (Phillips  on  Evidence^  t>th  Am.  ed.^  449.)  Thus, 
in  BrickiU  v.  IluUey  {7  A.  <&  Kj  454,)  an  action  in  trover, 
the  defendant  used  the  affidavit  of  one  White,  to  obtain  an 
extension  of  time.  Upon  the  trial,  the  plaintiff  relied  upon 
this  affidavit  to  prove  conversion  by  the  defendant.  Upon  a 
motion  for  a  new  trial,  the  evidence  was  held  to  be  compe- 
tent, upon  the  ground  that  a  statement  which  a  party  produces 
on  his  own  behalf,  whether  on  oath  or  not,  becomes  evidence 
against  him,  and  is  equivalent  to  a  statement  made  by  the 
party  himself.  See,  also,  Gardner  v.  Moult^  (10  A.  cfe  E,y 
464 ;)  Johnson  v.  Ward^  (6  Esp.^  47.) 

Irrespective  of  the  circumstance  that  the  complainant  has 
made  these  communications  competent  evidence  for  the  de- 
fendant by  its  own  act,  they  would  be  admissible  as  part  of 
the  history  of  the  application  for  the  re-issue.     They  belong 
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to  a  series  of  oral  acts  which  took  place  between  the  com- 
plainant's oflScers  and  agents,  upon  the  proceeding  to  surren- 
der the  original  patent  and  obtain  a  re-issue.  A  corporation 
can  only  speak  through  its  ofEicers  and  agents,  and  their  de- 
clarations, made  in  the  course  of  their  employment,  and  relat- 
ing to  the  immediate  transaction  in  which  they  are  engaged, 
are  always  competent  against  the  corporation.  The  complain- 
ant's counsel  have  evinced  their  opinion  of  the  relevancy  and 
materiality  of  the  evidence,  by  introducing  it  upon  the  motion 
for  the  injunction. 

The  question  then  is,  whether  the  complainant  can  shelter 
itself  behind  its  privilege,  to  insist  upon  the  privacy  of  the 
communications  between  its  attorney  and  its  other  officers,  as 
confidential  communications,  when  it  has  itself  produced 
fragmentary  parts  of  them,  and  sought  to  use  them  as  a  wea- 
pon against  the  defendant,  to  obtain  the  stringent  remedy  of 
a  preliminary  injunction.  Assuming  that  the  communica- 
tions addressed  to  the  president  and  vice-president  of  the 
complainant  by  Mr.  Buckingham  were  communications  made 
to  the  complainant  by  its  attorney,  and,  as  such,  privileged  at 
the  option  of  the  complainant,  it  was  competent  for  the  com- 
plainant to  waive  its  privilege.  It  would  hardly  be  contended 
that  the  complainant  could  introduce  extracts  from  these 
communications,  as  evidence  in  its  own  behalf,  for  the  pur- 
poses of  a  final  hearing,  and  yet  withhold  the  other  parts,  if 
their  production  were  required  by  the  defendant.  A  party 
cannot  waive  such  a  privilege  partially.  He  cannot  remove 
the  seal  of  secrecy  from  so  much  of  the  privileged  communi- 
cation as  makes  for  his  advantage,  and  insist  that  it  shall  not 
be  removed  as  to  so  much  as  makes  to  the  advantage  of  his 
adversary  or  may  neutralize  the  eflfect  of  such  as  has  been  in- 
troduced. Upon  principle,  it  would  seem  that  it  cannot  be 
material  at  what  stage  of  the  proceedings  in  a  suit  a  party 
waives  his  right  to  maintain  the  secrecy  of  a  privileged  com- 
munication. All  the  proceedings  in  the  cause  are  constituent 
parts  of  the  controversy ;  and  it  is  not  obvious  how  any  dis- 
tinction can  obtain  as  to  the  effect  of  waiver  when  made  by 
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a  party  for  tbe  purpose  of  obtaining  temporary  relief,  and 
wben  made  by  bim  to  obtain  final  relief.  It  is,  therefore, 
beld,  that  tbe  defendant  is  entitled  to  introduce  tbe  comma- 
nieations  of  Mr.  Buckingbam  in  evidence. 

Edward  N,  Dickeraon  and  Samuel  A.  Duncan^  for  tbe 
plaintiff. 

Frederic  H.  Bette  and  Grosvenor  P.  Lowrer/y  for  tbe 
defendant. 


Stephen  Van  Wickle 
The  Manhattan  Eailway  Company. 

A  track  repairer  on  the  structure  of  an  eleyated  railroad,  who,  while  engaged 
in  hia  work,  is  injured  by  the  negligence  of  an  engineer  on  the  road  in  run- 
ning his  train  at  too  high  a  rate  of  speed,  both  being  employes  of  the  railroad 
corporation,  cannot  recover  against  the  corporation,  because  be  was  a  fellow 
servant  with  the  engineer. 

(Before  Cozr,  J.,  Southern  District  of  New  York,  January  14th,  1886.) 

Coxe,  J.  Tbe  plaintiff,  wbile  engaged  as  track  repairer 
upon  tbe  stmctnre  of  tbe  elevated  railroad  on  Sixtb  Avenue, 
New  York,  waa,  injured  solely  by  tbe  negligence  of  an  en- 
gineer in  running  bis  train  at  too  bigb  a  rate  of  speed.  Botb 
were  employes  of  tbe  defendant. 

Tbe  Court  directed  a  verdict  for  tbe  defendant,  upon  the 
ground  tbat  tbe  engineer  and  tbe  plaintiff  were  fellow  ser- 
vants, and,  for  tbe  former's  negligence,  it  being  one  of  tbe 
natural  and  ordinary  risks  incident  to  the  work  in  which  tbe 
plaintiff  was  engaged,  no  action  could  be  maintained  by  bim 
against  the  common  master.  Tbe  plaintiff  now  moves  for  a 
new  trial. 
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It  cannot  be  denied  that  the  rale  which  exempts  the  mae- 
ter  from  liability  in  such  cases  is  being  gradually  relaxed,  so 
as  to  permit  recoveries  in  many  cases  which  would  have  been 
promptly  dismissed  a  few  years  ago.  Indeed,  it  may  be  said 
that  the  tendency  of  many  recent  decisions — noticeably,  Gar- 
rahy  v.  Kansas  City  R.  Co.^  (25  Fed.  Rep.^  258,) — ^is  to  re- 
strict it  to  snch  narrow  limits  that,  practically,  it  exists  in 
name  only.  Recognizing  the  marked  lack  of  unanimity 
among  the  decisions,  it  may  still  be  confidently  affirmed,  that 
the  proposition,  that  persons  holding  the  relation  that  this 
plaintiff  and  the  engineer  held  to  each  other  are  fellow  ser- 
vants, is  maintained  by  a  great  preponderance  of  authority. 
Whether  the  reasons  which  brought  the  rule  into  being  re- 
quire that  it  should  still  be  maintained  may  well  be  doubted, 
but  it  is  entirely  clear  that,  so  far,  at  least,  as  this  Circuit  is 
concerned,  the  rule  is  still  recognized  and  enforced. 

The  following  authorities,  among  others,  snstain  the  view 
taken  upon  the  trial :  Randall  v.  B.  &  O.  R.  R.  Co,^  (109  U. 
S.J  478 ;)  Boldi  v.  iV^.  T.  0.  R.  R.  Co.,  (18  N.  T.,  432 ;) 
Coon  V.  8.  &  U.  R.  R.  Co.,  (5  N.T.,  492  ;)  Vioh  v.  N.  Y. 
C.  dk  H.  R.  R.  R.  Co.,  (95  N.  F.,  267 ;)  Brich  v.  R.,  N.  Y. 
cfe  P.  R.  R.  Co.,  (98  N.  y.,  211 ;)  Quin  v.  N.  J.  L.  Co., 
{ante,  p.  209.) 

The  motion  for  a  new  trial  is  denied. 


Edward  Oebhard^  for  the  plaintiff. 
Hugh  L.  Cole,  for  the  defendant. 


Vincent  P.  Teavees 
vs. 
Jacob  W,  Beyeb  and  othebs. 


The  claim  of  letters  patent  was  as  follows:  "  The  combination  of  a  hammock,  A, 
having  suspension  ropes,/,  f^  with  detachable  distendiDg  blocks,  g,  g,  which 
are  notched  at  their  lower  edge,  to  space  said  ropes,/,/,  substantially  as  spec- 
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ified."  The  essence  of  the  inTention  was  the  hlocks.  They  were  of  do  use 
except  in  the  hammock.  The  defendant  did  not  make  or  sell  the  hammocka 
but  made  and  sold  the  blocks  to  dealers  in  hammocks:  Edd,  that  he  infringed. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  January  29th,  1886.) 

Wallace,  J.  The  only  question  not  decided  at  the  hear- 
ing of  this  cause  was,  whether  the  defendants  infringe  the 
second  claim  of  the  complainant's  patent,  by  manufacturing 
and  selling  the  distending  hammock  blocks  which  are  men- 
tioned in  the  claim.    The  claim  is  as  follows : 

^'2.  The  combination  of  a  hammock,  A,  having  suspen- 
sion ropes,  y,y,  with  detachable  distending  blocks,  g^  g^  which 
are  notched  at  their  lower  edge,  to  space  said  ropes,y,y,  sub- 
stantially as  specified." 

The  detachable  notched  distending  blocks  are  the  essence 
of  the  invention  specified  in  this  claim.  They  are  designed 
to  keep  the  hammock  properly  distended  when  in  use,  at  the 
option  of  the  user,  and  to  be  readily  removable  fur  conven- 
ience, when  the  hammock  is  not  in  use,  or  when  the  user  de- 
sires to  dispense  with  them.  The  blocks  are  of  no  practical 
utility  or  value  except  for  the  special  purpose  of  the  pat- 
entee. 

The  defendants  do  not  make  or  sell  hammocks,  but  they 
are  manufacturers  of  the  blocks  described  in  the  specification, 
and  sell  them  to  dealers  in  hammocks,  who  sell  them  with  or 
without  the  hammocks,  at  the  option  of  the  purchasers. 

The  defendants  rely  upon  the  well  settled  rule,  of  common 
application,  that  the  making  and  selling  of  the  separate  ma- 
terials of  a  patented  combination  is  not  an  infringement  of  the 
rights  of  the  inventor.  The  claim  might  readily  have  been 
so  expressed  as  to  preclude  any  doubt  of  its  sufficiency  to  pro- 
tect the  patentee,  and  it  is  to  be  regretted  that  it  was  not  more 
carefully  framed.  Nevertheless,  upon  the  authority  of  WaJr 
lace  V.  Holmes^  (9  Blatchf.  C.  C,  J?.,  66,)  followed  in  Rich- 
ardson V.  NoyeSy  (2  Bam,n,  cfe  Ar.^  398,)  and  BowJcer  v.  Dows^ 
(3  Bann,  c&  Ar.y  518,)  the  defendants  cannot  escape  liability 
for  infringement.     They  are  making  and  putting  upon  the 
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market  an  article  which,  of  necessity,  to  their  knowledge,  is  to 
be  used  for  the  purpose  of  infringing  the  complainant's  pat- 
ent. They  thereby  concert  with  those  to  whom  they  sell  the 
blocks,  to  invade  the  complainant^s  rights.  They  are  inten- 
tional promoters  of  the  ultimate  act  of  infringement. 
A  decree  is  ordered  for  the  complainant. 


Briesen  cfe  Steele^  for  the  plaintiff. 
Ward  ds  Cameron ^  for  the  defendants. 


James  MgGuibe 

NOERIS   WiNBLOW   AND  GkOBGB    W.    WaREEN. 

In  view  of  the  provisions  of  §§  8,074  to  8,079  of  the  Revised  Statutes,  in  regard 
to  the  seizure  by  a  collector,  and  the  appraisement  and  sale,  of  property  not 
over  |500  in  valne,  as  subject  to  forfeiture  for  a  violation  of  the  customs  laws, 
and  the  payment  of  the  proceeds  into  the  Treasury,  the  only  remedy  of  a 
claimant  of  the  property,  where  the  prescribed  proceedings  have  been  fol- 
lowed, is  that  afforded  by  those  provisions  of  the  statute,  and  an  action  of 
trover  by  him  against  the  seizing  officer  will  not  lie,  based  on  the  ground 
that  the  property  was  not  subject  to  forfeiture. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  January  29th,  1886.) 

Wallace,  J.  This  action  was  commenced  in  the  Supreme 
Court  of  this  State,  and  removed  to  this  Court  upon  the  peti- 
tion of  the  defendants.  It  is  an  action  of  trover,  brought  to 
recover  the  value  of  a  horse  alleged  to  have  been  wrongfully 
taken  by  the  defendants  from  the  possession  of  the  plaintiff 
and  converted  to  their  own  use.  The  defence  is,  that  the 
horse  was  imported  into  the  United  States  from  the  Dominion 
of  Canada  in  violation  of  law,  and  was  subject  to  seizure  and 
forfeiture  to  the  United  States ;  and  that  all  the  acts  done  in 
the  premises  by  the  defendants  were  done  by  them  in  the 
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seizare  and  Bale  of  the  horse,  as  officers  of  the  Government, 
the  defendant  Winslow  as  a  special  agent  of  the  Treasnrj 
Department,  and  the  defendant  Warren  as  collector  of  the 
port  of  Cape  Vincent. 

Upon  the  trial,  it  appeared  that  the  horse  was  bronght 
into  the  district  of  the  defendant  Warren,  and  was  seized  by 
him  with  the  co-operation  of  the  defendant  Winslow,  upon 
the  assumption  that  the  plaintiff  had  entered  the  horse  for 
importation  by  means  of  a  false  invoice,  with  intent  to  de- 
fraud the  United  States.  The  collector  being  of  opinion  that 
the  value  of  the  property  seized  did  not  exceed  $500,  caused 
an  appraisement  to  be  made,  pursuant  to  section  3,074  of  the 
Revised  Statutes.  Upon  the  appraisal,  the  property  was 
found  to  be  of  less  value  than  $500,  and  thereupon  he  caused 
publication  of  notice  to  be  made,  in  manner  and  form,  and  for 
the  period  of  time,  prescribed  by  section  3,075 ;  that  no  per- 
son filed  any  claim  to  the  property  seized,  pursuant  to  section 
3,076 ;  that  thereupon,  after  the  proper  time  had  expired,  he 
gave  notice  of  the  sale  of  the  property  seized,  and  sold  the 
same  at  public  auction,  according  to  the  requirements  of  sec- 
tion 3,077 ;  and  that  thereafter  he  deposited  the  proceeds  of  the 
sale  in  the  Treasury  of  the  United  States.  All  the  proceed- 
ings of  the  defendants  were  regular,  but  evidence  was  given 
for  the  plaintiff  tending  to  show  that  the  horse  was  not  en- 
tered by  means  of  a  false  invoice,  and  that  the  purchase  price 
paid  for  the  horse  in  Canada  was  truly  stated  in  the  invoice. 
By  consent  of  counsel  for  the  defendants,  the  question  of  fact 
was  left  to  the  jury,  whether  the  property  had,  in  fact,  been 
entered  by  means  of  a  false  invoice,  and  the  question  of  law, 
whether  the  plaintiff  could  recover  if  the  jury  found  against 
the  defendants  upon  the  issue  of  fact,  was  reserved  for  further 
consideration.  The  jury  found  for  the  plaintiff',  and  the  ques- 
tion now  is,  whether  the  defendants  are  liable. 

No  precedent  has  been  cited  for  such  an  action,  and  there 
is  no  principle  upon  which  it  can  be  sustained.  The  question, 
whether  property  which  has  been  seized  by  the  proper  reve- 
nue officers  of  the  Government  is  liable  to  forfeiture  under 
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the  customs  laws  of  the  United  States,  can  only  be  adjudi- 
cated in  the  mode  and  by  the  procedure  prescribed  by  the 
laws  of  Congress.  By  le^alation,  which  embraces  the  whole 
subject  of  seizure  and  forfeiture,  the  exclusive  jurisdiction  to 
determine  whether  property  has  become  forfeited  to  the 
United  States  is  vested  in  the  Federal  Courts,  and  is  to  be  ex- 
ercised by  proceedings  in  rem  ;  and,  as  was  held  in  the  early 
case  of  Slocum  v.  Mayheri^y^  (2  Wheaton^  1,)  it  depends  upon 
the  final  decree  of  such  Courts,  whether  the  seizure  is  to  be 
deemed  rightful  or  tortious.  In  Oelston  v,  Hoyt^  (3  Wheaton^ 
246,)  it  was  decided,  that,  if  a  sentence  of  condemnation  be 
definitely  pronounced  by  the  proper  Court  of  the  United 
States,  it  is  conclusive  that  a  forfeiture  is  incurred ;  if  a  sen- 
tence of  acquittal,  it  is  equally  conclusive  against  the  forfeit- 
ure; that,  in  either  case,  the  question  cannot  again  be  liti- 
gated in  any  common  law  forum ;  that,  where  a  seizure  is  made 
for  a  supposed  forfeiture  under  a  law  of  the  United  States,  no 
action  of  trespass  lies  in  any  common  law  tribunal  until  a  final 
decree  is  pronounced  upon  the  proceeding  in  rem  to  enforce 
such  forfeiture;  that,  if  an  action  be  brought  against  the  seiz- 
ing oflBcer  for  the  supposed  trespass,  while  the  suit  for  the  for- 
feiture is  pending,  the  pendency  of  the  suit  may  be  pleaded 
in  abatement ;  that,  if  an  action  be  brought  after  a  decree  of 
condemnation,  or  after  an  acquittal  with  a  certificate  of  a  rea- 
sonable cause  of  seizure,  the  decree  may  be  pleaded  as  a  bar  to 
the  action ;  and  that  it  is  only  after  an  acquittal  without  such 
a  certificate  that  the  officer  is  without  justification  for  the 
seizure  and  the  seizure  is  to  be  deemed  a  tortious  act. 

An  action  of  trespass  or  trover  cannot  be  maintained 
against  the  proper  officer  of  the  revenue,  for  his  act  in  making 
a  seizure,  when  he  has  probable  cause  to  believe  the  property 
is  forfeited  to  the  United  States,  if  he  does  not  abandon  the 
seizure  by  a  failure  to  take  the  necessary  steps  to  procure  a 
judicial  condemnation,  or,  in  cases  where  a  formal  decree  of 
condemnation  is  unnecessary,  unless  he  fails  to  comply  with 
the  requirements  of  the  statute  by  selling  the  property  and 
turning  over  the  proceeds  to  the  Treasury.    It  is  his  duty  to 
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make  seizure,  if  he  has  probable  cause  to  believe  the  property 
to  be  forfeited.  {Averill  v.  Smith,  17  Wall.,  82,  91.)  If 
made  with  probable  cause,  he  is  entitled  to  the  benefit  of  a 
honafide  possession,  and  is  responsible  only  for  ordinary  dili- 
gence in  the  preservation  of  the  property  and  in  bringing  it  in 
for  adjudication.  (Shattuck  v.  Maley,  1  Wash.  G.  6\,  245  J 
Burke  v.  Trevitty  1  Mason^  96.) 

Prior  to  the  Act  of  April  2d,  1844,  (6  U.  S.  Stat,  at  Large, 
653,)  it  was  the  duty  of  the  collector  or  other  principal  oflBcer 
of  the  revenue,  in  making  a  seizure,  to  cause  a  suit  for  for- 
feiture to  be  commenced  without  delay;  and  the  suit  was 
tried  in  the  District  Court,  as  now,  by  a  proceeding  in  rem, 
in  which  all  parties  interested  in  the  property  could  intervene, 
and  have  their  day  in  Court,  and  test  the  question  whether  the 
property  was  properly  liable  to  seizure  or  not.  But,  by  that 
Act,  it  was  provided,  that,  in  cases  of  seizure  of  property 
which,  in  the  opinion  of  the  collector,  was  of  the  value  of  one 
hundred  dollars  or  less,  he  was  to  cause  an  appraisement  to  be 
made  by  two  sworn  appraisers,  or  by  two  competent  and  dis- 
interested citizens,  and  if,  by  the  appraisal,  the  value  was 
found  not  to  exceed  that  sum,  he  was  to  publish  a  notice,  once 
a  week,  for  three  successive  weeks,  in  some  newspaper  of  the 
county  or  place  where  the  seizure  was  made,  describing  the 
article  seized,  and  stating  time,  place  and  cause  of  seizure,  and 
requiring  any  person  claiming  such  article  to  appear  and  file 
his  claim  with  such  seizing  officer,  to  the  article,  within  nine- 
ty days.  The  Act  also  authorized  any  person  claiming  the 
property  so  seized,  at  any  time  within  the  ninety  days,  to  file 
his  claim  with  the  collector,  stating  his  interest  in  the  article, 
upon  his  depositing  with  the  collector  a  bond  to  the  United 
States,  conditioned  that,  in  case  of  the  condemnation  of  the 
article  so  claimed,  the  obligors  would  pay  all  the  costs  and  ex- 
penses of  the  proceedings  to  obtain  such  condemnation.  The 
Act  made  it  the  duty  of  the  collector  to  transmit  the  claim 
and  bond,  with  a  duplicate  list  and  description  of  the  articles 
seized  and  claimed,  to  the  United  States'  attorney  for  the  dis- 
trict, and  made  it  the  duty  of  the  district  attorney  to  proceed 
for  a  condemnation  of  the  property,  in  the  ordinary  mode  pre- 
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scribed  by  law.  It  was  further  provided,  that,  if  no  such  claim 
should  be  filed  or  bond  given,  the  collector  should  give  not 
less  than  twenty  days'  notice  of  the  sale  of  the  property 
seized,  by  publication,  in  the  manner  before  mentioned,  and, 
at  the  time  and  place  specified  in  such  notice,  should  sell  the 
property  at  public  auction,  and  should  deposit  the  proceeds, 
after  deducting  the  actual  expenses  of  the  seizure,  publication 
and  sale,  in  the  Treasury  of  the  United  States.  It  was  also 
provided,  that,  within  one  year  after  such  sale,  any  person 
claiming  to  be  interested  in  the  property  sold,  might  apply  to 
the  Secretary  of  the  Treasury  for  a  remission  of  the  forfeit- 
ure, and  a  restoration  of  the  proceeds  of  such  sale,  and  the 
same  might  be  granted  by  the  Secretary,  upon  satisfactory 
proof  that  the  applicant,  at  the  time  of  the  seizure  and  sale, 
was  absent  out  of  the  United  States,  or  did  not  know  of  the 
seizure,  and  that  such  forfeiture  was  incurred  without  wilful 
negligence,  or  any  intention  of  fraud,  on  the  part  of  the  owner 
of  the  property ;  and  that,  if  no  application  for  a  remission  or 
restoration  should  be  made  within  the  year,  the  Secretary  of 
the  Treasury  should  cause  the  proceeds  of  such  sale  to  be  dis- 
tributed, as  in  the  case  of  property  condenmed  and  sold  in 
pursuance  of  a  decree  of  a  competent  Court.  The  manifest 
purpose  of  that  Act  was  to  save  to  the  Government  the  ex- 
pense of  proceedings  for  a  judicial  condemnation  of  property 
forfeited,  in  cases  where  the  property  was  of  inconsiderable 
value.  By  subsequent  amendment,  a  change  was  made  in  the 
law,  shortening  the  length  of  time  of  the  publication  of  notice 
of  sale  and  for  the  filing  of.  the  claim  and  bond,  shortening 
the  period  during  which  the  Secretary  ©f  the  Treasury  might 
entertain  an  application  for  a  remission,  and  making  the  pro- 
ceeding applicable  to  all  cases  in  which,  in  the  opinion  of  the 
collector  or  other  principal  oflScer  of  the  revenue  making  the 
seizure,  the  value  of  the  property  did  not  exceed  $500.  (Act 
of  July  18th,  1886,  §§  11  to  14, 14  U.  S.  Stat,  at  Large,  180, 
181.)  As  thus  changed,  the  Act  of  1844  is  now  incorporated 
into  the  Revised  Statutes,  as  sections  3,074  to  3,079  inclusive. 
It  is  entirely  clear,  that  a  sale  of  seized  property  pursuant 
to  these  sections  is,  in  legal  effect  and  operation,  equivalent  to 
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a  sale  under  a  judicial  decree  of  condemnation.  These  pro- 
visions of  law  were  adopted  originally  as  a  substitute  for  the 
ordinary  judicial  proceeding,  in  a  specified  class  of  seizures. 
They  contemplate  a  form  and  mode  of  proceeding  having  the 
ordinary  characteristics  of  a  judicial  proceeding  in  rem^  which 
is  usually  initiated  by  a  seizure  of  the  reSy  and  in  which  per- 
sonal notice  to  persons  interested  in  the  property  is  commonly 
dispensed  with.  They  afford  a  reasonable  notice,  by  publica- 
tion, of  the  commencement  of  the  proceeding,  and  of  the 
cause  of  seizure,  and  preserve  to  the  persons  interested  in  the 
property  a  reasonable  opportunity  to  assert  their  claim  and 
have  their  rights  judicially  determined.  The  provisions  which 
authorize  an  application  to  the  Secretary  of  the  Treasury  also 
evince  the  legislative  intent,  that  a  sale  made  pursuant  to 
these  sections  shall  conclude  the  rights  of  persons  interested 
in  the  property,  as  effectually  as  they  would  be  concluded 
under  a  judicial  decree.  While  an  opportunity  is  given,  after 
the  sale,  to  apply  for  a  remission  and  restoration  of  the  pro- 
ceeds, the  applicant  can  only  be  heard  upon  satisfactory  proof 
that  he  did  not  know,  and  was  excusable  for  not  knowing,  of 
the  seizure  and  sale  of  the  property.  The  concluding  pro- 
vision, directing  the  Secretaiy  of  the  Treasury  to  distribute 
the  proceeds  of  the  sale  '^  in  the  same  manner  as  if  such  prop- 
erty had  been  condemned  and  sold  in  pursuance  of  a  decree  of 
a  competent  Court,"  also  indicates  the  legislative  intent,  that 
the  sale  is  to  be  treated,  in  all  its  incidents,  as  a  sale  under  a 
judicial  decree. 

For  these  reasons,  it  must  be  held,  that  the  question, 
whether  the  property  in  suit  was  properly  subject  to  forfeit- 
ure, could  only  be  tried  in  the  mode  prescribed  by  the  sections 
of  the  Revised  Statutes  referred  to.  It  could  not  be  deter- 
mined in  this  suit,  and  a  verdict  should  have  been  directed  for 
the  defendants. 

Thomas  H.  Breen^  for  the  plaintiff. 

Martin  I.  Townseiid^  {District  Attorney^  for  the  de- 
fendants. 
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Philip  J.  A.  Harper  and  others 
KoBERT  W.  Shoppell. 

The  plaintiff,  proprietor  of  a  namber  of  an  illustrated  weekly  newspaper,  con- 
tainiag  an  impression  of  a  cnt,  copyrighted  the  namber.  The  cat  was  de 
signed  by  a  citicen  and  resident  of  the  United  States,  and  sold  to  the  plaint* 
iff.  The  defendant  bonght  a  copy  of  the  cat,  and  made  from  it  an  electrotype 
plate,  and  sold  that  to  the  proprietor  of  a  newspaper,  who  pnblished  in  it  an 
impression  firom  the  plate :  Hdd,  that  the  defendant  had  not  infringed  the 
copyright. 

The  copyright  of  a  newspaper  is  a  copyright  of  a  book. 

The  plaintiff  did  not  copyright  the  cut  as  a  cut,  by  copyrighting  the  newspaper ; 
and,  as  the  defendant  did  not  print  or  publish  the  cut,  and  it  did  qot  appear 
that  he  contemplated  an  illegitimate  use  of  the  plate,  he  was  not  liable  as  an 
infringer. 

(Before  Wallaob,  J.,  Sonthem  District  of  New  York,  February  8th,  1886.) 

Wallace,  J.  The  plaintiffs  sue  at  law  for  an  infringe- 
ment of  copyright,  and  the  case  has  been  tried  by  the  Court, 
a  jury  having  been  waived.  The  defendant  has  not  inten- 
tionally infringed  the  plaintiffs'  rights,  and,  therefore,  nomi- 
pal  damages  only  are  claimed.  The  conceded  facts  are  as  fol- 
lows :  The  plaintiffs  are  the  proprietors  of  ''  Harpers'  Week- 
ly," a  copyrighted  illastrated  newspaper,  published  weekly, 
and,  in  March,  1873,  they  published  in  that  newspaper  an  im- 
pression of  a  cut,  entitled  "Getting  Married — Keeping 
House,"  which  formed  a  prominent  and  considerable  part  of 
the  newspaper.  The  cut  was  made  and  designed  by  one  Rein- 
hart,  a  citizen  and  resident  of  the  United  States,  who  sold  it 
to  the  plaintiffs.  They  have  never  parted  with  the  original 
cut,  or  given  permission  to  the  defendant,  or  any  other  per- 
son, to  reproduce  it.  The  defendant  purchased  a  copy  of  the 
cut  from  a  third  person,  in  ignorance  of  the  plaintiffs'  rights, 
from  which  an  electrotype  plate  was  made  and  sold  by  him 
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to  the  proprietor  of  the  New  York  Illustrated  Times,  who 
published  an  impression  in  the  issue  of  that  newspaper,  in 
September,  18S2.  It  is  assumed  that  Reinhart  had  not  al- 
lowed this  copy  to  be  made  before  he  sold  the  cut  to  the 
plaintifiEs.  The  only  question  in  the  case  is,  whether  the  un- 
authorized reproduction  and  sale  of  a  copy  of  the  cut  by  the 
defendant  was  an  infringement  upon  the  plaintiffs'  copyright. 
The  copyright  of  the  plaintiffs'  newspaper  was  a  copyright  of 
a  book,  within  the  meaning  of  the  copyright  laws.  A  copy- 
righted song,  printed  upon  a  single  sheet,  was  held  to  be  pro- 
tected as  "  a  book,"  under  the  English  Statute  of  8  Anney  ch. 
19,  in  dementi  v.  Oouldingy  (2  Camp.^  25.)  This  decision 
was  approved  and  followed  in  two  cases  arising  under  our 
copyright  statutes,  in  which  it  was  held,  that  a  book,  within 
these  statutes,  is  not  necessarily  a  book  in  the  ordinary  and 
common  acceptation  of  the  word,  but  may  consist  of  a  single 
sheet  as  well  as  of  a  number  of  sheets  bound  together. 
{Clayton  v.  Stane^  2  Paine,  382;  Drury  v.  Ewing^  1  Bond^ 
540.)    See,  also,  FoUom  v.  Marsh,  (2  Story,  100.) 

The  plaintiffs  might  have  copyrighted  the  cut,  as  an  inde- 
pendent subject  of  copyright.  They  did  not  choose  to  do  so. 
So,  also,  they  could  have  copyrighted  each  poem,  or  song,  or 
editorial  composition,  of  their  newspaper.  If  they  had  done 
this,  a  reproduction  of  the  copyrighted  thing  would  have 
been  piracy,  however  innocent  the  defendant  might  have  been 
of  intentional  wrong.  They  preferred  to  copyright  their 
newspaper  and  secure  protection  for  it  as  an  entire  work. 
The  cut  was  a  legitimate  part  of  the  protected  property — as 
much  so  as  the  poems  or  editorial  articles.  The  pictorial 
illustrations  are  one  form  of  language  employed  by  an  author 
to  express  his  ideas,  and,  when  embodied  in  a  book,  are  as 
much  a  component  part  of  it  as  the  printed  text.  But  they 
did  not  thereby  copyright  the  cut.  The  statute  not  only 
makes  provision  for  copyrighting  charts,  prints,  cuts,  engrav- 
ings, etc.,  but  makes  a  distinction  between  infringement  of  a 
book  and  of  a  cut,  engraving,  etc.  A  book  is  infringed  by 
printing,  publishing,  importing,  selling,  or  exposing  for  sale, 
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any  copy  of  the  book.  {Section  4,964  Hev,  Stat)  A  chart, 
print,  cut,  engraving,  etc.,  is  infringed  by  engraving,  etching, 
working,  copying^  printing,  publishing,  importing,  selling, 
or  exposing  for  sale,  a  copy  of  the  chart,  etc.  (Section 
4,965.)  It  would  not  be  infringement  of  a  book,  within  these 
sections,  to  prepare  and  arrange  the  type  in  exact  imitation  of 
the  original,  so  that  a  copy  of  the  book  might  be  produced 
by  printing;  nor  would  it  be  to  sell  the  means  of  making 
such  a  copy  to  another.  The  printing  and  publishing  of  a 
cut  is  an  infringement  of  copyright,  as  well  as  the  printing 
and  publishing  a  book,  but  the  copying,  without  printing  or 
publishing,  is  infringement  only  as  to  the  cut,  chart,  print, 
engraving,  etc. 

The  question  here  is,  not  whether  the  defendant  has  in- 
fringed the  plaintife'  copyright  in  a  cut ;  but  whether  he  has 
infringed  their  copyright  in  their  book,  by  making  a  plate 
from  which  a  copy  of  a  portion  of  their  book  could  be  pro- 
duced, and  selling  the  plate  to  another.  The  copyright  of  a 
book  is  not  always  invaded  by  reproducing  a  part  of  the  work. 
Where  portions  are  extracted  and  published,  in  a  book  or 
newspaper,  by  another,  the  question  whether  there  has  been 
a  piracy  depends  upon  the  extent  and  character  of  his  use  of 
them.  Thus,  it  is  not  piracy  for  a  reviewer  or  commentator 
to  make  use  of  portions  of  a  copyrighted  work  for  the  pur- 
poses of  fair  exposition  or  reasonable  criticism.  The  ques- 
tion always  is,  whether  there  is  a  substantial  identity  between 
the  original  book  and  the  reproduction,  or,  as  it  is  sometimes 
expressed,  whether  there  has  been  an  appropriation  substan- 
tially of  the  labors  of  the  original  author.  The  law  does  not 
tolerate  an  appropriation  which  tends  to  supersede  the  origi- 
nal. A  test  frequently  applied  is,  whether  the  extracts,  as 
used,  are  likely  to  injure  the  sale  of  the  original  work.  See 
Bldck  V.  Murray^  (9  Scotch  Sess,  Cases^  Sd  aeriea^  341,  356.) 
In  the  language  of  the  Court,  in  Story^s  Exrs.  v.  Holcomhe^ 
(4  McLecmj  306,  310 :)  ''  The  inquiry  is,  what  effect  must 
the  extracts  have  upon  the  original  work.  If  they  render  it 
less  valuable  by  superseding  its  use,  in  any  degree,  the  right 
Vol.  XXni.— 28 


434  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Harper  v.  Shoppell. 


of  the  author  is  infringed ;  and  it  can  be  of  no  importance  to 
know  with  what  intent  this  was  done." 

Applying  this  test  here,  it  is  not  altogether  clear  that  the 
pro|>rietors  of  the  Illustrated  Times  infringed  the  plaintiffs' 
rights,  although  they  published  the  cut  in  a  competing  news- 
paper. In  Bradbury  v.  Hotten^  (Z.  JR.^  8  Exch,^  1,)  the 
piracy  complained  of  was  the  publication  of  nine  caricatures 
of  Napoleon  III,  originally  printed  separately,  in  numbers  of 
Punch,  issued  within  the  period  from  1849  to  1867.  The  Court 
found  that  the  defendant  had  republished  them  ^' for  the  same 
purpose  as  they  were  originally  published,  namely,  to  excite 
the  amusement  of  his  readers,"  and,  therefore,  that  piracy 
was  made  out.  It  was  doubted  in  that  case  whether  the  pub- 
lication of  a  single  picture  would  have  been  piracy.  Kelly, 
C.  B.,  said :  '*  It  is  said  that  to  copy  a  single  picture,  at  all 
events,  could  not  be  an  infringement  of  the  plaintiffs'  copy- 
right, but  it  is  impossible  to  lay  that  down  as  a  general  rule." 
It  is  not  necessary  to  determine  the  question  here.  Assum- 
ing that  the  publishing  of  a  single  poem,  or  article,  or  illustra- 
tion, from  the  copyrighted  newspaper,  may  be  piracy,  the  de- 
fendant has  not  done  this. 

The  reproduction  of  the  cut  and  the  sale  of  the  stereotype 
plate,  without  more,  treating  those  acts  as  using  an  extract 
from  the  plaintiffs'  newspaper,  could  not  injure  the  plaintiffs, 
or  interfere,  to  any  appreciable  extent,  with  the  profits  they 
could  derive  from  the  sale  of  their  copyrighted  publication. 
The  cut  was  capable  of  use  innocently,  in  various  ways,  having 
no  relation  to  the  publication  and  sale  of  a  newspaper.  If 
the  defendant  had  sold  the  electrotype  plate,  intending  or 
even  expecting  the  purchasers  to  use  it  in  competition  with 
the  plaintiffs,  he  might  be  regarded  as  having  sanctioned  that 
use  in  advance,  and,  consequently,  as  occupying  the  position 
of  a  party  acting  in  concert  with  them,  and  responsible  with 
them  as  joint  tort-feasors.  ( Wallace  v.  Holmes^  9  Blatchf. 
(7.  C,  jR.y  65.)  Thus,  it  was  held,  in  DeKuyper  v.  WiUeman^ 
(23  Fed.  Rep.y  871,)  that  a  defendant  who  had  printed  and 
sold  labels  in  imitation  of  a  trade-mark,  with  the  sole  purpose 
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of  enablincr  the  parties  to  whom  he  sold  them  to  palm  off  their 
goods  upon  the  public  as  those  of  the  owner  of  the  trade- 
mark, was  an  infringer.  There  is  no  evidence,  however,  in  this 
case,  that  the  defendant  contemplated  that  the  purchasers 
would  make  any  illegitimate  use  of  the  plate.  They  could 
have  used  it,  as  he  could,  to  print  a  trade-mark  or  an  adver- 
tising cut,  or  in  other  ways  which  could  not  interfere  with  the 
sale  of  the  plaintiffs'  newspaper.  The  law  will  not  assume, 
without  evidence,  or  simply  upon  proof,  that  the  defendant 
sold  the  plate  to  the  proprietors  of  a  newspaper,  that  he  in- 
tended to  authorize  a  violation  of  the  plaintiffs'  rights.  {Av- 
erUl  V.  WiUiams^  1  Denio^  601.) 

The  defendant  has  copied  the  cut,  but  he  has  not  printed 
or  published  it,  nor  has  he  exposed  for  sale  any  printed  or 
published  copy  of  any  part  of  the  plaintiffs'  newspaper. 

Judgment  is,  therefore,  ordered  for  the  defendant. 


Frcmcis  S,  Bangs^  for  the  plaintiffs. 
James  W,  Bawes^  for  the  defendant. 


Charles  Marouand  vs.  Frederick  Emken.    In  EQumr. 

It  does  not  constitate  a  patentable  invention,  to  stir,  by  a  well-known  and  simple 
mechanical  device,  what  bad  before  been  stirred  by  hand. 

<Before  Cozb,  J.,  Southern  District  of  New  York,  Febroary  18th,  1886.) 

GoxE,  J.  The  complainant  is  the  owner  of  letters  patent, 
No.  273,569,  granted  to  him  March  6th,  1883,  for  an  improve- 
ment in  the  manufacture  of  hydrogen  peroxide.  The  claim 
in  controversy  is  as  follows :  "  1.  The  method  of  making  hy- 
drogen peroxide  by  cooling  the  acid  solution,  imparting  there- 
to a  continuous  movement  of  rotation,  as  well  in  vertical  as  in 
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horizontal  planes — such,  for  example,  as  is  imparted  by  a  re- 
volving screw  in  a  receptacle — and  adding  to  said  solution  the 
binoxide  in  small  quantities,  while  maintaining  the  low  tem- 
perature and  the  rotary  or  eddying  movements,  substantially 
as  described."  The  defences  are  lack  of  novelty  and  inven^ 
tion  and  non-infringement. 

The  invention,  as  stated  in  the  specification,  relates  to  the 
manufacture  of  hydrogen  peroxide,  or  oxygenated  water,  by 
the  addition  of  barium,  mixed  with  water,  to  an  acid ;  and  it 
consists  in  imparting  to  the  acid  a  movement  of  rotation,  the 
time  required  for  chemical  reaction  being  thereby  lessened, 
while  the  reaction  itself  is  more  complete.  To  effectuate  thi» 
purpose,  the  specification  describes,  and  the  drawing  illus- 
trates, an  apparatus  consisting  of  a  caldron,  surrounded  by  a 
jacketing- vessel,  which  contains  the  cooling  medium,  and  an 
automatic  stirrer,  provided  with*  helicoidal  blades,  and  sus- 
pended so  as  to  revolve  near  the  bottom  of  the  kettle. 

The  claim  is  for  this  process  of  making  hydrogen  perox- 
ide.  The  application  was  three  times  rejected,  and  was  final- 
ly allowed  by  the  examiners-in-chief  in  a  qualified  form,  upon 
the  theory  that  there  was,  as  to  this  particular  liquid,  some- 
thing  magical  in  the  motion  imparted  by  a  screw.  It  is  not 
pretended  that  the  complainant  discovered  hydrogen  perox- 
ide, or  the  method  of  adding  barium,  mixed  with  water,  from 
time  to  time,  to  the  diluted  acid,  or  the  necessity  for  stirring 
or  agitating  the  liquid.  Neither  did  he  invent  the  obliquely 
bladed  screw,  the  hemispherical  receptacle,  the  jacketing-ves- 
sel,  or  any  part  of  the  apparatus  described  in  the  specifica- 
tion. All  this  was  old  and  well-known.  The  patent  itself 
illustrates  how  extremely  circumscribed  was  the  theatre  of  in- 
vention. This  is  demonstrated  by  placing  side  by  side  two 
statements  taken  from  the  specification,  the  first  describing^ 
the  prior  process  and  the  second  the  patented  process. 

• 
"  Heretofore,      hydrogen  "  The  (jacketing)  vessel  B 

peroxide  has  been  made  by  ad-    being  filled  with  the  cooling 

ding  the  barium  or  calcium     medium,  the  proper  quantities 
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binoxide,  mixed  with  water,  to 
the  diluted  acid,  the  binoxide 
being  added,  from  time  to 
time,  in  small  quantities,  the 
vessel  in  which  the  operation 
is  conducted  being  set  in  a  re- 
frigerating medium,  and  the 
liquid  being  agitated  or  stirred 
to  facilitate  the  reaction.  The 
stirring  has  been  performed 
by  hand. " 


of  acid  and  water  are  placed 
in  the  receptacle  A.  The 
screw  C  is  put  in  motion,  and 
the  binoxide  of  barium  or  cal- 
cium, in  the  state  of  a  more  or 
less  thick  emulsion  or  milk,  is 
added  in  small  quantities. 
The  revolving  screw  imparts 
a  movement  of  rotation,  more 
or  less  rapid,  to  the  liquid, 
producing  eddies  therein,  and 
constantly  changing  the  ma- 
terial, and  the  chemical  reac- 
tion takes  place  very  regular- 
ly and  completely." 

If  the  word  "  machinery  "  were  substituted  for  the  word 
^'  hand,"  at  the  end  of  the  first  quotation,  the  description  of 
the  old  method  would  answer  as  well  for  the  new.  The  ques- 
tion then  seems  to  be  narrowed  down  to  this :  Does  it  consti- 
tute invention  to  stir,  by  a  well-known  and  simple  mechanical 
•device,  what  had  before  been  stirred  by  hand  ? 

The  complainant  desired  to  manufacture  in  large  quanti- 
ties what  had  before  been  produced  chiefly  in  the  laboratory. 
He  knew  how  hydrogen  peroxide  had  been  made ;  every  step 
in  the  formula  was  familiar.  A  mixture  that  needed  stirring, 
and  a  vessel  provided  with  a  revolving  stirrer,  were  ready  at 
his  hand.  He  put  the  former  into  the  latter.  This  was  all. 
The  object  of  agitating  the  liquid,  while  making  hydrogen 
peroxide,  is  to  keep  the  barium,  which  is  three  times  as  heavy 
as  water,  suspended  in  the  acid,  so  that  its  particles  may  come 
in  contact  with  the  particles  of  acid.  Whether  they  come  in 
contact  while  going  tound,  rising,  settling,  or  remaining  sta- 
tionary, can  make  no  difference.  Divest  the  case  of  the  air  of 
mystery  with  which  it  is  environed,  and  it  seems  simple 
enough.  The  complainant's  predecessors  knew  that  to  keep 
i;he  barium  up  in  the  solution  they  must  stir  it.     The  complain- 
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ant  knew  this.  Unlike  them,  however,  he  manufactured  on  a 
scale  large  enough  to  make  it  essential  to  employ  a  power  shaft. 
The  oar-shaped  sticks  which  formerly  went  round  and  round 
by  hand  now  go  round  and  round  by  machinery. 

Perhaps  the  clearest  statement  of  the  invention,  from 
complainant's  standing  point,  is  found  in  the  evidence  of  the 
witness  Hedrick;  he  says:  "The  method  *  *  *  set  out 
in  the  complainant's  patent  *  *  *  is  based  upon  reac- 
tions well  known  in  the  art  and  discovered  by  Thenard ;     * 

*  *  the  dilute  acid  is  given  a  movement  which  has  never 
before  been  imparted  to  it  in  the  manufacture  of  hydrogen 
peroxide,  and  which  the  patentee  claims  as  new  in  that  art. 

*  *  *  The  liquid  is  thrown  out  towards  the  circumference 
of  the  vessel  at  the  bottom,  rises  at  the  sides,  returns  to  the 
centre,  and  then  descends,  to  be  again  thrown  out  at  the  bot- 
tom, while  at  the  same  time  it  is  carried  round  and  round.'^ 
Which,  being  reduced  to  still  simpler  language,  means,  that 
the  machine  will  stir  large  quantities  of  the  liquid  more  thor- 
oughly than  the  hand-worked  paddles. 

He  who  wishes  the  sugar  and  cream  which  he  puts  into 
his  coffee  to  be  diffused  uniformly  through  the  mixture  is 
quite  likely  to  stir  it  with  a  spoon.  Should  the  same  indi- 
vidual have  occasion  to  provide  coffee  for  a  regiment  of  sol- 
diers, he  might,  to  save  time  and  labor,  place  it  in  a  kettle 
provided  with  a  stirrer  like  the  complainant's;  but  to  found 
upon  such  action  a  claim  for  a  new  process  of  making  coffee 
would,  probably,  be  thought  absurd. 

The  pretence  that  the  complainant  has  discovered  some 
occult  and  wonder-working  power,  in  the  motion  of  a  screw 
revolving  in  the  bottom  of  a  tub,  is  not  sustained  by  the 
proof.  Whether  the  contents  of  the  tub  be  oxygenated 
water,  or  soap,  or  lye,  or  tartaric  acid,  the  action  will  be  the 
same.  That  rotary  eddying  motions  in  liquid  will  result  from 
the  revolving  screw,  that  the  liquid  will  rise  highest  at  the 
periphery  of  the  tub,  and  thus  have  the  tendency,  at  the  top, 
to  fall  towards  the  centre,  were  well  understood  operations  of 
centrifugal  force. 
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As  every  device,  apparatus,  formula,  motion  and  ingre- 
dient adopted  by  the  complainant  was  old,  the  patent  must  be 
held  invalid,  unless  it  can  be  said  that  giving  to  oxygenated 
water  a  well  known  rotary  motion  springs  *'  from  that  intui- 
tive faculty  of  the  mind  put  forth  in  the  search  for  new  re- 
sults, or  new  methods,  creating  what  had  not  before  existed, 
or  bringing  to  light  what  lay  hidden  from  vision."  {Hollister 
V.  Benedict  Mfg.  Co,^  113  U.  S,,  59,  72.)  No  such  faculty  has 
been  tasked  in  giving  form  to  this  patent. 

There  is  here  no  sufficient  foundation  upon  which  to  rest 
a  claim  which,  if  construed  as  broadly  as  the  complainant  in- 
sists it  should  be,  practically  makes  all  pay  tribute  who  stir 
the  mixture  in  question  by  machinery,  and  by  hand  also,  pro- 
vided substantially  the  same  movement  can  be  produced  by 
hand  stirring — and  this  seems  to  be  a  disputed  question,  upon 
the  proof. 

The  complainant's  claim  to  be  enrolled  upon  the  list  of  in- 
ventors is  based  upon  propositions  too  theoretical  and  vision- 
ary for  acceptance.  He  has  but  caught  a  bubble  from  "  the 
advancing  wave  of  improvement."  {Atlantic  Works  v. 
Brady,  107  U,  A,  192,  200.) 

As  the  foregoing  considerations  must  dispose  of  the  case, 
it  is  deemed  unnecessary  to  consider  the  question  of  infringe- 
ment. It  would  seem,  however,  in  view  of  the  fact  that  the 
claim,  if  upheld  at  all,  must  be  confined  within  exceedingly 
narrow  limits,  that  grave  difficulties  confront  the  complainant 
upon  this  branch  of  the  case. 

The  defendant  uses  a  tub  in  which  revolves  a  shaft,  set 
with  flat  blades,  at  right  angles  to  the  shaft ;  the  only  action 
of  the  stirrer  is  to  make  the  liquid  go  round  and  round.  In 
order  to  produce  violent  agitation,  he  projects,  from  a  verti- 
cal cleat  fastened  to  the  side  of  the  tub,  two  horizontal  boards, 
extending  nearly  to  the  centre.  As  the  shaft  revolves,  the 
lower  blades  pass  under  the  lower  board,  and  the  upper  blades 
pass  between  the  boards.  It  would  seem  doubtful,  at  least, 
whether  the  motion  thus  produced  is  at  all  analogous  to  that 
described  in  the  patent. 
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It  is  difficult  to  discover  that  which  the  examiners  aptlj 
liken  to  the  movement  of  the  smoke  ring.  It  can  hardly  be 
said  that  there  is  a  ^^  ring  yortex  "  in  the  defendant's  tab. 

The  bill  is  dismissed. 

B.  F.  Lee  and  W,  H,  Z.  Lee^  for  the  plaintiff. 
Ma/rahaU  P.  Stafford^  for  the  defendant. 


Claude  M.  Bolakd  vs.  Lucas  Thompson.     In  Equttt. 

lu  an  application  for  letters  patent  a  claim  wag  rejected,  for  want  of  novelty. 
The  solicitors  for  the  applicant  acquiesced  in  the  rejeciion,  in  December,  1877. 
The  patent  was  issued  without  the  claim,  in  April,  1878.  In  July,  1880,  a  re 
issue  was  applied  for,  and  was  granted  in  February,  1881,  with  the  claim  be- 
fore rejected.  Between  April,  1878,  and  July,  1880,  the  defendant  began  to 
sell  machines  which  did  not  infringe  the  original  patent,  but  infringed  the 
claim  of  the  re-issue,  and  like  machines  were  shown  in  patents  granted  during 
that  interval:  Hdd^  that  the  re-issue  was  invalid,  because  of  laches  in  applying 
for  it,  and  because  of  the  acquiescence  in  the  original  rejection  of  the  claim. 

(Before  Coxx,  J.,  Southern  District  of  New  York,  February  18th,  1886.) 

CoxB,  J.  This  is  an  equity  action,  founded  npon  re- 
issued letters  patent,  Ko.  9,586,  granted  to  Claude  M.  Boland, 
February  22d,  1881,  for  an  improvement  in  glove  sewing- 
machines.  The  original  letters  patent,  No.  202,695,  were 
dated  April  23d,  1878.  The  application  for  the  re-issue  was 
filed  July  1st,  1880,  two  years,  two  months  and  eight  days 
from  the  date  of  the  original. 

The  invention  consists  in  substituting,  as  a  support  for 
the  outer  feed-disk,  a  bent  arm,  projecting  from  the  upper 
part  of  the  casing  of  the  machine,  for  the  upright  or  curved 
column,  resting  upon  the  extended  base  of  the  casing ;  the 
advantage  being  that  a  free  space  is  thus  left  beneath  the 
disks,  permitting  material  of  any  size  to  be  sewed  upon  the 
machine. 
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The  original  contained  four  claims.  The  re-issue  contains 
five.  The  four  claims  of  the  original  are  substantially  re- 
peated in  the  re-issue,  and  a  new  one  added.  It  is  this  new 
claim,  the  first  of  the  re-issue,  which  alone  is  in  controversy. 
It  is  in  the  f ollowin*:^  words :  ''  In  a  sewing-machine,  the  com- 
bination of  two  feed-disks,  D,D^,  arranged  in  horizontal  posi- 
tion and  in  contact,  and  a  bent  arm,  D*,  which  suspends  and 
serves  as  a  journal  for  the  outer  disk,  whereby  a  free  space  is 
left  beneath  the  latter,  as  shown  and  described." 

The  specification  attached  to  the  original  application,  tiled 
by  the  inventor  September  22d,  1877,  contained  a  claim  simi- 
lar to  the  one  just  quoted.  It  is  in  these  words :  ''  1.  In  a 
glove  sewing-machine,  the  combination  of  an  intermittently 
revolving  feed-disk,  with  a  second  feed-disk,  forming  fric- 
tional  contact  therewith,  and  turning  on  the  end  of  a  curved 
supporting  arm,  arranged  above  the  feed-disks,  to  leave  a  free 
space  below  the  same,  substantially  as  and  for  the  purpose  set 
forth."  This  claim  was  rejected  by  the  examiner  on  the  15th 
of  November,  1877,  upon  reference  to  the  Polmateer  patent, 
of  November  23d,  1875,  and  a  few  days  thereafter  it  was 
amended  and  again  presented  as  follows:  ^^  1.  Tlie  feed-disks, 
D,D^,  arranged  with  respect  to  the  remainder  of  machine,  and 
their  curved  support,  D*,  to  leave  a  subjacent  space  for  hand- 
ling the  work,  as  shown  and  described."  The  daim  as 
amended  was  again  rejected  on  the  20th  of  November,  1877, 
the  reference  being  the  same.  The  complainant  knew  of  the 
action  of  the  examiner  in  this  respect,  and  wrote  to  his  solic- 
itors, on  the  7th  of  December,  1877,  reiterating  the  demand 
that  the  first  claim  referred  to  should  be  retained.  He  also 
had  frequent  consultations  with  them  through  an  interpreter. 
The  first  claim  of  the  re-issue  had,  therefore,  been  the  matter 
of  discussion  between  the  complainant  and  his  solicitors,  and 
between  the  solicitors  and  the  oflScials  of  the  Patent  OflSce. 
It  had  been  deliberately  rejected,  and  the  ruling  was  acqui- 
esced in  by  the  solicitors,  December  14th,  1877. 

In  the  spring  of  1880  the  defendant  commenced  the  sale 
of  the  infringing  machines.     Besides  the  defendant's,  other 
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rights  intervened,  the  arrangement  of  the  feed-disks  being 
shown  in  English  and  American  letters  patent  granted  to 
Wollenberg  and  Priesner,  the  latter  being  dated  August  6tli^ 
1878.  The  complainant,  on  discovering  that  he  could  not 
maintain  a  suit  against  the  defendant  upon  his  original  patent, 
promptly  applied  for  a  re -issue. 

Upon  these  facts,  can  the  re-issue  be  sustained?  The 
impression  obtained  on  the  argument  was,  that  the  complain- 
ant had  made  a  meritorious  invention,  and  the  record  has 
been  examined  with  care,  to  discover,  if  possible,  some  theory 
upon  which  the  patent  can  be  lawfully  upheld,  but  it  ifr 
thought  that  there  is  no  way  of  fairly  distinguishing  the  case 
in  hand  from  the  well-known  adjudications  upon  this  subject- 
No  proposition  can  be  advanced  in  support  of  the  re-issue 
that  does  not  find  an  apt  and  ready  answer  in  the  language  of 
the  Courts.  Every  avenue  of  escape  is  closed.  Among^ 
many  authorities,  the  following  have  been  selected,  as  partic- 
ularly applical)le  and  decisive  of  the  questions  involved: 
Wollensak  v.  Eeiher^  (115  U»  5.,  9t>;)  Coon  v.  Wilson^  (113 
U.  S.,  268 ;)  Mahn  v.  Harwood,  (112  U.  S.,  354;)  Leggett  v. 
Avery,  (101 U,  S.,  256 ;)  miler  v.  Brass  Co.,  (104  U.  S,,  350 ;) 
^ew  York  Belting  <fe  Packing  Co.  v.  Sibley y  (15  I^ed.  Iiep.y 
386 ;)  Arnheim  v.  Finster  (24  Fed.  Rep.,  276 ;)  In  re  Hatch- 
m^ny  (26  0.  G.,  738.) 

Great  stress  is  laid  upon  the  fact  that  the  complainant  i& 
a  Frenchman  and  unfamiliar  with  the  English  language.  He 
was,  it  is  said,  ignorant  that  the  claim  in  dispute  had  been 
finally  omitted,  until  a  fortnight  before  the  apph'cation  for  the 
re-issue.  Should  such  excuses  be  accepted  by  the  Courts  t 
These  questions  must  be  determined  upon  broad  and  general 
principles.  The  march  of  the  law  cannot  be  arrested  or  di- 
verted from  the  broad  and  travelled  highway,  to  deal  specially 
with  each  isolated  and  peculiar  transaction.  No  two  cases  are 
precisely  similar,  and  the  rule  should  not  be  changed  because 
of  slight  variations  upon  the  facts.  Ignorance  of  domestic 
law  is  never  an  excuse,  nor  is  ignorance  of  fact,  when  it  ia 
traceable  to  the  culpable  negligence  of  the  party  who  seeks 
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relief.  Were  it  otherwise,  inadvertence  and  mistake  would 
be  synonymous  with  wilful  and  intentional  neglect.  To  hold 
that  the  complainant's  failure  to  understand  our  language  ex- 
onerates him,  would  lead  logically  to  the  conclusion,  that  a 
patent  might  legally  be  re-issued  to  a  foreigner,  which  would 
be  held  invalid  if  re-issued,  in  like  circumstances,  to  an  Amer- 
ican. 

There  was  enough  in  this  case — far  more  than  ordinarily 
appears — to  put  the  complainant  on  his  guard,  to  induce  him, 
at  least,  to  have  his  patent  read,  and,  if  need  be,  explained,  in 
order  that  he  might  ascertain  the  full  extent  of  the  Govern- 
ment grant  to  him.  Instead  of  pursuing  this  obviously  pru- 
dent course,  he  waited  snpinely  for  over  two  years,  and  now, 
when  other  rights  have  intervened,  he  answers  the  charge  of 
laches  by  saying  that  he  did  not  know  what  his  patent  con- 
tained. The  law  will  not  permit  him  to  do  this.  To  every 
patent  the  public  is  an  indirect  party.  It  is  for  the  advantage 
of  the  whole  people  that  all  meritorious  inventions  shall  be 
protected,  but  it  is  clearly  the  duty  of  the  Courts  to  see  to  it 
that  the  public  is  not  required  to  pay  tribute  for  that  which 
may  be  fairly  considered  as  abandoned  by  the  inventor. 

But,  irrespective  of  the  question  of  laches,  LeggeU  v. 
Avery,  Atmheim  v.  Finster,  In  re  natchmany  New  York 
Belting  &  Packing  Co.  v.  Sibley,  Mahn  v.  Harwood, 
(supraj)  and  Sh^ard  v.  Carrigan,  (116  U.  &,  593,)  are  au- 
thorities for  the  proposition,  that,  when  a  claim  has  been  ex- 
amined and  rejected  by  the  Commissioner,  the  rejection  ac- 
quiesced  in  by  the  patentee,  or  his  solicitor,  and  the  patent 
issued  without  the  claim,  there  is  no  inadvertence,  accident 
or  mistake  which  entitles  the  patentee  to  a  re-issue.  Hi» 
remedy  is  by  appeal. 

The  bill  is  dismissed. 

James  A.  Whitney,  for  the  plaintiff. 

B.  F.  Lee  and  TF.  H.  Z.  Lee,  for  the  defendant. 
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The  Celluloid  Manufacturing  Company 


vs. 


The  Amerioan  Zylonite  Company  and  others.    In 

Equity. 

Letters  patent  No.  166,858,  granted  to  John  W.  Hyatt  and  Isaiah  S.  Hyatt, 
signors  to  the  Celluloid  Manufactaring  Company,  October  27th,  18H,  for  aa 
"improvement  in  the  manofactare  of  cellaloid,"  are  yalid. 

A  history  of  the  state  of  the  art,  and  of  the  article  known  as  "  xylonite  "  or 
"  cellnloid,"  given. 

•(Before  Shipman,  J.,  Southern  District  of  New  York,  March  4th,  1886.) 

Shipman,  J.  This  is  a  bill  in  equity  to  restrain  the  de- 
fendants from  the  alleged  infringement  of  letters  patent  No. 
156,353,  granted  October  27tli,  1874,  to  John  W.  Hyatt  and 
Isaiah  S.  Hyatt,  assignors  to  the  complainant,  for  ^'  an  im- 
provement in  the  manufacture  of  celluloid."  The  defences 
Are  want  of  novelty,  non-patentability,  and  public  use,  in  the 
United  States,  of  the  alleged  improvement,  for  more  th&n  two 
years  before  the  application  for  the  letters  patent,  with  the 
consent  and  allowance  of  the  patentees.  Under  the  defence 
of  want  of  novelty,  the  patents  which  the  defendants  intro- 
duced in  evidence  and  relied  upon  were  three  American  let- 
ters patent  to  Daniel  Spill :  No.  91,377,  dated  June  15th, 
1869;  No.  97,454,  dated  November  30tli,  1869;  and  No. 
101,175,  dated  March  22d,  1870. 

An  understanding  of  this  case  depends  materially  upon  a 
knowledge  of  the  state  of  the  art  at  the  date  of  the  patent  in 
suit,  and  I,  therefore,  give  a  brief  history  of  the  article  which 
is  now  known  as  xylonite  or  celluloid.  Pyroxyline  or  gun 
cotton,  '*  an  explosive  obtained  by  immersing  vegetable  fibre 
in  nitric  and  sulphuric  acids  and  subsequent  drying,"  (KnighCs 
Mechanical  Dictionary^)  was  invented  by  Schonbein,  in  1846. 
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The  great  anticipations  which  were  originally  had  of  the  in- 
vention, as  a  substitute  for  gunpowder,  were  never  realized. 
It  proved  to  be  too  dangerous  and  uncertain  to  be  used  as  an 
explosive  material.     In  1847  or  1848,  Dr.  Maynard,  of  Bos- 
ton, discovered  that  it  could  be  dissolved  in  alcohol  and  ether, 
and  used  as  a  vehicle  for  medicines,  and  as  a  substitute  for 
sticking  plaster,  and  gave  the  name  collodion  to  this  solution. 
Passing  by  the  introduction  of  collodion  by  Frederick  Scott 
Archer,  in  1851,  to  the  art  of  photography,  Alexander  Parkes, 
of  England,  discovered,  in  1855,  that  a  solution  of  pyroxyline, 
mixed  with  other  articles,  could  be  made,  after  the  solvent 
was  evaporated,  into  a  substance  having  the  qualities  of  ivory 
or  of  horn,  and  which  could  be  easily  moulded  or  worked, 
and  receive  any  desired  color.     Mr.  Parkes  suggested  a  num- 
ber of  solvents,  took  out  a  number  of  patents,  entered  vigor- 
ously npon  the  manufacture  of  the  material,  which  he  called 
Parkesine,  and  made  exhibitions  of  the  various  articles  into- 
which  it  was  wrought,  but,  from  some  cause,  his  enterprise 
lacked  success,  and  was  abandoned  in  1867.     The  general 
question  of  solvents  lay  at  the  bottom  of  the  practical  diffi- 
culties in  the  manufacture.     After  the  pyroxyline  had  been 
dissolved,  the  problem  was  how  to  get  rid  of  the  solvent,  sa 
that  the  conversion  of  the  dissolved  material  from  a  semi 
fluid  state  into  a  hard  substance,  or  a  substance  that  would 
become  hard,  should  be  practicable.     Evaporation  was  the 
method  which  was  used.    In  1869,  Mr.  Daniel  Spill,  of  Eng- 
land, received  the  American  patent,  No.  97,454,  which  fairly 
represents  the  extent  of  information  which  the  public  or  any 
individual  had  at  that  time,  on  the  question  of  pyroxyline 
solvents.     His  subsequent  patent,  No.  101,175,  also  repre- 
sents the  point  which  had  been  reached  at  its  date,  in  1870, 
in  the  process  of  transforming  dissolved  pyroxyline  into  xylo- 
nite, the  name  which  Mr.  Spill  gave  to  the  completed  article. 
In  No.  91,377,  dated  June  15th,  1869,  he  had  described 
an  invention  relating  to  the  production  of  compounds  con- 
taining xyloidine,  which  consisted  in  "  the  admixture  of  xy- 
loidine  with  animal,  fish,  vegetable,  or  mineral  oils,  oxidized 
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or  otherwise,  such,  for  example,  as  vegetable  or  mineral  tar, 
lard-oil,  cod-liver  oil,  linseed-oil,  or  heavy  coal-oils,  or  with 
mixtures  of  the  same,  together  with  the  admixture  of  other 
ingredients,  such  as  paraffine,  camphor,  resins,  fat,  wax,  india- 
rubber,  gutta-percha  or  balata  gum,  or  mixtures  of  the  same, 
so  as  to  produce  a  material  or  materials  which  may  be  em- 
ployed either  alone,  or  in  conjunction  with  pigments,  or  other 
inert  bodies,  for  the  production  of  a  compound  which  may  be 
applied  for  useful  purposes  in  the  arts,  such  as  for  molding 
into  forms,  or  for  rolling  into  sheets,  or  otherwise,  for  spread- 
ing either  upon  or  between  fabrics,  or  otherwise,  or  for  the 
coating  of  metals  and  wood." 

No.  97,454  related,  the  patentee  stated  in  his  specification, 
^^  to  the  preparation  and  use  of  certain  solvents  of  xyloidine, 
and  which  differ  from  the  ordinary  or  known  solvents  of  xy- 
loidine in  that  these  menstrua  which  are  employed  are  not 
necessarily  in  themselves  solvents  of  xyloidine,  but  become  so 
by  the  addition  of  the  bodies,  compounds  or  substances  here- 
in referred  to."  The  invention  consisted  in  the  employment, 
as  a  solvent  of  xyloidine,  of  one  of  seven  described  combina- 
tions of  ingredients,  and  ^'  in  the  employment  of  any  two  or 
more  of  any  of  the  before-mentioned  solvents,  either  in  the 
proportion  of  about  equal  parts,  or  in  other  proportions." 
The  second  solvent  which  the  patentee  described  was  "  cam- 
phor, or  camphor-oil,  or  mixtures  of  the  same,  in  conjunction 
with  alcohol  or  spirits  of  wine,  the  same  to  be  employed  in 
about  equal  proportions."  It  has  been  decided  by  Mr.  Jus- 
tice Blatchford,  that  the  public  had  been  previously  informed 
by  Mr.  Parkes,  that  dehydrated  or  strong  alcohol  was,  of  it- 
self, a  solvent  of  pyroxyline,  and  was  instructed  to  mix  it 
with  camphor,  as  such  solvent,  and  that,  therefore,  Mr.  Spill's 
improvement,  so  far  as  the  use  of  camphor  and  alcohol  was 
concerned,  was  not  patentable.  {SpiU  v.  Celluloid  Mfg.  Co.j 
22  Blatchf.  a  a  JR.,  441.) 

This  somewhat  vague  patent  was  followed  by  No.  101,175, 
which  was  for  a  method  of  converting  vegetable  fibres  into 
xyloidine,  for  a  process  of  bleaching  and  for  a  process  of  dye- 
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iDg  it,  and  for  a  mode  of  preparing  it  for  spreading  upon  sur- 
faces or  fabrics  in  a  semi-fluid  condition,  and  for  a  process  of 
treating  it  so  as  to  bring  it  to  a  nearly  dry  condition,  for  the 
production  of  solid  articles.  From  tlie  patent,  it  appears  that 
Spill's  practice  was  to  dissolve  one  part  of  xyloidine  in  from 
five  to  twelve  parts  of  solvents — five  parts  would  produce  a 
stiff  paste — to  which  solution  pigments  were  added,  and  the 
paste  was  then  "strained  through  a  fine  sieve,  under  pres- 
sure, to  remove  any  mechanical  impurities,  after  which  oper- 
ation it  is  in  a  fit  condition  for  spreading  upon  surfaces  or 
fabrics  in  a  semi-fluid  condition."  When  the  compound  was 
to  be  prepared  for  the  production  of  solid  articles,  the  paste, 
after  it  had  been  strained,  was  placed  in  an  air-tight  chamber, 
provided  with  mechanical  stirrers,  the  chamber  being  "in 
'Connection  with  a  condenser  and  a  reservoir,  and  also,  by 
preference,  being  in  connection  with  an  exhausting  or  vac- 
uum-producing apparatus."  Heat  being  applied  to  the  mix- 
ing apparatus,  and  the  agitator  being  set  in  motion,  the  solv- 
ents are  evaporated  and  conveyed  away  to  the  condenser,  for 
future  use. 

It  thus  appears,  that  Mr.  Spill  first  made  a  paste,  then 
strained  the  solution  to  remove  mechanical  impurities,  or  un- 
dissolved particles  of  xyloidine,  and,  to  make  solid  articles, 
the  excess  of  volatile  solvents  was  then  evaporated  in  an  air- 
tight machine,  connected  with  a  condenser,  for  saving  such 
solvents.  By  this  process,  xylonite  was  made  at  and  prior  to 
1874.  The  article  had  defects  incident  to  its  method  of 
manufacture.  By  reason  of  an  imperfect  admixture  of  xyloid- 
ine, and  an  unnecessary  amount  of  liquid  solvent,  there  re- 
mained lumpy  particles  of  undissolved  -  fibre.  The  excess  of 
liquid  must  be  mechanically  evaporated,  and,  notwithstanding 
the  evaporation,  the  solid  article  was  too  soft  unless  made 
hard  and  stony  by  the  admixture  of  some  other  substance. 

In  1870,  John  W.  Hyatt,  Jr.,  and  Isaiah  S.  Hyatt,  made 
the  important  discovery,  that  camphor  alone,  when  mixed 
with  pyroxyline,  the  mass  being  heated  to  from  150°  to  200° 
Fahrenheit,  and  subjected  to  heavy  pressure,  was  a  solvent  of 
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pyroxyline,  the  heat  vaporizing  or  liquifying  the  camphor. 
The  discovery  and  the  new  resulting  process  of  making  cel- 
luloid  are  described  in   the  first  re-issue  of  No.  105,338, 
known  as  re-issue  No.  5,928,  dated  June  23d,  1874,  as  fol- 
lows: "In  the  practice  of  our  invention,  we  prepare  pyroxy- 
line by  grinding  it  in  water  to  a  fine  pulp,  in  a  machine  such 
as  is  used  in  grinding  paper  pulp.     We  strain  off  the  water 
as  far  as  practicable,  and  then  subject  this  pulp  to  powerful 
pressure—for  example,  in  a  perforated  vessel,  to  further  expel 
the  aqueous  moisture,  and  to  bring  it  to  a  comparatively  solid 
and  dry  state,  yet  still  retaining  sufficient  moisture  to  prevent 
it  from  burning  in  the  further  stages  of  tlie  process.     We 
comminute  gum-camphor  by  grinding  it  in  water,  or,  prefer- 
ahly,  by  pounding  or  rolling  it,  and  thoroughly  incorporate 
with  the  pyroxyline-pulp  in  the  condition  last-above  described, 
this  finely-con) minuted  camphor,  in  about  the  proportion  of 
one  part,  by  weight,  of  camphor,  to  two  parts,  by  weight,  of 
the  pyroxyline  in  the  pulp.     These  proportions  may,  how- 
ever, be  somewhat  varied,  with  good  results.     The  moisture 
in  the  pulp  serves  to  counteract  any  tendency  of  the  camphor 
to  prematurely  develop  its  converting  power,   under  any 
stimulus  incident  to  its  being  incorporated  with  the  pulp,  or 
to  the  further  stages  of  the  process.     With  the  camphor  we 
also  thoroughly  incorporate,  with  the  pulp,  any  pignients, 
coloring  matter,  or  other  materials  that  may  be  adapted  to 
the  requirements  of  the  articles  into  which  the  product  is  to 
be  manufactured.     The  camphor,  or  camphor  and  otlier  in- 
gredients, having  been  thus  thoroughly  mixed  with  the  pulp, 
we  next  subject  the  mass  to  a  powerful  pressure,  in  order  to 
expel  the  remaining  aqueous  moisture,  and  thereby  not  only 
dry  the  mixture,  but  force  the  camphor  into  more  intimate 
contact  with  the  pyroxyline  throughout  the  mass,  so  that 
every  atom  of  the  camphor  shall  be  in  condition  and  place  to 
exert  its  utmost  converting  power  as  developed.     The  dried 
and  couipressed  mass  is  next  placed  in  a  suitable  mold  or  ves- 
sel open  at  the  top,  and  into  this  open  top  is  fitted  a  platen  or 
plunger.     The  vessel  is  then  placed  in  a  hydraulic  or  other 
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powerful  press,  and  a  heavy  pressure,  applied  to  the  platen  or 
plunger,  is  brought  to  bear  upon  the  mixture,  which,  while 
thus  under  pressure,  is  heated  up,  by  steam  or  other  conven- 
ient means,  to  a  temperature  of  from  150°  to  800°  Faliren- 
heit,  varying  according  to  the  quantity  of  the  mixture,  and 
the  mixture  is  kept  at  this  temperature,  and  under  this  pres- 
«u re,  until  the  converting  power  of  the  camphor  shall  have 
been  exerted  upon  the  pyroxyline  throughout  the  mass,  the 
heat  developing  the  latent  converting  power  of  the  camphor, 
and  the  camphor  exerting  this  converting  power  actively 
upon  every  atom  of  the  pyroxyline,  with  which  tlie  pressure 
maintains  it  in  close  contact.  The  process  of  transformation 
is  rapidly  effected,  and  is  completed  almost  as  soon  as  the 
mass  attains  its  maximum  temperature,  the  resulting  product 
being  a  homogeneous  product,  solidified  collodion  or  coUo- 
•dion  compound,  having  the  qualities  or  properties  hereinbe- 
fore specified.  This  product,  as  it  comes  from  the  press,  is  of 
s  consistency  resembling  that  of  sole-leather,  but,  upon  ex- 
posure to  the  atmosphere,  it  hardens,  by  reason  of  a  slight 
evaporation  of  the  camphor.  The  ultimate  product  includes, 
however,  a  large  proportion  of  the  camphor,  as  a  permanent 
accretion  to  the  mass,  which  accretion  is  not  only  a  great  gain 
over  the  use  of  ether,  alcohol,  or  other  solutions  or  volatile 
solvents,  which  would  be  entirely  expelled  or  lost,  but  by  its 
presence  gives  the  solidified  collodion  or  compound  the  new 
capability  of  being  again  rendered  plastic  by  heat,  and  re- 
molded into  any  desired  form  or  shape,  without  requiring  the 
use  of  solutions  or  volatile  solvents,  or  the  addition  of  fusible 
gums,  as  heretofore." 

The  discovery  that  camphor  was  a  solvent  of  pyroxyline 
without  the  admixture  of  a  liquid,  though  chemically  impor- 
tant, was  not  practically  available  in  the  art,  by  reason  of  the 
danger  of  explosion  of  the  pyroxyline,  when  the  camphor 
was  heated  to  a  melting  point.  The  patentees,  therefore, 
devoted  themselves,  with  the  knowledge  they  had  gained  that 
liquid  solvents  could  be  dispensed  with,  to  the  discovery  of  a 
process  which  should  be  safe,  and  yet  possess  the  mechanical 
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advaDtages  in  which  the  process  of  No.  5,928  was  the  pioneer. 
The  invention  described  in  the  patent  in  snit  was  the  result. 
The  specification  describes  the  invention  as  follows : 

"  In  our  re-issued  letters  patent  No.  5,928,  granted  June 
23d,  1874,  camphor  is  set  forth  as  a  solvent  of  pyroxyline, 
when  the  same  is  subjected  to  intimate  mixture,  and  then  ta 
heat  and  pressure.     Our  present  invention  is  made  for  lessen- 
ing tl)e  quantity  of  camphor  or  equivalent  solvent  made  use 
of ;  also,  the  degree  of  heat  required  in  the  manufacture  of 
celluloid.   We  prepare  a  compound  pulp  composed  of  pyroxy- 
line, gum-camphor,  &c.,  as  described  in  the  said  above-named 
re-issued  letters  patent,  but  in  different  proportions,  the  pro- 
portions suited  to  this  new  process  being  about  one  hundred 
(100)  parts  of  dry  pyroxyline  and  from  twenty-five  (25)  to- 
forty  (40)  parts  of  gum-camphor,  (varying  with  the  consist- 
ency required  in  the  finished  product,)  together  with  such 
coloring  or  other  material  as  may  be  desired.     When  these 
ingredients  are  thoroughly  intermixed,  as  set  forth  in  such 
re-issued  letters  patent,  and  the  aqueous  moisture  expelled 
therefrom,  which  may  be  advantageously  accomplished  by 
tlie  plan  set  forth  in  our  letters  patent  of  November  19th, 
1872,  and  numbered  133,229,  from  twenty  (20)  to  forty  (40) 
per  cent,  of  alcohol  is  added,  and  the  whole  mass  kept  within 
a  closed  vessel  until  the  alcohol  is  evenly  diffused  throughout 
all  its  parts,  the  proportions  named  in  the  re-issued  letters 
patent  referred  to  being  one  hundred  parts  of  dry  pyroxyline 
to  fifty  parts  of  gum-camphor.     After  this  even  diffusion  the 
mass  is  well  masticated  between  rollers  heated  to  135^  Fahren- 
heit.    The  particles  of  pyroxyline  and  other  materials,  such, 
as  coloring  matter,  are  brought  intimately  into  contact  with 
the  camphor,  by  the  action  of  the  alcohol  and  the  mastication,, 
and  a  semi-transformation  takes  place,  and  the  material  is  in  a 
better  condition  for  the  final  heating  and  converting  process, 
80  that  from  fifty  to  seventy-five  degrees  less  heat  is  required 
to  complete  the  transformation  of  the  pyroxyline  and  solvents 
into  celluloid   than   is  required  where  no  alcohol  is  used^ 
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Nitrous  ether  and  some  other  solvents  of  gum-camphor  may 
be  substituted  for  alcohol,  in  this  process." 

The  claim  is  as  follows :  *'  The  process,  herein  set  fortli, 
of  manufacturing  celluloid,  bj  the  addition  to  the  mass  com- 
posed of  pyroxyline  and  camphor,  of  a  solvent  of  camplior, 
in  about  the  proportion  set  forth,  and  previous  to  mastication, 
heat,  and  pressure." 

To  this  process,  and  to  the  knowledge  and  skill  which 
grew  out  of  an  acquaintance  with  it,  is  due  the  present  com- 
mercial success  of  xylonite  or  celluloid,  as  an  article  which  can 
be  devoted  to  a  very  great  variety  of  uses. 

Tlie  question  of  prime  importance  in  the  case  is  as  to  the 
patental)ility  of  the  process.  The  plaintiff  insists  that  re>issue 
No.  5,928  disclosed  an  invention  which  is  admitted  to  have 
been  novel  and  patentable,  which  broke  the  control  thereto- 
fore held  by  liquid  solvents,  relied  upon  heat  and  pressure  to 
develop  the  action  of  the  solid  solvent,  and  pointed  the  way 
towards  success  in  the  manufacture  of  solid  celluloid;  and 
that  the  patent  in  suit  is  an  improvement  upon  the  process  of 
No.  5,928,  and  is,  therefore,  patentable.  The  defendants  say 
that  the  patent  in  suit  is  simply  a  return  to  the  well-known 
spirits  of  camphor  solvent,  and  that,  if  the  time  of  the  appli- 
cation of  the  alcohol  to  the  camphor  is  not  an  immaterial  mat- 
ter, yet,  when  it  is  once  known  that  spirits  of  camphor  are  a 
solvent,  there  is  nothing  patentable  in  the  order  in  which  the 
liquid  or  camphor  is  introduced  into  the  tub,  but  the  changes 
or  modifications  in  the  manner  of  applying  the  solvent  are 
only  a  carrying  forward  of  the  original  thought,  which  does 
not  constitute  invention. 

It  is  true,  that  it  was  well-known  in  1874,  that  spirits  of  cam- 
phor were  a  solvent  of  pyroxyline,  and  a  mode  in  which  the  sol- 
vent could  be  applied  was  well-known,  and,  if  the  alleged  inven- 
tion consisted  merely  in  a  new  and  different  method  of  mixing 
the  spirits  of  camphor  with  the  pyroxyline,  whereby  a  better  re- 
sult was  produced,  it  would  contain  nothing  patentable.  But 
the  invention  had  a  wider  scope.  It  must  be  noticed,  that  the 
question  is  not  whether  the  process  was  a  patentable  improve- 
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menb  on  what  was  practiced  in  1882,  under  the  name  of  the 
Spill  process,  but  whether  it  was  an  invention  in  view  of  the 
state  of  the  art  in  1874.  It  was  for  an  improved  process, 
whereby,  instead  of  mixing  a  solid  and  a  liquid,  and  straining 
the  mass  to  remove  undissolved  particles,  and  evaporating  the 
liquid  in  an  air- tight  condenser,  the  inventors  mixed  two  solids 
and  added  a  liquid  ;  then,  having  pressed  out  tlie  moisture, 
and  masticated  the  compound  in  rolls,  they  relied  upon  heat 
and  pressure  to  effect  or  complete  the  transformation  into 
solid  celluloid,  the  pressure  being  that  described,  and  the  de- 
gree of  heat  being  less  than  that  described,  in  No.  5,928.  The 
discussion  in  regard  to  these  processes  should  not  be  confined 
to  a  comparison  between  the  different  methods  of  introducing 
the  liquid  solvent  to  the  mixture ;  but  the  difference  extends 
to  the  respective  methods  subsequently  used  in  the  process  of 
transformation. 

It  cannot  be  denied  that  No.  5,928  was  clearly  a  new  and 
patentable  process  and  tiiat  it  radically  differed  from  its  pred- 
ecessors. I  think  it  is  plain  that  the  patent  in  suit  is  not 
an  abandonment  of  No.  5,928,  and  a  mere  return  to  the  old 
liquid  solvent  process,  which  consisted  in  first  dissolving  the 
solid  pyroxyline  in  a  large  amount  of  liquid,  and  then  evapo- 
rating the  solvent,  but  was  a  retention  of  the  new  process  of 
perfect  admixture  of  two  solids,  and  then  a  transformation  by 
heat  and  pressure,  except  as  modified  by  the  introduction  of 
alcohol  to  the  mixture  of  pyroxyline  and  dry  camphor. 
Neither  was  the  process  of  the  patent  in  suit  a  mere  change 
of  proportions  from  those  given  in  the  Spill  formulas. 

The  defendant  corporation  has  used,  from  time  to  time, 
since  its  organization  in  1882,  the  patented  process,  unless  the 
fact  that  it  mixes  dry  camphor  with  pyroxyline,  rendered  ab- 
normally dry,  and  then  adds  the  alcohol,  and  does  not  subject 
the  mixture  to  pressure  for  the  purpose  of  expelling  damp- 
ness, constitutes  a  departure  from  the  process  described  in  the 
patent.  Each  method  starts  with  wet  pyroxyline.  Hyatt 
brings  the  pulp,  in  the  first  place,  to  a  comparatively  dry  state, 
adds  the  camphor,  and  then  expels  the  remaining  moisture. 
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The  defendants  make  the  pulp  abnormally  dry  in  the  first  in- 
stance. They  omit  no  step  which  the  patent  describes,  and 
there  is  no  substantial  difference  in  the  methods  in  which  the 
process  is  used. 

The  defendants  also  say,  that  the  process  was  publicly 
used  for  more  than  two  years  before  the  date  of  the  applica- 
tion for  a  patent.  During  the  experiments  which  resulted  in 
the  discovery  of  the  patented  process,  some  poor  dental  plated 
were  sold.  Without  going  carefully  into  an  examination  of 
the  testimony,  the  case  is  within  the  principles  announced  in 
Pitts  V.  HaU,  (2  Blatchf,  C.  C.  /?.,  229,)  and  Elizabeth  v. 
Pavement  Co.,  (97  U.  S.,  126.) 

Let  there  be  a  decree  for  an  injunction  and  an  accounting. 

Frederic   H.  JBetts  and  WUlia^m  D,  Shipman,  for  the 
plaintiff. 

Horace  M,  Ruggles  and  Benjamin  F,  Thurston,  for  the 
defendants. 


Gbobgb  W.  Hendee,  Reoeiyrb  of  the  Vermont  National 

Bank  of  St.  Albans 


vs. 


The  Conneoticot  and  Passumpsic   Rivers  Kailboad  Com- 
pany.    In  Equity. 

Where  a  receiver  of  a  national  bank,  appointed  by  the  Comptroller  of  the  Car- 
rency,  has  in  his  possession  bonds  pledged  to  the  bank  for  a  debt,  and  has  ob- 
tained  from  this  Court  an  order,  under  the  statute,  to  sell  them,  and  a  corpora* 
tion,  a  citixen  of  Vermont,  has  brought  a  suit  in  Canada,  against  the  receiver, 
to  recover  the  bonds,  this  Court  has  jurisdiction  of  a  bill  filed  by  the  receiver 
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against  the  corporation,  to  enjoin  it  from  further  proaecating  the  suit  in  Can- 
ada, and  will  iasae  a  preliminary  injanction  to  that  effect. 

Such  jariadiction  is  not  taken  away  by  §  4  of  the  Act  of  July  12th,  1882,  (22  IT. 
8.  Slat  at  Large,  162.) 

The  cause  of  action  in  behalf  of  the  receiver  arises  mider  the  laws  of  the  United 
States. 

(Before  Whbkleb,  J.,  Vermont,  March  8th.  1886.) 

Wheeler,  J.  The  Vermont  Kational  Bank  of  St.  Albans 
had  in  its  possession  six  hundred  and  ninety,  one  thousand 
dollar,  first  mortgage  bonds,  and  one  hundred,  one  thousand 
dollar,  second  mortgage  bonds,  of  the  Montreal,  Portland  and 
Boston  Railroad  in  Canada,  pledged  to  it  to  secure  the  payment 
of  three  hundred  and  seventy  thousand  dollars  due  to  it,  with 
accrued  and  accruing  interest,  and  failed,  and  the  orator  was 
appointed  its  receiver,  by  the  Comptroller  of  the  Currency, 
under  the  laws  of  the  United  States,  and  he  took  possession 
of  its  assets,  including  these  bonds,  pursuant  to  his  appoint- 
ment ;  and  he  has  procured  an  order  of  this  Court,  under  the 
laws  of  the  United  States,  for  the  sale  of  the  bonds.  The  de- 
fendant claims  these  bonds,  and  has  brought  suit  for  them 
against  the  orator,  in  the  Superior  Court  of  Lower  Canada,  for 
the  Province  of  Quebec,  in  the  District  of  Montreal.  The 
orator  alleges  these  facts  in  his  bill  of  complaint,  and  moves 
for  a  preliminary  injunction  against  the  further  prosecution  of 
the  suit  in  Canada,  and  this  cause  has  now  been  heard  upon 
that  motion.  No  answer  has  been  filed,  and  the  allegations  of 
the  bill  are,  for  the  purposes  of  this  motion,  to  be  taken  as 
true. 

The  principal  ground  urged  in  opposition  to  the  motion  is 
the  want  of  jurisdiction  of  this  Court  over  any  suit  between 
the  orator  and  the  defendant,  to  try  the  title  to  these  bonds. 
No  question  is,  or  could  well  be,  made  but  that  this  Court  had 
ample  jurisdiction  for  that  purpose  prior  to  the  Act  of  Congress 
of  July  12th,  1882,  (22  U.  S.  Stat  at  Large,  162.)  By  that 
Act  it  was  provided  (§4)  that, 'Hhe  jurisdiction  for  suits 
heretofore  brought  by  or  against  any  association  established 
under  any  law  providing  for  national  banking  associations  " 
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shoald  ^^  be  the  same  as,  and  not  other  than,  the  jurisdiction 
for  suits  by  or  against  banks  not  organized  under  any  law  of 
the  United  States  which  do  or  might  do  banking  business 
where  such  national  banking  associations  may  be  doing  busi- 
ness when  such  suits  may  be  begun."  This  Court  would  have 
no  jurisdiction  of  such  a  suit  as  this  between  a  State  hank 
located  where  this  bank  was  and  the  defendant,  for  they 
would  be  citizens  of  the  same  State,  and  there  would  be  noth- 
ing in  the  subject-matter  conferring  jurisdiction ;  and  it  would 
have  had  no  jurisdiction  if  this  bank  had  continued  business 
in  its  own  right  and  had  brought  this  suit. 

It  is  argued  that  the  receiver  has  no  greater  rights  than 
the  bank  and  merely  represents  it,  and  that,  therefore,  the 
jurisdiction  is  the  same  as  and  not  other  than  it  would  have 
been  if  the  bank,  while  doing  business,  had  brought  the  suit. 
This  argument  appears  well  enough  founded  to  the  extent 
that  the  receiver  stands  upon  and  represents  merely  the  rights 
of  the  bank  as  to  the  matter  in  controversy.  {Bank  v.  £jenr 
nedy^  17  WaU,^  19 ;  Bank  of  Bethel  v.  Pahquioque  Bank^  14 
Wall.j  383.)  But  this  does  not  determine  the  full  meaning 
of  the  Act  of  1882.  The  purpose  of  that  Act  appears  to  be 
to  put  national  banks,  as  such,  in  the  same  situation  as  State 
banks,  for  the  purposes  of  suing  and  being  sued.  No  State 
bank,  nor  other  bank  not  a  national  bank,  could  be  in  the  sit- 
uation in  which  this  bank  is.  It  is  wholly  in  the  hands  of  the 
orator,  as  a  receiver,  for  the  purpose  of  having  its  affairs 
wound  up,  and  is  not  doing,  and  cannot  do,  any  business 
whatever  anywhere.  It  was  brought  into  this  condition  by 
proceedings  under  the  laws  of  the  United  States.  The  orator 
was  appointed  to  his  position  as  receiver,  by  an  officer  of  the 
United  States,  and  is  himself  an  officer  of  the  United  States, 
and  acts  as  such  in  bringing  this  suit.  {Stanton  v.  Wilkeson, 
8  Ben.y  357;  Price  v.  Abbott^  17  Fed.  liep.,  506.)  A  suit  in 
behalf  of  a  corporation  created  by  Act  of  Congress  arises 
under  the  laws  of  the  United  States,  although  the  cause  of  ac- 
tion itself  is  founded  on  the  common  law  or  other  statutes. 
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(Oshom  V.  Bank  of  United  States^  9  Wheat,  736 ;  Evokes  v^ 
Northern  Pacific  Railway  Co.^  9  Savyyer^  313.)  The  right 
of  the  orator  to  sue  arises  in  the  same  maDner.  He  cannot 
proceed  at  all  without  invoking  the  aid  of  laws  of  the  United 
States.  The  Act  of  1882  appears  to  take  away  the  right  of 
the  bank  as  snch,  but  not  to  affect  the  right  of  the  orator  as 
receiver. 

The  orator  is  a  receiver  to  collect  the  assets  and  pay  over- 
the  money  raised  from  them  to  the  Treasurer  of  the  United 
States,  subject  to  the  order  of  the  Comptroller,  for  distribu- 
tion among  the  creditors.  In  matters  concerning  the  sale  of 
property,  concerning  bad  and  doubtful  debts,  and,  in  some 
aspects,  concerning  the  appointment  of  a  receiver  in  the  first 
instance,  the  Courts  of  the  United  States  have  some  jurisdic- 
tion in  addition  to  that  of  the  Comptroller.  {Rev.  Stat.^  sees, 
5,234,  5,237  and  629,  Eleventh.)  The  sale  of  property  and 
compounding  bad  and  doubtful  debts  is  remitted  to  the  order 
of  a  Court  of  record  of  competent  jurisdiction.  That  part  of 
section  57  of  the  banking  Act  of  June  3d,  1864,  (13  U.  S.y 
Stat,  at  Large^  H^O  giving  jurisdiction  to  any  State,  county  or 
municipal  Court  having  jurisdiction  in  similar  cases,  was  not 
brought  into  the  Revised  Statutes,  but  was  dropped  out  when 
the  rest  of  the  section  giving  jurisdiction  to  the  Courts  of  the 
United  States  within  the  District  was  brought  into  section 
563,  Fifteenth,  and  section  629,  Eleventh.  The  State  Courts 
appear  to  be  left  with  the  jurisdiction  arising  out  of  the  abil- 
ity to  sue  and  be  sued,  and  without  power  over  purely  ad- 
ministrative proceedings  for  the  government  of  officers  of  the 
United  States  under  the  laws  of  the  United  States.  The  re- 
ceivership is  an  entire  tiling,  provided  for,  controlled  and 
regulated  by  the  laws  of  the  United  States,  through  the  Comp- 
troller, and  the  Courts  of  the  United  States  within  the  Dis- 
trict. The  defendant  is  a  citizen  of  the  United  States,  within 
the  District.  The  suit  of  the  defendant,  wholly  without  the 
jurisdiction  of  the  receivership,  to  deprive  the  receiver  of 
property  within,  would  tend  to  defeat  its  object.     Such  suits 
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are  frequeotly  restrained  by  injonction.     {High  on  Inj.j  2d 
ed.j  sec.  73 ;  Dehon  v.  Foster^  4  Alleti^  545.) 
Motion  granted. 


Albert  Cross^  for  the  plaintiff. 
John  Toung^  for  the  defendant. 


Chbsteb   W.  Wittkbs,  Eeoeiveb  of   the  Fibst  National 

Bakk  of  St.  Albans 

Geobge  B.  Fosteb,  Administratob  of  the  Estatr  of  Geoboe 

W.  Foster,  deceased.    In  EQunr. 

In  Vermont,  a  cause  of  action  against  a  director  of  a  national  bank,  for  neglect 
of  duty  as  a  director,  in  yiulating  the  provisions  of  §§  6,200,  6,202  and  6,204 
of  the  Reyised  Statutes,  not  involving  the  personal  misappropriation  of  the 
property  of  the  bank,  does  not  survive. 

(Before  Wheeler,  J.,  Vermont,  March  18th,  1886.) 

Wheklke,  J.  This  is  a  bill  of  revivor.  The  original 
bill  charged  the  intestate,  in  connection  with  others,  as  direct- 
ors of  the  bank,  with  neglect  of  duty,  in  not  requiring  a  bond 
of  the  cashier,  and  in  not  holding  meetings,  and  appointing 
committees,  and  receiving  reports,  as  required  by  the  by-laws ; 
in  allowing  persons  to  become  indebted  to  an  amonnt  exceed- 
ing one-tenth  of  the  capital ;  and  in  reckoning  assets  as  good, 
as  a  basis  of  dividends,  when  they  were  in  fact  worthless,  con- 
trary to  the  provisions  of  the  Revised  Statutes,  sections  5,200, 
5,202,  5,204.  Objection  is  made  to  reviving  the  suit,  upon 
the  ground  that  the  Court  has  not  jurisdiction  since  the  Act 
of  July  12th,  1882,  (12  U.  S.  Stat,  at  Large,  163,  §  4,)  and 
that  the  cause  of  action  does  not  survive. 
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The  cause  of  action  rests  upon  the  requirements  of  the 
laws  of  the  United  States,  and  by-laws  made  pursuant  to  such 
laws,  and,  therefore,  is  one  arising  under  those  laws,  jurisdic- 
tion over  which  is  not  taken  away  by  that  Act. 

The  important  question  is  whether  the  cause  of  action  sur- 
vives. This  question  is  to  be  determined  by  the  law  of  the 
State  of  Vermont,  where  the  bank  was  situated  and  the  intes- 
tate died.  {Heyishaw  v.  Miller^  17  Tlow.y  212.)  The  laws  of 
the  United  States  prescribe  methods  only  for  reviving  suits 
that  do  survive,  but  do  not  prescribe  what  suits  shall  survive. 
{Rev.  Stat.^  sec,  955.)  The  statutes  of  Vermont  applicable  to 
this  case  provide,  that  actions  of  trespass  and  trespass  on  the 
case,  for  damages  done  to  real  or  personal  estate,  shall  survive. 
{Revised  Laws^  sec.  2,133.)  This  statute  is  not  any  more 
broad  than  the  English  statute  of  4  Edw.  Ill,  ch.  7.  {Barrett 
V.  Copeland,  20  Vt,  244 ;  Dana  v.  Lull,  21  Yt,  388 ;  Bellows 
V.  Allen,  22  Vt.,  108 ;  WinhaU  v.  Sawyer,  45  Vt.,  466 ;  Red- 
Jieldj «/.,  Manwell  v.  Briggs,  17  VL,  176.)  The  ground  of  the 
orator's  claim  against  the  intestate  was  his  personal  and  official 
guilt;  not  the  misappropriation  or  misapplication  of  any 
property  of  the  bank  in  his  possession,  nor  the  interference 
by  him  with  any  property  of  the  bank  in  possession  or  in  ac- 
tion ;  but  the  omission  of  duties  which,  if  performed,  might 
benefit  the  assets  of  the  bank.  In  Hamhly  v.  Trott,  {Cowp.i 
373,  875,)  Lord  Mansfield  said :  "All  private  criminal  injuries 
or  wrongs,  as  well  as  aU  public  crimes,  are  buried  with  the 
oflEender."  There  are  many  cases,  under  such  statutes,  where 
it  is  held  that  actions  resting  upon  such  personal  wrong-doing, 
although  followed  by  pecuniary  damage,  do  not  survive — 
Baily  v.  Birtlts,  (Sir  T.  Raym.,  71,)  which  was  for  neglect 
to  return  a  cow  taken  for  agistment ;  Stehbms  v.  Painter,  (1 
Pick.,  71,)  which  was  for  breach  of  promise  of  marriage; 
Holmes  v.  Moore,  (5  Pick.,  257,)  which  was  for  diverting  water 
from  a  mill ;  Read  v.  Hatch,  (19  Pick.,  47,)  which  was  for 
fraudulently  recommending  a  trader  to  credit;  Barrett  v. 
Copela/nd^  (20  Vt.,  244,)  which  was  for  making  a  false  return 
as  constable;  Henshaw  v.  Miller,  (17  How.,  212,)  which  was 
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for  a  false  representation  as  to  credit ;  and  WinhM  v.  Saw* 
yer^  (45  Vt^  466,)  which  was  for  unlawfully  transporting  a 
pauper  into  a  town,  to  charge  the  town  with  her  support. 
There  are  no  cases  which  have  been  cited  or  noticed  that  are 
really  to  the  contrary.  In  Dana  v.  LiMy  (21  Vt^  383,)  which 
was  for  neglect  of  a  deputy  sheriff  in  not  keeping  property 
attached  on  a  writ  to  respond  to  the  execution,  the  deputy  had 
the  specific  property  in  his  hands,  which  he  was  in  duty  bound 
to  keep ;  and  in  Bellows  v.  Aliens  (22  Vt,^  108,)  which  was  for 
not  paying  over  money  by  a  deputy  sheriff,  collected  on  an 
execution,  the  deputy  actually  had  the  money  in  his  hands,  and 
detained  it.  There  was  an  acquisition  by  the  deputy  at  the 
expense  of  the  other,  in  each  case.  The  cause  of  action  does 
not  appear  to  survive  by  the  laws  of  Vermont,  as  now  under- 
stood. 

Bill  of  revivor  dismissed. 


Chester  W.  Witters^  for  the  plaintiff. 
Albert  P.  CrosSj  for  the  defendant. 


The  Apollinabis  Company,  LinrrED 

vs. 
Paul  Schebeb.     In  Equity. 

The  plaintiff,  a  corporation,  obtained  from  the  owner  of  a  mineral  spring  in  Hun- 
gary, the  exdaei^e  right  to  export  its  water  to  the  United  States,  and  sell  it 
there,  and  to  use  its  name,  "  Hunyadi  Janos,"  as  a  trade-mark.  The  owner  of 
the  spring,  in  selling  the  water  in  Europe,  sold  it  with  a  label  stating  that  it 
was  not  intended  for  export  to  America.  The  plaintiff  used  a  label  stating 
that  it  was  the  sole  exporter.  The  defendant  bought  the  genuine  water  in 
Europe  and  sold  it  in  the  United  States :  Held,  that  the  plaintiff  could  not 
maintain  a  suit  to  restrain  the  defendant  from  selling  the  water  in  the  United 
States. 
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The  sale  of  the  geouise  water,  by  ita  Dame,  did  not  infringe  the  trade-mark. 
The  defendant  had  the  right  to  sell  anywhere  the  genmne  water,  lawfiiUy 
bought. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  March  17th,  1886.) 

Wallace,  J.  The  complainant  has  applied  for  an  injunc- 
tion pendente  lite^  to  restrain  the  defendant  from  importing^ 
into  the  United  States,  or  selling  here,  any  water  under  the 
name  or  designation  '^  Hanjadi  Janos,"  or  offering  to  sell 
any  water  in  bottles  with  that  name  apon  tliem,  or  with  labels- 
like  those  adopted  and  used  by  the  complainant  to  designate 
and  distinguish  the  water  from  other  mineral  waters. 

The  defendant  is  importing  and  selling  here  the  water  of 
a  certain  mineral  spring  of  Hungary,  owned  by  one  Andreas* 
Saxlehner.  The  waters  are  known  as  "  Hunyadi  Janos,"  the 
spring  having  been  christened  by  that  name  by  Saxlehner^ 
and  the  name,  as  applied  to  the  water,  having  been  adopted 
by  him  as  a  trade-mark.  Prior  to  the  time  of  the  acts  com- 
plained of,  Saxlehner  transferred  to  the  complainant  the  sole 
right  to  export  the  waters  from  Hungary  to  Great  Britain 
and  America,  and  to  sell  them  in  these  countries,  and  to  use 
the  trade- mark.  For  the  more  effectual  protection  of  their 
respective  rights,  Saxlehner  and  the  complainant  adopted 
labels  to  be  affixed  to  the  bottles  of  water  to  be  sold  by  each^ 
bearing  the  name  "  Hunyadi  Janos  "  and  other  distinguishing 
devices.  The  labels  used  by  Saxlehner  contained  the  follow- 
ing printed  notice :  "Caution,  This  bottle  is  not  intended 
for  export,  and,  if  exported  for  sale  in  Great  Britain,  her 
colonies,  America,  or  other  transmarine  places,  the  public  is 
cautioned  against  purchasing  it.  Andreas  Saxlehner."  The 
labels  used  by  the  complainant  contained,  in  the  place  of  this 
notice,  the  following :  ''  Sole  exporters.  The  Apollinaria 
Company,  Limited,  London."  Thereafter,  all  water  sold  by 
Saxlehner  to  purchasers  in  Germany  and  other  parts  of  con- 
tinental Europe  was  sold  in  bottles  with  the  label  which  had 
been  adopted  for  him,  and  all  the  water  sold  by  the  complain- 
ant in  Great  Britain  and  the  United  States  was  sold  in  bottles 
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with  the  label  adopted  for  its  use.  Tlie  complainant  established 
an  agency  for  the  sale  of  the  water  in  this  country,  but,  as  it 
now  asserts,  is  unable  to  maintain  its  own  prices  for  the  article, 
because  the  defendant  purchases  the  water  in  Germany  from 
persons  to  whom  it  has  been  sold  by  Saxlehner,  imports  it,  and 
sells  it  here  at  lower  prices.  It  is  shown  that  the  defendant  pur- 
chases the  water  in  bottles  under  the  label  adopted  by  Saxleh- 
ner,  containing  the  cautionary  notice ;  and  that  he  does  this 
after  having  applied  to  Saxlehner  to  sell  him  the  water,  and 
been  refused,  and  informed  by  Saxlehner  of  the  complainant's 
rights. 

The  bill  of  complaint  proceeds,  in  part,  upon  the  theory, 
that  the  defendant  is  infringing  the  complainant's  trade-mark 
in  the  name  and  label  applied  to  the  water ;  but  all  the  aver- 
ments in  this  behalf  may  be  disregarded,  as  irrelevant  to  the 
real  question  in  the  case.  No  doubt  is  entertained  that  the 
name,  when  applied  to  the  water,  is  a  valid  trade-mark,  and 
that  the  complainant  should  be  protected  against  the  unau- 
thorized use  of  the  trade^mark  by  another.  The  complainant 
would  be  entitled  to  this  protection  entirely  irrespective  of 
the  registration  of  its  trade-mark  in  the  Patent  Office.  The 
same  observations  apply  to  the  use  of  the  label.  The  com- 
plainant has  a  common  law  right  to  the  name  and  the  label, 
as  a  trade-mark  by  which  its  mineral  waters  are  identified ; 
and,  as  the  necessary  diversity  of  citizenship  exists  between 
the  parties,  to  confer  jurisdiction  upon  this  Court,  the  only 
effect  of  the  registration  is  to  afford  and  perpetuate  the  evi- 
dence of  the  complainant^s  title.  But  the  defendant  is  selling 
the  genuine  water  and,  therefore,  the  trade-mark  is  not  in- 
fringed. There  is  no  exclusive  right  to  the  use  of  a  name  or 
symbol  or  emblematic  device,  except  to  denote  the  authentic- 
ity of  the  article  with  whicli  it  has  become  identified  by  asso- 
ciation. The  name  has  no  office  except  to  vouch  for  the 
genuineness  of  the  thing  which  it  distinguishes  from  all  coun- 
terfeits ;  and,  until  it  is  sought  to  be  used  as  a  false  token,  to 
denote  that  the  product  or  commodity  to  which  it  is  applied 
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is  the  product  or  commodity  which  it  properly  aathenticates, 
the  law  of  trade-mark  cannot  be  invoked. 

The  real  question  in  the  case  is,  whether  the  defendant  is 
unlawfully  interfering  with  any  exclusive  right  of  the  com- 
plainant to  control  the  sale  of  tJie  water  in  the  territory  ceded 
to  the  complainant  for  that-  purpose  by  Saxlehner.  It  is 
manifest,  that  the  acts  of  the  defendant  tend  to  deprive  the 
complainant  of  the  substantial  advantages  which  it  expected 
to  obtain  from  the  privilege  transferred  to  it  by  Saxlehner. 
It  can  no  longer  maintain  its  own  prices  for  the  mineral 
water,  or  hold  out  the  indncenients  it  formerly  could  to  the 
agents  it  has  selected  to  introduce  the  article  to  the  patronage 
of  the  public  and  build  up  a  trade.  It  can  no  longer  protect 
itself  as  efficiently  against  the  chances  of  a  spurious  article 
being  palmed  off  upon  the  public  as  its  own.  It  is,  therefore^ 
measurably  deprived,  by  the  acts  of  the  defendant,  of  the 
profits  and  benefits  which  it  contemplated  when  it  purchased 
from  Saxlehner  the  exclusive  right  of  importing  the  water 
into  this  country  and  selling  it  here.  If  the  complainant 
could  acquire  an  exclnsive  right  to  sell  the  water  here,  the 
case  would  be  plain.  If  it  could  not,  it  still  remains  to  con- 
sider whether  the  defendant  has  violated  any  duty  which  the 
law  recognizes,  in  his  relations  to  the  transaction. 

There  would  seem  to  be  no  doubt  that  the  agreement 
between  Saxlehner  and  the  complainant  was  a  valid  one.  He 
had  the  right  to  dispose  of  his  property  in  the  product  of  hia 
spring  as  he  saw  fit ;  and  it  is  not  apparent  how  the  transfer 
of  a  part  of  his  exclusive  right  to  vend  the  water,  by  which  a 
territorial  division  in  its  enjoyment  was  created,  can  be 
deemed  obnoxious  to  any  principle  of  public  policy,  as  tend- 
ing to  create  a  monopoly  or  an  unlawful  restraint  of  trade. 
If  Saxlehner  were  now  endeavoring  to  compete  with  the 
complainant  in  the  sale  of  the  water  in  the  ceded  territory, 
his  conduct  would  furnish  a  ground  for  equitable  jurisdiction 
and  the  remedy  of  an  injunction,  because  of  the  inadequacy 
of  a  remedy  at  law.  {Bispham's  JEq.^  sec.  412.)  It  is  equally 
dear,  that,  if  the  defendant  were  co-operating  with  Saxlehner 
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collusively,  to  violate  the  complainant's  right  to  the  exclusive 
sale  of  the  water,  he  also  would  be  restraiued.  In  such  a 
case,  the  foundation  of  equitable  redress  would  be  the  breach 
of  covenant  on  the  part  of  Saxlehner;  and  the  defendant^ 
when  acting  in  aid,  would  be  identified  with  Saxlehner,  and 
amenable  to  the  remedy,  as  though  he  were  Saxlehner  him- 
self. But  it  is  important  to  bear  in  mind,  that  thexase  would 
be  one  for  equitable  cognizance  and  the  remedy  of  an  injunc- 
tion, merely  upon  the  ground  that  the  complainant's  damages 
arising  from  the  breach  of  covenant  could  not  be  reparably 
redressed  at  law. 

It  was  not  possible,  by  any  contract  or  grant  between 
Saxlehner  and  the  complainant,  to  create  a  territorial  title  to 
the  products  of  the  spring.  No  such  title  is  known  to  the 
law  of  personal  property.  No  analogy  can  be  drawn  from 
the  law  of  patents  for  inventions,  because  the  title  to  this 
species  of  property  is  purely  statutory ;  and  it  is  by  force  of 
arbitrary  law  alone  that  the  title  in  the  incorporeal  property 
can  be  subdivided  into  territorial  parts.  The  decisions  which 
have  been  relied  on  in  argument,  as  sustaining  the  right  of 
the  owner  of  a  patent  to  prevent  a  sale  or  use  of  the  patented 
thing  ontside  of  the  territorial  limits  for  which  a  license  has 
been  granted,  although  the  license  authorized  a  sale,  and  the 
sale  was  made  within  the  territorial  limits  of  the  license^ 
have,  therefore,  no  application  to  the  present  case.  The 
rights  of  the  complainant  rest  purely  in  covenant.  If  Sax- 
lehner himself  should  sell  the  water  here,  the  purchaser 
would  acquire  title  to  the  article,  with  all  the  rights  of  a. 
proprietor  to  use  it  or  to  do  with  it  as  he  might  see  fit. 
Suppose  the  purchaser  should  be  fully  aware,  at  the  time  of 
buying,  that  Saxlehner  had  covenanted  with  the  complainant 
that  the  latter  alone  should  have  the  privilege  of  selling  the 
water  here,  could  it  be  seriously  questioned  that  the  purchaser 
would,  nevertheless,  acquire  a  perfect  title  ?  Although  the 
defendant  was  fully  aware,  when  he  bought  the  water  which 
he  has  imported,  from  those  to  whom  Saxlehner  had  sold  it, 
of  the  terms  of  the  agreement  between  Saxlehner  and  the 


464  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Tke  ApolltDaris  Company  v.  Scherer. 


complainant,  that  circumstance  does  not  help  the  complain- 
ant's case.  There  was  no  breach  of  covenant  on  the  part  of 
Saxlehner.  On  the  contrary,  he  did  all  that  was  in  his  power 
to  carry  out  the  agreement  between  himself  and  the  com- 
plainant. The  defendant  did  not  expressly  or  impliedly 
assume  not  to  sell  the  water  within  the  territory  ceded  to  the 
complainant.  On  the  contrary,  he  repudiated  any  recognition 
of  such  an  obligation.  The  insuperable  difficulty  in  the  way 
of  the  complainant  is,  that  any  purchaser  of  the  water,  wher- 
ever he  purchases  it,  acquires  a  valid  title  to  treat  it  as  his 
own  property. 

Upon  first  impression,  it  would  seem  that  the  defendant 
cannot  be  justified  in  a  course  of  conduct  which  is  calculated, 
if  not  deliberately  prompted  by  the  design,  to  deprive  the 
complainant  of  the  benefit  of  its  contract  with  Saxlehner,  and 
that  there  must  be  some  principle  of  equity  which  can  be 
invoked  to  prevent  him  from  doing  that  which  Saxlehner 
himself  would  not  be  permitted  to  do.  The  interposition  of 
a  Court  of  equity  is  frequently  invoked,  and  always  success- 
fully, to  restrain  unlawful  competition  in  trade.  All  prac- 
tices between  rivals  in  business,  which  tend  to  <;ngender 
unfair  competition,  are  odious,  and  will  be  suppressed  by 
injunction.  (Croft  v.  Day^  7  Beav,^  84 ;  Harper  v.  Pearson^ 
3  L.  T.,  N.  5.,  547 ;  Stevens  v.  Payne,  18  Z.  T.,  N.  S.,  600 ; 
Glenny  v.  Smithy  11  t/wr.,  N.  5.,  pt  1,  964 ;  McLck  v.  Potter^ 
41  L.  J.J  N.  5.,  Chy.j  781 ;  Burgess  v.  Burgess^  3  De  G.,  M. 
cfe  G.,  896 ;  Glen  dh  Uall  Mfg.  Co.  v.  Rail,  61  N.  Y.,  226 ; 
Goodyear  Rubber  Co.  v.  Goody ear^s  Mfg.  Co.,  22  Blatchf  C. 
C.  P.,  421 ;  Genin  v.  Chadsey,  cited  in  2  Brews.,  330 ;  Avery 
V.  Meikle,  17  West  Jur.,  292;  Bell  v.  Locke,  8  Paige,  75.) 
But  the  adjudications  which  illustrate  the  principle  rest  upon 
the  ground,  that  a  merchant  or  trader  is  entitled  to  protection 
only  against  dishonest  or  perfidious  rivalry  in  his  business. 
He  will  be  protected  against  the  fraudulent  or  deceitful 
simulations  by  a  competitor,  of  tokens  which  tend  to  confuse 
the  identity  or  business  of  the  one  with  the  other,  and  against 
the  false  representation  of  facts  which  tend  to  mislead  the 
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public  and  divert  castom  from  the  one  to  the  other.  Any- 
thing short  of  this,  however,  is  lawful  competition.  Accord- 
ingly, the  Courts  will  not  attempt  to  prevent  the  sending  of 
circulars  or  advertisements  by  one  to  the  customers  of  a 
competitor  in  business,  although  designed  to  alienate  patron- 
age, if  they  contain  no  deceitful  or  misleading  statements. 

The  law  does  not  deal  with  motives  which  are  not  accom- 
panied by  a  wrongful  overt  act.  If  the  defendant  is  legally 
justified  in  buying  where  he  can  and  selling  as  he  chooses,  it 
is  not  material  whether  he  is  actuated  by  a  desire  to  annoy 
the  complainant  or  to  promote  his  own  pecuniary  interests. 

The  complainant  is  without  remedy,  and  the  motion  for 
an  injunction  must  be  denied. 

Hoacoe  Conklmg  and  Henry  Mel/oiUe^  for  the  plaintiff. 
Waxftie  Mc  Veagh  and  EmUe  Beneville,  for  the  defendant. 


Hugh  MoGinnis 

vs. 

Alicia  Flynn,  Kitty  Flynn  and  Patbiok  Fabrelly. 

Under  a  statute  of  New  Jersey,  which  requires,  in  order  to  the  formation  of  a 
limited  partnership,  the  filing^,  with  a  certificate,  of  an  affidavit  that  the  sums 
contributed  by  each  of  the  special  partners  "  have  been  actually  and  in  g^od 
faith  paid  in  cash/'  and  provides  that,  if  there  is  any  false  statement  in  the 
certificate  or  affidavit,  all  the  partners  shall  be  liable  as  general  partners,  if 
such  a  certificate  and  affidavit  are  filed,  but  one  of  the  partners,  instead  of 
having  paid  his  contribution  in  cash,  only  g^ve  his  check  for  the  amount, 
which  was  not  paid  till  a  month  afterwards,  he  is  liable  as  a  general  partner. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  March  29th,  1886.) 

Wallace,  J.    On  the  26th  of  February,  1883,  t!ie  defend- 
ant Farrell J,  with  others,  intending  to  form  a  limited  part- 
Vol.  XXIIL— 80 
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Dership,  in  which  Farrelly  was  to  be  a  special  partner  and  the 
others  general  partners,  execated  a  certificate  in  the  form 
required  by  the  laws  of  New  Jersey,  where  the  partnership 
business  was  to  be  carried  on,  which  recited  that  the  amount 
of  capital  contributed  to  the  common  stock  by  said  Farrelly 
was  the  sum  of  $2,500,  and  that  the  partnership  was  to 
commence  on  that  day.  Unless  a  limited  partnership  was 
formed  pursuant  to  the  statutes  of  New  Jersey,  the  defendant 
Farrelly  is  liable  to  the  plaintiff  upon  the  demand  in  suit,  as 
a  general  partner.  The  question  is,  whether  the  statutes  of 
New  Jersey  were  complied  with. 

The  revised  laws  of  New  Jersey  provide,  that  such  part- 
nership may  consist  of  one  or  more  persons  who  shall  be 
called  general  partners,  and  of  one  or  more  persons  who  shall 
be  called  spesial  partners,  and  who  '^  shall  contribute  in  actual 
cash  payments  a  specific  sum,  as  capital,  to  the  common  stock ;" 
that  a  certificate  shall  be  signed  by  the  several  persons,  reciting, 
among  other  things,  the  amount  of  capital  which  shall  have 
been  contributed  by  the  special  partner ;  that  this  certificate 
shall  be  filed  in  the  ofiice  of  the  county  clerk ;  and  that  there 
shall  be  filed  with  the  certificate  an  afSdavitof  a  general  part- 
ner, stating  that  the  sums  specified  in  the  certificate  to  have 
been  contributed  by  each  of  the  special  partners  to  the  common 
stock  "have  been  actually  and  in  good  faith  paid  in  cash." 
The  laws  also  provide,  that,  if  any  false  statement  be  made  in 
such  certificate  or  aflSdavit,  all  the  persons  interested  in  such 
partnership  shall  be  liable  for  all  engagements  thereof,  as 
general  partners.  On  February  26th,  1883,  the  certificate  was 
acknowledged  according  to  law,  and,  together  with  an  afiidavit 
of  one  of  the  general  partners,  verified  on  that  day,  in  form 
according  to  the  statute,  was  filed  in  the  oftice  of  the  proper 
clerk.  At  this  time  Farrelly  had  not  contributed  any  actual 
cash  payment  as  capital,  except  by  drawing  his  check  for  the 
sum  of  $2,500,  on  a  New  York  city  bank,  and  delivering  it  to 
one  of  the  general  partners.  His  check  was  good  for  the 
amount,  he  having  at  the  time  a  large  balance  to  his  favor  at 
the  bank  upon  which  it  was  drawn.     The  time  when  the 
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<check  was  delivered  was  after  banking  hours,  and  it  was 
retained  by  the  person  to  whom  Farrelly  delivered  it  until 
the  26th  of  March  thereafter.  The  check  was  not  presented 
to  the  bank  or  used  in  the  meantime,  and  on  the  26th  day  of 
March  was  returned  to  Farrelly  unpaid.  Thereupon,  Farrelly 
-drew  a  check  for  $5,000,  intended  to  cover  the  amount  of  the 
original  check,  and  a  loan  to  the  partnership  of  $2,500  in 
addition,  which  check  was  delivered  to  one  of  the  firm, 
deposited  to  the  credit  of  the  firm,  and  the  firm  received  the 
avails  thereof. 

It  must  be  held,  that  no  actual  cash  payment  had  been 
•contributed  by  Farrelly  to  the  partnership  when  the  certificate 
was  filed.  Similar  statutes  authorizing  the  creation  of  limited 
partnerships  exist  in  several  of  the  States  of  the  Union,  and 
have  been  the  subject  of  judicial  exposition.  It  is  the  well 
settled  doctrine,  that  one  who  has  not  strictly  complied  with 
the  requisitions  of  such  statutes  cannot  claim  exemption,  as  a 
special  partner,  from  liability  for  the  debts  of  the  firm  of 
which  he  is  a  member ;  and  that  his  liability  as  a  general 
partner  is  fixed,  if  he  has  omitted  to  make  his  contribution  to 
the  capital  of  the  firm  in  the  mode  required  by  the  true 
construction  of  the  statute.  When  the  statute  requires  the 
•contribution  to  be  made  in  actual  cash  payments,  nothing  but 
money  will  satisfy  its  meaning. 

In  the  case  of  Haggeriy  v.  Forster^  (108  Maas.^  17,)  in 
speaking  of  such  a  statute,  the  Court  used  this  language : 
"*^  The  statute  is  plain  and  explicit.  It  requires  payment  to  be 
made  when  a  certificate  is  signed,  acknowledged  and  recorded 
as  the  foundation  of  the  partnership;  and  this  certificate 
must  recite  what  has  been  done,  not  that  which  is  executory. 
Its  object  is  to  provide  a  fund,  on  the  day  the  company  is 
formed,  to  be  thereafter  subject  to  no  contingencies  or  losses, 
except  those  which  come  from  the  proper  business  of  the 
partnership.  The  use  of  the  phrase  'actual  cash  payment' 
is  emphatic  and  significant.  It  is  wisely  intended  to  exclude 
a  construction  by  which  commercial  securities,  of  any  descrip- 
tion, short  of  cash,  may  be  regarded,  by  the  aid  of  mercantile 
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usage  or  otherwise,  as  substantially  equivalent  to  cash ;  and  to 
reinove  from  all  parties  the  temptation  to  evade  its  require- 
ments in  this  respect." 

In  Durant  v.  Abendroth^  (69  N,  y.,  148,)  where  such  a 
statute  was  under  consideration  bj  the  Court  of  Appeals,  the 
Court  said :  '^  The  statute  peremptorily  requires  an  affidavit 
that  the  capital  has  been  actually  paid  in  cash.  *  *  *■ 
The  object  of  this  provision  is  to  secure  certainty,  and  to- 
prevent  equivocal  transactions  in  the  formation  of  these 
partnerships.  Nothing  but  cash  satisfies  its  requirement.  Na 
engagement  or  security,  however  good,  can  be  substituted, 
even  temporarily." 

In  Van  Ingen  v.  Whitman^  (62  N.  Y.y  513,)  it  was  heldr 
that  a  contribution  in  credit  or  in  any  other  thing  except 
cash,  however  convertible  at  time  into  money,  is  not  a  com- 
pliance with  the  statute. 

It  would  hardly  be  contended  that  the  delivery  of  a  check 
by  the  special  partner,  payable  at  a  future  day,  would  meet 
the  requirements  of  the  statute.  It  is  urged,  however,  that 
the  delivery  of  a  check  payable  at  sight  is  equivalent  to  an 
appropriation  of  a  cash  fund  to  the  capital  of  the  partnership, 
and  is,  therefore,  a  substantial  compliance  with  the  statute. 
If,  instead  of  handing  over  the  money,  the  special  partner 
should  deposit  the  amount  of  his  contribution  in  a  bank  to  the 
credit  of  the  firm,  or  with  a  third  person,  so  as  to  part  with 
all  control  over  it  by  himself  exclusively,  and  enable  the 
general  partners  to  appropriate  it,  it  might  well  be  urged  that 
this  would  be  a  sufficient  compliance  with  the  statute.  A 
sum  may  be  deemed  to  be  paid  or  contributed  in  cash,  when 
the  money  is  placed  within  the  absolute  control  of  the  person 
who  is  to  receive  it,  although  not  within  his  manual  custody. 
But,  where  a  check  is  drawn,  for  the  benefit  of  the  payee, 
upon  a  bank  in  which  a  drawer  has  a  deposit,  and  is  delivered 
to  the  payee,  the  latter  does  not  acquire  even  an  equitable 
lien  upon  the  fund  in  bank.  The  relations  between  a  banker 
and  depositor,  to  whose  credit  money  is  placed,  is  the  ordinary 
relation  of  debtor  and  creditor,  and  has  been  universally  so 
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regarded,  since  the  question  was  elaborately  discussed  and 
decided,  in  the  House  of  Lords,  in  the  case  of  Foley  v.  IIUJ^ 
•<2  n,  of  L.  CaseSy  28.)  It  is  equally  well  settled,  that  an 
assignment  of  a  part  of  a  debt  will  not  bind  the  debtor  either 
in  equity  or  at  law,  nor  deprive  him  of  the  right  to  pay  the 
whole  to  the  assignor,  after  notice  that  part  has  been  trans- 
ferred to  the  assignee ;  {Mandeville  v.  Welch^  5  W/ieaL^  277  ; 
Gibson  V.  Cooke^  20  Pick.^  15 ;  Hopkins  v.  Beebe^  2  Casey ^ 
85;  Gibson  v.  Finley^  4  Md.  Dec.^  75;)  and,  because  the 
right  of  a  depositor  against  a  bank  is  merely  that  of  a  creditor, 
and  an  assignment  of  part  of  the  deposit  is  not  an  equitable 
assignment  of  any  interest  in  the  fund,  a  bill  of  exchange  or 
<;heck,  before  acceptance,  does  not  operate  as  a  transfer  of  the 
funds  of  the  drawer  in  the  hands  of  the  drawee,  nor  create  any 
lien  thereon.  {Chapman  v.  White^  6  N.  P.,  412 ;  Ballard  v 
RandaUy  1  Gray^  605.)  The  holder  of  a  bank  check  cannot 
sue  the  bank  refusing  payment,  in  the  absence  of  proof  that 
it  was  accepted  by  the  bank,  or  charged  against  the  drawer. 
iBank  of  the  Republic  v.  MiUard^  10  WaU.^  162;  First  Nat. 
Bank  v.  Whitman,  94  U.  S.y  343.) 

A  check  is  but  an  order  on  a  depositary,  directing  him  to 
pay  a  certain  snm  to  the  payee  or  bearer.  The  drawer  can 
intercept  its  payment  at  any  time  before  actual  payment  or 
acceptance  by  the  drawee.  It  does  not  furnish  to  the  payee 
a  fund  which  is  subject  to  his  exclusive  control.  It  may  be 
regarded,  by  mercantile  usage,  as  equivalent  to  a  cash  pay- 
ment, it  may  be  convertible  immediately  into  money,  but  its 
delivery  to  the  general  partners  is  not  the  payment  in  actual 
cash  which  is  contemplated  by  the  statute.  No  better  illus- 
tration of  the  danger  that  would  attend  such  a  loose  construc- 
tion of  the  statute  as  would  permit  the  terms  '^actual  cash 
payment "  to  be  fulfilled  by  the  delivery  of  a  check,  payable 
at  sight,  to  the  general  partners,  could  be  suggested,  than  is 
shown  by  th6  facts  of  this  case.  Although  the  affidavit  filed 
with  the  certificate  stated  that  tlie  contribution  of  the  special 
partner  had  been  actually  and  in  good  faith  paid  in  cash,  the 
money  was  not  realized  until  a  month  subsequent  to  the  filing 
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of  the  affidavit.    There  may  not  have  been  any  intentional 
bad  faith  in  the  transaction,  bat,  if  it  should  be  permitted  to 
stand,  the  purpose  of  the  statute  would  be  wholly  frustrated^ 
Judgment  is  ordered  for  the  plaintiff. 

William  F.  Abhett^  for  the  plaintiff. 
John  H,  Skidds^  for  the  defendants. 


Thomas  J.  Phelps  vs.  John  Elliott.     In  Equitt. 

Where  the  complaint  in  a  salt  in  a  State  Conrt,  remoyed  into  this  Cooity  is  sab- 
rtantially  only  a  bill  in  equity,  the  State  practice,  of  moving  to  make  a  com- 
plaint more  definite  and  certain,  does  not  apply. 

In  a  Bait  in  equity,  the  defendant  has  no  right,  by  motion,  to  reqnire  the  plaint- 
iff to  amend  his  bill,  to  expose  supposed  defects  in  his  case. 

(Before  Whxhxb,  J.,  Soathem  District  of  New  York,  March  81st,  1886.) 

Whebleb,  J.  This  suit  was  commenced  in  the  Superior 
Court  of  the  City  and  State  of  New  York,  according  to  the 
Code  of  Procedure  of  the  State,  by  which  the  distinction 
between  legal  and  equitable  remedies  is  understood  to  be 
abolished ;  and  was  removed  into  this  Conrt  on  account  of 
the  citizenship  of  the  parties.  The  complaint,  according  to 
the  supposed  requirements  of  that  Code,  sets  out  the  whole 
of  the  plaintiflTs  case.  The  defendant  has  answered  the 
complaint,  and  the  plaintiff  has  tiled  a  replication. 

The  complaint  alleges,  in  substance,  that  the  plaintiff  is 
assignee  in  bankruptcy  of  one  Augustine  R.  McDonald,  who 
had  a  claim  against  the  United  States,  which  was  fraudulently 
procured  to  be  transferred,  through  one  White,  to  him,  and 
on  which  he  obtained  an  award  of  $197,190,  in  gold,  which 
he  assigned  to  White ;  that  the  plaintiff  brought  suit  in  the 
Supreme  Court  of  the  District  of  Columbia,  against  McDonald 
and  White,  to  obtain  the  amount  of  the  award,  in  which  one 
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Riggs,  a  partner  of  the  defendant  in  banking  buBiness,  was 
made  receiver  of  $107,012.87,  avails  of  the  award,  which, 
under  order  of  the  Court,  he  invested  in  bonds  of  the  District 
of  Columbia ;  that  the  suit  was  decided  in  favor  of  the  de- 
fendants  by  that  Court,  but  the  decision  was  reversed,  on 
appeal,  by  the  Supreme  Court  of  the  United  States,  and  the 
right  of  the  plaintiff  to  the  avails  of  the  award  established, 
{^Phelps  V.  McDmald^  99  U.  8.,  298 ;)  and  that,  during  the 
pendency  of  the  suit,  McDonald  fraud tilently  procured  the 
bonds  of  the  receiver,  and  sold  and  delivered  them  to  the 
firm  of  which  the  defendant  and  the  receiver  were  members, 
and  who  had  full  knowledge  of  the  plaintiff's  right  to  the 
bonds.  The  prayer  of  the  complaint  is,  that  the  defendant 
may  be  declared  to  have  acquired  no  title  to  the  bonds  put  in 
trust  for  the  plaintiff,  as  assignee  in  bankruptcy  of  McDonald, 
and  that  he  account  to  the  plaintiff  for  the  bonds,  and  be 
decreed  to  deliver  them  to  the  plaintiff;  and  for  further 
relief. 

The  principal  defence  set  up  in  the  answer,  which  has 
been  amended,  is,  that  the  decree  of  the  Supreme  Court  of 
tlie  District  of  Columbia  in  the  suit  was,  that  the  bill  of 
complaint  of  the  plaintiff  therein  be  dismissed,  with  costs, 
and  the  receiver  pay  and  deliver  the  funds  by  him  held  as 
receiver,  to  the  defendants  therein,  McDonald  and  White; 
that  this  was  done ;  that  ^^  said  decree,  as  to  the  matters 
therein  ordered,  adjudged  and  decreed  between  said  receiver 
and  said  plaintiff,  did,  at  all  times,  remain,  and  still  remains, 
unreversed,  and  in  full  force  and  effect ; "  that  the  receiver 
tiled  his  account,  whereby  it  appeared  that  he  had  delivered 
the  bonds  to  the  defendants  after  tlie  decree,  and  that  no 
exceptions  have  been  taken  or  filed  to  the  account ;  that  $300 
of  the  bonds  were  payable  to  bearer,  and  $152,000  to  Higgs, 
receiver,  which  were  endorsed  by  him,  as  such,  in  blank, 
before  delivery ;  and  that  they  were  bought  by  the  firm,  as 
negotiable  paper,  in  the  usual  course  of  business,  in  good 
faith,  without  notice  of  any  claim  in  favor  of  the  plaintiff. 

The  defendant  now  moves  that  the  plaintiff  be  required 
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to  annex  copies  of  the  decree  of  the  Supreme  Court  of  the 
United  States,  and  of  the  record  of  the  suit  in  the  Supreme 
Court  of  the  District  of  Columbia,  including  the  final  decree, 
to  his  complaint,  or  that  it  be  referred  to  a  master  to  ascertain 
the  existence  of  such  records,  and  report  them,  to  be  annexed 
to  the  complaint,  and  that  thereupon  the  defendant  have 
leave  to  withdraw  his  answer  and  demur;  or,  that  the  plaint- 
iff be  required  to  replead,  and,  if  advised  that  his  cause  of 
action  is  or  should  be  on  the  equity  side  of  the  Court,  to  state 
it  distinctively  in  a  bill  in  equity,  and,  if  on  the  law  side,  to 
state  it  distinctively  there.  The  cause  has  now  been  heard 
on  this  motion. 

Under  the  Code  of  Procedure  of  the  State,  two  or  more 
causes  of  action,  whether  legal  or  equitable,  or  for  the  recovery 
of  chattels,  may,  it  appears,  be  united  in  the  same  complaint. 
{Sections  484  and  1,689.)  In  the  Courts  of  the  United  States 
the  distinction  between  suits  at  law  and  in  equity  is  main- 
tained; and,  when  a  suit  involving  both  is  removed,  there 
the  pleadings  must  be  recast,  and  the  causes  of  action  stated 
according  to  the  couree  of  procedure  on, the  law  and  equity 
sides  of  the  Court  respectively,  and  the  causes  separated  and 
placed  there.  {La  Mothe  Co.  v.  National  2'vhe  Co.^  15 
Blatchf.  a  C.  R.,  432.) 

It  is  argued  for  the  defendant,  in  support  of  the  motion, 
that  this  suit  embraces  a  cause  of  action  at  law  for  the 
recovery  of  chattels,  and  also  grounds  for  equitable  relief, 
and  that  it  must  be  reformed  before  it  can  be  proceeded 
with ;  and  that  part  of  the  prayer  for  relief  which  asks  the 
delivery  of  the  bonds  is  much  relied  upon  in  support  of  the 
claim  that  a  cause  of  action  at  law  is  stated.  It  is  not  under- 
stood, however,  that  a  prayer  for  such  relief  as  a  Court  of 
law  can  give,  at  the  end  of  the  statement  of  a  cause  of  action, 
makes  it  an  action  at  law,  but  that  the  grounds  of  action 
should  be  such  as  a  Court  of  law  can  proceed  upon  to  judg- 
ment. There  might  be  a  suit  in  equity  which  could  result  in 
a  decree  for  the  payment  of  money  only,  of  which  a  Court  of 
law  could,  without  statutory  help,  take  no  cognizance  to  give 
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relief,  as  a  bill  for  an  account  between  more  than  two  part- 
ners. It  is  not  understood  that  a  Court  of  law,  nnder  this 
Code,  can  render  a  jadgment  for  the  recovery  of  chattels  as 
such,  except  upon  a  legal  title  and  right  of  possession.  The 
plaintiff's  title  and  right  to  these  bonds,  as  stated  in  the 
complaint,  appear  to  be  purely  equitable.  Neither  the  bank- 
rupt before  the  bankruptcy,  nor  he  since,  has  ever  owned 
them.  The  original  claim  passed  to  him  as  assignee.  He 
did  not  collect  it,  nor  any  one  for  him ;  he  had  no  right  to 
the  avails,  except  to  charge  whoever  had  them,  as  a  trustee 
of  them,  for  him.  In  the  hands  of  the  receiver,  they  were 
trust  property,  for  whoever  should  appear  eventually  to  be 
entitled  to  them.  The  bonds  were  impressed  with  the  same 
trust.  A  Court  of  equity  could  lay  hold  of  the  bonds  and 
decree  them  to  the  equitable  owner.  It  is  a  peculiar  province 
of  equitable  jurisdiction  to  enforce  such  trusts.  {Abell  v. 
Howe^  43  Vty  403.)  The  complaint  appears  to  state  one  cause 
of  action  only,  and  that  an  equitable  and  not  a  legal  one.  The 
case  does  not,  therefore,  fall  within  the  decision  in  La  Mothe 
Co.  V.  National  Tvhe  Co.,  (15  Blatchf.  C.  C.  R.y  432,)  nor 
that  in  Hurt  v.  HoUingsworth,  (100  CT.  5.,  100.)  The  com- 
plaint is  substantially  in  the  form  of  a  bill  in  equity,  except 
the  address,  and  some  other  merely  formal  parts.  There  is, 
therefore,  no  apparent  ground  for  requiring  it  to  be  recast, 
oven  if  a  defendant  would  ever  have  a  right  to  require  a 
plaintiff  in  equity  to  restate  his  case.  The  practice,  under 
the  Code,  to  require  a  plaintiff  to  make  his  complaint  more 
definite  and  certain,  does  not  apply  to  the  equity  side  of  this 
Court,  for  the  State  practice  is  not  adopted  in  equity. 

It  remains  to  be  seen,  whether,  treating  this  as  a  suit  in 
equity,  the  defendant  has  a  right  to  have  the  plaintiff  amend 
his  bill,  or  it  is  proper,  under  the  circumstances,  to  require 
him  to  amend  his  bill,  to  expose  defects  or  supposed  defects 
in  his  case,  on  motion  of  the  defendant.  No  case  where  such 
a  requirement  has  been  made,  or  book  of  practice  where  such 
a  course  has  been  laid  down,  has  been  cited,  or  observed. 
Where  a  record  in  bar  to  relief  is  pleaded,  the  defendant  may 
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be  required  to  show  it  before  the  plaintiff  traverses  the  plea 
or  sets  it  down  for  argument.  In  that  case,  the  whole  plea 
depends  upon  the  record,  and  what  the  record  is  can  be 
definitely  and  readily  shown.  {Emma  Silver  Mining  Co.^ 
Limited  v.  Emma  Silver  Mining  Co.  of  N.  Y,^  17  Blatekf. 
C.  C.  B.j  389.)  The  practice,  does  not  appear  to  have 
extended  elsewhere  than  to  such  pleas.  At  common  law,  a 
defendant  might  crave  oyer  of  an  obligation  declared  on  with 
profert,  and  set  it  out,  and  demur,  and  the  instrument  would 
be  treated  as  a  part  of  the  declaration,  but  there  was  no  oyer 
of  a  record,  accessible  to  all.  (1  Ghitty  PLj  415.)  And  in 
all  such  cases  the  instrument  is  declared  upon  as  the  founda- 
tion of  the  action.  Here  the  record  is  not  understood  to  be 
so.  The  ground  of  the  action,  hs  it  is  understood,  is,  that  the 
defendant  has  the  avails  of  the  claim  for  cotton  in  his  hands,, 
which  in  equity  belong  to  the  plaintiff.  The  proceedings  are 
stated  with  other  matters  of  knowledge,  collusion,  and  frand^ 
apparently,  to  show  how  the  avails  became  converted  into 
bonds,  and  how  the  bonds  came  to  the  defendant's  hands; 
and  the  reversal  of  the  decree  of  the  Supreme  Court  of  the 
District  of  Columbia,  to  show  that  the  bonds  were  not  finally 
decreed  away  from  the  plaintiff.  The  complaint  shows  that 
the  Supreme  Court  of  the  United  States  declared  what  the 
plaintiff's  rights  to  the  award  were,  in  reversing  the  decree, 
but  not  that  the  avails  of  the  award,  in  money  collected,  or  as 
the  same  was  invested  in  bonds,  were  ever  decreed  to  the 
plaintiff.  What  became  of  the  case  after  the  reversal  of  the 
decree  is  not  set  forth  by  either  party.  The  traverse  of  the 
answer  puts  in  issue  the  allegations  that  the  decree,  as  to 
matters  between  the  plaintiff'  and  the  receiver,  remains  un- 
reversed, and  as  to  the  filing  of  the  receiver's  accounts. 
These  are  matters  relied  upon  by  the  defendant  as  an  absolute 
bar  to  the  right  of  the  plaintiff  to  relief,  so  that  this  part  of 
the  defendant's  case  rests  more  directly  upon  the  record  of  the 
proceedings  in  the  former  case  than  any  part  of  the  plaintiff's 
case  does  Under  these  circumstances,  it  would  appear  to  be 
more  in  accordance  with  the  practice  stated  to  require  the 
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defendant  than  the  plaintiff  to  produce  the  records  and  make 
them  a  part  of  the  ease.  Motion  denied. 

Z.  Z.  Kellogg  and  H,  B,  Tii/us^  for  the  plaintiff. 

Joseph  Larocque  and  R.  D,  Ilarris^  for  the  defendant. 


Fbancis  C.  Bbown 

vs. 

Daniel  W.  Lapham  and  Frakois  H.  Booast.    In  EQurrr. 

« 

A  licensee  under  a  patent  repudiated  the  license  and  infringed  the  patent.    On 
a  motion  for  a  preliminary  injunction,  he  undertook  to  show  that  the  plaintiflT 
did  not  malce  the  inyention  :  Htld^  that  sofficient  doubt  was  raised  as  to  the 
yalidity  of  the  patent  to  warrant  the  denial  of  the  motion. 

(Before  Whkbles,  J.,  Southern  District  of  New  York,  April  1st,  1886.) 

Wheeler,  J.  The  defendants  appear  to  have  been  licensees 
of  the  plaintiff,  under  his  patent,  No.  264,854,  dated  Septem- 
ber 26th,  1882,  for  an  improvement  in  stylographic  pens,  and 
afterwards  to  have  repudiated  the  license  and  continued  tlieir 
infringement  in  defiance  of  the  patent.  The  plaintiff  has 
moved  for  a  preliminary  injunction.  On  tliis  motion  the  de- 
fendants have  filed  affidavits  tending  to  show  that  a  manufac- 
turer for  the  plaintiff  of  another  style  of  pen,  and  his  work- 
men, devised  this  improvement  for  the  plaintiff,  and  that  they 
were  the  inventors  of  it,  although  the  jJaintiff  got  the  patent 
for  it.  The  plaintiff  relies  upon  the  estoppel  of  the  defend- 
ants to  deny  the  validity  of  the  patent,  growing  out  of  the 
license  and  the  operations  under  it  by  them. 

Tiiere  is  no  fair  question  but  that  a  licensee  under  a  patent 
is  estopped  to  deny  its  validity  on  any  question  arising  out  of 


476  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Estes  V.  Leslie. 


that  relation  between  the  parties.  {Kinsman  v.  Parkhurgt^ 
18  Bow.y  289.)  It  does  not  follow  that  he  will  be  always 
estopped  because  he  has  stood  in  that  relation.  When  he 
stands  ont  from  under  the  license,  and  claims  nothing  from  it, 
and  does  nothing  more  under  it,  with  full  knowledge  to  the 
licensor  of  his  position,  he  would  appear  to  be  at  as  full  liber- 
ty to  contest  the  patent  as  any  one.  In  this  case,  taking  and 
operating  under  the  license  would  appear  to  be  sufficient  evi- 
dence of  acquiescence  to  warrant  this  injunction,  without  any 
previous  adjudication,  if  the  patent  was  unchallenged.  As  it 
is,  the  plaintiff  must  stand  upon  the  validity  of  his  patent, 
and  maintain  it  against  this  attack.  On  cross-examination  of 
these  witnesses,  and  the  whole  evidence  when  put  in,  this  at- 
tack may  not  amount  to  anything  decisive.  As  it  is,  upon  this 
question  as  submitted,  the  affidavits  raise  sufficient  doubts 
about  the  patent  to  stand  in  the  way  of  granting  this  motion 
BOW.  Motion  denied. 

£.  F,  Gla/rk^  for  the  plaintiff. 
Samud  Oreenhaum^  for  the  defendants. 


Dana  Estes  and  others 
Frank  Leslie  and  others.    In  Equity. 

The  right  to  the  nune  " Chatterbox/'  as  a  trademark,  applied  to  a  publica- 
tion, upheld. 

Where  the  defendant  used  the  same  method  of  selection  and  Ulastratlon,  the 
same  form  of  book,  the  same  style  of  binding  and  of  yignette,  and  of  name 
OD  the  cover,  although  the  name  was  "  Frank  Leslie's  Chatterbox,"  with 
the  defendant's  address:  Held,  that  the  defendant  had  appropriated  the  trade- 
mark. 

^(Before  Whxxlxb,  J.,  Southern  District  of  New  York,  April  8th,  1886.) 
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Wheeler,  J.  This  case  is  similar  to  Sktes  v.  Williams  (21 
I^ed,  Hep.,  189),  in  respect  to  the  right  of  the  orators  to  the 
exclusive  use  of  the  name  "Chatterbox"  upon  their  series  of 
juvenile  publications  in  this  country.  No  occasion  appear& 
for  repeating  what  was  there  said.  The  question  of  laches  is 
more  relied  upon  here  as  a  defence  than  it  was  there ;  there  is 
a  question  as  to  the  effect  of  a  decree  in  favor  of  the  defend- 
ants against  the  orators,  entered  by  consent,  in  the  Court  of 
Common  Fleas  of  New  York,  in  1881;  and  a  question 
whether  the  use  of  that  name  by  the  defendants  upon  their 
publication  amounts  to  any  misrepresentation  as  to  their 
source. 

Mr.  Johnston,  from  whom  the  orators  derive  their  right, 
appears  to  have  had  the  exclusive  use  of  this  name  for  his 
series  of  publications,  both  in  England  and  this  country,  with- 
out interference,  from  1866  to  1876,  and  his  works  to  have 
become  well  known  by  that  name  in  both  countries.  By  that 
means  he  had  acquired  a  clear  right  to  that  name  for  the  ad- 
mittance of  his  works  among  customers.  So  far  as  is  shown, 
he  vindicated  this  right  as  often  as  it  was  invaded  to  his 
knowledge,  until  the  time  when  he  conveyed  it  to  the  orators 
in  1880.  Since  then  they  have  not  for  any  length  of  time 
abandoned  it,  but  have  continually  asserted  it  in  one  way  or 
another,  although  not  against  all  trespassers  at  once.  No  right 
as  against  these  defendants  appears  to  have  been  lost  in  this 
manner.     {Collins  Co,  v.  Ames,  20  BlcUchf.  C.  C.  R,,  542.) 

The  operative  part  of  the  decree  of  the  Court  of  Common 
Pleas  restrained  the  orators  from  selling  any  publication  called 
the  "  Chatterbox,"  or  "  Frank  Leslie's  Chatterbox,"  with  the 
name  "  Frank  Leslie,"  or  the  address  "Frank  Leslie's  Pub- 
lishing House,  53, 55  and  57  Park  place,  New  York,"  thereon. 
This  did  not  extend  to  the  name  "Chatterbox,"  and  no  right 
to  its  use  was  decreed  to  either  party,  or  affected  by  the  decree 
in  any  manner. 

Whether  the  use  which  the  defendants  make  of  the  name 
is  calculated  to  put  their  publications  in  the  place  which  those 
of  the  orators  would  otherwise  take,  is  principally  a  question 
of  fact,  and  is  the  most  important  one  open  in  this  case. 
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The  publications  of  Johnston  were  composed  of  selections 
of  stories,  sketches  and  poems,  with  pictorial  illustrations,  in- 
tended for  and  interesting  to  the  young,  printed  with  a  head- 
line "  Chatterbox  "  on  each  page,  bound  in  square  form,  in  il- 
luminated boards,  with  vignette  slightly  varying  in  style  from 
one  number  to  another,  and  the  name  "  Cliatterbox  "  prominent- 
ly on  the  front,  and  with  a  plain  cloth  back.  The  selections  had 
been  made  with  such  care  and  skill,  and  the  illustrations  and 
style  of  binding  made  so  attractive,  that  they  had  acquired 
great  popularity,  and  found  large  sales,  as  well  in  this  country 
as  elsewhere.  The  same  method  of  selection  and  illustration, 
square  form,  style  of  binding  and  of  vignette,  as  well  as  name 
on  the  cover,  have  been  taken  by  the  defendants.  The  name 
is  the  only  thing  in  question  in  this  case,  but  the  adoption  of 
so  many  other  features  tends  to  show  the  intent  with  which 
the  name  is  used.  All  these  things  together  lead  plainly  to 
the  conclusion,  that  the  name  has  been  appropriated  to  gain  an 
advantage  from  the  repntatidn  and  popularity  which  Johns- 
ton's work  had  acquired  under  it ;  and  that  this  appropriation 
of  it  is  calculated  to  make  the  works  of  the  defendants  pass  for 
his  to  some  extent.  It  is  true  that  the  name  ^'  Frank  Leslie '* 
is  added,  so  that  the  title  is  "  Frank  Leslie's  Chatterbox,"  and 
the  address  of  the  publishing  house  is  put  on.  This  appears  to 
be  done,  however,  for  the  purpose  of  adding  the  reputation  of 
Frank  Leslie,  and  of  that  publishing  honse,  to  that  of  the 
*'  Chatterbox,"  rather  than  for  that  of  bnilding  up  a  new  rep- 
utation under  that  name.  If  nothing  had  been  wanted  of  the 
popularity  which  had  been  acquired  under  it,  and  which  it 
stood  for,  it  could  have  been  left  and  another  name  taken  to 
build  up.  The  defendants  do  not  copy  the  orators'  publica- 
tions, but  imitate  them,  and  apply  the  name  of  the  orators' 
publications  to  their  imitations. 

Let  a  decree  be  entered  for  the  orators,  for  an  injunction 
and  an  account,  with  costs. 

John  Z.  S,  JSobertSy  for  the  plaintiffs. 

Cfharlea  E,  Ru^hmore^  for  the  defendants. 
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Louisa   P.  Hosford 

PhILO  p.  HoTOHKIBS  and  GeORGIANA  I.  HOTOHKIBS,  HIS  WIFB. 

A  married  woman  endorsed  the  promissory  note  of  her  hnsband,  made  payable 
to  her  order,  in  this  way ;  "  Pay  to  the  order  of  P.  For  yalne  receired,  I 
hereby  <)^arge  my  separate  estate  with  payment  of  the  within  note:"  Held, 
that  her  promise  to  pay  was  that  of  an  endorser,  and  not  that  of  a  joint 
maker. 

<Before  Bknxdiot,  J.,  Eastern  District  of  New  York,  April  12th,  1886.) 

Benedict,  J.  On  the  15th  of  May,  1879,  one  Philo  P. 
Hotchkiss  made  his  promissory  note  as  follows : 

"  New  York,  May  15, 1879. 

"  Three  years  after  date  I  promise  to  pay  to  the  order  of 
'Qeorgiana  I.  Hotchkiss,  five  thousand  dollars,  at  the  American 
Exchange  National  Bank,  value  received,  with  interest  at  the 
Tate  of  seven  per  cent.,  payable  semi-annually. 

"  Due  May  18, 1882.  Philo  P.  Hotchkiss." 

Georgiana  I.  Hotchkiss  was,  at  the  time  of  the  making  and 
delivery  of  the  note,  and  now  is,  the  wife  of  the  maker,  and 
was  then,  and  is  now,  possessed,  in  her  own  right,  of  a  sep- 
arate estate.  She,  before  the  delivery  of  the  note,  wrote  upon 
the  back  as  follows : 

"  Pay  to  the  order  of  Mrs.  Louisa  P.  Peet.  For  value  re- 
<5eived,  I  hereby  charge  my  separate  estate  with  payment  of 
the  within  note.  Georsriana  I.  Hotchkiss." 


r^' 


Upon  these  facts  the  question  raised  by  the  demurrer  to 
the  complaint  is,  whether,  there  having  been  no  protest  or 
notice  of  non-payment  of  the  note,  Georgiana  I.  Hotchkiss 
<»n  be  held  liable  to  pay  it,  as  joint  miaker  thereof  with  her 
hnsband.      Upon  this  question  my  opinion  is,  that  the  de- 
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feudant  cannot  be  held  liable  upon  this  note  in  qaestion,  as 
joint  maker. 

Her  writing  on  the  back  of  the  note  contains  no  promise 
to  pay.  What  she  did  was  to  write  an  endorsement  on  it,  by 
the  words  "  Pay  to  the  order  of  Mrs.  Louisa  P.  Peet."  She 
then  wrote,  "  For  value  received,  I  hereby  charge  my  sepa- 
rate estate  with  payment  of  the  within  note ; "  but  she  wrote 
no  express  promise  to  pay.  A  promise  to  pay  is,  doubtless,  to 
be  inferred.  But,  whether  the  promise  to  be  inferred  is  the 
promise  of  an  endorser  or  the  promise  of  a  maker  is  the  ques- 
tion to  be  decided.  My  opinion  is,  that  the  promise  of  an  en- 
dorser is  the  promise  to  be  inferred,  and  for  this  reason  :  The 
note  itself  shows  that  the  primary  relation  of  the  defendant 
to  the  note  was  that  of  an  endorser.  She  was  the  payee  of 
the  note,  and  endorsement  by  her  was,  therefore,  contem- 
plated. She  wrote  an  endorsement  on  the  note.  If  her  ac- 
tion had  been  confined  to  writing  this  bare  endorsement  and 
signing  her  name,  the  endorsement  would  have  created  no 
liability  whatever,  on  her  part,  because  of  the  fact  that  she 
was  a  married  woman.  Being  a  married  woman,  her  bare  en- 
dorsement would  be  equivalent  to  an  endorsement  without  re- 
course. What  she  added  to  the  bare  endorsement  had  the 
effect  to  deprive  her  of  the  personal  immnnicy  from  liability 
tbat  would  follow  if  nothing  was  added  to  the  bare  endorse- 
ment ;  and  I  find  nothing  in  what  she  added  indicating  an  in- 
tention to  do  more.  In  what  she  added  she  assumed  a  liabil- 
ity, but  she  did  not  state  whether  the  liability  was  the  liabil- 
ity of  a  maker,  or  the  liability  of  an  endorser,  of  the  note. 
Her  intention  in  that  respect  is  disclosed  by  the  relation 
she  then  bore  to  the  note,  which  was  that  of  endorser.  If 
she  had  intended  to  change  her  relation  to  the  note  from 
that  of  endorser  to  that  of  maker,  something  more  would 
have  been  said.  The  endorsement  she  had  written  would 
have  created  a  liability  to  pay  in  case  of  non-payment  by 
the  maker  and  due  notice  to  her,  but  for  the  fact  that  she 
was  a  married  woman  ;  and  this  was  the  liability  intended  to 
be  assumed  by  her  as  a  married  woman,  when  she  added  what 
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flhe  did.  From  this  a  promise  to  pay  must  be  inferred,  but 
the  promise  must  be  co-extensive  with  the  liability  assumed, 
and  that  was  the  liability  of  an  endorser  and  not  tlie  liability 
of  a  maker. 

There  must  be  a  judgment  for  the  defendant  on  the  de- 
murrer. 

John  McDonald^  for  the  plaintiff. 
•John  H.  Parsons^  for  the  defendant. 


Charles  Hoff  and  Petsr  Eenner 

vs. 

The  Iron  Clad  MANUFAoruRma  Company.    In  EQurrr. 

Claim  1  of  letters  patent,  No.  279,871,  granted  to  Charles  Hoff  and  Peter  Ren- 
ner,  as  assignees  of  Charles  Hofi^  Jane  19th,  1888,  for  a  coal-hod,  namely, 
"The  method  of  forming  the  body  of  a  coal-hod  or  other  similar  vessel,  which 
consists,  snbstantially,  aa  before  set  forth,  in  first  forming  a  cone-slyiped  body 
from  a  suitable  blank,  then  folding  in  the  cone  end  of  said  body  in  crimps,  to 
form  the  bottom/*  is  infringed  by  a  coal-hod  so  constructed  in  all  respects,  ex- 
cept that  a  part  only  of  the  bottom  is  made  by  folding  in,  and  the  space  be- 
tween the  folded  ends  is  covered  by  a  cap. 

^Before  Wallack,  J.,  Southern  District  of  New  York,  April  12th,  1886.) 

Wallace,  J.     This  suit  is  founded  on  letters  patent,  No. 

.  279,871,  granted  to  Charles  Hoff  and  Peter  Benner,  as  assignees 

of  Charles  Hoff,  June  19th,  1883,  for  a  coal-hod.     The  claims 

of  the  patent  are  as  follows :  "  1.  The  method  of  forming  the 

body  of  a  coal-hod  or  other  similar  vessel,  which  consists,  sub- 

43tantially,  as  before  set  forth,  in  first  forming  a  cone-shaped 

body  from  a  suitable  blank,  then  folding  in  the  cone  end  of 

said  body  in  crimps,  to  form  the  bottom.     2.  As  a  new  arti- 

<cle  of  manufacture,  a  coal-hod  formed  of  a  single  piece,  and 
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having  its  bottom  crimped  or  folded  to  form  a  series  of  annu- 
lar ribs  or  rings  of  progressively-increasing  diameter,  substan- 
tially as  shown  and  described." 

The  patentee  was  the  first  to  perceive  the  advantages  of 
making  a  coal-hod  in  which  the  sides  and  bottom  should  be 
formed  out  of  one  piece  of  metal  in  such  manner  that  the  bot- 
tom, while  being  integral  with  the  sides,  should  at  the  same 
time  be  thicker  and  stronger  than  the  sides,  in  order  to  sus- 
tain the  extra  wear  to  which  it  is  subjected  in  use.  He  de- 
scribed in  his  specification  the  mode  of  making  such  a  coal- 
hod  as  consisting,  first,  in  cutting  a  piece  of  sheet  metal  into 
a  blank  adapted  to  being  bent  around  a  cone-shaped  former^ 
bending  the  metal  around  the  former,  and  uniting  its 
edges;  secondly,  in  pressing  the  metal  at  the  cone  end  of 
the  structure  into  a  series  of  crimps  or  folds,  making  a  par- 
tially formed  bottom ;  and,  thirdly,  in  flattening  the  partially 
formed  bottom,  to  complete  the  hod.  By  this  mode  of  mak- 
ing the  hod  the  surplus  metal  taken  up  by  the  sides  of  the 
folds  or  crimps  is  utilized  to  increase  the  strength  and  thick- 
ness of  the  bottom. 

The  defendant  is  making  a  coal-hod  snch  as  is  described 
in  the  patent  granted  to  Henry  S.  Eeynolds,  August  26th,. 
1884.  Reynolds  was  an  employ^  of  the  defendant  when  a 
coal-hod  made  conformably  with  the  complainants*  patent  was- 
shown  to  him.  He  availed  himself  of  that  feature  of  the  pat- 
ent which  consists  in  using  the  same  piece  of  metal  to  form 
the  sides  and  bottom,  so  that  the  bottom  will  be  of  an  in- 
creased thickness  of  metal ;  but,  in  order  to  decrease  the  cost 
of  production,  or  to  evade  the  patent,  he  concluded  to  form 
only  a  part  of  the  bottom  from  the  metal  of  the  sides,  by 
folding  in  the  sides  and  then  closing  the  space  between  the 
folded  ends  with  a  cap.  He  describes,  in  his  specification,  the 
cutting  of  his  sheet  metal  into  a  suitable  blank,  the  bending 
of  the  blank  and  uniting  the  metal  at  the  edges,  the  compres- 
sion of  the  bottom  end  of  the  structure  between  dies  of  suit- 
able shape  to  form  a  series  of  radial  ribs,  and  the  flattening 
of  the  ribs  by  compression,  "  thereby  partially  forming  the 
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bottom  of  the  vessel  out  of  a  portion  and  in  one  piece  with 
the  body,  the  walls  of  the  ribs  folding  in  npon  the  metal  be- 
tween them,  and  thus  increasing  the  thickness  of  metal 
throughout  a  portion  of  the  bottom,  and  consequently  increas- 
ing the  strength,''  etc.  The  second  claim  of  his  patent  is  as 
follows :  "  2.  A  vessel  comprising  a  sheet  metal  body  having 
its  lower  edge  crimped  or  folded  inwardly,  and  a  cap  engag- 
ing said  crimped  edge,  and  flattened  down  inside  and  outside 
the  same,  to  embrace  it,  to  form  the  bottom  of  the  vessel,  and 
substantially  as  described." 

It  may  be  that  such  a  hod  can  be  made  at  less  expense 
than  the  hod  of  the  complainants'  patent,  and,  if  so,  that  Rey- 
nolds made  a  patentable  improvement,  but  he  has  taken 
Hoff's  invention  in  essentials.  He  left  out  part  of  Hoff's  bot- 
tom and  substituted  a  cap  for  the  rest. 

Hoff,  in  the  specification  of  his  patent,  expressly  states 
that  he  does  not  desire  to  limit  himself  to  any  particular  form 
of  crimp  or  fold  for  the  bottom  of  the  hod.  He  also  points 
out,  that  the  form  given  to  his  structure  before  the  cone  end 
is  flattened  into  a  bottom  may  be  changed  and  still  have  a 
tapered  end,  the  metal  of  which  may  be  compressed  to  fold 
over  and  strengthen  the  bottom.  He  was  not  limited  to  any 
narrower  claim  than  the  specification  allows,  by  the  prior  state 
of  the  art.  Such  a  construction  should  be  given  to  the  first 
claim  of  his  patent  a&  will  cover  his  real  invention,  and  it, 
therefore,  should  not  be  limited  to  a  method  in  which  a  per- 
fect cone-shaped  body  is  first  made. 

It  is  held  that  the  defendant  infringes  the  first  claim  of 
the  complainants'  patent.  The  second  claim  is  not  infringed. 
The  defendant's  hod  does  not  have  a  bottom  so  crimped  as  to 
form  a  series  of  annular  ribs  or  rings,  of  progressively  increas- 
ing diameter. 

A  decree  is  ordered  accordingly. 

George  J.  Mm^ray  and  A.  V.  Brieaen^  for  the  plaintifiB. 


Ernest  C.  Webb,  for  the  defendant. 
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JuLEB  Alexis  Marie  Asmengaud  and  others 
Fbbdebig  K.  Coudsbt  and  othebs.    In  Equttt. 

A  bill  in  equity  set  forth  a  g^ood  cause  of  action  for  an  accounting,  and  averred 
that  the  defendant  relied  upon  a  release  which,  if  it  existed,  was  procured  by 
fraud,  the  particulars  of  which  the  bill  set  forth.  A  plea  to  the  bill  ^d  not 
negative  these  particulars :  Hdd,  on  a  motion  to  strike  out  the  plea,  as  not 
good  in  substance,  that  the  question  must  be  raised  by  setting  down  the  plea 
for  argument. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  leth^  1886.) 

Wallace,  J.  The  plaintiffs  have  moved  to  strike  the 
defendants'  plea  from  the  files,  and,  alternatively,  to  strike 
out  certain  parts  of  the  pica.  The  question  which  is  really 
presented  by  such  a  motion  is  not  whether  the  plea  is  good 
in  matter  of  substance,  but  whether  such  a  pleading  can  be 
interposed  to  the  bill.  A  plea  which  alleges  matters  properly 
to  be  brought  forward  by  an  answer  only  is  not  a  pleading 
recognized  by  the  rules  of  practice  and  will  be  stricken  from 
the  files;  but,  if  the  matters  alleged  are  the  proper  subject  of 
defence  by  way  of  a  plea,  then  such  a  pleading,  although  not 
good  in  substance,  is  an  authorized  pleading,  and  all  objections 
to  it  must  be  taken  by  setting  it  down  for  argument. 

The  bill  avers  the  existence  of  a  cause  of  action  which 
entitles  the  plaintiffs  to  an  accounting,  and  also  avers,  by  way 
of  anticipating  a  defence  tliat  the  defendants  rely  upon,  a 
release  of  the  cause  of  action,  the  existence  of  which  the 
plaintiffs  do  not  admit,  but  which,  if  it  does  exist,  was  pro- 
cured by  fraud  and  misrepresentation,  the  particulars  of  which 
are  set  forth  in  detail. 

The  defence  of  a  release  of  the  cause  of  action  which  a 
plaintiff  sets  forth  in  his  bill  may  always  be  brought  forward 
by  plea.     Ordinarily,  such  a  defence  constitutes  a  pure  plea, 
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because  it  rests  upon  matters  dehors  the  bill.  The  plea  in 
this  case  is  not  of  that  character,  because,  to  be  good,  it  must 
negative  some  of  the  averments  of  the  bill.  The  pleader  has 
not  negatived  the  averments  setting  forth  that  the  release 
was  procured  bj  fraud,  but  confines  his  plea  to  the  other 
allegations  of  the  bill,  and  answers  to  the  averments  of  fraud 
by  denying  the  fraud.  It  is,  of  course,  competent  for  a 
defendant  to  plead  to  part  of  a  bill  and  answer  to  the  residue ; 
and,  if  his  plea  is  maintained,  it  is  a  bar  to  the  relief  pro 
icmto  to  which  the  plaintiff  would  otherwise  be  entitled ;  but 
he  can  gain  nothing  by  a  plea  to  part  of  the  bill,  if  his  plea 
fails  to  meet  other  allegations  which,  if  true,  would,  notwith- 
standing the  matters  alleged  in  the  plea,  entitle  the  plaintiff 
to  all  the  relief  sought. 

It  is  stated  in  Story^s  Equity  Pleadings^  {section  680,)  to 
be  "  now  firmly  established,  that  the  plea  itself,  as  well  as  the 
answer,  must  contain  the  averments  negativing  the  facts  and 
circumstances  so  set  up  in  the  bill  in  avoidance  of  the  bar  or 
defence."  Tested  by  this  rule,  the  present  plea  would  seem 
to  be  bad.  Assuming  this  to  be  so,  however,  the  plaintiffs' 
remedy  is  not  by  motion  to  strike  it  from  the  files,  but  by 
Betting  it  down  for  argument. 

The  motion  is  denied. 


WilUam  H.  Z.  Lee^  for  the  plaintiffs. 
Edward  K.  Jones^  for  the  defendants. 
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George  F.  W.  Babtelb  aitd  others 

V8. 

Constance  0.  Bedfield  and  others. 

A  snit  against  a  collector  to  recover  back  duties  was  brought  in  1863.  In  1864, 
there  was  a  verdict  for  the  plaintiff,  with  a  reference  to  adjust  the  amount  due. 
A^delay  of  over  20  years  having  occurred  in  bringing  on  the  case  before  the 
referee,  which  was  not  fairly  attributable  to  the  plaintiff,  interest  was  allowed 
to  him  on  the  sum  illegally  exacted. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  April  19th,  1886.) 

Wallace,  J.  This  case  comes  here  upon  exceptions  filed 
by  the  defendant  to  the  report  of  a  referee  to  whom  it  was 
referred  to  ascertain  what  sums  are  due  the  plaintiJOEs  for 
excess  of  duties  illegally  exacted  by  the  defendant,  as  collec- 
tor of  the  port  of  New  York,  upon  the  importation  by  the 
plaintiffs  of  certain  merchandise.  The  suit  was  brought  in 
November,  1863.  April  21  st,  1864,  a  verdict  was  entered  for 
the  plaintiffs,  upon  a  trial  before  a  Court  and  jury,  which,  as 
has  been  considered  when  this  case  was  here  on  a  former 
occasion,  was  in  effect  a  stipulation  between  the  parties  that 
the  plaintiffs  were  entitled  to  recover  judgment  for  excess  of 
duty  on  account  of  certain  specified  exactions,  but  the  amount 
was  undetermined.  April  21st,  1864,  an  order  was  entered 
in  the  case  referring  it  to  the  clerk  of  the  Court,  or  his 
deputy,  to  ascertain  and  adjust  the  amount  to  which  the 
plaintiffs  were  entitled  under  the  verdict.  Subsequently,  an 
order  was  made  by  the  Court  vacating  the  order  of  reference 
to  the  clerk,  and  referring  the  case,  with  a  large  number  of 
similar  cases,  to  the  collector  of  the  port,  for  adjustment. 
Subsequently,  that  order  was  vacated,  and  the  present  refer- 
ence was  ordered. 

The  exceptions  raise  the  question  whether  the  plaintiffs 
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are  entitled  to  recover  interest  upon  the  sums  illegally  exacted 
by  the  defendant.  The  case  of  Redfield  v.  YataLyfera  Iron 
Co.^  (110  U.  S.,  174,)  is  an  authority  for  the  proposition,  that 
a  plaintiff  who  has  brought  a  suit  to  recover  money  wrong- 
fully exacted  by  him  from  the  defendant  cannot  recover  any 
interest  by  way  of  damages,  if  he  has  been  guilty  of  laches  in 
unreasonably  delaying  the  prosecution  of  the  suit  after  he  had 
brought  it.  The  cases  of  Bann  v.  Dalzell^  (3  C,  cfe  P.,  376 ;) 
Newell  V.  Keith^  (11  Vty  214) ;  and  Adorns  Ex,  Co.. v.  Milton, 
(11  Bush,  49,)  are  referred  to,  in  the  opinion  of  the  Court, 
as  deciding,  that,  where  interest  is  recoverable  not  as  part  of 
the  contract  but  by  way  of  damages,  it  may  be  properly  with- 
held if  the  plaintiff  has  been  guilty  of  laches  in  unreasonably 
delaying  the  prosecution  of  his  claim.  Bann  v,  Dalzell  was 
an  action,  at  niai  prms,  of  debt  on  an  Irish  judgment,  in 
which  the  original  debt  would  not  have  carried  interest ;  and 
the  judge  left  it  to  the  jury  to  determine  whether  the  plaintiff 
had  taken  proper  steps  to  find  the  defendant,  instructing 
them  that,  if  he  had,  they  might  give  him  a  verdict  with  such 
interest  as  they  should  deem  reasonable.  Newell  v.  Keith 
was  an  action  for  personal  services ;  and  the  Court  held  that, 
where  no  time  is  agreed  upon  for  the  payment  for  personal 
services,  and  no  charge  in  fact  made  for  them,  nor  present- 
ment for  payment,  in  the  life  time  of  the  party,  and  the  claim 
was  permitted  to  sleep  a  great  length  of  time,  from  the  volun- 
tary act  of  the  plaintiff,  no  interest  should  be  allowed  on  such 
claim,  except  from  the  death  of  the  party.  Adams  Ex.  Co, 
V.  Milton  was  an  action  on  an  unliquidated  account,  for  a 
balance  claimed  to  be  due  for  work  and  labor ;  and  the  Court 
held  that  interest  was  not  allowable  under  the  rules  of  plead- 
ing, because  there  was  no  special  count  for  interest,  ^one  of 
these  cases  throw  any  light  upon  the  question  here,  as  in  none 
of  them  was  the  point  considered  respecting  the  effect  of 
laches  subsequent  to  the  bringing  of  the  suit. 

The  rule  adopted  in  the  Redfield  case  by  the  Supreme 
Court  has  introduced  into  the  present  case  an  issue  which  is 
quite  foreign  to  those  made  up  by  the  pleadings,  and  relates 
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to  transactions  covering  a  period  of  twenty  years  since  the 
bringing  of  the  suit.  Had  the  case  been  tried,  as  these  cases 
generally  are,  with  a  jnry,  it  is  quite  safe  to  say  that  neither 
of  the  parties  conld  have  been  prepared  to  enter  upon  such 
an  extended  field  of  inquiry  as  that  to  which  the  voluminous 
evidence  before  the  referee  has  been  directed. 

The  delay  which  has  intervened  since  the  consent  verdict 
in  the  case  was  entered,  a  period  of  over  twenty  years,  is 
extraordinary.  If  the  defendant,  or,  rather,  the  Government^ 
which  is  the  real  party  in  interest,  has  not  been  mainly  res- 
ponsible for  this  delay,  there  would  seem  to  be  no  just  cause 
on  its  part  to  complain  of  it,  because,  by  the  rules  of  practice, 
the  defendant  could  have  brought  the  trial  of  the  case  to  a 
conclusion  at  any  time,  as  well  as  could  the  plaintiff,  or  the 
Government  might  have  asserted  its  unwillingness  to  acqui- 
esce  in  further  delay  by  a  motion  for  judgment  as  in  case  of 
non-suit.  But  the  referee  finds  that  the  delay  was  not  fairly 
attributable  to  the  plaintiff  but  arose  mainly  from  complica- 
tions incident  to  the  fact  that  the  suit  was  one  of  a  very  large 
number  of  similar  suits,  in  which  questions  affecting  the 
defendant's  liability  were  being  litigated,  from  time  to  time, 
with  varying  results ;  that  any  recovery  which  the  plaintiff 
might  have  obtained  would  not  have  been  acquiesced  in  by 
the  Government,  but  would  have  been  further  litigated  ;  and 
that  his  claim  was  to  that  extent  involved  with  the  trials  and 
results  of  the  other  suits  that  it  was  reasonable  to  postpone 
the  trial  in  prospect  of  an  adjustment  which,  at  times,  seemed 
to  be  near  at  hand,  but  was  constantly  deferred  by  the  vacil- 
lating action  of  the  Government.  The  conclusion  of  the 
referee  seems  to  be  sustained  by  the  evidence.  The  excep- 
tions are,  therefore,  overruled. 

Almon  W.  Griswold,  for  the  plaintiffs. 

Thomas  Gh^eenwoody  {Assistant  District  Attorney j)  for  the 
defendants. 
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The  St.  Louis  anv  San  Frangisoo  Kailway  Company 

Walter  S.  Johnston,  Heoeiyer  of  the  Marine  National. 
Bank  of  the  city  of  New  York.    In  Equity. 

The  plaintiff  drew  a  sight  draft  on  a  person  who  owed  him  money,  and  deposited 
the  draft  in  a  national  bank,  where  he  kept  an  acconnt,  which  credited  its- 
amount  to  him,  on  its  own  books,  as  a  cash  item,  bat  did  not  enter  the  amount 
in  his  pass-book  nntil  after  it  had  failed,  and  then  without  his  knowledge. 
The  bank  was  insolyent  at  the  time  of  the  deposit,  but  the  amount  of  the  draft 
was  received  by  its  collecting  agent,  from  the  drawee,  after  it  had  failed  and 
closed  its  doors,  and  went  into  the  hands  of  its  receiver.  In  a  suit  in  equity 
by  the  plaintiff  against  the  receiver  to  recover  the  amount :  Hdd,  that  the  draft 
belonged  to  the  bank  at  the  time  it  was  paid  by  the  drawee,  and  that  the 
plaintiff  was  not  entitled  to  recover. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  April  22d,  1886.) 

Wallace,  J.  The  proofs  show  that  for  several  years  prior 
to  the  5th  of  May,  1884,  the  plaintiff  kept  an  account  with 
the  Marine  National  Bank  of  the  city  of  New  York,  making 
deposits  with,  and  drawing  checks  upon,  the  bank  from  time 
to  time.  On  the  5th  of  May,  1884,  the  plaintiff  deposited 
with  the  bank  a  sight  draft  for  $17,835,  dated  that  day,  and 
drawn  by  the  plaintiff  upon  the  treasurer  of  the  Atchison,  To- 
peka  &  Sante  Fe  Railroad  Company,  of  Boston,  Mass.,  which 
company  was  indebted  to  the  plaintiff  in  the  amount  of  the 
draft.  The  bank  was  insolvent  at  the  time,  but  forwarded 
the  draft  to  its  collecting  agent  at  Boston,  and  the  amount  was 
paid  to  such  agent,  by  the  drawee,  on  the  7th  of  May,  after 
the  bank  had  failed  and  closed  its  doors.  On  several  occasions 
during  the  time  the  plaintiff  kept  an  account  with  the  bank, 
the  plaintiff  deposited  similar  paper  at  the  same  time  with 
money,  and  the  bank  credited  the  plaintiff  upon  its  books, 
and  also  upon  the  pass-book  of  the  plaintiff,  with  the  amount 


490  SOUTHERN  DISTRICT  OF  NEW  YORK, 

The  St.  Louis  and  San  Francifico  Railway  Company  v.  Johnston. 

of  Buch  paper,  as  a  cash  Jte\Q.  The  plaintiff  also  entered  the 
amount  of  such  drafts  in  a  memorandum  of  deposits  kept  in 
its  check-book,  among  cash  items.  The  plaintiff  has  never 
drawn  against  the  credits  given  for  sight  drafts,  but  never  had 
occasion  to  do  so.  There  was  no  express  arrangement  or  un- 
derstanding between  the  plaintiff  and  the  bank  that  such  de- 
posits shoidd  be  treated  as  cash.  When  the  draft  in  suit  was 
deposited,  it  was  sent  to  the  bank  by  a  messenger  boy,  but  the 
plaintiff's  pass-book  was  not  sent,  having  previously  been  left 
with  the  bank  for  the  purpose  of  being  written  up.  The 
amount  of  the  draft  was  credited  by  the  bank,  on  its  own 
books,  to  the  plaintiff,  as  a  cash  item,  but  it  was  not  entered  in 
the  pass-book  of  the  plaintiff  until  after  the  failure  of  the 
bank,  and  then  without  the  plaintiff's  knowledge.  The  de- 
fendant, who  is  the  receiver  of  the  bank,  had  notice  of  the 
plaintiff's  rights  before  the  proceeds  of  the  draft  were  paid 
over  to  him  by  the  collecting  agent  at  Boston. 

Inasmuch  as  the  proceeds  of  the  draft  had  not  become 
oommingled  with  the  other  moneys  of  the  bank  when  the 
defendant  took  possession  of  its  assets,  but  were  capable  of 
identification,  the  plaintiff  is  entitled,  if  they  are  its  property, 
to  follow  them  into  the  hands  of  the  receiver  and  regain  them. 
{Illinois  Trust  <k  Savings  Bank  v.  Smithy  21  Blatchf,  C.  C. 
li.^  275.)  The  question,  therefore,  is,  whether  the  draft  be- 
longed to  the  plaintiff  at  the  time  it  was  paid  by  the  drawee. 
If  it  did,  the  defendant  did  not  acquire  title  to  the  money. 

If  the  transaction  in  controversy  was  equivalent  to  a 
discount  of  the  draft,  the  bank  acquired  title  to  the  paper ;  if 
it  was  not,  the  bank  merely  became  the  agent  of  the  plaintiff 
to  collect  the  proceeds.  The  case  of  Metropolitan  N(ution(d 
Bank  v.  Loyd  (90  N.  P.,  530),  affirming  the  same  case  in  the 
Supreme  Court,  reported  in  25  Hun^  101,  is  an  authority 
directly  in  point  against  the  plaintiff's  right  to  recover.  In 
that  case  the  plaintiff  deposited  with  the  bank  a  check  drawn 
upon  another  bank  in  a  different  city,  endorsed  by  him,  and 
the  amount  of  the  check  was  entered  by  the  bank  upon  the 
pass-book  of    the  depositor,   as  cash,   with  the  depositor's 
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knowledge.  It  was  held  that  the  bank  became  the  owner  of 
the  check.  The  opinions  delivered  in  this  case,  both  in  the 
Court  of  Appeals  and  in  the  Supreme  Court,  are  a  full  and 
able  discussion  of  the  questions  involved,  and  contain  a  fnll 
review  of  the  authorities  bearing  upon  them.  On  the  other 
hand,  the  case  of  BaJhaoh  v.  Frelinghuyaen^  decided  by  the 
Circuit  Court  for  the  District  of  New  Jersey  (16  Fed,  Rep.^ 
675),  follows  the  views  expressed  in  Morse  on  Banks  cmd 
Banking^  p,  427,  and  holds  that  the  checks  so  deposited  do 
not  become  the  property  of  the  bank,  although,  by  the  course 
of  business  between  the  depositor  and  the  bank,  the  depositor 
has  been  allowed  to  draw  against  the  deposits  before  the  paper 
has  been  actually  collected. 

Upon  principle,  there  is  no  reason  why,  if  the  parties 
choose  to  treat  the  deposit  of  such  paper  as  a  deposit  of  cash, 
the  transaction  should  not  be  deemed  equivalent  to  a  discount 
of  the  paper  by  the  bank.  Sight  bills  drawn  by  one  corpora- 
tion upon  another  of  prominent  financial  standing,  like  the 
interest  coupons  of  such  corporations,  or  like  certified  checks 
upon  banks,  are  generally  accepted,  in  commercial  usage,  as 
the  equivalents  of  money.  They  have  practically  the  same 
attributes  as* bills  issued  by  banking  corporations,  which  are 
merely  promises  to  pay  at  sight,  and  are  everywhere  accepted 
as  money,  in  the  absence  of  special  circumstances  affecting  the 
financial  standing  of  the  corporation  issuing  them.  Where 
bank  bills  are  credited  at  their  face  to  their  depositor,  and  are 
treated  by  the  depositary  as  a  deposit  of  money,  the  bank 
receiving  them  becomes  a  debtor  to  the  depositor  for  the  face 
amount,  although  the  currency  may  at  the  time  be  depreci- 
ated.   {Marine  Bank  v.  Fulton  Ba/nk^  2  WaU,^  252.) 

When  a  sight  bill  is  deposited  with  a  bank  by  a  customer 
At  the  same  time  with  money  or  currency,  and  a  credit  is  given 
him  by  the  bank  for  the  paper,  just  as  a  like  credit  is  given 
for  the  rest  of  the  deposit,  the  act  evinces  unequivocally  the 
intention  of  the  bank  to  treat  the  bill  and  the  money  or  cur- 
rency, without  discrimination,  as  a  deposit  of  cash,  and  to 
assume  towards  the  depositor  the  relation  of  a  debtor  instead 
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of  a  bailee  of  the  paper.  If  the  customer  assents  to  such 
action  on  the  part  of  the  bank,  by  drawing  checks  against  the 
credit,  or  in  any  other  way,  he  manifests  with  equal  clearness 
his  intention  to  be  treated  as  a  depositor  of  money,  and,  as 
snch,  as  a  creditor  of  the  bank  instead  of  a  bailor  of  the  pa- 
per. Under  such  circumstances,  it  should  be  held  that  the 
bank  acquires  title  to  the  paper  just  as  it  would  to  a  deposit  of 
money. 

The  intention  of  the  parties  in  the  particular  transaction 
may  be  ascertained  from  the  course  of  their  previous  dealings^ 
When  it  appears  that  it  has  been  the  uniform  practice  between 
the  parties,  in  their  past  dealings,  to  treat  deposits  of  paper  as- 
deposits  of  cash,  their  intention  to  do  so  in  the  particular 
transaction  should  be  inferred,  in  the  absence  of  new  and 
inconsistent  circumstances. 

It  is  quite  certain  that  bankers  do  not  invariably  credit 
their  customers  tor  sight  paper  as  for  cash,  but  are  generally 
influenced  by  the  financial  responsibility  of  the  customer,  or 
the  drawee  of  the  paper,  or  both.  If  a  bank  does  not  wish  to 
assume  the  relation  of  a  debtor  for  the  paper  to  the  depositor, 
this  intention  may  be  manifested  in  a  very  explicit  manner,  by 
crediting  the  paper  as  paper.  This  was  done  in  Thompson  v. 
Oilea^  (2  Ba/rn.  cfe  Or(?M.,422,)  in  the  case  of  Rowton^  (1  Rose^ 
15,)  and  in  the  case  of  Sa/rgeant^  {Id,,  153.)  Some  significance 
must  be  attached  to  a  credit  entry  of  the  bill  unon  the  books 
of  the  bank  as  cash,  and  the  natural  implication  would  seem 
to  be,  that  the  bank,  by  making  such  an  entry,  assumes  to 
receive  the  bill  as  money.  Oorrelatively,  if  the  depositor 
understands  that  the  bank  proposes  to  receive  the  paper  as 
money,  and  assents,  expressly  or  by  acquiescence,  it  would 
seem  that  he  consents  to  part  with  the  title  to  the  paper. 

For  these  reasons,  the  conclusions  reached  in  Metropolitan' 
National  Bank  v.  Loyd  are  adopted  as  satisfactory.     The 
authorities  bearing  upon  the  general  questions  are  so  fully 
cited  and  discussed  in  the  opinions  in   that  case  that  it  is 
deemed  unnecessary  for  present  purposes  to  refer  to  them. 

Although  the  plain tifi^  had  never  drawn  against  the  credit 
for  bills  given  by  the  bank,  it  appears  that  its  balance  was  so 
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large  that  there  was  never  any  necessity  for  it  to  do  so.  There 
is  no  room  to  donbt  that  its  checks  would  have  been  honored 
if  they  had  been  drawn.  The  case  is,  therefore,  to  be  consid- 
ered as  one  where  the  course  of  business  between  the  parties 
implied  the  understanding  of  both  that  sight  bills  should  be 
treated  in  their  account  as  cash. 

It  is  insisted,  for  tlie  plaintiff,  that  the  bank  did  not  ac> 
^uire  title  to  the  draft  because  it  was  insolvent,  and  this  fact 
was  known  to  its  oflScers  when  the  draft  was  delivered  to  it  by 
the  plaintiff.  The  case  cannot  be  considered  upon  this  theory, 
because  there  is  no  allegation  in  the  bill  that  the  officers  of  the 
bank  entertained  any  fraudulent  intention  towards  the  plaint- 
iff in  receiving  the  paper,  and  the  bill  does  not  proceed  upon 
such  a  theory.  If  the  officers  of  the  bank  supposed  the 
institution  would  be  able  to  maintain  its  credit  and  thus  sur- 
mount its  difficulties,  they  were  under  no  legal  duty  to  the 
plaintiff  to  disclose  the  state  of  its  affairs.  Silence  with 
regard  to  a  material  fact  which  there  is  no  legal  duty  to  'di- 
vulge will  not  vitiate  a  contract,  although  it  eventually  oper- 
ates to  the  injury  of  the  party  from  wh&m  the  fact  is  con- 
cealed. It  is  well  settled,  that  fraud  cannot  be  imputed  to  a 
party  who  contracts  an  obligation  knowing  himself  to  be 
insolvent,  merely  because  he  omits  to  disclose  the  fact  to  the 
other  contracting  party.  (Redington  v.  JRobertSj  25  Vt,  686 ; 
Patt07i  V.  Oampbdl,  70  7^Z.,  72 ;  Smith  v.  Smithy  21  Penn. 
St.,  367;  Nichols  v.  Pinner,  18  N.  Zl,  295;  AUwood  v. 
Small,  6  CI.  <&,  Fin.,  232.)  If  the  bill  were  properly  framed 
to  present  the  question  of  fraud,  the  facts  disclosed  in  the 
proofs  might  justify  the  conclusion  that  the  affairs  of  the 
bank  were  so  hopeless,  and  presumably  known  to  be  so  to  its 
officers,  as  to  preclude  the  existence  of  an  honest  expectation 
on  their  part  to  repay  the  plaintiff's  deposit ;  but  the  rule  is 
inflexible,  that  the  decree  must  be  secundum,  allegata. 

A  decree  is  directed  dismissing  the  bill. 

John  E.  Burrill,  for  the  plaintiff. 
Charles  E.  Miller,  for  the  defendant. 
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The  Manhattan  Beach  Company 
C.  A.  Earned  aitd  F.  J.  A.  Phillips.    In  Equity/ 

A  clerk  of  a  corporation  fraudulently  filled  out  a  certificate  for  shares  of  its 
stock,  in  the  name  of  a  fictitious  person,  procured  the  eognatures  of  the  of- 
ficers to  the  certificate,  and  negotiated  it,  signing  the  name  of  the  fictitious 
person  to  the  assignment  and  power  of  attorney  on  the  back.  The  yendee 
of  the  shares  bought  them  in  good  faith,  received  the  certificate,  presented 
it  to  the  agents  of  the  corporation,  at  its  ofiice,  and  they  transferred  the 
shares  to  the  yendee,  and  deliyered  to  him  a  new  certificate  for  the 
shares.  On  a  bill  filed  by  the  corporation  against  him,  to  restrain  the 
transfer  of  the  certificate,  and  compel  its  surrender :  Held,  that  the  plaint- 
iff was  estopped  from  denying  the  yalidity  of  the  certificate. 

(Before  Wallaob,  J.,  Southern  District  of  New  York,  May  10th,  1886.) 

Wallace,  J.  This  bill  is  filed  by  the  complainant,  a  Con- 
necticut corporation,  to  restrain  the  defendants  from  trans- 
ferring, and  to  compel  them  to  surrender  to  complainant,  a 
certificate  for  one  hundred  shares  of  the  complainant's  capital 
stock,  which  was  delivered  by  complainant  to  defendants  on 
or  about  the  12th  day  of  February,  1884. 

The  following  facts  appear  by  the  pleadings  and  proofs : 
In  October,  1883,  certificates  of  stock  representing  80  j>€r 
c^nt  of  the  whole  capital  stock  of  the  complainant  had  been 
issued  and  delivered  by  it  to  subscribers,  the  remaining  20 
per  cent,  consisting  of  ten  thousand  shares,  being  still  held  by 
it.  In  that  month  one  FuUerton,  who  was  a  clerk  of  the  com- 
plainant, in  fraud  of  the  corporation,  filled  out  a  number  of 
blank  certificates,  inserted  in  them  the  names  of  fictitious  per- 
sons, together  with  the  proper  recitals  to  show  that  they  were 
holders  of  a  specified  number  of  shares  of  stock,  presented  the 
,  certificates  to  the  proper  officers  of  the  complainant  for  their 
signatures,  obtained  their  signatures,  and  subsequently  nego- 
tiated the  certificates  with  parties  unknown.  Among  these 
certificates  was  one  in  which  the  name  of  Charles  Gray  had 


MAY,    1886.  495 


The  Manhattan  Beach  Company  v.  Harned. 


been  inserted,  with  the  recital  that  he  was  the  owner  of  one 
hnndred  shares  of  the  capital  stock  of  the  corporation,  trans- 
ferable on  its  books,  on  surrender  of  the  certificate.  It  was 
attested  by  the  president  *and  treasurer  of  the  company,  and 
was  in  all  respects  regular  in  form.  Upon  its  back  was  an  as- 
signment and  power  of  attorney  in  blank,  authorizing  the 
transfer  of  the  shares.  In  February,  1884,  the  defendants,  who- 
were  members  of  the  New  York  Stock  Exchange,  bought  in 
the  usual  way  at  the  Exchange  one  hundred  shares  of  the  stock 
of  the  corporation,  and,  the  day  after  the  purchase,  received  a 
certificate  from  the  vendors,  in  accordance  with  the  usages  of 
the  Exchange,  and  paid  the  purchase  price.  The  certificate 
delivered  to  them  was  the  one  which  had  been  fraudulent- 
ly prepared  and  put  out  by  Fullerton,  containing  the  name 
of  Gray.  The  name  of  Gray  was  written  under  the  as- 
signment  and  power  of  attorney  on  the  back  of  the  certifi- 
cate, and  the  signature  was  authenticated  by  the  signatures 
of  the  brokers  of  whom  the  defendants  purchased  the  stock. 
The  defendants  accepted  the  certificate  in  reliance  upoa 
this  authentication  as  to  the  genuineness  of  Gray's  signa- 
ture. In  order  to  have  the  stock  transferred  to  themselves  on 
the  books  of  the  complainant,  the  defendants  presented  the 
certificate,  a  day  or  so  after  they  received  it,  at  the  office  of 
the  complainant,  for  surrender.  It  was  received  by  the  com- 
plainant's agents,  who  retained  it  for  a  day  or  two,  transferred 
the  shares  upon  the  books  of  the  corporation  to  the  defend- 
ants, and  delivered  to  the  defendants  a  new  certificate,  which 
is  the  one  in  controversy.  About  a  month  thereafter  Fuller- 
ton  absconded  and  his  fraudulent  practices  were  discovered. 
Thereafter  the  officers  of  the  complainant  notified  the  defend- 
ants of  the  facts  discovered  and  demanded  the  return  and  sur-^ 
render  of  the  certificate.  This  bill  was  filed  early  in  May^ 
1884. 

The  case  turns  upon  the  law  of  equitable  estoppel. 
Shares  of  corporate  stock  are  dealt  with  in  the  market  like 
negotiable  paper  or  chattels;  and  the  certificates  issued  as 
evidence  of  the  ownership  of  the  shares  are  the  indicia  of 
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title,  and  are  treated  as  representing  the  shares  themselves. 
The  title  to  a  certificate  implies  the  title  to  the  shares  them- 
selves, and  passes  to  a  purchaser  by  a  delivery  of  the  certifi- 
cate endorsed  in  blank.  Although  the  assignment  of  a  certifi- 
cate can  only  pass  the  beneficial  interest  of  the  assignor,  the 
rights  of  the  assignee  will  be  protected  at  law  and  in  equity, 
as  if  he  were  the  purchaser  of  the  legal  title  to  tangible  prop- 
erty or  negotiable  paper. 

If  the  defendants  had  acquired  title  from  Gray,  the  com- 
plainant could  not  be  permitted  to  deny  that  they  had  ob- 
tained a  valid  title  to  the  shares.  A  certificate  of  shares  prop- 
erly issued  by  a  corporation  having  power  to  issue  stock  cer- 
tificates is  an  affirmation  by  the  corporation,  to  all  who  may 
innocently  purcliase  the  certificate,  that  the  person  to  whom 
it  is  issued  is  the  owner  of  the  number  of  shares  of  the  cap- 
ital stock  of  the  corporation  specified  in  the  instrument. 
'{ffolbrook  V.  Zino  Co.y  57  N.  Y.y  616.)  The  purchaser  need 
not  inquire  further,  to  ascertain  whether  there  is  any  infirmity 
in  the  title  of  the  person  named  as  owner  in  the  certificate. 
It  is  wholly  within  the  power  of  the  agents  of  the  corporation 
to  ascertain  whether  the  person  to  whom  a  certificate  has  been 
issued  has  the  legal  title  to  the  shares,  when  such  title  is  only 
transferable  upon  the  books  of  the  corporation  ;  and  it  is  their 
duty  towards  every  person  who  may  become  a  purchaser  upon 
the  faith  of  a  certificate,  to  exercise  due  diligence  in  this  be- 
half. {Telegraph  Co.  v.  Dmeiiport^  97  V.  S.,  369.)  The 
purchaser  may  reasonably  repose  upon  the  belief  that  this 
duty  has  been  faithfully  discharged.  Hence  it  follows,  that 
if,  by  their  negligence  or  even  by  their  malfeasance,  a  certifi- 
cate has  been  issued  by  agents  of  the  corporation  while  acting 
within  the  general  scope  of  their  powers,  the  purchaser  has  a 
right  to  rely  upon  the  truth  of  the  recitals,  and  to  treat  them 
as  the  formal  representation  of  the  corporation,  made  by  those 
who  are  entitled  to  act  and  speak  for  it  in  the  particular  trans- 
action. {Bank  of  Kentucky  v.  SckxiylkUl  Bank^  1  JParsons^ 
Eq.  Cos.,  1%0\  N.Y.&  N.  H.  R,  R,  Co.  v.  Schuyler,  34  N,  T., 
50 ;  Hall  v.  Rose  HiU  R.  R.  Co.,  70  III.,  673 ;  Shaw  v.  Port 
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Phillip  c&  Colonial  Mining  Co.^  60  Z.  T.  Hep.,  iT.  A,  685.) 
Those  who  have  acted  upon  the  faith  of  such  an  affirmation 
:may  insist  that  it  shall  not  be  retracted  to  their  prejudice,  by 
the  party  responsible  for  it,  because  it  would  be  a  breach  of 
good  faith  to  do  so.  The  rule  is  so  familiar  that  it  is  unneces- 
sary to  refer  to  the  authorities  at  large.  A  pertinent  illustra- 
tion is  found  in  the  case  of  Machinists'  Nat,  Bank  v.  Fields 
(126  Mass.j  ^45,)  where  shares  of  a  corporation  had  been 
purchased  by  a  defendant,  who  received  a  certificate  issued  by 
the  corporation,  upon  the  surrender  of  an  outstanding  one, 
upon  which  the  assignment  and  power  of  attorney  of  the 
holder  had  been  forged ;  and  it  was  held  that  the  defendant 
^onld  not  be  ordered  to  return  his  certificate,  because  he 
purchased  the  shares  in  good  faith  and  for  a  valuable  consid- 
eration, and  the  certificate  issued  to  him  before  he  parted  with 
his  money  was,  as  against  the  corporation,  conclusive  evidence 
of  his  title. 

Upon  the  facts  here  it  would  be  plain  that  the  complain- 
ant could  not  be  heard  to  deny  that  Gray  was  the  owner  of 
the  sliares  bought  by  the  defendants,  if  the  latter  had  acquired 
title  from  or  through  Gray.  But  an  estoppel  in  pais  only  en- 
ures to  the  benefit  of  a  party  who  can  properly  assert  that  the 
representation  or  conduct  by  which  he  has  been  misled  was  the 
direct  and  legitimate  cause  of  his  misfortune.  The  affirma- 
tion of  the  spurious  certificate  that  Gray  was  the  owner  of 
the  shares  was  not  the  proximate  cause  of  any  loss  or  injury 
to  the  defendants.  Without  the  supervening  circumstances 
of  a  purchase  from  Gray  it  would  not  have  prejudiced  them. 
The  consequences  of  a  purchase  which  could  not  have  been 
consummated  without  the  forgery  or  fraud  of  the  person  who 
prepared  the  spurious  assignment  and  power  of  attorney,  an 
act  for  which  the  complainant  is  not  responsible,  cannot  be 
attributed  to  the  complainant.  If  the  defendants  could  not 
maintain  an  action  against  the'  complainant  to  recover  dam- 
ages for  their  loss,  they  cannot  rely  upon  an  estoppel  in  pais 
vas  a  defence  to  the  cause  of  action.  {Swan  v.  North  British 
Vol.  XXIII.-.32 
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Co.,  7  Siirl.  dk  N.,  603 ;  2  Hurl.  <&  O.,  175 ;  Me  Master  v.  Ins. 
Co.,  55  N.  Z.,  222.) 

Althongh  the  defendants  cannot  rely  upon  an  estoppel 
solely  by  reason  of  the  purchase  of  the  spurious  certificate,  it 
remains  to  consider  whether  the  complainant  is  not  estopped, 
nevertheless,  by  leason  of  the  transactions  between  the  par- 
ties subsequent  to  the  purchase. 

At  the  time  when  the  defendants  presented  the  spuriona 
certificate  to  the  officers  of  the  complainant  to  have  it  sur- 
rendered, and  to  have  the  shares  transferred  to  them  on  the 
books  of  the  complainant,  FuUerton  was  in  the  employ  of  the 
complainant.  If  the  agents  of  the  complainant  had  exercised 
due  care  to  ascertain  whether  the  defendants  were  entitled  to 
be  treated  as  stoikholders,  they  might  or  might  not  have  sue- 
ceeded  in  discovering  the  crime  of  Fnllerton  and  the  decep- 
tion in  which  they  had  negligently  participated.  However 
this  might  have  been,  when  they  were  informed  that  the  de- 
fendants had  purchased  a  certificate  to  which  they  had  given 
currency,  they  were  pnt  upon  inquiry  to  ascertain  whether  it 
was  a  genuine  one ;  the  means  of  knowledge  were  within  their 
reach,  and  were  not  available  to  the  defendants ;  and  it  was 
their  dnty  to  ascertain  the  truth  and  promptly  commnnicate 
it  to  the  defendants,  in  order  that  the  latter  might  not  be 
fnrther  prejudiced.  The  defendants  were  justified  in  assum- 
ing that  this  duty  would  be  fulfilled.  When  the  complain- 
ant's officers,  after  waiting  a  reasonable  time  for  investigation, 
issued  the  new  certificate,  they  not  only  reaffirmed  the  anthen- 
ticity  of  the  surrendered  certificate,  bnt  recognized  the  de- 
fendants' title  to  the  shares,  and  thereby  autliorized  the  de- 
fendants to  repose,  without  further  inquiry,  upon  the  validity 
of  the  title  they  had  acquired.  FuUerton  did  not  abscond  for 
several  weeks  after  the  new  certificate  had  been  delivered 
to  the  defendants.  During  this  time  he  was  within  reach  of 
process,  and  the  defendants  had  the  means  of  coercing  resti- 
tution by  civil  and  criminal  proceedings  against  him.  It  i& 
not  to  be  doubted  that  they  would  have  followed  the  ordinary 
incentives  to  retrieve  their  loss,  and  it  cannot  be  said  that  the 
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use  of  the  means  within  their  power  would  have  been  unavail- 
ing. When  they  were  informed  that  the  certificate  they  had 
purchased  was  a  forgery  or  a  fraud,  the  criminal  had  escaped, 
and  they  had  lost  the  opportunity  of  seeking  restitution  by 
the  pursuit  of  the  swindler.  It  is  not  essential  to  an  estoppel 
in  pais  that  the  person  who  has  been  misled  by  the  conduct 
or  declarations  of  another  shall  have  taken  any  affirmative  ac- 
tion in  reliance  upon  the  conduct  or  declaration  ;  it  suffices  if 
he  has  been  led  to  omit  what  he  would  have  otherwise  done, 
and  might  have  done  effectively,  to  protect  himself.  This 
has  been  decided  in  many  adjudged  cases,  but  those  only  will 
be  referred  to  in  which  the  estoppel  was  placed  upon  the 
ground,  that  the  person  who  had  relied  upon  the  conduct  of 
another,  by  doing  so,  had  lost  the  opportunity  to  institute 
civil  or  criminal  proceedings  against  the  original  author  of  the 
wrong.  In  Knights  v.  Wiffen,  {L.  H.,  5  Q.  B.^  660,)  a  per- 
son had  purchased  a  quantity  of  barley,  which  was  in  the  pos- 
session of  the  defendant,  from  one  who  had  no  title  to  it,  and, 
upon  the  purchase,  received  a  delivery  order  directed  to  the 
defendant.  Upon  being  shown  the  delivery  order  the  defend- 
ant said  it  was  all  right.  The  vendor  became  a  bankrupt  be- 
fore the  delivery  of  the  barley.  It  was  held,  that,  although 
the  purchaser  had  paid  for  the  barley  before  showing  the  de- 
livery order  to  the  defendant,  the  defendant  was  estopped 
from  setting  up  title  to  the  barley,  becaase,  had  it  not  been 
for  his  recognition  of  the  order,  the  purchaser  mighi;  have 
resorted  to  his  vendor  before  the  latter's  bankruptcy. 
Blackburn,  J.,  said:  "Very  likely  he  might  not  have  de- 
rived much  benefit  if  he  had  done  so ;  but  he  had  a  right  to 
do  it." 

In  Casco  Bank  v.  Keene^  (53  Maine,  103,)  the  plaintiff 
held  a  note  purporting  to  have  been  made  by  the  defendant. 
Hearing  that  the  note  was  a  forgery,  he  took  it  to  the  defend- 
ant, who  admitted  it  to  be  genuine.  The  plaintiflT  refrained 
from  any  attempt  to  secure  payment  of  the  person  from  whom 
he  got  the  note  until  it  was  too  late  to  pursue  him  success- 
fully.    It  was  held,  that,  if  the  plaintiff,  relying  upon  the 
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admission  of  the  defendant,  was  induced  to  refrain  from  ob- 
taining secoritj  by  the  arrest  of  the  one  from  whom  the 
note  was  obtained,  or  by  attachment  of  his  property,  the  de- 
fendant woold  be  estopped  from  showing  the  note  to  be  a 
forgery. 

In  Conthiental  Nat.  Bank  v.  Bank  of  Commonwealth^  (50 
'N.  T.J  575,)  a  check  purporting  to  be  certified  by  the  teller 
of  a  bank  was  presented  to  the  bank  and  the  authenticity  of 
the  certificate  was  admitted.     Tlie  owner  of  the  check  had  ad- 
vanced the  money  on  it  shortly  before  it  was  presented  at  the 
bank,  and,  before  the  certification  was  discovered  to  be  a  for- 
gery, the  person  who  had  received  the  money  on  the  check  had 
absconded.     It  was  held  to  be  too  late  for  the  bank  to  retract 
the  admission  that  the  certificate  was  genuine.     Folger,  J.,  de- 
livering the  opinion  of  the  Court,  said :  "Arrest  and  deten- 
tion of  the  swindler  is  a  powerful  means  in  coercing  restora- 
tion."    In  I^aU  River  Nat,  Bank  v.  Buffinttm^  (97  Mom,^ 
498,)   the   plaintiff  in  a  suit  upon  a  note  relied    upon   an 
estoppel  founded  upon  the  representation  of  the  defendant, 
who  WHS  an  endorser,  of  the  genuineness  of  his  signature,  the 
representation  having  been  made  after  the  plaintiff  had  dis- 
counted the  note.     A  prior  endorser,  who  had  procured  tlie 
note  to  be  disconnted,  left  the  State  shortly  after  the  defend- 
ant made  the  representation  and  before  the  maturity  of  the  note. 
It  was  held,  that  the  defendant  was  estopped  from  denying 
the  genuineness  of  his  signature,  and  that  it  was  immaterial 
whether  the  plaintiff's  actual  damage,  in  relying  upon  the 
representation,  was  more  or  less,  but  that  it  was  sufiicient  that 
the  plaintiff  had  lost  an  opportunity  to  proceed  against  the 
prior  endorser.     These  cases  are  all  quoted  with  approval  in 
Leather  Mfrs.  Bank  v.  Morgan^  (117  TJ,  5.,  96.)    That  was 
a  suit  brought  against  a  bank  by  a  depositor,  to  recover  the 
amount  of  certain  altered  checks  of  the  plaintiff.     The  altera- 
tions had  been  made  by  a  clerk  of  the  plaintiff,  who  obtained 
the  money  on  the  checks.     The  checks  were  charged  to  the 
plaintiff,  by  the  bank,  in  the  plaintiff^s  pass-book,  from  time  to 
time,  as  they  were  paid.    Harlan,  J.,  delivering  the  opinion 
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of  the  Court,  says,  {p.  114 :)  *'  If  the  depositor  was  guilty  of 
negligence  in  not  discovering  and  giving  notice  of  the  fraud 
of  his  clerk,  then  the  bank  was  thereby  prejudiced,  because  it 
was  prevented  from  taking  steps,  by  the  arrest  of  the  crimi- 
nal, or  by  an  attachment  of  his  property,  or  other  form  of  pro- 
ceeding, to  compel  restitution.  It  is  not  necessary  that  it 
should  be  made  to  appear,  by  evidence,  that  benefit  would  cer- 
tainly have  accrued  to  the  bank  from  an  attempt  to  secare 
payment  from  the  criminal.  *  *  *  As  the  right  to  seek 
and  compel  restoration  and  payment  from  the  person  commit- 
ting the  forgery  was,  in  itself,  a  valuable  one,  it  is  sufficient  if 
it  appears  that  the  bank,  by  reason  of  the  negligence  of  the 
depositor,  was  prevented  from  promptly,  and,  it  may  be, 
eflfectively,  exercising  it. 

The  case  of  Voorhis  v.  Olm8teadj(66  N.  P.,  113,)  is  appo- 
site. In  that  case  a  corporation  made  a  loan  upon  the  faith  of 
a  pledge  of  certain  cotton  by  a  person  to  whom  it  did  not  be- 
long, who  gave  an  order  upon  the  warehouseman  with  whom 
it  was  stored.  Sabsequently,  the  warehouseman,  with  the 
consent  of  the  true  owner,  gave  to  the  corporation  an  ordinary 
warehouse  receipt  for  the  cotton.  The  Court  held,  that  the 
true  owner,  having  consented  to  the  issuance  of  the  receipt  by 
the  warehousenuin,  should  be  held  to  have  assented  to  the 
pledge ;  that  the  corporation  had  a  right  to  repose  upon  the 
receipt  as  evidence  of  the  pledgor's  title ;  that  its  position  was 
altered  by  relying  on  the  receipt,  because,  if  it  had  not  been 
given,  the  corporation  might  have  resorted  to  process  for  the 
recovery  of  its  loan ;  and  that  the  true  owner  was  estopped 
from  claiming  title  to  the  cotton. 

These  authorities  justify  the  conclusion,  that,  notwith- 
standing the  defendants  had  already  parted  with  tiieir  money, 
and  had  no  legal  redress  against  the  complainant  at  the  time 
they  presented  the  spurious  certificate  for  surrender,  they  may 
insist  upon  an  estoppel,  because  their  situation  was  altered  by 
the  act  of  the  complainant  in  recognizing  the  validity  of  the 
certificate,  and,  in  consequence,  they  were  induced  to  forego 
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the  remedy  which  they  could  otherwise  have  adopted  to  save 
themselves  from  loss. 
The  bill  is  dismissed. 

Alfred  C.  Chapin^  for  the  plaintiff. 
John  R.  Dos  Passos^  for  the  defendants. 


MiCAELA   SUAREZ   DeL   ViLLAR  De   MbNACHO    AND   OTHEBB 

James  E.  Ward  and  others.     In  Equity. 

The  Same 
vs, 

Francis  Alexandre  and  others.    In  Equity. 

The  pi'oprietor  of  a  steamBbip  line  between  New  York  and  Cuba  charged  tihe 
plaintiff  a  higher  rate  of  freight  for  transporting  goods  than  he  charged  other 
shippers,  because  the  plaintiff  would  not  agree  to  employ  that  line  excluaiye- 
ly :  Held,  that  the  discrimination  was  unlawful,  and  that  the  proper  remedy 
was  by  injunction  to  prevent  such  discrimination. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  17th,  1886.) 

Wallace,  J.  The  complainants  have  filed  a  bill  in  each 
of  these  causes  to  restrain  the  defendants  from  making  dis- 
criminations for  transportation  against  the  complainants, 
which  consist  in  charging  them  a  higher  rate  of  freight  than 
is  charged  by  the  defendants  to  other  shippers  of  merchan- 
dise generally.     A  motion  is  now  made  for  a  preliminary  in- 
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junction.     The  facts  in  each  case  are  essentially  the  same,  and 
both  cases  may  be  considered  together. 

The  complainants  are  merchants,  domiciled  in  the  city  of 
New  York,  and  engaged  in  commerce  between  that  port  and 
the  island  of  Cuba.  The  defendants  are  proprietors  or  man- 
agers of  steamship  lines  plying  between  New  York  and  Cuba. 
Formerly  the  business  of  transportation  between  the  two  places 
was  carried  on  by  sailing  vessels.  In  1877,  the  line  of  steam- 
ships known  as  "Ward's  Line"  was  established,  and  in  1881 
was  incorporated  by  the  name  of  the  New  York  &  Cuba  Mail 
Steamship  Line,  under  the  general  laws  of  the  State  of  New 
York.  At  the  time  of  the  incorporation  of  this  company,  the 
line  of  steamships  owned  by  the  defendants  Alexandre  & 
Sons  had  also  been  established.  These  two  lines  were  com- 
petitors between  New  York  and  Cuba,  but  for  several  years 
both  lines  have  been  operated  under  a  traffic  agreement  be- 
tween themselves,  by  which  uniform  rates  are  charged  by 
-each  to  the  public  for  transportation.  The  two  lines  are  the 
only  lines  engaged  in  the  business  of  I'egular  transportation 
between  New  York  and  Cuba,  and,  unless  merchants  choose 
to  avail  themselves  of  the  facilities  offered  by  them,  they  are 
obliged  to  ship  their  merchandise  by  vessels  or  steamers  which 
may  casually  ply  between  the  two  places.  It  is  alleged  by 
the  complainants,  that  the  defendants  have  announced  gener- 
ally to  New  York  merchants  engaged  in  Cuban  trade,  that 
they  must  not  patronize  steamships  which  offer  for  a  single 
voyage,  and,  on  various  occasions,  when  other  steamships  have 
attempted  to  procure  cargoes  from  New  York  to  Havana, 
have  notified  shippers  that  those  employing  such  steamships 
would  thereafter  be  subjected  to  onerous  discriminations  by 
the  defendants.  The  defendants  allege,  in  their  answer  to 
the  bill,  in  effect,  that  it  has  been  found  necessary,  for  the 
purpose  of  securing  sufficient  patronage,  to  make  differences 
in  rates  of  freight,  between  shippers,  in  favor  of  those  who, 
will  agree  to  patronize  the  defendants  exclusively.  Within  a 
few  months  before  the  commencement  of  this  suit,  two  for- 
eign steamers  were  sent  to  New  York,  to  take  cargoes  to  Ha- 
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vana,  and  the  complainants  were  requested  to  act  sb  agents. 
Thereupon,  the  complainants  were  notified  by  the  defend- 
ants, that  they  would  be  "placed  npon  the  black  list/'  if  they 
shipped  goods  by  these  steamers,  and  that  their  rates  of  freight 
would,  thereafter,  be  advanced,  on  all  goods  which  they  might 
have  occasion  to  send  by  the  defendants.  Since  that  time  the 
defendants  have  habitually  charged  the  complainants  greater 
rates  of  freight  than  to  those  merchants  who  shipped  excln- 
sively  by  the  defendants.  The  freight  charges,  by  the  course- 
of  business,  are  paid  by  consignees  at  the  Cuban  ports.  The 
complainants  have  attempted  to  pay  the  freight  in  advance, 
but  have  found  this  course  impracticable,  because  their  con- 
signees  are  precluded  from  deducting  damages  or  deficiencies, 
upon  the  amval  of  the  goods,  from  the  charges  for  freight^ 
and  as  a  result,  some  of  the  complainants'  correspondents  in 
Cuba  refuse  to  continue  business  relations  with  them,  being 
unwilling  to  submit  to  the  annoyance  of  readjusting  over- 
charges with  the  complainants.  Upon  this  state  of  facts,  the 
complainants  have  founded  the  allegation  of  their  bill,  that  the 
defendants  "  have  arbitrarily  refused  them  equal  terms,  facil- 
ities and  accommodations  to  those  granted  and  allowed  by  the 
defendants  to  other  shippers,  and  have  arbitrarily  exacted  from 
them  a  much  greater  rate  of  freight  than  the  defendants  have, 
at  the  same  time,  charged  to  shippers  of  merchandise  gen- 
erally, as  a  condition  of  receiving  and  transporting  merchan- 
dise." They  apply  for  an  injunction,  upon  the  theory  that 
their  grievances  cannot  be  reparably  redressed  by  an  action  at 
law. 

It  is  contended,  for  the  complainants,  that  a  common  car- 
rier owes  an  equal  duty  to  every  member  of  the  community, 
and  is  not  permitted  to  make  unequal  preferences  in  favor  of 
one  person  or  class  of  persons,  as  against  another  person  or 
class.  The  defendants  insist  that  it  is  permitted  to  common 
carriers  to  make  reasonable  discriminations  in  the  rates  de> 
manded  from  the  public;  that  they  are  not  required  to  carry 
for  all  at  the  same  rates  ;  that  discriminations  are  reasonable 
which  are  based  upon  the  quantity  of  goods  sent  by  different 
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shippers ;  and  that  the  discrimination  in  the  present  case  i& 
essentially  such  a  discrimination,  and  has  no  element  of  per- 
sonal  preference,  and  is  necessary  for  the  protection  of  the 
defendants. 

Unqaestionably,  a  common  carrier  is  always  entitled  to  a 
reasonable  compensation  for  his  services.  Hence  it  follows, 
that  he  is  not  required  to  treat  all  those  who  patronize  him 
with  absolute  equality.  It  is  his  privilege  to  charge  less  than 
fair  compensation  to  one  person  or  to  a  class  of  persons,  and 
others  cannot  justly  complain,  so  long  as  he  carries  on  reason- 
able terms  for  them.  Respecting  preferences  in  rates  of  com- 
pensation, his  obligation  is  to  charge  no  more  than  a  fair  re- 
turn in  each  particular  transaction,  and,  except  as  thus  res- 
tricted,  he  is  free  to  discriminate  at  pleasure.  This  is  the 
equal  justice  to  all  which  the  law  exacts  from  the  common 
carrier,  in  his  relations  with  the  public.  {Baxendall  v.  E,  C. 
Ra/Hway  Co.^  4:'  C.  £.,  JV.  5.,  63,  78 ;  Branley  v.  S.  E.  RaU- 
way  Oo.^  12  G,  -ff.,  N.  jS.,  63 ;  Fitchbv/rg  E.  R,  Co.  v.  Oage, 
12  Grayy  893 ;  Sargent  v.  Boston  dk  Lowell  R.  R.  Co.,  115 
JUase.,  416,  422.) 

It  is  in  this  sense  that  the  observations  found  in  some  of 
the  authorities  are  to  be  understood.  So  understood,  the 
language  of  the  opinion  in  Messenger  v.  Pennsylvania  R,  -ff. 
Co.,  (37  iT.  J.  Law  Rep.,  531,j  is  apposite :  "  The  business  of 
the  common  carrier  is  for  the  public,  and  it  is  his  duty  to 
serve  the  public  indifferently.  *  *  *  In  the  very  nature^ 
then,  of  his  duty,  and  of  the  public  right,  his  conduct  should 
be  equal  and  just  to  all.  *  *  *  A  common  carrier  owes 
an  equal  duty  to  all,  and  it  cannot  be  discharged  if  he  i& 
allowed  to  make  unequal  preferences,  and  thereby  prevent  or 
impair  the  enjoyment  of  the  common  right."  In  the  same 
sense  the  remarks  of  the  Court  in  McDuffee  v.  Portland  & 
Rochester  R.  R.,  (62  N.  H.,  430,  440,)  are  approved  and 
adopted  as  pertinent  to  the  case  in  hand.  The  Court  say  i 
"And,  as  all  common  carriers  combined  cannot,  directly  or  in- 
directly, destroy  or  interrupt  the  common  right,  by  stopping 
their  branch  of  the  public  service,  while  they  remain  in  that 
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service,  so  neither  all  of  them  together,  nor  one  alone,  can, 
directly  or  indirectly,  deprive  any  individnal  of  his  lawful  en- 
joyment of  the  common  right.  Equality,  in  the  sense  of 
freedom  from  nnreasonable  discrimination,  being  of  the  very 
substance  of  the  common  right,  an  individaal  is  deprived  of 
his  lawful  enjoyment  of  the  common  right  when  he  is  sub- 
jected to  nnreasonable  and  injurious  discrimination  in  respect 
to  terms,  facilities,  or  accommodations.  *  *  *  A  denial 
of  the  entire  right  of  service,  by  a  refusal  to  carry,  differs,  if 
at  all,  in  degree  only,  and  the  amount  of  damage  done,  and 
not  in  the  essential  legal  character  of  the  act,  from  a  denial  of 
the  right  in  part  by  an  unreasonable  discrimination  in  terms, 
facilities,  or  accommodations.  Whether  the  denial  is  general, 
by  refusing  to  furnish  any  transportation  whatever,  or  special, 
by  refusing  to  carry  one  person  or  his  goods ;  whether  it  is 
direct,  by  expressly  refusing  to  carry,  or  indirect,  by  impos- 
ing such  unreasonable  terms,  facilities,  or  accommodations  as 
render  carriage  undesirable;  whether  unreasonableness  of 
terms,  facilities,  or  accommodations  operates  as  a  total  or  a 
partial  denial  of  the  right ;  and  whether  the  unreasonableness 
is  in  the  intrinsic,  individual  nature  of  the  terms,  facilities,  or 
accommodations,  or  in  their  discriminating,  collective  and 
comparative  character — the  right  denied  is  one  and  the  same 
common  right,  which  would  not  be  a  right  if  it  could  be  right- 
fully denied,  and  would  not  be  common,  in  the  legal  sense,  if 
it  could  be  legally  subjected  to  unreasonable  discrimination, 
and  parcelled  out  among  them  in  unreasonable  superior  and 
inferior  grades,  at  the  behest  of  the  servant  from  whom  the 
service  is  due." 

In  the  present  case,  the  question  whether  the  defendants 
refuse  to  carry  for  the  complainants  at  a  reasonable  compensa- 
tion resolves  itself  into  another  form — can  the  defendants  law- 
fully require  the  complainants  to  pay  more  for  carrying  the 
same  kind  of  merchandise,  under  like  conditions,  to  the  same 
places,  than  they  charge  to  others,  because  the  complainants 
refuse  to  patronize  the  defendants  exclusively,  while  other 
sliippers  do  not  ?     The  fact  that  the  carrier  charges  some  less 
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than  others,  for  the  same  service,  is  merely  evidence  for  the 
latter,  tending  to  show  that  he  charges  them  too  much  ;  but, 
when  it  appears  that  the  charges  are  greater  than  those  ordi- 
narily and  uniformly  made  to  others  for  similar  services,  the 
fact  is  not  only  competent  evidence  against  the  carrier,  bnt 
<50gent  evidence,  and  shifts  upon  him  the  burden  of  justifying 
the  exceptional  charge.  The  estimate  placed  by  a  party  upon 
the  value  of  his  own  services  or  property  is  always  sufficient, 
as  against  him,  to  establish  the  real  value ;  but  it  has  aug- 
mented probative  force,  and  is  almost  conclusive  against  him, 
when  he  has  adopted  it  in  a  long  continued  and  extensive 
course  of  business  dealings,  and  held  it  out  as  a  fixed  and 
notorious  standard,  for  the  information  of  the  public. 

The  defendants  assume  to  justify  upon  the  theory,  that  a 
<»rrier  may  regulate  his  charges  upon  the  basis  of  the  quan- 
tity of  goods  delivered  to  him  for  transportation  by  different 
shippers,  and  that  their  discrimination  against  the  complain- 
ants is,  in  substance,  one  made  with  reference  to  the  quantity 
of  merchandise  furnished  by  them  for  carriage.  Courts  of 
law  have  always  recognized  the  rights  of  carriers  to  regulate 
their  charges  with  reference  to  the  quantity  of  merchandise 
carried  for  the  shipper,  either  at  a  given  shipment,  or  during 
a  given  period  of  time,  although  public  sentiment,  in  many 
communities,  has  objected  to  such  discriminations,  and  crys- 
tallized into  legislative  condemnation  of  the  practice.  By  the 
English  statute,  (17  &  18  Vict,  ch.  31,)  railway  and  canal  car- 
riers are  prohibited  from  giving  "any  undue  or  unreasonable 
preference  or  advantage  to  or  in  favor  of"  "any  particular 
description  of  traffic,  in  any  respect  whatsoever,"  in  the  re- 
ceiving and  forwarding  and  delivering  of  traffic ;  but,  under 
these  provisions  of  positive  law,  the  Courts  have  held 
that  it  is  not  an  undue  preference  to  give  lower  rates  for 
larger  quantities  of  freight.  {Hcmsome  v.  Eastern  O.  R.  Co.^ 
1  JVev.  dk  Mac.j  63,  155 ;  Nicholson  v.  Cheat  Western  By. 
Co.,  Id.,  121 ;  Strick  v.  S.  C.  Co.,  16  C.  B.,  N.  S.,  24 j  ;  Oreenr 
op  V.  S.  E.  B.  Co.,  2  N&v.  <&  Mac,  319.)  These  decisions 
proceed  upon  the  ground,  that  the  carrier  is  entitled  to  take 
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into  consideration  the  question  of  his  own  profits  and  inter- 
ests, in  determining  what  charges  are  reasonable.  He  may  be 
able  to  carry  a  larger  quantity  of  goods,  under  some  circnm- 
stances,  at  no  greater  expense  than  wonld  be  required  to  carry 
a  smaller  quantity.  His  fair  compensation  for  carrying  the 
smaller  quantity  might  not  be  correctly  measured  by  the  rate 
per  pound,  per  bushel,  or  per  mile,  charged  for  the  laiger. 
If  he  is  assured  of  regular  shipments  at  given  times,  he  may 
be  able  to  make  more  economical  arrangements  for  transpor- 
tation. By  extending  special  inducements  to  the  public  for 
patronage,  he  may  be  able  to  increase  his  business  without  a 
corresponding  increase  of  capital  or  expense  in  transacting  it, 
and  thus  derive  a  larger  profit.  He  is,  therefore,  justified  in 
making  discriminations,  by  a  scale  of  rates  having  reference 
to  a  standard  of  fair  remuneration,  among  all  who  patronize 
him.  But  it  is  impossible  to  maintain  that  any  analogy  exists 
between  a  discrimination  based  upon  the  quantity  of  business 
furnished  by  ditferent  classes  of  shippers,  and  one  which  alto- 
gether ignores  this  consideration,  and  has  no  relation  to  tlie 
profits  or  compensation  which  the  carrier  ought  to  derive  for 
a  given  quantum  of  service. 

The  proposition  is  speciously  put,  that  the  carrier  may 
reasonably  discriminate  between  two  classes  of  shippers,  the 
regular  and  the  casual,  and  that  such  is  the  only  discrimination 
here.  Undoubtedly,  the  carrier  may  adopt  a  commutative 
system,  whereby  those  who  furnish  him  a  regular  traflSc  may 
obtain  reduced  rates,  just  as  he  may  properly  regulate  his 
charges  upon  the  basis  of  the  quantity  of  traffic  which  he  re- 
ceives from  difiEerent  classes  of  shippers.  But  this  is  not  the 
proposition  to  be  discussed.  The  defendants  assume  to  dis- 
criminate against  the  complainants,  not  because  they  do  not 
furnish  them  a  regular  business,  or  a  given  number  of  ship- 
ments, or  a  certain  quantity  of  merchandise  to  carry,  but  be- 
cause they  refuse  to  patronize  the  defendants  exclusively- 
The  question  is,  whether  the  defendants  refuse  to  carry  for 
the  complainants  on  reasonable  terms.  The  defendants,  to 
maintain  the  affirmative,  assert  that  their  charges  are  fair,  be- 
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cause  they  do  not  have  the  whole  of  the  defendants'  carrying 
business.  But  it  can  never  be  material  to  consider  whether 
the  carrier  is  permitted  to  enjoy  a  monopoly  of  the  transpor- 
tation for  a  particular  individual  or  class  of  individuals,  in 
ascertaining  what  is  reasonable  compensation  for  the  services 
actually  rendered  to  him  or  them.  Such  a  consideration 
might  be  influential  in  inducing  parties  to  contract  in  ad- 
vance ;  but  it  has  no  legitimate  bearing  upon  the  value  of 
services  rendered  without  a  special  contract,  or  which  are  ren- 
dered because  the  law  requires  them  to  be  rendered  for  a  fair 
remuneration. 

A  common  carrier  '*  is  in  the  exercise  of  a  sort  of  public 
office  and  has  public  duties  to  perform,  from  which  he  should 
not  be  permitted  to  exonerate  himself."  {Nelson^ «/.,  in  New 
Jersey  Steam  Navigation  Co.  v.  Merchants'^  Bank^  0  How.^ 
382.)  His  obligations  and  liabilities  are  not  dependent  upon 
contract,  though  they  may  be  modified  and  limited  by  contract ; 
they  are  imposed  by  the  law,  from  the  public  nature  of  his 
employment.  {Hannibal  R,  R.  v.  Swift^  12  Wall.,  262.)  As 
their  business  is  ''  aflfected  with  a  public  interest,"  it  is  subject 
to  legislative  regulation.  "In  matters  which  do  afiect  the 
public  interest,  and  as  to  which  legislative  control  may  be  ex- 
ercised, if  there  are  no  statutory  regulations  upon  the  sub- 
ject, the  Courts  must  determine  what  is  reasonable."  {Watte, 
(J, «/.,  in  Munn  v.  Illinois^  94  U.  S,y  113,  134.)  It  is  upon 
this  foundation,  and  not  alone  because  the  business  of  com- 
mon carriers  is  so  largely  controlled  by  corporations  exercising 
under  franchises  the  privileges  which  are  held  in  trust  for  the 
public  benefit,  that  the  Courts  have  so  strenuously  resisted 
their  attempts,  by  special  contracts  or  unfair  preferences,  to 
discriminate  between  those  whom  it  is  their  duty  to  serve  im- 
partially. And  the  Courts  are  especially  solicitous  to  dis- 
countenance all  contracts  or  arrangements  by  these  public 
servants,  which  savor  of  a  purpose  to  stifle  competition,  or  re- 
press rivalry,  in  the  departments  of  business  in  which  they 
ply  their  vocation.  Illustrations  are  found  in  the  cases  of 
State  V.  Hartford  (&  N.  //.  R.  R.  Co.,  (29  Conn.,  538;) 
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Hooker  v.  Va/ndewater^  (4  Denio^  349 ;)  TweUa  v.  M.  R.  Co.^ 
(3  Am.  La/vo  Reg.^  N.  S.,  728 ;)  Western  Union  Tel.  Co.  v. 
Chicago  (&  P.  R.  R.  Co.^  (86  lU.^  246 ;)  Coe  v.  Louisville  & 
NashvUle  R.  R.  Co.,  (3  Fed.  Rep.,  776.) 

The  vice  of  the  discrimination  here  is,  that  it  is  calculated 
to  coerce  all  those  who  have  occasion  to  employ  common  car- 
riers between  New  York  and  Cnba,  from  employing  such 
agencies  as  may  offer.  Its  tendency  is  to  deprive  the  public 
of  their  legitimate  opportunities  to  obtain  carriage  on  the  best 
terms  they  can.  If  it  is  tolerated,  it  will  result  practically  in 
giving  the  defendants  a  monopoly  of  the  carrying  trade  be- 
tween these  places.  Manifestly,  it  is  enforced  by  the  defend- 
ants in  order  to  discourage  all  others  from  attempting  to  serve 
the  public  as  carriers  between  these  places.  Ordinarily,  the 
remedy  against  a  carrier  is  at  law,  for  damages  for  a  refusal 
to  carry,  or  to  recover  the  excess  of  charges  paid  to  obtain  the 
delivery  of  goods.  The  special  circumstances  in  this  case  in- 
dicate that  such  a  remedy  would  not  afford  complete  and  ad- 
equate redress,  "  as  practical  and  efficient  to  the  ends  of  jus- 
tice" as  the  remedy  in  equity.  {Watson  v.  Suikerldnd^  5 
Wall.,  74.) 

The  motion  for  injunction  is  granted. 

Edward  K.  Jones,  for  the  plaintiffs. 

James  C.  Ca/rter  and  Lewis  Cass  Ledyard^  for  the  de- 
fendants. 
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Carl  Sohneidbb  and  Heinbich  Newman 
John  H.  Footk  and  Cakoline  Foote,  his  wipe.    In  Equity. 

The  female  defendant  owning  real  and  personal  property,  her  husband,  acting- 
as  her  agent  for  its  sale,  wilfully  made  false  representations  to  the  plaintiffs  as 
to  the  extent,  condition  and  character  of  the  property,  on  the  faith  of  which 
the  plaintiffs  bought  the  property,  giving  a  mortgage  on  it,  to  secure  a  nego- 
tiable note,  for  a  part  of  the  purchase-money,  bearing  semi-annual  interest. 
The  plaintiffis  went  into  possession  under  the  sale,  and  waited  for  a  year,  after 
discoYering  the  fraud,  and  paid  one  iostalment  of  interest,  before  bringing 
this  suit  in  the  State  Court,  asking  damages,  and  a  rescission  of  the  sale,  and 
an  injunction  restraining  the  transfer  of  tlie  note  and  mortgage.  The  suit 
being  remoyed  into  this  Court,  the  plaintiffis  filed  a  separate  bill  in  equity, 
leaving  the  suit  for  damages  pending.  The  bill  did  not  offer  to  return  or  re- 
convey  the  property :  Held, 

(1.)  The  contract  could  not  be  rescinded ; 

(2.)  The  note  and  the  mortgage  could  not  be  cancelled  ; 

(3.)  The  transfer  of  the  note  and  mortgage  should  be  enjoined ; 

(4.)  The  plaintiffs  should  be  at  liberty  to  proceed  with  the  action  at  law  for 
damages,  without  prejudice  from  the  refusal  of  equitable  relief. 

(Before  Shipman,  J.,  Connecticut,  May  24th,  1886.) 

Shipman,  J.  This  suit  was  brought  to  the  State  Court, 
the  complaint  alleging  the  defendants'  fraud  in  the  sale  of 
real  and  personal  property  to  the  plaintiflEs,  and  asking  both 
fer  damages  and  for  equitable  relief,  by  a  rescission  of  the 
deed,  or  of  the  note  and  mortgage  which  were  given  in  part 
payment  of  the  purchase  price,  and  by  an  injunction  restrain- 
ing the  transfer  or  assignment  of  the  note  and  mortgage. 
The  suit  was  removed  to  the  Circuit  Court,  where  the  plaint- 
iffs filed  a  separate  bill  in  equity,  the  action  at  law  remaining 
ako  in  Court.     The  bill  in  equity  has  been  tried. 

The  facts  are  as  follows :  In  January,  1884,  Mrs.  Caroline 
Foote  had  the  legal  title  to  a  farm  of  75  acres  in  Killingworth, 
in  this  State,  which  her  husband,  John  A.  Foote,  had  previ- 
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ously  purchased  for  $700,  and  had  conveyed  to  his  wife,  as  a 
gift.  Her  husband,  as  her  agent  and  with  her  knowledge  and 
approbation,  concluded  to  sell  the  farm,  and  took  measures  to 
bring  it  to  the  attention  of  German  immigrants  to  this  coun- 
try. In  February,  1884,  the  notice  of  the  two  plaintiffs,  who 
were  Germans,  one  of  whom  had  been  in  this  country  about 
nine  months  and  the  other  about  six  months,  was  called  to  the 
defendants'  advertisement  of  the  farm,  one  half  of  which  was 
represented  to  be  clear  and  the  other  half  to  be  in  woodland, 
and  botli  went  to  see  the  defendant  John  ^.  Foote,  at  his 
house  in  Brooklyn,  New  York.  He  praised  the  farm,  said 
that  it  was  one  half  clear  and  the  other  half  woodland,  that  it 
had  an  ice-house,  and  that  a  good  mowing-machine  belonged 
to  it ;  and  the  three  went  to  Killingworth;  in  a  couple  of  days, 
to  examine  it.  Examination  was  necessarily  imperfect,  as 
there  was  snow  upon  the  ground. 

The  farm  is  an  old,  worn  out,  rough  farm,  of  75  acres,  of 
which  only  10  or  12  acres  in  the  immediate  vicinity  of  the 
house  are  clear  land  and  are  now  capable  of  cultivation.  The 
said  John  H.  Foote  pointed  out  to  the  plaintiffs,  as  embraced  in 
and  belonging  to  the  farm,  three  lots  of  cultivated,  cleared 
land,  which  he  said  were  good  grass  lots,  and  a  fourth  lot, 
which  had  been  grown  over  with  bushes.  These  lots,  contain- 
ing twelve  acres,  belonged  to  Norris  Griswold.  Said  Foote 
also  showed  to  the  plaintiffs,  as  belonging  to  the  farm,  two 
cultivated,  cleared  lots,  containing  five  acres,  which  actu- 
ally belonged  to  Ezra  D.  L'Hommedieu.  These  six  lots  were 
near  the  defendant's  dwelling-house  and  adjoining  her  lots, 
and,  if  they  had  belonged  to  the  farm,  would  have  greatly 
enhanced  its  value.  Said  Foote  also  said  that  a  certain  ditch 
was  the  line,  which  included  a  little  strip  of  said  Griswold's 
land.  This  incorrect  representation  was  not  of  importance. 
He  also  pointed  out  as  his  own  a  mowing-machine,  which 
was  under  the  shed,  and  whicii  he  said  cost  $125.  It  belonged 
to  Norris  Griswold.  The  ice-house  never  existed,  but  said 
Foote  said  it  could  not  be  visited  on  account  of  the  water 
upon  the  land  where  it  stood.     He  told  them  that  they  could 
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sell  all  their  produce  to  the  summer  hotels  about  a  couple  of 
miles  off,  and  that  a  railroad  was  coming  in  the  neighbor- 
hood, which  would  enhance  the  value  of  the  farm.  There 
were  and  are  no  summer  hotels  within  7  or  8  miles,  or  more, 
of  the  farm,  and  no  railroad  was  ever  projected  in  its  neigh- 
borhood. 

I  omit  the  representations  which  he  made  of  the  condition 
of  the  buildings,  and  of  the  land  which  really  belonged  to  the 
farm,  and  of  the  wood  upon  it,  and  of  the  amount  of  hay 
which  coTild  be  produced,  and  of  the  amount  and  value  of 
cranberries  which  grew  upon  the  farm,  because  they  may  be 
considered  justifiable  words  of  commendation,  or  false  state- 
ments of  opinion,  which  are  not  the  subject  of  an  action  for 
deceit,  or  incorrect  statements,  the  incorrectness  of  which 
could  be  discovered  by  the  plaintiffs,  upon  inspection. 

The  plaintiffs  were  entirely  ignorant  of  farming  or  of 
farming  land,  were  confiding  and  trustful,  believed  all  that 
said  Foote  told  them,  and  would  not  have  bought  said  farm 
except  for  said  ignorant  and  innocent  trustfulness.  They 
bought  the  farm  and  the  personal  property  specified  in  a  bill 
of  sale  which  the  said  Caroline  Foote  excQuted,  for  the  sum 
of*  $1,600,  giving  to  her  $600  in  cash,  and  their  note  for 
$1,000,  payable  in  five  years  from  March  20th,  1884,  to  her 
order,  with  six  per  cent  interest  per  omnum^  payable  semi- 
annually, secured  by  a  mortgage  of  said  farm.  By  said  bill 
of  sale,  the  said  Caroline  purported  to  sell  to  the  plaintiffs  a 
mowing-machine  and  an  ice-house. 

Neither  the  market  value  nor  the  actual  value  of  said 
farm  and  of  the  personal  property  which  was  sold  and  deliv- 
ered exceeded  $700  or  $750.  The  misrepresentations  of  the 
said  John  H.  Foote  in  regard  to  the  farm's  including  the  said 
lots  of  said  Griswold  and  of  said  L'Hommedieu,  and  in  regard 
to  the  mowing-machine  and  the  ice-house,  were  influential  in 
inducing  the  plaintiffs  to  buy  the  property.  They  were  de- 
frauded by  the  said  Foote's  intentional  fraud,  whereby  they 
were  deceived  in  essential  particulars. 

They  discovered  the  fraud  in  regard  to  the  non-ownership 
Vol.  XXIII.— 88 


614  CONNECTICUT. 


Schneider  v.  Foote. 


by  the  defendants  of  the  GriBwold  and  L'Hommedieu  land, 
and  of  the  mowing-machine,  and  the  non-existence  of  the  ice- 
house, in  two  or  three  weeks  after  they  entered  upon  the 
premises,  which  was  abont  the  first  of  April,  1884.  They 
wrote  to  one  Thielke,  a  cousin  of*  said  Schneider,  who  lived 
in  New  York  city,  and  who  accompanied  them  when  the  first 
call  upon  the  Footes  was  made,  and  also  when  the  papers 
were  executed,  complaining  of  the  difference  in  the  cleared 
portion  of  the  land,  and  in  regard  to  the  mowing-machine, 
who  went  to  see  Mr.  Bischoff,  the  lawyer  at  whose  office  the 
papers  were  executed,  who  asked  for  the  papers.  Thielke 
wrote  to  them  to  send  the  papers,  but  they  were  afraid  to 
do  so. 

They  complained  in  regard  to  the  misrepresentations,  to 
Mr.  Foote,  in  April  and  in  June,  and  to  Mr.  and  Mrs.  Foote 
in  September,  1884,  but  not  earnestly  or  vigorously;  and 
never  requested  a  refund  of  the  $600  or  a  rescission  of  tlie 
contract.  They  paid  the  interest  due  in  September,  1884,  as 
it  was  due,  but  have  not  paid  the  interest  due  in  March,  1885. ' 
They  were  entirely  ignorant  in  regard  to  their  rights  until 
they  were  taken  by  one  of  their  neighbors  and  introduced  to 
a  lawyer,  sometime  in  the  early  part  of  1885.  They  did  not 
tender  a  deed  of  the  farm  to  the  defendants,  either  before  or 
at  the  trial,  and  never  disaffirmed  or  rescinded  the  contract, 
except  by  bringing  the  complaint,  which  is  dated  April  8th, 
1885,  and  did  not,  before  or  after  the  suit  was  brought,  do  or 
say  anything  to  indicate  that  they  did  not  wish  to  retain  the 
property.  On  the  other  hand,  a  letter  of  theirs  to  the  defend- 
ants, dated  March  27th,  1885,  is  inconsistent  with  the  idea  of 
disaffirmance. 

The  condition  of  the  case  is  this :  Both  real  and  personal 
property  were  sold  by  one  agreement  of  sale,  for  a  round 
sum.  The  plaintiffs  were  greatly  defrauded  by  the  intention- 
al and  fraudulent  misrepresentations  of  one  of  the  defendants, 
who  was  the  husband  and  the  known  agent  of  the  other  de- 
fendant.   The  contract  was  not  disaffirmed,  except  by  the 
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bringing  of  a  complaint  asking  damages  oh  account  of  the 
fraud,  and  also  equitable  relief. 

The  rule  of  law  in  regard  to  the  right  of  the  vendee  of 
real  or  personal  property  to  rescind  the  contract  on  account 
of  the  vendor's  fraud,  or,  affirming  the  sale,  to  bring  an  action 
for  damages  for  the  fraud,  has  been  often  given.  It  is  stated 
in  Kdlogg  v.  Denalow^  (14  Conn,^  411,  424,)  as  follows :  "  A 
sale  may  also  be  rescinded  by  the  vendee,  in  a  reasonable 
time,  if  the  vendor  is  guilty  of  fraud  in  misrepresenting  the 
article  sold.  But,  in  all  cases  of  fraud  or  warranty,  where 
the  vendee  has  the  right  of  disaffirmance,  he  may  keep  silence, 
and  bring  his  action,  in  affirmance  of  the  sale,  either  for  the 
fraud  or  upon  the  warranty."  (  Whitney  v.  AUaire^  4  Denio^ 
554 ;  Mallory  v.  Ledohy  35  Vtj  156 ;  Bigelow  on  Frauds  pages 
408, 413, 426, 427.)  If  any  unpaid  notes  have  been  given  to  the 
vendor  for  the  purchase,  the  damages  arising  from  the  fraud 
may  be  set  up,  in  partial  or  complete  defence,  against  the  suit 
of  the  vendor  upon  the  notes. 

In  this  case,  the  prayer  for  a  rescission  of  the  deed  cannot 
be  granted,  because  it  was  incumbent  upon  the  plaintiffs, 
within  a  reasonable  time  after  the  discovery  of  the  fraud,  to 
elect  to  disaffirm  the  contract,  and,  if  such  election  may  be 
considered  to  have  been  shown  by  the  institution  of  the  suit, 
it  was  also  necessary  for  them,  at  some  time,  whether  before 
or  upon  the  trial  it  is  not  necessary  to  decide,  to  return,  or  to 
oflFer  to  return,  the  personal  property  which  was  received, 
and  to  reconvey,  or  to  offer  to  reconvey,  the  real  estate  of 
which  they  had  the  title.  An  attempt,  by  the  aid  of  a  Court 
of  equity,  to  rescind  the  contract,  is  ineffectual,  while  the 
plaintiff  is  holding  firmly  upon  the  property  which  is  the 
fiubject  of  the  contract.  There  must  be  not  only  an  election 
to  disaffirm,  but  the  plaintiff  must,  so  far  as  is  practicable, 
revest  in  the  vendor  the  title  to  the  property  which  had  been 
vested  in  the  vendee  by  the  voidable  contract.  {Pearaall  v. 
Chopin,  44  Fenn.  St,,  9 ;  Faker  v.  Zever,  67  JV.  F.>  804.) 

The  note  and  mortgage  cannot  be  cancelled,  because  the 
attempt  to  cancel  proceeds  upon  the  ground  that  the  contract 
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for  the  sale  of  the  property  was  voidable  on  the  ground  of 
fraud.  If  voidable,  it  mast,  as  a  general  rule,  be  rescinded 
entirely,  and  there  cannot  be  a  partial  rescission.  ^'  It  is  trae, 
that,  generally,  a  part  of  a  deed,  or  contract,  or  sale,  cannot 
be  avoided  without  avoiding  the  whole."  (  Veasie  v.  WU- 
Uamsy  8  How.^  134.)  The  decree  in  the  Veazie  case,  and 
which  was  not  in  accordance  with  the  general  rule,  was  an 
exceptional  one,  and  proceeded  upon  the  peculiar  equities  of 
the  case,  and  upon  the  ground  that  in  the  contract  there  was- 
a  distinct  line  where  fraud  began  and  good  faith  ended. 

So  far  forth  as  the  bill  in  equity  relates  to  rescission,  no 
decree  can  be  granted,  but  the  plaintiffs  mnst  be  remitted  to 
their  action  at  law  for  damages,  without  prejudice  by  reason 
of  the  refusal  to  rescind  the  contract.  {RogetB  v.  DurarU^ 
106  U.  S.J  644.)  The  original  complaint  was  for  both  legal 
and  equitable  remedies.  By  the  repleader  in  the  equity  part 
of  the  case  the  action  at  law  was*  not  abandoned,  but  still 
remains  on  the  common  law  side  of  the  Court.  (JF)'sk  v. 
Union  Pacific  R.  R.  Co.,  8  Blatchf.  C.  C.  R.,  299;  La. 
Moihe  Mfg.  Go.  v.  National  Tube  Works,  15  Id.,  482 ;  IHllan 
on  Removals,  sect.  47.) 

Inasmuch,  however,  as  the  defendants  are  non-reddents,. 
and  Mrs.  Foote  is  apparently  not  a  property  owner  to  a  large 
amount,  and  has  the  note  for  $1,000,  which  is  for  a  part  of 
the  purchase-money,  and  can  be  transferred  by  endorsement 
to  a  bona  fide  holder,  without  notice  of  any  alleged  infirmity, 
it  is  right  that  the  transfer  should  be  prevented  by  injunction, 
so  that  the  rights  of  the  plaintiff's  may  remain  unimpaired. 
The  bill  in  equity  to  that  extent  should  be  sustained,  and  the 
temporary  injunction  should  be  made  permanent.  {N.  Y. 
Dry  Dock  Co.  v.  Am.  Life  Ins.  <fc  Trust  Co.,  11  Paige,  384.) 

W.  F.  Wilcox,  for  the  plaintiffs. 

Charles  H.  Briscoe  and  James  P.  Andrews,  for  the  de- 
fendants. 
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SpBNOER    EbYIN    and    0THEB8 

* 

Thb  Obeoon  Railway  and  NAviaAxioN  Company  and 

Hbnby.  Villaed.      In  Equity. 

Tlie  owners  of  a  majority  of  the  stock  of  a  corporation,  under  the  form  of  dissolr- 
ing  it,  and  disposing  of  its  property,  and  distributing  the  proceeds,  became  the 
pnrchasers  of  snch  property  at  an  unfair  price,  through  a  new  corporation,  in 
which  they  were  shareholders,  to  the  exclusion  of  the  minority  shareholders  in 
the  old  corporation.  In  a  suit  in  equity  by  the  latter  against  the  new  corpora- 
tion :  JSeld,  that  they  had  an  equitable  lien,  to  the  extent  of  the  moneys  of 
which  they  had  been  deprived  by  the  sale,  on  the  property  of  the  old  corpora- 
tion in  the  hands  of  the  new  corporation. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  May  28th,  1886.) 

Wallaoe,  J.  When  this  case  was  before  this  Court  on 
demurrer,  (22  Blatckf.  C.  C.  /?.,  187,)  the  questions  of  law 
arising  upon  the  allegations  of  the  bill  were  fully  considered. 
It  was  then  determined,  that,  although  the  majority  of  the 
stockholders  of  the  Oregon  Steam  Navigation  Company  were 
authorized  by  the  statutes  of  Oregon,  under  which  the  corpo- 
ration was  organized,  to  dissolve  the  corporation,  dispose  of 
its  property,  and  divide  the  proceeds,  despite  the  opposition 
of  the  minority  stockholders,  and  although  the  majority  exer- 
cised this  authority  in  the  mode  which  the  organic  law  of  the 
corporation  permitted,  nevertheless,  they  had  no  right  to  ex- 
ercise their  control  over  the  corporate  management,  for  the 
purpose  of  appropriating  the  property  or  its  avails  to  them- 
selves, to  the  exclusion  of  a  minority,  or  without  rendering 
them  a  fair  return. 

The  case  is  now  here  upon  the  proofs,  and  the  following 
facts  appear :  At  a  meeting,  regularly  convened,  of  the  stock- 
holders of  the  Oregon  Steam  Navigation  Company,  on  the 
dlst  of  March,  1880,  the  sale  and  transfer  of  all  the  property 
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and  franchiees  of  the  corporation  to  the  Oregon  Railway  and 
Navigation  Company,  and  the  dissolution  of  the  first  named 
corporation,  were  authorized  by  a  vote  of  a  large  majority  of 
the  shares  into  which  the  capital  stock  of  that  corporation 
was  divided ;  and  the  directors  were  requested  to  take  the 
necessary  formal  action  for  the  purpose.  The  directors  took 
action ;  the  sale  and  transfer  were  concluded ;  the  corporation 
received,  as  the  purchase-price,  $2,300,000 ;  the  directors  de- 
clared a  final  dividend  of  46  cents  on  the  dollar  per  share, 
payable  only  upon  the  surrender  by  stockholders  of  their  cer- 
tificates for  cancellation ;  and  the  corporation  was  formally 
dissolved.  This  is  the  sale  which  is  complained  of.  These 
proceedings  were  brought  about  chiefly  by  the  instrumentality 
of  the  defendant  Villard,  who,  early  in  the  year  1879,  con- 
ceived the  scheme  of  amalgamating  the  properties  of  the 
Oregon  Steam  Navigation  Company,  the  Oregon  Steamship 
Company,  and  the  Oregon  and  California  Eailroad  Company, 
and  consolidating  them  under  one  management,  to  control 
substantially  the  carrying  business  of  Oregon  and  part  of 
Washington  Territory,  which  had  theretofore  been  controlled 
by  these  transportation  companies. 

In  February,  1879,  he  formed  a  syndicate  for  the  purchase 
of  the  property  of  the  Oregon  Steamship  Company.  This 
company,  which  was  an  Oregon  corporation,  then  owned  and 
operated  a  line  of  steamships  plying  between  San  Francisco 
and  Puget's  Sound,  and  other  property  appurtenant  to  its 
business.  Its  capital,  which  was  originally  $3,000,000,  had 
been  reduced  to  $1,000,000,  and  its  $2,000,000  of  outstanding 
mortgage  bonds  had  been  pledged  for  a  loan  of  $1,200,000* 
The  syndicate  bought  the  franchises  and  property  for  $350,000^ 
and  took  the  assets  of  the  company  subject  to  a  debt  of 
$500,000,  to  which  sum  its  creditors  had  consented  to  reduce 
their  claims.     Villard  became  its  president. 

At  this  time  the  Oregon  Steam  Navigation  Company,  also 
an  Oregon  corporation,  owned  and  was  operating  a  fleet  of 
steamboats,  barges,  wharf  property  and  real  estate,  by  which, 
it  conducted  a  water  transportation  business  on  the  Columbia^ 
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Snake  and  Willamette  rivers,  in  Oregon.  It  also  controlled 
and  operated  two  short  portage  railroads  along  the  Columbia 
river,  by  means  of  which  freight  and  passengers  were  trans- 
ported at  points  at  which  the  river  was  not  navigable.  It 
had  a  capital  stock  of  $5,000,000,  divided  into  50,000  shares ; 
it  had  no  bonded  debt ;  its  properties  and  equipments  were 
being  constantly  improved ;  and  its  financial  condition  was 
healthy  and  prosperous.  Although,  prior  to  1878,  its  divi- 
dends had  been  irregular  and  small,  its  business  had  so  largely 
increased,  that,  in  that  year,  it  paid  to  its  stockholders  divi- 
dends amounting  to  ten  and  a  half  ji?er  cent 

In  May,  1879,  Villard  made  a  contract  with  one  Ains- 
worth,  (who,  for  several  years,  had  been  buying  up  the  stock 
of  the  Oregon  Steam  Navigation  Company  at  low  prices,  and 
then  owned  or  controlled  a  majority  of  the  shares,)  to  pur- 
chase of  him  a  majority  of  the  shares  of  the  company,  agree- 
ing to  organize  a  new  corporation,  with  a  capital  stock  of 
$6,000,000,  which  was  to  create  its  mortgage  bonds  for 
$6,000,000.  By  the  contract  between  Villard  and  Ainsworth, 
the  new  corporation  was  to  acquire  the  property  of  the  Ore- 
gon Steamship  Company  for  $2,000,000  of  its  stock  and 
bonds,  and  was  also  to  acquire  the  property  of  the  Oregon 
Steam  Navigation  Company  for  $6,500,000  of  its  stock  and 
bonds,  and  Ainsworth  was  to  receive  for  the  stock  sold  by 
him  to  Villard  50  cents  per  dollar  on  its  shares  in  cash, 
and  20  cents  in  bonds,  and  30  cents  in  stock  of  the  new  com- 
.pany,  at  par. 

June  13th,  1879,  the  new  corporation  contemplated  by  the 
agreement  between  Villard  and  Ainsworth  was  organized  by 
the  name  of  the  Oregon  Railway  and  Navigation  Company, 
its  articles  of  association  being  filed  at  that  time,  pursuant  to 
the  laws  of  Oregon.  The  articles  of  association  authorized 
the  purchase  of  the  property  of  the  pre-existing  corporations 
and  the  stock  of  those  companies.  The  new  corporation  cre- 
ated $6,000,000  of  mortgage  bonds,  bearing  six  per  cent,  in- 
terest, and  its  capital  stock  was  $6,000,000. 

June  27th,  1879,  the  new  corporation,  by  the  action  of  its 
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directors,  set  apart  $2,000,000  of  its  bonds  and  stock  to  ac- 
quire the  property  and  pay  the  debts  of  the  Oregon  Steam- 
ship Company ;  also,  $3,567,000  of  its  bonds,  and  $3,256,100 
of  its  stock,  to  acquire  the  stock  of  the  Oregon  Steam  Navi- 
gation dompany,  under  the  contract  made  between  Villard 
and  Ainsworth ;  and  the  next  day  Yillard  assigned  that  con- 
tract to  the  new  company.  Shortly  afterwards,  the  company 
acquired  that  stock,  and,  July  7th,  1879,  credited  Villard  with 
the  price  of  40,712  shares  of  the  stock,  at  $6,616,700,  as 
against  the  bonds  and  shares  which  had  been  set  apart. 
Subsequently,  the  new  corporation  acquired  6,736. additional 
shares  of  stock  of  the  Oregon  Steam  Navigation  Company, 
under  an  arrangement  known  as  the  ^^  Harriott  and  Noyes 
contract." 

Soon  after  the  new  corporation  had  acquired  a  majority  of 
the  stock  of  the  Oregon  Steam  Navigation  Company,  it  as- 
sumed the  management  of  the  business  of  that  company,  by 
the  election  of  officers  and  directors,  and  the  selection  of 
agents  who  were  in  its  own  interests.  The  Ainsworth  party 
were  identified  in  interest  with  Yillard  and  the  svndicate 
which  had  organized  the  now  corporation  ;  and  some  of  those 
who  belonged  to  the  combination  began  to  represent  the 
future  prospects  of  the  Oregon  Steam  Navigation  Company 
as  unfavorable,  because  its  traffic  would  be  depleted  by  a  rail- 
road about  to  be  built  by  the  new  company.  In  the  mean- 
time, they  were  purchasing  such  shares  of  stock  as  could  be 
bought  at  satisfactory  prices.  During  the  first  five  months 
after  the  organization  of  the  new  corporation,  commencing 
in  July  and  ending  December  1st,  1879,  the  net  earnings  de- 
rived from  its  business  operations  were  $69'J,864.  Of  these 
earnings,  $659,660  were  derived  from  the  interest  of  the 
new  company  in  the  earnings  of  the  Oregon  Steam  Naviga- 
tion  Company,  including  its  appendages,  the  Walla  Walla  and 
Columbia  River  Eailroad  Company.  During  the  same  period, 
the  total  net  eaiTiings  of  the  Oregon  Steam  Navigation  Com- 
pany, and  including  its  share  of  those  of  the  Walla  Walla  and 
Columbia  River  Railroad  Company,  were  $687,807,  while  the 
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earnings  of  the  Oregon  Steamship  Company,  the  other  con- 
stitnent  of  the  properties  of  the  new  corporation,  during  the 
fiame  period,  were  $135,214. 

In  a  report  made  by  the  president  U>  the  stockholders  of 
the  Oregon  Railway  and  Navigation  Company,  of  the  date  of 
January  3d,  1880,  it  is  stated,  that  a  former  estimate  made  by 
Villard,  that  the  annual  earnings  of  the  several  companies  to 
be  controlled  by  the  new  corporation  would  be  sufficient  to 
pay  the  interest  on  $6,000,000  of  its  mortgage  bonds,  and  a 
dividend  of  ten  per  cent,  on  $6,000,000  of  its  capital  stock, 
"  had  been  more  than  realized  by  the  traffic  of  the  half  year 
just  closed,"  and  that  the  prospects  of  the  company  for  1880 
were  even  more  promising  than  the  results  of  the  last  six 
months  would  indicate.  ^ 

Early  in  February,  1880,  the  directors  of  the  new  corpora- 
tion made  a  formal  proposition  to  the  directors  of  the  Oregon 
Steam  Navigation  Company  .to  purchase  the  property  and 
franchises  of  that  company  at  a  valuation  to  be  agreed  upon 
between  the  two  boards,  or  by  two  appraisers,  one  to  be  se- 
lected by  each  company.  Thereupon,  the  directors  of  the 
Oregon  Steam  Navigation  Company  adopted  a  resolution, 
setting  forth,  that  the  new  company,  being  about  to  construct 
railroads  which  would  render  the  most  profitable  part  of  the 
business  of  the  Oregon  Steam  Navigation  Company  nearly 
worthless,  and  would  greatly  depreciate  the  value  of  its  prop- 
erty, had  made  a  proposition  that  was  greatly  to  the  advantage 
of  the  Oregon  Steam  Navigation  Company;  that  it  was 
advisable  that  such  proposition  be  accepted  subject  to  ratifica- 
tion at  a  stockholders'  meeting ;  and  that  it  was  accordingly 
resolved  to  accept  the  proposition,  and  one  Brooks  was  ap- 
pointed an  appraiser  on  the  part  of  the  corporation.  One 
Biles  was  selected  by  the  new  company  as  its  appraiser. 
Within  a  few  days  the  two  appraisers  agreed  upon  the  valua- 
tion of  $2,300,000.  Tliese  proceedings  were  followed  by  the 
meeting  of  the  stockholders  of  the  Oregon  Steam  Navigation 
Company  of  March  31st,  1880,  at  which  the  sale  was  ratified 
and  the  dissolution  of  the  corporation  voted.     At  that  meet- 
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ing,  40,652  shares  were  voted  by  the  new  company  in  the 
name  of  its  trustee,  5,161  shares  were  voted  in  the  name  of 
Harriott  and  Noyes,  being  stock  actually  belonging  to  the 
new  company,  and  536  shares  were  voted  by  other  persons  in 
the  interest  of  the  new  company. 

At  the  time  of  the  making  of  the  Ainsworth  contract,  the 
property  of  the  Oregon  Steam  Navigation  Company  was 
scheduled,  as  a  basis  for  the  purchase,  at  a  valuation  of 
$3,320,000,  exclusive  of  the  franchise.  No  proposition  waft 
ever  made  by  the  defendants  to  the  stockholders  not  in  the 
combination  with  the  Ainsworth  and  YiUard  parties,  to  al- 
low them  to  come  in  on  the  same  terms  given  to  the  Ains- 
worth parties. 

The  original  plan  of  Millard  to  acquire  the  property  of 
the  Oregt)n  and  California  Railroad  Company  seems  to  have 
been  abandoned,  and,  instead  of  acquiring  this  property, 
new  railroads  were  projected  and  commenced  by  the  new  cor- 
poration. At  the  time  of  the  sale  the  new  company  had  ex- 
pended about  $2,100,000  in  the  construction  of  these  new 
railroads,  and  upon  the  improvement  of  the  property  of  the 
corporation  generally. 

This  is  a  history,  in  outline,  of  the  facts  upon  which  the 
complainants  rely.  The  bill  contains  the  following  allega- 
tions :  "And  your  orators  aver  and  charge,  that  the  proceed- 
ings by  which  the  defendant  the  Oregon  Railway  and  Navi- 
gation Company  has  pretended  to  fix  the  value  of  your 
orators'  stock  at  46  cents  on  the  dollar,  and  to  end  the  rights 
of  your  orators  to  participate  in  the  profits  of  said  business^ 
were  a  device  and  a  sham,  for  the  reason,  among  others,  that, 
in  making  the  pretended  purchase  of  the  Oregon  Steam  Navi- 
gation Company  property,  the  Oregon  Railway  and  Naviga- 
tion Company  was,  in  fact,  both  buyer  and  seller,  and  fixed 
the  prices  at  which  it  bought ;  and  for  the  reason  that  said 
price  was  grossly  and  fraudulently  inadequate,  and  was  fixed 
by  means  of  a  fraudulent  scheme,  intended  to  apply  to  the 
minority  of  the  stockholders  alone,  of  whom  were  your  ora- 
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tors,  and  not  to  the  majority  stockholders,  to  wit,  said  Oregon 
Railway  and  Navigation  Company  itself." 

The  proofs,  which  consist  chiefly  of  the  official  records  of 
the  corporations,  the  reports  and  commnnieations  of  their  offi- 
cers and  agents,  including  those  of  Mr.  Villard,  and  the  oral 
testimony  of  Villard  and  other  persons  identified  in  interest 
with  him  or  with  the  corporation  defendant,  show  very  clearly 
that,  from  the  time  of  the  organization  of  the  Oregon  Rail- 
way and  Navigation  Company,  it  was  the  purpose  of  those 
who  controlled  it  to  absorb  the  Oregon  Steam  Navigation 
Company,  and  make  the  franchises,  property  and  traffic  of 
that  company  a  dominant  factor,  first,  in  floating  the  secur- 
ities of  the  new  corporation,  and,  secondly,  in  contributing 
to  establish  it  permanently  as  a  successful  concern.  They 
never  contemplated  winding  up  the  business  of  the  old  com- 
pany and  distributing  the  assets  among  its  stockholders,  other- 
wise than  as  a  formal  mode  of  doing  what  they  could  not  do 
by  legal  sanction.  What  they  intended  to  do,  and  what  they 
practically  did,  was  to  effect  a  consolidation  of  the  old  company 
with  the  new,  using,  as  the  means  for  the  end,  the  statutory 
power  which  authorized  a  majority  of  stockholders  to  dissolve 
the  corporation,  settle  its  business  and  dispose  of  its  property. 
This  is  manifest  from  Mr.  Villard's  statements  made  in  his  re- 
port, as  president,  to  the  stockholders  of  the  Oregon  Railway 
and  Navigation  Company.  This  report  presents  a  general  re- 
view of  the  operations  of  the  company  for  the  year  commenc- 
ing July  1st,  1879.  He  says :  "An  important  problem  calling 
for  solution  by  the  management  during  the  past  year  was  the 
change  in  the  relations  of  our  company  to  the  several  corpo- 
rations controlled  by  it,  from  an  indirect  to  a  direct  owner- 
ship. The  most  direct  mode  of  transforming  the  control  into 
an  actual  ownership  was  the  formal  consolidation  of  the  con- 
trolled companies  with  our  own.  As  regards  the  Oregon 
Steamship  Company,  our  ownership  of  this  entire  stock  ren- 
dered this  an  easy  matter.  But,  in  the  case  of  the  Oregon 
Steam  Navigation  Company,  the  fact  that  there  was  a  minor- 
ity of  outstanding  stock  made  a  consolidation  a  more  compli- 
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cated  transaction.  Arrangements  were  first  made  to  purchase 
for  the  company  as  much  of  the  minority  stock  as  could  be 
obtained  in  the  open  market  at  reasonable  prices.  Finally  it 
was  decided,  under  the  advice  of  counsel,  to  effect  the  object 
definitely,  in  accordance  with  the  Oregon  law,  by  the  pur- 
<chase  of  the  property  of  the  Oregon  Steam  Navigation  Com- 
pany for  a  proper  consideration," 

The  plan  of  Yillard  and  his  coadjutors  was  practically  ac- 
complished early  in  July,  1879,  when  the  new  corporation  ac- 
quired four-fifths  of  the  stock  of  the  old,  and,  by  its  ofiBcers 
and  agents,  assumed  control  of  the  affairs  of  the  old  company. 
It  was  then  within  the  power  of  the  new  corporation  to  do  at 
any  time  what  was  done  by  its  vote  at  the  meeting  in  the  fol- 
lowing March.  It  was  expedient,  however,  in  the  interest  of 
those  who  controlled  the  situation,  to  postpone  decisive  action 
until  more  of  the  outstanding  shares  of  the  old  company 
could  be  acquired  on  terms  satisfactory  to  the  purchasers. 
But,  for  all  substantial  purposes,  from  July,  1879,  to  the  time 
of  the  dissolution,  the  franchises,  property  and  business  of  the 
old  corporation  were  embarked  in  a  joint  venture  with  those 
of  the  new  concern. 

The  defendants  have  adjusted  their  own  interests  on  the 
basis  of  a  consolidation  of  the  two  corporations,  and  a  con- 
tinuance of  their  business  as  a  joint  venture ;  but  they  now 
insist  that  the  interests  of  the  minority  stockholders,  who  have 
not  been  permitted  to  participate  with  them,  shall  be  adjusted 
on  the  basis  of  a  dissolution  and  a  cessation  of  the  business 
which  they  originally  associated  together  to  conduct.  More 
than  this,  the  defendants  insist  that  the  value  of  the  assets, 
for  the  purpose  of  determining  the  interests  of  the  minor- 
ity, is  fixed  by  the  appraisal  of  persons  selected  by  the  defend- 
ants themselves,  in  whose  selection  the  minority  had  no 
voice ;  and  they  have  assumed  to  deny  all  recognition  to 
those  of  the  minority  who  will  not  consent  to  surrender 
their  stock  and  accept  a  final  dividend  upon  the  basis  of  this 
appraisal. 

Plainly,  the  defendants  have  assumed  to  exercise  a  power 
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belonging  to  the  majority  in  order  to  secure  personal  profit 
for  themselves,  without  regard  to  the  interests  of  the  mi- 
nority. They  repudiate  the  suggestion  of  fraud,  and  plant 
themselves  upon  their  right,  as  a  majority,  to  control  the 
corporate  interest  according  to  their  discretion.  They  err  if 
they  suppose  that  a  Court  of  equity  will  tolerate  a  discretion 
which  does  not  consult  the  interests  of  the  minority. 

It  cannot  be  denied  that  minority  stockholders  are  bound 
hand  and  foot  to  the  majority  in  all  matters  of  legitimate  ad- 
ministration of  the  corporate  afEairs ;  and  the  Courts  are  pow- 
erless to  redress  many  forms  of  oppression  practised  upon  the 
minority  under  the  guise  of  legal  sanction,  which  fall  short  of 
actual  fraud.  This  is  a  consequence  of  the  implied  contract 
of  association,  by  which  it  is  agreed,  in  advance,  that  a  major- 
ity shall  bind  the  whole  body,  as  to  all  transactions  within  the 
scope  of  the  corporate  powers.  But  it  is  also  of  the  essence 
of  the  contract,  that  the  corporate  powers  shall  only  be  exer- 
cised to  accomplish  the  objects  for  which  they  were  called 
into  existence  ;  and  that  the  majority  shall  not  control  these 
powers  to  pervert  or  destroy  the  original  purpose  of  the  cor- 
porators. {Livingston  v.  Lynch^  4  Johns.  Ch,^  573 ;  Ilvtton 
V.  Sca/rhorough  Cliff  Co,^  2  Drewry  <&  Smales,  514 ;  Brewer 
V.  Boston  Theatre^  104  Mass..  378;  Kean  v.  Johnson^  9 
If.  J.  Eq.^  401;  Rollins  v.  Clay^  33  Maine,  132;  Clinch  v. 
Finanoial  Co.,  L.  B.y  4  Ch.  App.,  117 ;  Clearwater  v.  Mere- 
dith^  1  WalL,  25.) 

It  is  for  this  reason  that  the  majority  cannot  consolidate 
the  corporation  with  another  corporation,  and  impose  respon- 
sibilities and  hazards  npon  the  minority  not  contemplated  by 
the  original  enterprise,  unless  express  statutory  authority  for 
this  purpose  is  conferred  upon  the  majority.  It  is  no  more 
repugnant  to  the  purposes  of  the  association  to  permit  the 
majority  to  merge  and  consolidate  the  corporation  with  an- 
other corporation  than  it  is  to  permit  them  to  dissolve  it  and 
abandon  the  enterprise  for  which  it  is  created,  when  no  reasons 
of  expediency  require  this  to  be  done.  A  dissolution  under 
such  circumstances  is  an  abuse  of  the  powers  delegated  to  the 


526  SOUTHERN  DISTRICT  OF  NEW  YORK, 


Eryin  v.  The  OregOD  Railway  and  Nayigation  Company. 

majority.     It  ie  no  lesB  a  wrong  because  accomplished  by  the 
agency  of  legal  forms. 

In  the  language  of  Blackburn,  J.,  in  Taylor  v.  Chichester 
H,  Co.,  (Z.  R.,  2  Exch.,  356,  378  :)  "As  the  shareholders  are, 
in  substance,  partners  in  a  trading  concern,  the  management 
of  which  is  committed  to  the  body  corporate,  a  trust  is,  by 
implication,  created  in  favor  of  the  shareholders,  that  the  cor- 
poration will  manage  the  corporate  affairs,  and  apply  the  cor- 
porate funds,  for  the  purpose  of  carrying  out  the  original 
speculation."    When  a  number  of  stockholders  combine  to 
constitute  themselves  a  majority,  in  order  to  control  the  cor- 
poration as  they  see  fit,  they  become,  for  all  practical  purposes, 
the  corporation  itself,  and  assume  the  trust  relation  occupied 
by  the  corporation  towards  its  stockholders.    Although  stock- 
holders are  not  partners,  nor  strictly  tenants  in  common,  they 
are  the  beneficial  joint  owners  of  the  corporate  property,  hav- 
ing an  interest  and  power  of  legal  control  in  exact  proportion 
to  their  respective  amounts  of  stock.     The  corpoiation  itself 
holds  its  property  as  trustees  for  the  stockliolders,  who  have  a 
joint  interest  in  all  its  property  and  effects,  and  the  relation 
between  it  and  its  several  members  is,  for  all  practical  pur- 
poses, that  of  trustee  and  cestui  que  trust.    {Peahody  v.  JH'ltnt, 
6  Alien,  52,  56  ;  Hardy  v.  Metropolitan  Land  Co.,  L.  H.,  7 
Ch.  App.,  427 ;  Stevens  v.  RuOand  R.  R.  Co.,  29  Vt.,  545, 
550.)    When  several  persons  have  a  commoTi  interest  in  prop- 
erty, equity  will   not  allow   one  to  appropriate    it    exclu- 
sively to  himself,  or  to  impair  its  value  to  the  other.     Com- 
munity of  interest  involves    mutual    obligation.      Persons 
occupying  this  relation  towards  each   other  are  under   an 
obligation  to  make  the  property  or  fund  productive  of  the 
most  that  can  be  obtained  from  it  for  all  who  are  interested 
in  it ;  and  those  who  seek  to  make  a  profit  out  of  it  at  the 
expense  of  those  whose  rights  in  it  are  the  same  as  their  own 
are  unfaithful  to  the  relation  they  have  assumed,  and  are 
guilty  at  least  of  constructive  fraud.     {Jackson  v.  Ludeling, 
21  WaU.,  616,  622 ;  Story's  Eq.  Juris.,  sec.  323.) 

Among  the  disabilities  imposed  by  Courts  of  equity  upon 
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those  who  occupy  a  fiduciary  relation  towards  others,  respect- 
ing property  which  is  to  be  administered  for  beneficiaries,  is 
that  which  precludes  the  fiduciary  from  purchasing  the  prop- 
erty on  his  own  account,  without  such  a  full  and  complete 
understanding  in  advance,  with  the  beneficiaries,  as  will  repel 
all  inferences  that  the  fiduciary  intended  to  derive  any  pecu- 
liar advantages  for  himself.  The  reason  why  this  disability 
does  not  apply  to  a  mere  dry  trustee  is,  because  his  position 
gives  him  no  vantage  ground,  either  of  superior  information 
or  undue  influence  over  the  cestui  qite  trvsL  {ParJcea  v. 
White^^  11  Ves^^  226 ;  Perry  on  TrunU^  sec.  195.)  The  rule 
is  stated  in  Sugden  on  Vendors^  p.  687,  (14^A  ed.^)  as  follows : 
"  It  may  be  laid  down  as  a  general  proposition,  that  trus- 
tees, *  *  *  or  any  persons  who,  by  being  employed  or 
concerned  in  the  affairs  of  another,  have  acquired  a  knowledge 
of  his  property,  are  incapable  of  purchasing  such  property 
themselves,  except  under  the  restrictions  which  will  shortly 
be  mentioned."  The  fiduciary  cannot  retain  his  bargain  by 
showing  that  the  sale  was  public,  or  that  the  price  was  fair, 
or  that  there  was  no  intention  on  his  part  to  gain  an  unfair 
advantage.  Where  he  has  a  duty  to  perform  which  is  incon- 
sistent with  the  character  of  a  purchaser,  he  cannot  divest 
himself  of  the  equities  of  the  beneficiaries,  to  demand  the 
profits  that  may  arise  from  the  transaction.  {Ghreenlaw  v. 
£inffj  3  Bea/oan^  49,  61 ;  Oibson  v.  JeyeSy  6  Vesey^  278 ;  Tor- 
rey  v.  Bank  of  Orleans^  9  Paige^  663 ;  Michoxid  v.  Girod^  4 
Ilow.y  555;  Gardner  v.  Ogden^  22  N.  y.,  327;  Hoyle  v. 
PlaUslurg  <&  Montreal  /i.  R.  Co.,  54  N.  F.,  314.) 

Applying  these  principles  to  the  case  .in  hand,  although 
the  minority  of  stockholders  cannot  complain  merely  because 
the  majority  have  dissolved  the  corporation  and  sold  its  prop- 
erty, they  may  justly  complain  because  the  majority,  while 
occupying  a  fiduciary  relation  towards  the  minority,  have 
exercised  their  powers  in  a  way  to  buy  the  property  for  them- 
selves and  exclude  the  minority  from  a  fair  participation  in 
the  fruits  of  the  sale.  In  the  language  of  Mellish,  Lord  Jus- 
tice, in  Menier  v.  Hooper^ s  Telegraph  Works,  (Z.  P.,  9  Ch. 
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Ap.,  360,  354:)  ''The  majority  of  shareholders  cannot  sell  the 
assets  of  the  company  and  keep  the  consideration,  bnt  most 
allow  the  minority  to  have  their  share  of  any  consideration 
which  may  come  to  them."  The  minority  stockholders  are, 
therefore,  entitled  to  demand  their  fair  share  in  the  transac- 
tion, and  to  be  placed  upon  terms  of  equality  with  the  major- 
ity. It  may  be  that  the  property  of  the  old  company  was  not 
worth  more  than  the  sum  fixed  by  the  appraisers,  estimating* 
its  value  with  a  view  of  the  winding  up  of  the  corporation  ; 
but,  for  several  months,  the  property  had  been  use^  by  the 
defendants  in  a  joint  venture  witli  the  other  property  of  the 
new  corporation,  and  its  value  at  the  time  of  the  sale  sbonld 
be  estimated  at  what  the  property  was  worth  as  then  situated. 
This  results  from  the  rule  of  equity  which  entitles  those 
whose  property  has  been  misapplied  by  an  agent  or  fiduciary 
to  follow  it  into  any  form  in  which  it  has  been  converted,  and 
impress  it  with  a  trust,  whenever  its  identity  can  be  traced, 
or,  at  their  election,  to  recover  the  value  of  the  property  in 
any  form  into  which  it  has  been  transmuted.  {Story^s  Eq, 
Juris.^  sees,  1,261,  1,262.)  If  it  was  worth  much  more  as  a 
constituent  of  the  new  corporation  than  it  would  have  been 
worth  otherwise,  the  minority  stockholders  are  entitled  to  the 
benefit  of  the  increase.  The  majority  stockholders  are  not  to 
be  permitted  to  segregate  it  from  the  conditions  in  which  they 
have  placed  it,  for  the  purpose  of  fixing  its  value  to  the  mi- 
nority. For  this  reason,  the  estimate  made  by  the  appraisers 
is  not  controlling,  even  if  it  is  of  any  value,  in  determining 
the  price  for  which  the  defendants  should  account.  This  is  so 
not  only  because  the  appraisers  were  the  agents  of  those  who 
were  at  the  same  time  negotiating  as  the  purchasers  and  the 
sellers  of  the  property,  but  also  because  they  adopted  a  basis 
of  valuation  which  will  not  be  sanctioned  by  a  Court  of 
equity.  As  the  new  corporation  sold  the  property  to  itself, 
the  inquiry  is,  what  was  the  property  worth  to  the  purchaser 
as  a  constituent  of  its  general  properties. 

It  is  difficult,  if  not  impossible,  to  determine  with  preci- 
sion what  the  property  was  worth  as  a  component  of  the  new 
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corporation.  When  Villard  bought  the  stock  of  the  old  com- 
*  pany  under  the  Ainsworth  contract,  he  agreed  to  take  it  at  the 
price  of  fifty  cents  on  the  dollar  (par  value)  cash,  and  fifty 
cents  in  the  securities  of  the  new  company.  When  the  new 
corporation  assumed  this  contract,  and  took  an  assignment  of 
it  from  Villardj  the  stock  actually  cost  the  new  company,  by 
its  arrangement  with  Villard,  about  167  cents,  at  par,  in  its 
own  stock  an<l  bonds.  As  the  new  company  paid  for  this 
stock  partly  in  its*  own  securities,  and  the  value  of  those  secur- 
•ities  was  contingent  upon  the  future  success  of  the  new  com- 
pany, it  is  not  fair  to  assume  that  either  of  the  defendants 
regarded  the  stock  of  the  old  company  as  worth  the  sum  of 
167  cents  upon  the  dollar.  They  were  willing  to  pay  this 
price  in  the  securities  of  a  company  which  they  expected  would 
prove  a  financial  success.  But  the  transaction  was  a  specula- 
tive one.  It  turned  out,  however,  that,  as  soon  as  the  defend- 
ants acquired  control  of  the  old  company,  and  were  able. to 
merge  its  business  with  that  of  the  new,  whether  the  result 
was  due  to  more  efficient  management,  or  to  an  unexpected 
development  of  traffic,  or  to  circumstances  quite  independent 
of  the  new  order  of  things,  the  new  corporation  became  .a 
financial  success ;  and  that  the  property  and  business  of  the 
old  company  was  the  factor  of  chief  value  in  its  prosperity. 
The  new  company  immediately  began  to  derive  an  income 
sufficient  to  pay  the  interest  on  its  bonds  and  large  dividends 
to  its  stockholders,  and  over  three-fourths  of  this  income  arose 
from  its  share  of  the  earnings  of  the  old  company.  Between 
the  fall  of  lu79  and  the  spring  of  1880,  the  stock  of  the  new 
corporation,  which  had  been  listed  in  the  meantime  on  the 
Stock  Exchange,  sold  at  prices  ranging  from  94  to  122. 

If  the  minority  stockliolders  had  been  offered  the  equiva- 
lent of  the  par  value  of  their  shares  at  any  time  before  the 
results  of  the  first  five  months  of  the  business  of  the  new 
company  had  been  ascertained,  it  would  seem  that  this  would 
have  been  a  favorable  proposition,  in  view  of  the  past  history 
of  the  old  company.  On  the  other  hand,  such  an  offer  would 
have  seemed  inadequate  if  made  after  these  results  had  been 
Vol.  XXUr.— 84 
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ascertained,  as  shown  by  the  report  of  the  operations  of  the 
new  company,  to  January  Ist,  1880,  to  its  stockholders.      At 
the  time  of  the  sale  of  March  31st,  1880,  the  new  company 
had  expended  npon  the  constrnction  of  new  railroads  and  the 
improvement  of  its  property  about  $2,100,000.     It  retained 
in  its  treasury,  at  that  time,  about  $630,000  of  its  mortgage 
bonds,  and  about  $659,000  of  its  unissued  capital  stock.     The 
market  price  of  its  shares  on  the  Stock  Excliange  is  not  a 
reliable  criterion  of  the  true  value  of  its  property.     Indeed, 
the  mortgage  bonds  of  the  company  were  being  sold  on  the  • 
Stock  Exchange,  in  March,  1880,  at  prices  ranging  between 
92^  and  94^.     But  the  exhibit  of  its  earning  capacity  and  the 
cost  of  its  constituent  properties,  together  with  the  sums  ex- 
pended in  their  improvement,  would  indicate  that  the  value 
of  its  property  approximated  within  $2,000,000  or  $3,000,000 
the  sum  at  which  it  had  been  capitalized.     The  proofs  also 
indicate,  that  the  traflBc  of  the  new  company  was  considerably 
larger  than  that  which  belonged,  before  the  consolidation,  to 
the  old  company  and  to  the  Oregon  Steamship  Company  com- 
bined.    Some  of  the  lines  of  the  new  railroad  which  had  been 
built  by  the  new  company  would  have  diverted   the  traffic 
whicli  would  otherwise  have  accrued  to  the  old  com|  any. 

If  it  were  practicable  to  ascertain  accurately  the  value  of  the 
property  of  the  old  company,  considering  it  as  a  component 
of  the  new  corporation,  the  proper  course  would  be  to  order 
a  reference  to  a  master.  But  there  are  so  many  elements  of 
uncertainty  in  arriving  at  a  just  conclusion,  that  it  seems  as 
well  to  determine  the  question  now  as  to  refer  it  for  further 
proofs.  In  view  of  all  the  evidence,  and  without  entering 
upon  it  in  detail,  the  conclusion  is  reached,  that  the  value  of 
the  whole  property  of  the  new  corporation,  at  the  time  of  the 
sale,  was  from  $9,000,000  to  $10,000,000,  and  that  that  of  the 
old  company  should  be  fixed  at  the  sura  of  $5,500,000,  includ- 
ing the  franchise.  Upon  this  basis  the  complainants  are 
entitled  to  a  decree,  with  interest  from  the  time  of  the  sale. 

The  acts  of  Villard,  although  he  was  a  director  of  the  old 
company  at  the  time  of  the  sale,  are  not  to  be  discriminated 
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from  the  acts  of  the  majority  of  the  stockholders  of  whom  he 
was  the  representative.  The  circumstance  that  his  position 
was  more  technically  that  of  a  trastee  towards  the  minority 
stockholders  than  was  that  of  the  new  corporation,  as  the 
majority  of  stockholders,  does  not  essentially  alter  or  affect 
the  rights  of  the  parties.  AU  that  he  did  was  sanctioned  by 
the  majority. 

The  complainants  are  adjudged  to  have  an  eqnitable  lien, 
to  the  extent  of  the  sum  due  them,  upon  the  property  of  the 
old  corporation  now  in  the  hands  of  the  new  corporation 
prior  to  the  lien  of  its  stockholders,  but  not  prior  to  the  lien 
of  the  holders  of  its  mortgage  bonds.  {Ferris  v.  Van  Vechten^ 
73jy.r.,  113.) 

Villard  is  a  proper  party  to  the  suit,  as  one  of  the  actors 
in  the  transaction  by  which  the  complainants  have  suffered. 
He  cannot  escape  liability  merely  because  his  conduct  has 
been  sanctioned  by  the  majority  of  stockholders. 

Williarn  Allen  BuUer  and  TJumiaa  E,  Huhhardy  for  the 
plaintiffs. 

John  F,  DiUon  and  Artemas  E.  HolmeSy  for  the  defend- 
ants. 


Albebt  p.  Johnson 


V8. 


The  Wilcox  and  Gibbs  SBWi!ia  Maohinb  Company.     In 

Equhy. 

An  assignment,  by  an  Inyentor,  of  bia  "right,  title«nd  interest"  in  an  "  improye- 
ment,"  without  moroi  does  not  carry  to  the  assignee  the  title  to  an  extended 
term  of  an  original  patent  granted  for  the  improyement. 

(Before  Wallaob,  J.,  Soathern  District  of  New  York,  May  29th,  1886.) 
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Wallace,  J.  The  demurrer  to  the  bill  is  not  well  taken 
UDless  an  assignment  by  an  inventor  of  his  *' right,  title  and 
interest  in  said  improvement,"  without  more,  carries  to  the 
assignee  title  to  an  extension  of  the  original  patent.  The 
defendant  relies,  in  support  of  the  demurrer,  upon  Hendrie  y^ 
Sayles^  (98  U.  S.,  546.)  In  that  case  the  assignment  was  of 
"  all  the  right,  title  and  interest  whatever  which  we  now 
have,  or  by  letters  patent  would  be  entitled  to  have  and  pos- 
sess, in  the  aforesaid  invention,"  ^'to  the  full  extent  and 
manner  in  which  the  same  would  have  been  or  could  be  held 
and  enjoyed  by  us  had  this  assignment  never  been  made." 
The  Court,  in  the  opinion  of  Mr.  Justice  Clifford,  cite  with 
approval  the  case  of  Clum  v.  Brewer ^  (2  Curtis  C,  C,  520.) 
In  that  case  Curtis,  J.,  used  this  language :  ^'  I  am  inclined  to 
the  opinion  that  a  sale  of  ^  the  invention,'  before  letters  pat- 
ent are  obtained,  does  not  necessarily  carry  with  it  the  exclu^ 
sive  right  for  the  extended  term,  because  this  right  is  not  a 
mere  incident  of  the  invention.  Its  existence  is  made  to  de- 
pend not  only  on  matter  which  is  subsequent  to  the  invention, 
bat  exclusively  personal  to  the  inventor  himself;  and  only  he 
or  his  personal  representatives  can  obtain  it.  This  may  dis- 
tinguish the  case  from  Caman  v.  Bowles^  (2  Bro.  Ch.^  80.) 
But,  at  the  same  time,  it  must  be  admitted,  that  where  an  in- 
ventor has,  in  terms,  sold  to  another  person  a  part  of  his  in- 
vention, he  has  done  that  which  is  quite  consistent  with  an 
intent  to  have  that  other  person  participate  in  all  the  rights 
which  he,  as  an  inventor,  can  acquire  by  law ;  and  that,  where 
the  invention  is  the  subject  sold,  it  would  be  natural  to  ex- 
pect to  find  in  the  instrument  of  sale  something  showing  an 
intention  that  the  purchaser  should  be  interested  not  merely 
in  the  original  letters  patent,  but  in  any  extension  thereof 
securing  the  exclusive  right  to  the  same  invention  which  was 
the  subject  of  the  sale.  Taking  the  whole  of  this  deed  to- 
gether, I  think  it  quite  clear  such  was  the  intention  of  its 
parties.  It  superadds  to  the  words  *  my  invention '  the 
words  '  rights  and  property  that  I  may  have  from  any  letters 


MAY.   1886.  538 


Johnson  v.  The  Wilcox  and  Gibbe  Sewing  Machine  Company. 

patent  for  the  same.'     Tlieee  terms  are  broad  enough  to  in- 
<5lude  the  extended  letters  patent  now  in  question." 

In  Hendrie  v.  Saylea  the  cases  of  R.  li.  Go,  v.  Trimble, 
(10  Wall.^  867,)  and  Nicolson  Pcuoement  Co.  v.  Jenkinsy  (14 
Wall.y  452,)  are  also  cited  as  pertinent.  In  both  of  these 
-cases  the  assignment  was  not  merely  of  the  invention  bnt  also 
of  all  the  rights  of  the  inventor  to  letters  patent  ''  which  are  or 
may  be  granted."  In  the  latter  case,  the  Court,  by  Mr.  Jus- 
tice Davis  delivering  the  opinion,  say:  "Manifestly  some- 
thing more  was  intended  to  be  assigned  than  the  interest  then 
secured  by  letters  patent.  The  words  *  to  the  full  end  of  the 
term  for  which  the  said  letters  patent  are  or  may  be  granted ' 
necessarily  import  an  intention  to  convey  both  a  present  and 
a  future  interest,  and  it  would  be  a  narrow  rule  of  construc- 
tion to  say  that  they  were  designed  to  apply  to  a  re-issue 
merely,  when  the  invention  itself,  by  the  very  words  of  the 
assignment,  is  transferred." 

Assuming  that  an  assignment  of  the  inventor's  interest  in 
the  "improvement"  is  the  same  thing  as  an  assignment  of 
his  interest  in  an  "  invention,"  the  authority  upon  which  the 
defendant  relies,  when  considered  in  reference  to  the  facts  of 
the  particular  case,  does  not  sustain  the  defendant's  conten- 
tion ;  and  the  present  case  falls  directly  within  the  distinction 
suggested  by  Curtis,  J.,  in  Clurk.w.  Brewer,  When  an  assign- 
ment is  made  pending  an  application,  or  in  contemplation  of 
an  application,  for  letters  patent,  it  is  fair  to  assume  that  the 
parties  contract  with  reference  to  the  legal  title  which  they 
expect  will  then  be  granted.  As  is  said  in  Woodworth  v. 
Sherman^  by  Story,  J.,  (3  Story^  178 :)  "  In  the  first  place,  the 
grantor  or  assignor  cannot  be  presumed  to  have  received  any 
-compensation  or  consideration  except  for  the  very  thing,  and 
to  the  very  extent,  which  the  language  properly  indicates. 
In  the  next  place,  no  Court  is  at  liberty  to  add  to  tlie  terms 
used  any  meaning  beyond  their  ordinary  import,  unless  there 
are  some  supplementary  expressions  to  justify  such  a  con- 
struction." The  word  "invention"  or  "improvement,"  when 
iosed  in  reference  to  a  pending  application,  naturally  refers  to 
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the  Bubject-matter  of  the  expected  grant,  and  would  seem 
more  appropriately  to  refer  to  that  alone  than  to  a  possible^ 
fntare  title  which  may  be  granted  ont  of  personal  considera- 
tion for  the  inventor.  It  has  been  held,  in  several  cases,  in 
the  Circuit  Court,  that  an  assignment  of  an  interest  in  an  in- 
vention  and  letters  patent  therefor,  made  before  the  expiration 
of  the  original  terra,  does  not  carry  with  it  any  interest  in  a 
subsequently  extended  term,  unless  the  agreement  contains  a 
specific  provision  to  that  effect.  {jBea/r  v.  Growenor^  6  Ftsh.y 
321 ;  WetheriU  v.  Zinc  Co.,  Id.,  50 ;  In  re  Holmes,  4  Off.  Oaz.y 
681.) 

The  bill  in  this  case  alleges  that  the  plaintiff  entered  inta 
a  written  contract  with  one  Emory,  in  which  it  was  agreed 
that  the  latter  *^  should  advance  certain  sums  of  money  which 
would  be  required  to  take  out  said  (original)  letters  patent,, 
and  that  the  former,  in  consideration  thereof,  should  assign 
to  himself  and  said  Emory  jointly  said  letters  patent  about  to- 
be  issued,"  and  that  said  contract  was  duly  recorded  in  the 
Patent  Office.  Within  all  the  authorities,  such  an  assignment 
would  not  carry  the  interest  of  the  patentee  in  extended  let- 
ters patent.  The  defendant's  argument  is  based  upon  the 
recital  contained  in  the  original  letters  patent :  '^  he  (the  in- 
ventor) having  assigned  his  right,  title  and  interest  in  said 
improvement  to  himself  and  Francis  F.  Emory."  This  recital 
should  not  be  construed  to  countervail  the  allegation  in  the 
bill,  of  an  assignment  of  the  letters  patent  merely.  If  the 
case  were  to  be  decided  upon  this  consideration  alone,  the  de- 
murrer would  have  to  be  overruled. 

Judgment  is  ordered  for  the  plaintiff  on  the  demurrer,, 
unless  the  defendant  answers. 

,  Stephen  O.  Clarke,  for  the  plaintiff. 

Wayne  McVeagh  and   Stephen  A.  Walker,  for  the  de- 
fendant. 
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SiLA.8  W.  Erwin  vs.  John  Walsh. 

A  proceeding  by  mandamtu,  ia  a  State  Coart  in  Connecticut,  by  a  citizan  of  Ne- 
braska, to  compel  the  judge  of  a  Probate  Court,  a  citizen  of  Connecticut,  to 
allow  an  appeal  by  the  plaintiff  to  the  former  Court,  from  a  decree  of  the  latter 
Court  admitting  a  will  to  probate,  is  removable  by  the  plaintiff  into  the  Circuit 
Court  of  the  United  States,  where  his  interest  in  the  estate  covered  by  the  will 
exceeds  $600. 

(Before  SfliPMAir,  J.,  Connecticut,  May  Slst,  1886.) 

Shipman,  J.  This  is  a  motion  to  remand  to  the  State 
Court.  The  suit  in  the  State  Court  was  a  proceeding  by  man- 
damus to  compel  the  defendant,  a  citizen  of  Connecticut,  who 
is  judge  of  the  Probate  Court  for  the  District  of  Berlin,  to 
allow  the  plaintiff's  appeal  to  the  Superior  Court  for  the 
county  of  Hartford,  from  a  decree  of  the  said  Pfobate  Court, 
approving  the  last  will  of  C.  B.  Erwin,  deceased.  The  peti- 
tion and  bond  were  filed  in  time  and  are  in  proper  form. 
The  plaintiff,  a  citizen  of  Nebraska,  removed  the  cause. 

The  defendant  moves  to  remand,  because 

Ist.  Circuit  Courts  of  the  United  States  cannot,  under  the 
removal  Acts,  take  jurisdiction  of  appeals  to  the  State  Courts 
from  probate  decrees  approving  or  refusing  to  admit  to  pro- 
bate the  wills  of  deceased  persons. 

This  question,  which  is  a  difficult  one,  and  which  has  not 
been  determined  by  the  Supreme  Court,  {J^raser  v.  Jennison^ 
106  U.  S.J  191,)  it  is  not  now  necessary  to  decide,  for  it  does 
not  arise  in  this  case.  The  proceeding  is  for  a  mandamus  to 
compel  the  allowance  of  an  appeal  to  the  Superior  Court. 
Jfon  constat  that  the  appeal,  if  allowed,  will  ever  be  attempt- 
ed to  be  removed  to  this  Court,  and  the  question  whether  the 
plaintiff  is  entitled,  under  the  statutes  of  the  State,  to  an  ap- 
peal to  the  State  Court,  is  a  very  different  one  from  that  of 
the  validity  of  a  will  upon  such  appeal. 

2d.  Because  the  Circuit  Courts,  by  way  of  an  original,  as  dis- 
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tingaished  from  an  auxiliary,  proceeding,  ^'  are  not  anthorized 
to  issue  writs  of  mwndam'us^  aniees  tliey  are  necessary  to  the 
exercise  of  their  respective  jnrisdictions."  {Bath  Co.  v.  Amy, 
13  WalL,  244.) 

This  has  frequently  been  said  to  be  true,  by  virtue  of  the 
14th  Section  of  the  Judiciary  Act  of  September  24th,  1789, 
(1 U.  S,  Stat  at  Large,  81,  82,)  with  respect  to  the  jurisdiction 
of  this  Court,  in  cases  originally  brought  to  it,  but  this  Court 
often  has  jurisdiction  in  a  removed  case  which  it  could  not 
exercise  in  cases  originally  brought  before  it.  The  Court  ob- 
tains jurisdiction  of  a  case,  because,  under  the  statutes,  it  can 
be  and  has  been  removed,  and  not  because  it  is  a  case  of 
which  the  Court  had  original  jurisdiction.  ^^A  suit  in  a  State 
Court,  which  falls  within  the  descKption  of  suits  removable 
into  this  Court,  may  be  removed,  although  it  could  not  origi- 
nally have  been  brought  in  this  Court."  (  Warner  v*  Penn. 
R.  E.  Co,,  13  BUtchf.  C  C  R.,  231;  Barney  v.  Globe 
Bank,  5  Blatchf.  C  C  R,,  107 ;  Sayles  v.  N.  TT.  Ins.  Co.,  2 
Curtis  C  C,  212.)  Thus,  Mr.  Justice  Miller  held  that  a 
proceeding  by  mandamus,  in  the  State  Court,  under  the  stat- 
utes of  Kansas,  to  compel  the  defendant  to  register  the  trans- 
fers of  stock  held  by  the  plaintiff,  was  a  ^'  suit  of  a  civil  natui'e, 
at  law,"  within  the  meaning  of  the  Act  of  March  3d,  1875, 
(18  U.  S.  /Stat  at  Large,  470,)  and  therefore  could  be  removed 
to  the  United  States  Court.  ( Washington  Imp.  Co.  v.  Kan- 
sas Paciiic  R.  Co.,  5  Dillon,  489.) 

3d.  Because  it  does  not  appear  that  the  value  of  the  peti- 
tioner's pecuniary  interest  in  the  proceeding  is  more  than 
$500. 

In  Kurtz  v.  MoffiU,  (115  U.  S,,  487,)  it  was  held,  that 
writs  of  habeas  corpus  are  not  removable  from  a  State  Court 
into  a  Circuit  Court,  under  the  provisions  of  the  Act  of  1875, 
because  "  a  jurisdiction  conferred  by  Congress  upon  any  Court 
of  the  United  States,  of  suits  at  law  or  in  equity  in  which  the 
matter  in  dispute  exceeds  the  sum  or  value  of  a  certain  num- 
ber of  dollars,  includes  no  case  in  which  the  right  of  neither 
party  is  capable  of  being  valued  in  money." 
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In  this  case,  the  right  of  the  plaintiiBE,  a  half  brother  of 
the  decedent,  in  his  estate,  if  the  latter  died  intestate,  is  easily 
capable  of  being  valned  in  money,  and  is  far  more  than  $500. 
There  is  no  way  of  appraising,  with  exactness,  the  v^alae  in 
money  of  a  right  to  appeal  from  the  probate  of  the  decedent's 
will,  but,  as  the  valne  of  the  plaintifiPs  right  in  the  estate  di- 
rectly depends  upon  his  capacity  to  bring  the  question  of  the 
validity  of  his  half  brother's  will  before  the  Superior  Court, 
the  pecuniary  value  of  the  matter  in  dispute  in  this  contro- 
versy is  sufficient  to  bring  the  case  within  the  jurisdiction  of 
this  Court. 

Inasmuch  as  the  parties  are  citizens  of  different  States, 
and  there  is  nothing  in  the  nature  of  the  suit  which  excludes 
or  prevents  this  Court  from  exercising  jurisdiction,  the  motion 
to  remand  is  denied. 


I^rank  Z,  JSungerford^  for  the  motion. 
Oeorge  O.  SiUj  against  the  motion. 


Fbank  E.  Blaokwell 


V8. 


Charles  S.  Webster,  and  Geobge  B.  Abbott,  as  admin- 

IBTBATOB,     &0.,    OF    RagHEL    S.    WeBSTEB,    DBOEASRD.      In 

Equht. 

W.,  residing  in  Maine,  made  a  written  a^eement,  in  Maine,  with  B.,  an  attorney, 
residing  in  New  York,  whereby,  in  consideration  of  services  to  be  performed 
by  B.,  as  attorney,  in  prosecuting  the  claim  of  W.  to  a  legacy  under  a  will, 
ODe-third  of  the  money  that  W.  might  recover  was  assigned  to  B.  At  the 
time,  a  statute  of  Maine  provided  that  any  person  agreeing  to  prosecute  or 
defend  a  suit  at  law  or  in  equity  upon  shares,  should  be  punished  by  a  fine  or 
by  imprisooment :  fftld,  that  the  effect  of  the  statute  was  to  make  the  agree 
ment  void. 
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The  vaUdity  of  the  agreement  is  to  be  determined  by  the  laws  of  Maine,  without 
regard  to  the  place  of  performance  of  senricea  under  it,  by  B. 

As  W.  resided  in  Maine,  the  contract  was  to  be  performed  in  Maine,  although 
the  services  under  it  might  be  rendered  in  New  York,  by  B. 

(Before  Bbnediot,  J.,  Eastern  District  of  New  York,  Jane  4th,  1886  ) 

BsNEDiOT,  J.  The  plaintifPs  right  to  recover  in  this  ac- 
tion depends  upon  the  validity  of  an  agreement  made  between 
him  and  the  defendant  Webster,  whereby,  in  consideration  of 
services  to  be  performed  by  the  plaintiff,  as  attorney,  in  pros- 
ecating  the  defendant  Webster's  claim  to  a  legacy  of  $10,000, 
left  a  deceased  daughter,  by  the  last  will  and  testament  of  her 
nncle,  one  Brady,  one-third  of  the  money  that  the  defendant 
Webster  might  recover  ander  said  will,  as  heir  at  law  of  his 
daughter,  was  assigned  to  the  plaintiff. 

At  the  time  of  the  making  of  this  agreement  the  plaintiff 
was  a  resident  of  the  State  of 'New  York,  and  the  defend- 
ant Webster  a  resident  of  the  State  of  Maine.  The  agreement 
was  entered  into  in  the  State  of  Maine,  and  there  it  was  re- 
duced to  writing  and  executed.  At  that  time,  as  now,  there 
was  in  force,  in  the  State  of  Maine,  a  statute  providing, 
that  ^^  any  person  agreeing  to  prosecute  or  defend  a  suit  at 
law  or  equity  upon  shares,  shall  be  punished  by  a  fine  not 
exceeding  one  thousand  dollars,  nor  less  than  twenty  dollars, 
or  by  imprisonment  not  more  than  one  year;"  and  one  of 
the  questions  presented  for  decision  here,  by  the  defendants, 
is,  whether  the  effect  of  this  statute  of  Maine  is  to  render 
void  the  agreement  upon  which  the  plaintiff  bases  his  right  to 
recover. 

In  determining  this  question,  it  is  to  be  observed,  that  the 
act  made  criminal  by  the  statute  of  Maine  is  not  the  act  of 
prosecuting  a  suit  on  sliares,  but  the  act  of  making  an  agree- 
ment to  prosecute  a  suit  on  shares.  It  is  also  to  be  observed, 
that  the  statute  is  not  confined  to  agreements  respecting  suits 
to  be  prosecuted  in  the  Courts  of  Maine,  but  includes  all 
agreements  to  prosecute  a  suit  on  shares,  without  regard  to 
the  place  where  the  suit  is  to  be  instituted.  Its  plain  object  is 
to  prevent  the  making  of  agreements  of  the  character  de- 
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Scribed,  within  tbe  State  of  Maine.  It  is  also  to  be  observed^ 
respecting  the  agreement  in  qnestion  here,  that  it  contains  no 
language  limiting  its  operation  to  the  prosecation  of  suits  out- 
side of  the  State  of  Maine,  but  includes  suits  instituted  in  the 
State  of  Maine,  as  well  as  elsewhere.  It  is,  however,  true^. 
that  the  circumstances  attending  the  making  of  the  agreement 
show  that  the  object  of  the  agreement  was  to  procure  the  in- 
stitntion  of  a  suit  in  New  York,  that  a  suit  in  Maine  was 
not  contemplated,  and  that  all  the  services  rendered  by  the^ 
plaintiff,  in  pursuance  of  the  agreement,  were  performed  in 
New  York. 

Upon  the  facts,  the  plaintiff,  in  opposition  to  the  conten- 
tion of  the  defendants,  insists  that  his  agreement  was  an 
agreement  to  be  performed  in  New  York,  and,  therefore,  i& 
to  be  I'udged  according  to  the  law  of  New  York,  and  not  ac- 
cording to  the  law  of  Maine.  Upon  this  question  my  opmion 
is,  that  the  validity  of  the  agreement  in  question  is  to  be  de- 
termined by  the  law  of  Maine,  and  that  the  effect  of  the  stat- 
ute of  Maine,  already  referred  to,  is  to  render  the  agreement 
void.  For  the  plaintiff,  when  he  entered  into  the  agreement 
in  question,  did  an  act  made  criminal  by  the  law  of  the  place 
where  the  act  was  done.  The  statute  of  Maine  forbade  the 
doing  in  the  State  of  Maine  precisely  what  the  plaintiff  did 
when  he  agreed  to  prosecute  Webster's  suit  on  shares.  Ae- 
soon  as  the  agreement  was  made  the  plaintiff  became  liable  ta 
indictment  in  the  Courts  of  Maine  for  making  the  agreement, 
and  to  such  an  indictment  it  would  have  been  no  answer  to 
say  that  he  contemplated  doing  other  acts  in  New  York,  in 
accordance  with  the  agreement.  A  criminal  act  can  never  be 
the  foundation  of  a  lawful  agreement.  The  agreement  was- 
void  at  its  inception,  because  the  making  of  such  an  agree- 
ment was  made  criminal  by  law.  For  this  reason  the  agree- 
ment could  not  be  enforced  in  a  Court  of  Maine,  and,  if  not 
enforceable  in  Maine,  is  not  enforceable  elsewhere.  Savs  the 
Supreme  Court  of  the  United  States,  in  Coppell  v.  HaUy. 
(7  WaU.^  559  :)  "  The  principle  to  be  extracted  from  all  the 
cases  is,  that  the  law  will  not  lend  its  support  to  a  claim 
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fonnded  upon  its  violation."  So,  also,  the  Court  of  Appeals 
of  New  York,  in  Hyde  v.  Ooodnow^  (3  iT.  7.,  269,)  says : 
'^Assuming  that  the  contracts  in  question  had  been  made  in 
Ohio,  and  that,  by  the  laws  of  that  State,  such  contracts  are 
declared  void,  the  Courts  of.  this  State  would  be  bound  also 
to  declare  them  void,  though  by  their  terms  they  were  to 
have  been  performed  here,  and  though,  if  made  here,  they 
would  have  been  valid  contracts." 

But  the  plaintiff  contends  that  this  contract  was  lawful 
because  the  place  of  performance  was  iu  New  York.  But 
it  seems  to  me  to  be  plain,  that,  inasmuch  as  the  act  of 
making  the  agreement  could  not  lawfully  be  done  in  Maine, 
the  circumstance  that  other  acts  were  intended  to  be  done  in 
New  York  in  pursuance  of  the  agreement,  cannot  render 
lawful  the  act  that  was  done  in  Maine.  In  such  a  case  as 
this,  there  is  no  room  to  apply  the  fiction  of  the  law,  that 
the  place  of  performance  of  a  contract  is  to  be  deemed  the 
place  of  making  it.  Here  the  question  of  the  illegality  of 
the  agreement  arose  before  anything  was  done  in  New  York, 
because  of  the  character  of  the  agreement,  and  not  because  of 
the  character  of  acts  intended  to  be  performed  in  pursuance 
of  the  agreement. 

The  plaintiff,  for  what  he  did  in  performance  of  his  agree- 
ment within  the  State  of  New  York,  could  not  be  indicted  in 
Maine,  but  for  what  he  did  in  Maine  he  could  be  there 
indicted,  and  that  act  is  the  foundation  of  his  claim  to  recover 
in  this  action.  He  is  asking  the  law  to  enforce  a  claim 
founded  on  a  violation  of  a  law.  It  is  upon  this  point  that  I 
base  my  decision,  and  I  find  nothing  in  any  case  cited,  includ- 
ing PriickcMrd  v.  Norton^  (106  U.  S.,  124,)  that  should  com- 
pel a  different  conclusion. 

But  it  may  be  added,  that  it  is  far  from  clear  that  New 
York  can  be  held  to  be  the  place  of  performance  of  the 
agreement  in  question.  As  executed  in  Maine,  the  agreement 
constituted  a  present  assignment,  then  and  there  made  by 
Webster,  of  an  interest  in  a  claim  then  belonging  to  him,  a 
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citizen  of  MaiDe.  The  plaintiflE  was  to  be  paid  one-third  of 
such  sum  as  might  be  received  by  Webster  by  virtue  of  the 
will.  A  reception  of  the  money  by  Webster,  before  any  di- 
vision with  the  plaintiff,  was  clearly  contemplated,  and  there 
is  nothing  whatever  to  indicate  that  such  division  was  to  be 
made  in  New  York.  The  situs  of  Webster's  personal  prop- 
erty is  Maine,  and  what  the  agreement  provided  for  is  a  di- 
vision of  a  portion  of  his  property.  It  seems  diflScult,  there- 
fore, to  hold  that  New  York  was,  by  the  agreement,  made 
the  place  of  performance.  My  decree,  therefore,  is,  that 
the  plaintiff  cannot  recover,  and  his  action  is  accordingly  dis- 
missed. 

Inasmuch  as  no  appeal  can  be  taken  from  my  decree,  I 
have  delayed  promulgating  this  opinion,  in  order  to  submit  it 
to  Mr.  Justice  Blatchford,  when  holding  Court  in  this  Dis- 
trict, and,  having  so  submitted  it,  I  am  authorized  by  him  to 
say  that  he  concurs  therein.  ^ 

Framk  E,  BlaokweUy  plaintiff  in  person. 

Stanley^  Cla/rh  <&  Smithy  for  the  defendants. 


Abbaham  Shenfield 


08. 


The  Nashawannuok  Manufactueing  Company  and  others. 

In  EQurrY. 

Letters  patent,  No.  169,866,  granted  to  Abraham  Sl^enfield,  November  9th, 
1876,  for  an  improvement  in  suspender  button-straps,  are  inyalid,  for  want  of 
inyention. 

All  that  was  done  was  to  make  a  suspender  end  of  flat  cord  in  substantially 
the  same  way  that  a  suspender  end  of  round  cord  had  been  made,  and  in 
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sabstantially  the  same  way  in  which  a  flat  button  end  had  been  made  for  the 
pnrpoee  of  securing  other  articles  of  wearing  apparel  than  trousers. 

4(Before  Shipmait,  J.,  Southern  District  of  New  York,  Jnne  15th,  1886.) 

Sherman,  J.  This  is  a  bill  in  equity  to  restrain  the  de- 
fendants from  the  infringement  of  letters  patent  No.  169,855, 
issued,  November  9th,  1875,  to  the  plaintiff,  for  an  improve- 
ment in  suspender  button-straps. 

The  nature  and  extent  of  the  alleged  improvement  upon 
the  preexisting  ai-t  is  described  by  the  patentee,  in  his  speci- 
fication, as  follows :  ''  Suspender-ends  have  been  made  of 
leather,  felt,  jean,  and  similar  material,  with  the  button-hole 
cut  in  the  same,  and  in  most  instances  the  materials  have  been 
pasted  together,  in  addition  to  lines  of  stitching  surrounding 
the  button-hole.  Suspender-ends  have  also  been  made  of  a 
round  cord,  with  the  ends  turned  back  and  fastened  to  form 
loops ;  but  this  round  cord  is  objectionable,  as  it  does  not  lie 
fiat  against  the  person  or  beneath  the  buttons.  I  make  use  of 
a  suspender-end  made  of  a  double  fiattened  cord  or  strip,  bent 
around  into  a  loop,  and  united  together,  leaving  sufficient  of 
the  loop  open  to  form  the  button-hole.  At  the  other  end  the 
fiuspender-end  is  united  to  a  buckle  or  clasp  by  a  loop,  or 
folded  piece  of  leather,  or  other  material  stitched  to  the  sus- 
pender-end." ''  The  cord  or  strip  of  flat  material  is  composed 
of  silk,  linen,  cotton,  worsted,  or  other  suitable  threads,  or  a 
mixture  of  two  or  more,  and  the  threads  are  woven,  braided, 
knitted,  crocheted,  or  otherwise  laid  up  into  the  form  of  a 
complete  fiat  cord  or  strip,  and,  when  the  strip  is  folded  to 
form  the  button-hole  loop,  the  seam  at  3  may  be  made  by 
sewing,  knitting,  crocheting,  or  otherwise  ;  or  the  knitting  or 
crocheting  is  commenced  at  the  central  line  3,  and  extended 
at  both  sides  thereof,  and  around  the  button-hole,  by  the  suo- 
cessive  ranges  of  interlocked  loops."  The  claim  is  for  "  the 
£uspender-end  made  of  a  fiat  cord  or  strip  of  fibrous  material, 
bent  into  a  loop,  laid  fiatwise,  united  at  the  inner  edges, 
Zy  and  connected  to  the  attaching  pieces,  d^  as  set  forth." 

It  is  stipulated   by  the  respective  counsel,  as  follows: 
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*^  Complainant  hereby  admits,  that,  prior  to  the  year  1870, 
there  had  frequently  been  publicly  used,  in  the  manufacture 
and  wearing  of  cloaks  and  jackets,  button-loops  formed  of 
flat  braid  bent  edgewise  upon  itself,  and  sewed  together  at 
the  meeting  edges,  leaving  an  opening  for  the  button-hole  at 
the  bend ;  tliat  the  ends  of  the  braid  in  such  button-loops  were 
permanently  attached  to  a  button  or  like  device,  which  was 
affixed  to  one  side  of  the  body  of  the  garment ;  that  the  but- 
ton-loop held  the  garment  together,  by  being  buttoned  on  to 
a  button  or  like  device,  sewed  to  the  other  side  of  the  gar- 
ment ;  that,  when  in  use,  the  braid  forming  the  button- 
loop  rested  under  the  button ;  and  that  such  braids  were  made 
by  machinery." 

It  thus  appears,  that,  while  suspender-straps  have  been  made 
of  a  round  cord  with  the  ends  turned  back  and  fastened  to 
form  loops,  the  patented  improvement  consists  of  a  cord  or 
strip  of  any  fibrous  material,  which  is  made  flat  in  any  way, 
bent  into  a  loop  and  united  at  the  inner  edges,  and  connected, 
in  the  ordinary  way,  with  the  buckle,  by  a  folded  piece  of 
leather  or  other  material ;  and  it  further  appears,  that  button- 
loops,  to  fasten  the  two  sides  of  a  cloak  or  jacket  together, 
had  been  made  in  the  same  way,  except  that  one  end  was 
permanently  attached  to  a  button  or  like  device. 

Whether  the  suspender-end  is,  as  it  is  called  by  the  de- 
fendants, a  double  use  of  a  well-known  cloak  loop,  or  is,  as  it 
is  said  to  be  by  the  plaintiff,  an  improvement  upon  a  sus- 
pender-end made  of  round  cord,  it  equally  seems  to  me  that 
the  improvement  is  devoid  of  invention.  {Shenfield  v. 
Schirmer^  21  Fed.  Rep,^  241.) 

To  make  a  suspender-end  of  flat  cord  in  substantially  the 
same  way  that  suspender-ends  of  round  cord  had  been  made, 
and  in  substantially  the  same  way  in  which  flat  button-ends 
had  been  made,  for  the  purpose  of  fastening  or  securing 
other  articles  of  wearing  apparel  than  trousers,  is  an  exercise 
of  the  ordinary  skill  of  the  housewife  or  the  seamstress. 

The  connection  of  the  end  to  the  attaching  piece  gives  no 
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patentable  character  to  the  loop.  The  attachment  to  the 
buckle  is  made  in  a  customary,  well-known  way. 

As  the  improvement,  by  whomsoever  made,  was  not 
"  new,"  in  a  patentable  sense,  it  is  unnecessary  to  examine  the 
earnestly  disputed  question  of  priority  of  use. 

The  bill  is  dismissed. 

E.  N.  Diekerson  and  E.  N.  Dickerson^  Jr.^  for  the 
plaintiff. 

EdmuTid  Wetmore  and  William  A,  Jenner^  for  the  de- 
fendants. 


Joseph  H.  Berry  and  others 

JOBIAH   H.    De  Wm   AND   OTHERS. 

Tbe  fact  that  some  of  the  jurors  indicated,  by  their  Inn^age  and  manner^ 
dnring  the  trial,  that  they  were  opposed  to  the  case  of  the  party  against  whom 
the  verdict  was  given,  is  no  g^oond  for  a  new  trial,  if  they  were  impartial 
when  the  trial  was  commenced,  and  no  improper  means  were  taken  by  the 
other  party  to  cause  a  too  hasty  or  a  prejudiced  decision. 

Misconduct  of  a  juror,  dnring  the  trial,  by  conversing  with  one  of  the  parties 
and  expressing  an  opinion  on  tbe  case,  is  waived  by  the  other  party,  if 
known  to  him  at  the  time  and  not  brought  to  the  notice  of  the  Court  until 
after  a  verdict  against  him. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  June  16th,  1886.) 

Shipman,  J.  This  is  a  motion  by  the  defendants  for  a 
new  trial.  The  questions  of  law  arising  upon  the  bill  of  ex- 
ceptions were  not  argued  by  the  defendants'  counsel  at  any 
length.     I  shall  not,  therefore,  enter  into  a  written  examina- 
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tion  of  these  questions,  but  leave  them  for  the  consideration 
of  .the  appellate  Court. 

The  defendants'  counsel  relied,  before  me,  for  a  new 
trial,  upon  the  alleged  prejudice,  and  the  manifested  antagon- 
ism, of  some  of  the  jurors,  against  the  defendants'  case.  That 
some  of  the  jury  did  indicate,  by  their  language  and  manner 
in  the  jury  box,  during  the  progress  of  the  trial,  that  their 
minds  were  opposed  to  the  defendants'  case,  is  true.  But,  I 
do  not  think  that  this  is  a  ground  for  a  new  trial,  where  there 
is  no  adequate  reason  to  suppose  that  any  juryman  was  not  im- 
partial when  the  trial  commenced,  and  when  no  improper 
means  were  taken  by  the  plaintiff  to  cause  a  too  hasty  or  a 
prejudiced  decision. 

The  alleged  misconduct  of  a  juror  in  conversing  with  one 
of  the  plaintiffs  during  the  trial,  and  expressing  an  opinion 
upon  the  case,  is  strongly  denied  by  the  person  with  whom  he 
is  said  to  have  conversed.  If  the  allegation  was  true,  the  con- 
versation was  overheard  and  was  understood  by  one  of  the 
defendants'  counsel,  and  was  not  brought  to  the  notice  of  the 
Court.  Such  misconduct  of  a  juror  during  the  trial,  if  known 
to  the  party  at  the  time  of  its  occurrence,  and  not  made  the 
subject  of  a  motion  to  the  Court,  is  waived.  A  party  cannot 
know,  during  the  trial,  a  fatal  objection  arising  from  the 
misconduct  of  a  juror  upon  the  trial,  and  keep  silence,  and 
take  advantage  of  it  in  the  event  of  an  adverse  verdict.  He 
is  not  permitted  to  '*  speculate  upon  the  chances  of  a  verdict." 
{jSlaie  V.  TuUer,  34  Conn.,  280.) 

The  motion  for  a  new  trial  is  denied. 


Henry  E.  Tremain,  for  the  motion. 
John  E.  Parsons^  against  the  motion. 
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patentable  character  to  the  loop.     Th' 
buckle  is  made  in  a  customarv,  well-kr 

As  the  improvement,   by   who 
"  new,"  in  a  patentable  sense,  it  ip  -^  xsx>  others 
earnestly  disputed  question  of  \ 

The  bill  is  dismissed.        .     ^. 

E.  N.  Diokeraon  ?  ^  H.  Robbrtbon. 
plaintiff.  ^^ 

jtt  ^1^'  imported  from  the  Dominican  Republic, 

Edmwnd  Wei       .  ^unS  Act  of  March  8d,  1888,  (22  U,  8.  StaL  ai  large, 

f  pndantfi  /^^'U^^^  ^  ®'  ^^®  treaty  of  February  8th,  1867,  between  the 

lei  ua  JUJ.  ,<^y^  Dominican  Republic,  (15  U.  8.  Stat,  at  Large,  478.)  the 

f^i/Jtittt  ihe  sugar  was  free  from  duty,  because,  by  a  treaty 

./^'/tf^  1875,  between  the  United  States  and  the  Hawaiian  Isl- 

/^eSb^  a^  Large,  625,)  and  the  Act  of  August  15th,  1876,  (/<i, 

/^J^' poti»^  from  the  Hawaiian  Islands  was  exempted  from  duty: 

>^^^^Qty  was  properly  levied. 

^^%riram  v.  i?oft«r<KW,  (21  Blatehf,  C.  C,  R,,  211,)  and  Whitney  i, 

>>* 
(joSS*  J.,  Southern  District  of  New  York,  June  19th,  1886.) 

*y  October,   1884,  the  plaintiffs  imported  from  Puerta 
'  fn  the  Dominican  Kepublic,  two  cargoes  of  sugar  and 
IseaeS'    The  collector  assessed  duties  thereon  pursuant  to 
he  provisions  of  Schedule  E  of  the  tariff  Act  of  March  3d, 
^SSS.    (22  U.  S,  Stat  at  Large,  488,  502.)    The  plaintiffs 
j^tested,  insisting  that  their  importations  should  have  been 
admitted  free,  under  the  stipulations  of  the  treaty  between 
tbe  United  States  and  the  Dominican  Kepublic,  condnded 
February  8th,  1867.     The  ninth  article  of  that  treaty  is  afl 
follows :  "  No  higher  or  other  duty  shall  be  imposed  on  the 
importation  into  the  United  States  of  any  article  the  growth, 
produce  or  manufacture  of  the  Dominican  Republic,  or  of  her 
fisheries ;  and  no  higher  or  other  duty  shall  be  imposed  on 
the  importation  into  the  Dominican  Republic  of  any  article 
the  growth,  produce  or  manufacture  of  the  United  States,  or 
their  fisheries ;  than  are  or  siiall  be  payable  on  the  like  arti- 
cles the  growth,  produce  or  manufacture  of  any  other  foreign 
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fisheries."    (16  U.  S.  Stat,  at  La/rge,  478,) 

uhe  date  of  this  treaty,  Congress,  by  various 

jiposed  daties  on  all  sugar  and  molasses  im- 

JT-  -ii  foreign  countries. 

utie  30th  of  January,  1876,  a  convention  was  concluded 
.  een  the  King  of  the  Hawaiian  Islands  and  the  United 

vcates,  by  the  first  article  of  which  it  was  stipulated,  that, 
^^for  and  in  consideratiun  of  the  rights  and  privileges  granted 
by  His  Majesty,  the  King  of  the  Hawaiian  Islands,  in  the  next 
succeeding  article  of  this  convention,  and  as  an  equivalent 
therefor,  the  United  States  of  America  hereby  agree  to  admit 
idl  the  articles  named  in  the  following  schedule,  the  same 
being  the  growth  and  manufacture  or  produce  of  the  Ha- 
waiian Islands,  into  all  the  ports  of  the  United  States,  free  of 
<duty."  The  schedule  which  followed  contained,  among  other 
things,  ^^  muscovado,  brown,  and  all  other  unrefined  sugar, 
meaning  hereby  the  grades  of  sugar  heretofore  commonly  im- 
ported from  the  Hawaiian  Islands  and  now  known  in  the 
markets  of  San  Francisco  and  Portland  as  ^  Sandwich  Island 
sugar;'  syrups  of  sugar  cane,  melado  and  molasses."  It  was 
provided  by  the  fifth  article,  that  the  convention  should  take 
effect  as  soon  as  approved  and  ratified,  but  not  until  a  law  to 
carry  it  into  operation  should  have  been  passed  by  the  Con- 
gress of  the  United  States.  The  convention  was  ratified  in 
1875.    (19  U.  S.  Stat  at  Large,  625.) 

On  the  15th  of  August,  1876,  Congress  passed  the  con- 
templated Act,  which  provides,  in  substance,  that,  whenever 
the  President  of  the  United  States  shall  receive  satisfactory 
•evidence  that  the  Legislature  of  the  Hawaiian  Islands  has 
passed  laws  to  ^ive  full  effect  to  the  provisions  of  the  conven- 
tion, he  is  authorized  ta  issue  his  proclamation  that  he  has 
«uch  evidence,  and  from  the  date  of  such  proclamation  the 
articles  mentioned  in  the  schedule  before  named,  sugar,  mo- 
lasses, etc.,  shall  be  introduced  into  the  United  States  free  of 
duty.  (19  U.  S.  Stat,  at  Large,  200.)  On  the  9th  of  Sep- 
tember, 1876,  the  President  issued  his  proclamation  declaring 
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that  he  had  received  the  evidence  required  by  the  said  Act. 
(19  U.  S.  Stat,  at  Laige,  666.) 

In  the  tariff  Act  of  1883,  the  Act  under  which  the  plaint- 
iffs' importations  were  classified.  Congress*  declai'es,  that 
"  there  shall  be  levied,  collected  and  paid  upon  all  articles  im- 
ported from  foreign  countries,  and  mentioned  in  the  sched- 
ules herein  contained,  the  rates  of  dnty  which  are,  by  the 
schedules,  respectively  prescribed."  Schedule  E  provides  for 
all  sugars  and  molasses  of  designated  grades.  The  eleventh 
section  of  the  Act  of  1883  is  as  follows :  "  Nothing  in  this^ 
Act  shall  in  any  way  change  or  impair  the  force  or  effect  of 
any  treaty  between  the  United  States  and  any  other  Govern- 
ment, or  any  laws  passed  in  pursuance  of  or  for  the  execution 
of  any  such  treaty,  so  long  as  such  treaty  shall  remain  in  force 
in  respect  of  the  subjects  embraced  in  this  Act;  but  when- 
ever any  such  treaty,  so  far  as  the  same  respects  said  subjects^ 
shall  expire  or  be  otherwise  terminated,  the  provisions  of  this 
Act  shall  be  in  force,  in  all  respects,  in  the  same  manner  and 
to  the  SHme  extent  as  if  no  such  tre&ty  had  existed  at  the  time 
of  the  passage  hereof."     (22  JJ,  S.  Stat,  at  Large^  625.) 

The  plaintiffs  proved  that  the  sugar  and  molasses  im- 
ported by  them  would  have  been  admitted  free  if  they  bad 
come  from  the  Hawaiian  Islands.  The  defendant  offered  no 
evidence. 

• 

Henry  E.  Tremain^  {Charles  Currie  with  him  on  the 
hrief^  for  the  plaintiffs. 

Stephen  A.  Walker ^  {District  Attorney^)  and  Thomas 
Oreenwood^  (Assistant  District  Attorney^)  for  the  defendant 

CoxB,  J.  In  Bartram  v.  Robertson^  (21  Blatohf.  C.  C.  R., 
211,)  this  Court  decided  that  Congress  has  power  to  annul  a 
treaty,  so  far  as  it  operates  as  a  rule  of  municipal  law;  that 
the  provisions  of  the  Danish  treaty,  (8  27.  S.  Stat,  at  Large, 
840,)  which  are  similar  to  those  now  in  question,  and  which, 
it  was  argued,  admitted  the  productions  of  Denmark  on  the 
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flame  terms  as  those  of  the  Hawaiian  Islands,  coald  not  be  en- 
forced, because,  subsequent  to  the  treaty,  Congress  had  im- 
posed duties  upon  all  sugar  and  molasses  of  designated  grades. 
The  general  law  included  Denmark,  and  her  products  could 
not,  therefore,  be  admitted  free  without  an  express  legislative 
'enactment. 

The  Court  held,  also,  that,  even  though  the  provisions  of 
the  Danish  treaty  were  incorporated  in  the  tariff  law,  it  would 
not  change  the  resalt,  the  fair  meaning  of  the  stipulation 
being,  that  there  should  be  no  unfriendly  discrimination 
gainst  Denmark,  and  there  is  none  when  she  is  placed  on  au 
equal  footing  with  all  foreign  nations,  with  one  exception 
■only. 

It  was  further  held,  that,  as  the  same  stipulation,  substan- 
tially, is  found  in  upwards  of  forty  treaties,  a  construction 
which  would  exempt  the  products  of  these  countries  when- 
ever similar  products  of  a  single  country  are  exempted,  is  too 
startling  to  be  entertained.  The  Court  should  hesitate  long 
before  dealing  such  a  staggering  blow  to  our  revenue.  This 
decision  was  afterwards  follower!  in  the  case  of  WAUney  v. 
Robertson^  (21  Fed.  JRep.^  566,)  the  Dominican  treaty  being 
under  consideration.  The  latter  case  is,  in  all  respects,  similar 
to  the  case  in  hand,  except  that  it  arose  prior  to  the  Act  of 
1883. 

There  may,  possibly,  be  some  difficulty  in  sustaining  the 
proposition  that  the  legislation  since  1867,  and  prior  to  1883, 
.abrogated,  suspended  or  in  any  way  affected  the  ninth  article 
of  the  treaty.  The  tariff  Acts  of  1870, 1874  (Revised  Stat- 
utes) and  1875,  though  passed  subsequently,  cannot,  it  may  be 
urged,  be  interpreted  to  suspend  the  ninth  article,  for  the 
reason  that  there  was  nothing  to  give  it  vitality  until  the  Ha- 
waiian treaty  was  ratified.  Then,  for  the  first  time,  the  stip- 
ulation providing  for  "  no  higher  or  other  duty,"  etc.,  became 
operative.  At  the  time  the  Acts  referred  to  were  passed  all 
«ugar  was  dutiable,  including  "  Sandwich  Island  sugar."  The 
discrimination  in  favor  of  the  Hawaiian  Islands  did  not  exist. 
The  law-makers  could  not  have  had  in  mind  the  provisions  of 
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the  Dominican  treaty.     All  sugar  was  taxable,  and,  therefore,, 
"all  sngar'*  was  indaded  in  the  statute.    In  other  words,  it 
eannot  be  said  that  Congress,  in  1870,  intended  to  annul  a 
provision  which  then  had  no  operative  existence,  and  could 
have  none,  unless  special  privileges  were,  in  the  future,  ac- 
corded to  some  other  nation.    If,  for  instance,  in  1867,  Con- 
gress had  passed  a  law  providing  that  if,  at  anj  time  there- 
after, Hawaiian  sugar  should  be  admitted  free,  Dominican 
sugar,  also,  should  be  so  admitted,  there  certainly  is  room  to 
doubt  whether  such  an  Act  would  be  repealed  or  affected  by 
the  subsequent  re-enactment  of  a  general  statute  imposing  a 
duty  upon  all  sugar,  Hawaiian  and  Dominican  included.     If 
after,  or  even  at  the  time  of,  the  Hawaiian  treaty,  Congresa 
had  imposed  a  duty  upon  Dominican  sugar,  or  generally  upon 
all  sugar,  excepting  ''  Sandwich  Island  sugar,"  the  argument 
that  the  law-making  power  intended  to  disregard  the  treaty 
obligations  ^ould  then  be  well  nigh  irresistible.     But  in  the 
Bartram  and  Whitney  cases  there  would  seem,  perhaps,  to  be 
some  force  in  the  proposition  that  the  annulling  or  sus- 
pending legislation  took  place  when  there  was  nothing  to* 
suspend  or  annul,  and  when   the  provisions  of  the  treaty 
could  not  have  been  present  to  the  minds  of  the  law-makers. 
Though  the  question,  in  this  respect,  may  not  be  free  from 
donbt,  it  is  entirely  clear  that  it  is  the  duty  of  this  Court  to- 
follow  the  law  as  settled  by  these  decisions.     It  is,  indeed, 
freely  conceded  that  they  are  controlling,  and  it  is  not  easy  to 
perceive  why  they  do  not  dispose  of  the  present  controversy. 
Leaving  out  of  view,  for  the  moment,  all  other  considera- 
tions, by  what  process  of  reasoning  can  the  Court  reach  a 
conclusion  favorable  to  the  plaintiffs,  and  at  the  same  time 
give  force  to  the  constmction  that  the  stipulations  of  the 
ninth  article  are  satisfied  when  no  unfriendly  discrimination 
is  made  against  the  products  and  mannfactnres  of  the  Domin- 
ican Republic  ?    Even  though  this  article  were  incorporated 
in  Kaeo  verba  in  the  Act  of  1883,  so  as  to  eliminate  all  ques-- 
tions  as  to  its  present  validity  and  operative  force,  it  wonld 
not  avail  the  plaintiffs.    If  the  rule  of  interpretation  in  Bar^ 
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tram  v.  Robertson  is  correct,  the  plaintifiEs  have  no  right  to 
complain  so  long  as  they  pay  no  higher  duty  than  is  im- 
posed apon  similar  importations  from  other  countries.  The 
situation  is  not  affected  by  the  one  exception  in  favor  of  the 
Hawaiian  Islands. 

In  other  respects,  too,  these  decisions  are  precedents  as 
controlling  of  a  cause  arising  since  the  Act  of  1883  as  prior 
thereto. 

The  only  new  element  in  the  case  at  bar  is  found  in  the 
provisions  of  the  eleventh  section  of  that  Act.     It  is  con- 
tended, that  by  this  leerislation  the  dormant  and  moribund 
features  of  the  treaty  were  revived,  strengthened  and  made 
operative.    I  cannot  think  that  the  Court  would  be  justified 
in  giving  to  the  broad  and  general  language  of  the  eleventh 
section    a  construction    so    radical    and    far-reaching.      At 
the  date  of  the  Act  Congress  found  the  Hawaiian  treaty  in 
full  operation — a  treaty  affecting  a  group  of  lonely  and  iso- 
lated islands  far  out  in  the  Pacific ;  a  treaty  by  the  terms  of 
which  the  United  States  permitted  certain  articles  to  enter 
our  ports  free,  upon  the  express  consideration,  however,  that 
the  island  ports  should  be  open  to  a  much  larger  number  of 
articles  the  growth  or  manufacture  of  this  country.    No  other 
similar  treaty  was  in  operation.     The  Courts  had  expressly 
decided  that  the  convention  with  the  Hawaiian  Islands  did 
not  set  in  motion  provisions  similar  to  the  one  in  question. 
If  not  annulled,  they  at  least  were  suspended  and  disntilized. 
Dominican  sugar  had  paid  duties  for  sixteen  years.     The  aim 
of  the  law-makers  was  to  preserve  unchanged  and  unimpaired 
the  existing  state  of  things.     It  is  hardly  supposable  that  it 
was  their  purpose  to  make  a  sweeping  change  in  the  law ;  to 
open  our  ports,  without  advantage  or  consideration,  to  the 
products  of  many  countries  ;  to  destroy  a  vast  source  of  rev- 
enue; and  to  encourage  fraud  by  making  the  Dominican 
Bepublic  the  dumping  ground  for  the  sugar  and  molasses 
of  the  West  Indies.      If  this  had   been  their  design,  they 
would  have  said  so  in  language  too  plain  and  unequivocal  to 
admit  of  doubt.     It  is  thought,  also,  that  there  is  force  in  the 
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propoBition,  thtit  the  provisions  of  the  ninth  article  of  the 
Dominican  treaty  amount  simply  to  an  agreement  between 
the  contracting  parties  not  to  discriminate  against  each  other 
in  the  future  by  unfriendly  legislation.  The  action  of  Con- 
gress is  necessary,  and,  until  such  action  is  had,  the  Courts 
must  follow  the  law  as  it  is  found  on  the  statute  books. 
{Taylor  v.  Morton,  2  CuHia,  454,  463.) 

The  questions  involved  in  this  controversy  are  of  such  in- 
terest and  importance  that  they  will,  doubtless,  be  presented 
for  final  settlement  to  the  Supreme  Court.  Under  existing 
law,  however,  it  is  not  possible  for  the  plain tiifs  to  recover. 
There  must,  therefore,  be  a  verdict  directed  for  the  defend- 
ant. 


Abraham  L.  Booart 

vs. 

The  Electbioal  Supply  Company.    In  Eqcttty. 

Where  an  attorney  is  required,  by  an  order  of  the  Court,  to  pay  the  coets  to 
which  his  client  was  unjustly  subjected,  growing  out  of  the  resiatanoe  of  the 
attorney  to  the  substitution  of  a  new  one,  the  payment  of  such  coets  may  be 
enforced  by  an  attachment  for  contempt  of  Court*  notwithstanding  the  aboli- 
tion of  imprisonment  for  debt 

(Before  Wallaoi,  J.,  Southern  District  of  New  York,  June  22d,  1886.) 

Wallace,  J.  Upon  further  consideration,  the  donbt  sug- 
gested, npon  the  argument  of  this  motion,  as  to  the  power' of 
the  Court  to  enforce  obedience  to  the  order  requiring  the  at- 
torney to  pay  the  costs  of  the  reference  to  the  master,  by  at- 
tachment, has  been  wholly  removed.  The  attorney  was  re- 
quired by  the  order  to  pay  the  costs  to  which  his  client  had 
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been  unjustly  subjected^  upon  his  application  for  leave  to 
substitute  a  new  attorney,  which  resulted  in  a  reference  to  a 
master,  and  a  decision  that  the  attorney  was  not  entitled  to 
further  compensation  than  he  bad  already  received.  He  has 
not  paid  the  costs.  Treating  the  present  application  as  though 
it  were  made  by  the  client,  the  plaintiff  in  the  suit,  instead  of 
the  master,  in  whose  behalf  it  is  really  made,  it  is  one  for  the 
exercise  of  the  summary  jurisdiction  possessed  by  Courts  over 
attorneys,  as  their  officers,  by  attachment,  when  the  profes- 
sional conduct  of  the  attorney,  in  a  cause  pending  before  the 
Court,  is  involved.  The  statute,  (§  725,  TJ.  S,  Jiev.  Stat.^) 
has  not  restricted  the  power  of  the  Court  to  punish  for  con- 
tempt any  officer  of  the  Court,  in  his  official  transactions,  or 
his  disobedience  of  any  lawful  order.  It  was  entirely  proper 
to  order  the  attorney  to  pay  the  costs  which  he  had  unneces- 
sarily imposed  upon  his  client,  and  a  decent  regard  for  the 
dignity  of  the  Court  requires  that  obedience  to  the  order  be 
compelled.  If  the  respondent  had  alleged  his  inability  to 
comply  with  the  terms  of  the  order,  such  an  excuse  would 
be  considered,  but,  in  the  absence  of  such  an  excuse,  the 
case  is  one  where  the  remedy  by  attachment  should  be  al- 
lowed. 

The  statutes  prohibiting  imprisonment  for  debt  have  no 
application  to  such  a  case.  The  Courts  have  always  allowed 
the  summary  remedy  of  an  attachment  to  compel  an  attor- 
ney to  observe  the  duties  incident  to  his  professional  rela- 
tions towards  his  client,  and  towards  the  other  officers  of  the 
Court ;  and  in  this  State  it  is  even  held  that  it  is  not  essential 
to  the  exercise  of  this  summary  remedy  that  the  transactions 
should  arise  out  of  a  suit  in  the  Court  or  in  reference  to  any 
legal  proceedings.  {Matter  of  Dakin^  4  Hill^  42 ;  Bowling 
Oreen  Savings  Bank  v.  Todd^  62  N.  3^.,  489 ;  Matter  of  H., 
87  iT.  r.,  521.) 

The  affidavits  on  the  part  of  the  respondent  indicate 
that  he  has  not  been  guilty  of  any  intentional  disobedience 
of  the  order,  but  rather  that  he  has  acted  upon  a  miscon- 
ception of  his  rights  and  duties.     An   attachment  will  be 
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iflsned  iioless  within  fifteen  days  he  pays  the  snm  heretofore 
ordered  to  be  paid,  as  taxed  by  the  Court. 

Walter  D.  JEdmonds^  for  the  plaintiff. 

Andrew  R.  H.  DatMon^  for  the  respondent. 


The  Brbbiuda. 

■ 

Where  a  bill  of  lading  declares  non-accoimtabilitj  of  the  carrier  for  jewelry, 
unlesB  ite  value  is  therein  declared  and  extra  freight  paid,  such  stipulation  !• 
a  reasonable  one,  and  concealment  by  the  shipper,  of  the  fact  that  a  package 
shipped  nnder  the  bill  of  lading  contains  jewelry,  is  an  imposition  on  the 
carrier,  and  destroys  the  claim  of  the  shipper  to  indemnity,  in  ease  of 
loss. 

(Before  Blatohtobd,  J.,  Eastern  District  of  New  York,  June  22d,  1886.) 

Blatchford,  J.  The  decision  of  the  District  Court,  dis- 
missing the  libel,  was  correct,  and  the  grounds  assigned  for  it 
were  proper.  (27  Fed,  Rep,^  476.)  There  was  a  special  ac- 
ceptance of  the  merchandise,  nnder  the  danse  in  the  bill  of 
lading  in  regard  to  non-accountability  for  gold  or  silver,  man- 
ufactured, plated  articles,  jewelry,  trinkets  and  watches,  con- 
tained in  any  package  or  parcel  shipped  under  the  bill  of  lad- 
ing, "  unless  the  valae  thereof  will  be  therein*  expressed,  and 
extra  freight,  as  may  be  agreed,  be  paid."  The  shippers  were^ 
in  view  of  that  clause,  substantially  guilty  of  imposition  on 
the  owners  of  the  vessel,  and  of  misrepresenting  the  iiatare  of 
the  articles,  within  the  rule  sanctioned  in  Hart  v.  Pennsyilr 
vania  Railroad  Co.^  (112  U,  &,  340,)  where  it  is  said :  "  If  the 
shipper  is  guilty  of  fraud  or  imposition,  by  misrepresenting 
the  nature  or  value  of  the  articles,  he  destroys  his  claim  to  in- 
demnity, because  he  has  attempted  to  deprive  the  carrier  of  the 
right  to  be  compensated  in  proportion  to  the  value  of  the  ar- 


JUNE,  1886.  565 


The  Beimacla. 


tide  and  the  conseqacnt  risk  assamed,  and  what  he  has  done 
has  tended  to  lessen  the  vigilance  the  carrier  would  otherwise 
have  bestowed.  2  Kenfs  Comm.^  693,  and  cases  cited ;  Re^f 
y.  liapp^  3  Watts  dk  Sargecmt^  21 ;  Dunlap  v.  International 
Steamboat  Co.,  98  J/flw.,  371 ;  Railroad  Co.  v.  Fraloff^  100 
JJ.  xJ?.,  24.*'  The  same  rule  was  applied  in  Oihbon  v.  Payn- 
toil,  (4  Burrow,  2,298  ;)  and  in  Batson  v.  Donovan,  (4  B.  dr 
A.,  21.) 

The  reasonableness  of  the  stipulation  in  the  bill  of  lading 
cannot  be  questioned,  for  it  is  authorized  by  section  4,281  of 
the  Bevised  Statutes,  which  declares  the  total  exemption  of 
the  carrier  from  liability  for  jewelry,  manufactured  gold  or 
silver,  watches,  trinkets  or  plated  articles,  contained  in  any 
parcel,  package  or  trunk,  laden  as  freight,  on  any  vessel,  unlesg^ 
at  the  time  of  the  lading  the  shipper  gives  written  notice  of 
the  true  character  and  value  thereof,  and  has  the  same  en- 
tered on  the  bill  of  lading ;  and  also  provides  that  when  the* 
value  and  character  are  so  notified  and  entered,  there  shall 
be  no  liability  beyond  such  value  or  otherwise  than  according 
to  such  character. 

Beasonable  stipulations  by  a  carrier  for  exemption  from 
responsibility  are  sanctioned  and  upheld.    {York  Co.  v.  Cen- 
tral  Railroad,  8  WalL,  107 ;   Mopress  Co.  v.  Caldwell,  21 
Wall.,  264.) 

The  libel  is  dismissed,  with  costs  to  the  claimant  in  the 
District  Court,  taxed  at  $44.46,  and  with  costs  to  it  in  this 
Court,  to  be  taxed. 


Lorenzo  UUo,  for  the  libellants. 
Wilhelmtie  Mynderee,  for  the  claimant. 
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Napoleon  Saront  vs.  William  J.  Ehrich  and  others. 

The  proprietor  of  a  copyrighted  photograph  cannot  recorer  from  an  infringer 
the  value  of  infringing  photographs  which  he  has  published  and  dreulated, 
and  which  have  passed  ont  of  his  possession. 

No  such  right  of  recovery  is  given  by  §  4,965  of  the  Revised  Statutes. 

<Before  Goxs,  J.,  Southern  District  of  New  York,  June  24th,  1886.) 

This  was  an  action,  tried  bj  the  Court,  without  a  jury,  to 
recover  $535,  the  value  of  70,000  lithographic  copies  of  a 
photograph  of  Oscar  Wilde,  copyrighted  by  the  plaintiflf. 
These  copies  were  printed  by  the  Burrow-Giles  Lithographic 
Company,  for  the  defendants,  and  published  and  circalated 
by  thetn.  Prior  to  the  commencement  of  this  action  they  had 
all  passed  out  of  the  possession  of  the  defendants. 

The  defences  are,  first,  that,  under  section  4,965  of  the 
Revised  Statutes,  the  actual  infringing  prints  can  alone  be  re- 
<5overed,  and  that  there  is  no  provision  of  law  by  which  the 
plaintiff  can  obtain  judgment  for  their  value ;  second,  that, 
after  the  distribution  by  the  defendants  as  aforesaid,  the 
plaintiff  commenced  an  action  against  the  Lithographic  Com- 
pany, and  recovered  the  money  value  of  all  copies  printed 
and  sold  by  it,  including  those  in  controversy ;  and  that  the 
judgment  entered  in  that  action  has  been  paid  and  is  a  bar  to 
a  further  recovery. 

Section  4,965  is  as  follows :  "  If  any  person,  after  the  re- 
cording of  the  title  of  any  map,  chart,  musical  composition, 
print,  cut,  engraving,  or  photograph,  or  chromo,  or  of  the  de- 
scription of  any  painting,  drawing,  statue,  statuary,  or  model 
or  design  intended  to  be  perfected  and. executed  as  a  work  of 
the  fine  arts,  as  provided  by  this  chapter,  shall,  within  the 
term  limited,  and  without  the  consent  of  the  proprietor  of 
the  copyright  first  obtained  in  writing,  signed  in  presence  of 
two  or  more  witnesses,  engrave,  etch,  work,  copy,  print,  pub- 
lish or  import,  either  in  whole  or  in  part,  or  by  varying  the 
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main  design  with  intent  to  evade  the  law,  or,  knowing  the 
same  to  be  so  printed,  published,  or  imported,  shall  sell  or 
expose  to  sale  any  copy  of  such  map  or  other  article,  as 
aforesaid,  he  shall  forfeit  to  the  proprietor  all  the  plates  on 
which  the  same  shall  be  copied,  and  every  sheet  thereof, 
either  copied  or  printed,  and  shall  further  forfeit  ono  dollar 
for  every  sheet  of  the  same  found  in  his  possession,  either 
printing,  printed,  copied,  published,  imported,  or  exposed  for 
sale  ;  and  in  case  of  a  painting,  statue,  or  statuary,  he  shall 
forfeit  ten  dollars  for  every  copy  of  the  same  in  his  pos- 
session, or  by  him  sold  or  exposed  for  sale ;  one-half  thereof 
to  the  proprietor  and  the  other  hhlf  to  the  use  of  the  United 
States." 

Ouernsey  Sachett  and  A.  T.  Ourlite,  for  the  plaintiff. 

Stine  dk  Caiman  and  2>.  Caiman^  for  the  defendants. 

Coze,  J.  The  section  in  question  must  be  strictly  con- 
strued. {Backus  V.  Oould^  7  IIow.^  798.)  Ko  authority  has 
been  cited  to  sustain  the  proposition,  that,  when  the  piratical 
prints  are  out  of  the  possession  and  beyond  the  control  of  the 
infringer,  the  proprietor  of  the  copyright  can  recover  of  him 
their  value,  in  an  action  at  law.  It  would  require  an  exceed- 
ingly strained  construction,  almost  a  distortion,  of  the  Act,  to 
make  it  fit  the  present  circumstances.  It  is  no  answer  to  say 
that  the  remedy  provided  by  law  is  ineffective ;  that  the 
wrong-doer  may  escape  the  consequences  of  his  infringement; 
that  the  opportunity  for  redress  diminishes  in  proportion  to 
the  success  of  the  infringement,  and  ceases  wholly  when  the 
wrong  is  fully  consummated.  These  arguments  might,  with 
great  propriety,  be  addressed  to  the  law-making  power,  and 
Congress  could,  perhaps,  be  induced  to  render  effectual,  by  a 
few  simple  amendments,  provisions  which,  in  their  present 
form,  are  so  obviously  defective  and  inadequate.  With  these 
considerations,  however,  the  Courts  have  nothing  to  do.  They 
must  deal  with  the  law  as  it  is ;  not  as  it  ought  to  be. 
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But,  even  though  the  statute  should  be  construed  in  so- 
•cordance  with  the  plaintiflPs  eontentioD,  it  is  not  easy  to  aee 
why  the  proposition  advanced  by  the  defendants,  that  he  haa 
already  recovered  the  value  from  the  Lithographic  Company, 
and  cannot,  therefore,  recover  it  again,  is  not  well  founded. 

The  defendants  are  entitled  to  judgment,  but,  according 
to  the  terms  of  the  stipulation,  it  should  be  without  costs. 


The  Trot  Laundry  Maohinery  Company  and   Thomas  8. 

Wtlbs 

Lyman  S.  Bunnell.  In  Equht. 

Letters  patent  No.  268,394,  granted  to  Thomas  S.  Wyles,  May  23d,  1S8S,  lor 
machinery  for  folding  aod  curling  collars,  are  void  for  want  of  Invention. 

Prior  structures  did  not  embody  the  identical  combination  of  any  claim  of  the 
patent ;  but  the  patentee  combined  features  existing  in  prior  patents,  learing 
to  each  the  same  functions  and  modes  of  operation,  no  feature  oontiibutiiig 
any  new  function  or  mode  of  operation  to  any  other. 

{Before  Wallaob,  J.,  Northern  District  of  New  York,  June  26th,  1886.) 

Wallaoe,  J.  The  complainants  allege  infringemeut  of 
letters  patent  No.  258,334,  granted  to  Thomas  S.  Wyles,  May 
23d,  1882,  for  machinery  for  folding  and  carling  collars.  The 
defendant,  besides  denying  infringement,  relies  upon  the  want 
of  novelty  in  the  patented  invention. 

The  object  of  the  invention  is  to  dispense  with  the  hand 
labor  of  folding  and  carling  linen  or  cotton  collars  after  they 
have  been  starched  or  partially  folded,  and  to  snbstitate  mech- 
anism by  which  starched  and  partially  ironed  collars,  having 
the  curved  fold-line  moistened,  can  be  accurately  folded, 
eorled  and  dried  progressively,  from  end  to  end. 
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'  The  machine  described  in  the  specification  consists  of  a 
feeding  guide  E,  two  rollers  B  and  0,  and  a  carling  guide  G. 
The  feeding  guide  serves  to  introduce  and  direct  a  partially 
folded  collar  between  the  two  rollers.  The  rollers  are  sup- 
ported, rotated  and  pressed  together  by  any  suitable  means. 
The  roller  B  is  of  much  greater  diameter  than  the  roller  C. 
The  collar  feeding  surface  of  the  roller  B  is  made  elastic,  a 
tight  layer  of  felt  covered  with  muslin  being  commonly  used 
to  give  it  this  quality.  The  roller  C  is  of  metal,  with  a  hard 
smooth  surface,  and  is  adapted  to  be  artificially  heated.  The 
<;urling  guide  is  concavely  curled,  with  its  concave  surface 
in  the  form  of  a  section  of  a  hollow  cone.  In  operation,  the 
<^llar,  partly  folded  and  having  the  curved  fold-line  moist- 
ened, is  placed  in  the  feeding  guide  E,  which  is  inclined  to 
the  plane  of  contact  between  the  two  rollers,  is  introduced  by 
the  feeding  guide  between  the  rollers,  and,  by  their  action, 
is  pressed  and  dried,  retaining  a  curved  shape  until  it  issues 
from  between  them  into  the  curling  guide  O,  and  is  directed 
in  a  spiral  course,  by  the  form  of  the  curling  guide,  away  from 
the  point  where  it  enters  from  between  the  rollers,  and  dis- 
<3harged  in  a  curved  shape. 

The  patentee  refers,  in  his  description,  to  two  prior  pat- 
ented machines,  as  follows :  '^  United  States  patent  No. 
57,308  shows  and  describes  a  machine  for  molding,  turning  or 
fiaring  outward  the  fold  portion  of  a  folded  paper  collar,  by 
the  combination  and  arrangement  of  a  concave  roller,  a  con- 
vex roller,  a  guide  to  direct  the  folded  collar  between  the 
rollers  and  bend  it  towards  the  concave  roller,  and  another 
guide  to  receive,  bend  and  direct  the  collar  as  it  issues  from 
between  the  rollers ;  but  that  patent  does  not  show,  describe 
or  mention  any  roller  having  an  elastic  yielding  or  cloth-cov- 
ered surface,  nor  any  means  whatever  for  heating  one  of  the 
rollers.  Consequently,  that  machine  was  not  capable  of  fold- 
ing, drying  and  curling  a  partly  folded  starched  and  ironed 
eollar,  having  a  moistened  fold-line,  and  that  particular  com- 
bination and  arrangement  of  the  two  guides  of  the  concave 
and  convex  rollers  would  not  produce  the  plain  fold  required 
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in  starched  and  ironed  collars  having  curved  fold-lines. 
United  States  patent  No.  173,096  shows  and  describes  a  plain 
clothed  roller  combined  with  a  plain  hard  roller  of  less  diam- 
eter than  the  clothed  roller,  and  means  for  supporting  and 
rotating  the  rollers,  pressing  one  against  the  other  by  a  yield- 
ing force,  and  heating  the  hard  roller,  but  without  any  folding- 
and  curling  guides,  so  that  that  machine  could  not  accurately 
fold  and  curl  partly  folded,  starched  and  ironed  collars  having 
curved  lines  of  fold." 

The  claims  of  the  patent  are  as  follows :  "1/  The  combi- 
nation with  the  rollers  B  C,  of  the  folding  guide  £  and  the 
curling  guide  G,  in  the  form  of  a  section  of  the  inner  surface 
of  a  hollow  cone,  and  arranged  in  respect  to  said  rollers  and 
folding  guide  substantially  as  described.  2.  The  combination 
with  the  roller  B,  having  a  covering  of  cloth,  hard  roller  C, 
and  means  substantially  as  set  forth  for  heating  said  hard 
roller,  of  the  folding  guide  E  and  curling  guide  G,  both  ar- 
ranged in  respect  to  said  rollers  with  each  other  substan- 
tially as  described." 

The  proofs  shyw  that  machines  for  folding  paper  collars^ 
known  as  the  '^  Churchill  machine,"  had  been  in  public  and 
extensive  use  as  early  as  1870,  which  embodied  the  parts  of 
the  combination  of  the  patented  machine,  except  that  neither 
of  the  rollers  was  elastic  or  was  adapted  to  be  artiliciallj 
heated.  This  machine  was  a  modification  of  that  described 
in  letters  patent  No.  57,308,  referred  to  in  the  specification  of 
the  complainants'  patent.  Letters  patent,  granted  May  Slst^ 
1881,  to  Richard  H.  Gardner  and  John  W.  Gardner,  and,, 
March  8th,  1881,  to  James  G.  Crawford,  have  also  been  put 
in  evidence  by  the  defendant,  as  anticipations  of  the  com- 
plainants' patent.  The  first  of  these  patents  describes  a 
machine  known  as  the  "  Gardner  collar  shaper,"  which  com- 
bines a  metallic  roller  with  a  larger  elastic  roller,  but  has  no 
feeding  or  curling  guide,  and  neither  roller  is  adapted  to 
be  heated.  The  second  of  these  patents  describes  a  machine 
for  folding  and  shaping  collars  and  cuffs,  which  combines  a 
feeding  device  with  three  rollers,  two  of  which  are  designed 
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to  be  elastic  and  the  other  a  hard  roller  artificially  heated. 
This  patent  does  not  contain  a  hint  of  a  curling  guide. 
The  defendant  has  attempted  to  show  that  a  curling  guide 
was  used  with  machines  constructed  under  this  patent,  and 
that  the  machines  with  the  curling  guides  were  in  public  use 
prior  to  the  date  of  the  actual  invention  of  Wyles ;  but  the 
proofs  fail  to  show  this  satisfactorily. 

A.11  the  machines  thus  described  in  prior  patents,  or  shown 
to  have  been  in  public  use  prior  to  the  invention  of  Wyles, 
differ,  in  details  of  construction,  from  the  machine  of  the 
complainants'  patent;  and  none  of  them  embody  the  identical 
combination  of  either  claim  of  the  patent,  except  the  Churchill 
machine.  That  machine  contains  the  combination  of  the  first 
claim,  in  which  an  elastic  roller  or  a  roller,  having  a  covering 
of  dotli,  is  not  an  element. 

Although  no  one  of  the  prior  patents  or  machines  is  suf- 
ficient alone  to  negative  the  novelty  of  the  second  claim,  con- 
sidered together,  and  in  connection  with  the  machines  referred 
to  in  the  specification  of  the  patent,  as  illustrating  the  prior 
state  of  the  art,  they  are  sufficient  to  defeat  this  claim  and  au- 
thorize the  conclusion  that  the  combination  did  not  involve 
invention.  What  Wyles  really  did  was  to  combine  the  parts 
of  the  inventions  described  in  patents  No.  67,808  and  No. 
173,096,  into  one  machine,  making  the  necessary  modifica- 
tions in  details  of  construction  and  arrangement,  to  insure 
their  efficient  co-operation.  He  selected  the  plain  clothed 
roller  and  plain  hard  roller,  adapted  to  be  heated,  of  patent 
No.  173,096,  and  combined  with  them  the  feeding  guide  and 
curling  guide  of  patent  No.  57,3Q8,  introducing  such  changes 
in  the  form  of  the  guides  as  had  previously  been  made  and 
used  in  the  Churchill  machine,  and  in  the  form  and  material 
of  the  rollers  as  had  been  shown  in  the  machine  of  the 
patent  to  the  Gardners.  In  the  machine  of  the  patent,  the 
two  rollers  perform  the  same  functions  and  have  the  same 
.mode  of  operation  as  those  in  the  machine  of  the  patent 
No.  173,096;  while  the  feeding  guide  and  curling  guide 
perform  the  same  functions  and  have  the  same  mode  of  oper- 
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ation  as  those  in  the  machine  of  patent  No.  57,308  and  in  the 
Churchill  machine. 

It  is  not  invention  merely  to  bring  old  deyicee  into  sach 
juxtaposition  as  will  allow  each  to  work  out  its  own  effect, 
without  contribating  any  new  function  or  mode  of  operation 
to  the  other.  This  is  all  that  has  been  done  in  the  machine 
of  the  patent.  It  may  involve  invention  to  make  changes 
or  modifications  in  parts  which  were  substantially  old,  in 
order  so  to  combine  them  as  to  effect  their  efficient  co-op- 
eration. Where  such  changes  constitute  the  invention,  the 
claims  of  the  patent  must  be  carefally  limited,  either  by  ex- 
press terms  or  by  fair  construction,  to  the  precise  improve- 
ment which  is  the  subject  of  the  invention.  An  attempt  has 
been  made  to  do  this  in  the  present  patent,  by  making  a 
curling  guide  of  a  peculiar  form  a  constituent  of  the  first 
claim,  and  a  roller  having  a  covering  of  cloth,  or  what  is 
substantially  an  elastic  roller,  a  constituent  of  the  second 
claim.  As  has  been  stated,  neither  of  these  constituents  is 
new  as  a  modification  of  an  old  part  which  had  been  applied 
to  the  same  use. 

The  bill  is,  therefore,  dismissed. 

William  II.  King^  for  the  plaintiffs. 
Wa/rd  cfe  Cameron^  for  the  defendant. 


William  M.  Onderdonk 
BiOHARD  P.  Smith  and  Willl/lm  K.  Souther. 

A  person  who,  though  not  owning  a  pier  and  its  adjoining  slip,  has  the  exdnsiTe 
priTilege  of  using  them  to  ship  coal,  is  not  liahle  to  the  owner  of  a  barge  loaded 
there  with  ooal,  for  damages  to  the  barge  caused  by  her  settUng  down,  at  low 
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water,  on  a  spile  in  the  bottom  of  the  slip,  although  the  ezlstence  of  the  spile 
and  its  dangerous  character  were  known  to  snch  person,  where  the  barge,  of 
her  own  accord,  remained  in  the  slip  for  5  hoars  after  she  was  loaded,  instead 
of  departing. 

(Before  Wallaok,  J.,  Soathem  District  of  New  York,  June  SOth,  1886.) 


Wallaob,  J.  The  District  Court,  (21  Fed.  Rep.,  588,) 
awarded  damages  to  the  libellant  for  the  injuries  to  the  scow 
barge  and  her  cargo,  occasioned  by  the  sinking  of  the  barge 
in  consequence  of  being  punctured  by  a  spile  which  pro- 
jected from  the  bottom  of  the  slip,  and  directly  under  the 
place  where  the  barge  had  taken  her  cargo.  The  defendants 
have  appealed. 

Although  the  appellants  were  not  the  owners  or  lessees  of 
the  pier,  and  were  under  no  obligation,  as  between  themselves 
and  the  owners,  to  make  repairs  or  remove  any  obstruction  in 
the  slip,  inasmuch  as  they  enjoyed  the  exclusive  privilege  from 
the  owners  of  using  the  pier  and  the  adjoining  slip  for  ship- 
ping their  coal,  and  had,  to  that  extent,  the  control  and  occu- 
pation of  the  premises,  they  assumed  the  duty  towards  those 
whom  they  invited  there  for  the  transaction  of  business  not 
to  expose  them  to  hazard  from  any  defects  in  the  condition  of 
the  premises,  known  to  themselves,  or  which  by  the  use  of 
reasonable  diligence  should  have  been  known.  Their  super- 
intendent knew,  and  they  were,  therefore,  chargeable  with 
notice,  of  the  existence  of  the  spile,  because,  about  three 
weeks  before  the  occasion  in  question,  another  boat,  the 
Getman,  while  lying  at  the  same  place,  was  struck  by  the 
same  spile.  On  that  occasion,  the  Getman  had  taken  on 
her  cargo  in  the  morning,  the  loading  having  been  completed 
by  eleven  o'clock,  but  no  tug  came  to  take  her  away ;  and 
she  remained  there  until  half-past  two  o'clock  p.  m.,  the  tide 
in  the  meantime  going  down  until  it  was  somewhat  more 
than  half  ebb,  when  she  struck  this  spile.  Her  captain  suc- 
ceeded in  getting  her  off  without  serious  injury,  but  the  at- 
tention of  the  appellants'  superintendent  was  called  to  the 
occurrence. 
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If  the  SCOW  had  been  injured  by  this  obstruction  while  be- 
ing loaded  at  the  pier,  or  while  going  to  it  or  away  from  it, 
in  the  proseeation  of  the  business  which  called  her  there,  the 
case  of  the  libellant  would  be  clear.  But  the  evidence  is,  that 
her  loading  was  completed  at  half-past  four  o'clock  in  the 
afternoon,  when  the  water  was  a  little  below  high  tide,  and 
the  accident  happened  about  half-past  nine  in  the  evening, 
when  the  tide  was  low  ebb ;  and  that,  if  the  scow  had  been  re- 
moved from  the  place  where  she  was  loaded  within  a  reason- 
able time  after  the  loading  was  completed,  she  would  not  have 
been  injured.  When  the  tide  went  out,  the  scow  settled  down 
upon  the  spile,  which  projected  about  a  foot  from  the  bottom 
of  the  slip,  and  sufficiently  far  to  puncture  the  boat  at  that 
condition  of  the  water.  The  place  was  entirely  safe  under 
ordinary  circumstances,  notwithstanding  the  existence  of  the 
spile.  The  captain  of  the  Getman  testifies,  that  he  had 
loaded  his  boat  there  forty  times  without  discovering  the  spile, 
and,  although  boats  were  being  constantly  loaded  there,  there 
is  no  evidence  that  any  of  these  had  ever  encountered  the 
spile  except  the  Getman.  It  was  only  when  the  tide  was  at 
half  ebb,  or  when,  owing  to  some  other  cause,  the  water  was 
low  in  the  slip,  that  the  place  was  not  safe. 

According  to  the  usual  course  of  business,  the  master  of 
the  scow  should  have  hauled  her  away  from  the  place  where 
she  was  being  loaded  when  the  cargo  was  fully  delivered,  to 
make  way  for  other  boats.  Indeed,  he  had  been  expressly 
directed  by  the  defendants'  superintendent,  to  move  out  of 
the  berth  when  loaded,  because  another  boat  was  expected  to 
come  in  that  afternoon.  The  master  of  the  scow  subsequently 
ascertained  from  the  master  of  the  other  boat,  that  the  latter 
did  not  intend  to  begin  loading  that  night,  and,  assuming, 
doubtless,  that  there  was  no  necessity  for  moving  his  boat 
away,  as  the  other  boat  was  not  to  be  hauled  in,  took  the  re- 
sponsibility of  permitting  his  boat  to  remain  at  the  pier.  He 
testifies,  that  he  asked  permission  of  the  defendants'  superin- 
tendent, to  allow  his  boat  to  remain  there  over  night,  and  that 
the  superintendent  consented ;  but  in  this  he  is  contradicted 
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by  the  superintendent ;  and  the  latter's  testimony  is  measura- 
bly corroborated  by  other  testimony. 

The  only  liability  of  the  defendants  grows  out  of  their 
duty  arising  from  their  implied  invitation  to  others  to  use 
the  pier  for  the  transaction  of  the  business  to  which  the  pier 
.was  appropriated.  Their  invitation  was  spent  when  the  boat's 
business  at  the  pier  was  finished  and  a  reasonable  time  had 
elapsed  to  enable  her  to  move  away.  After  that  she  remained 
there  at  her  own  risk.  It  is  not  necessary  to  hold  that  she 
was  there  against  the  permission  of  the  defendants,  and, 
therefore,  a  wilful  trespasser;  but,  assuming  that  she  was 
there  without  having  obtained  the  permission  of  the  defend- 
ants' saperintendent,  the  defendants  were  not  ander  any  obli- 
j^tion  to  concern  themselves  for  her  protection.  Under  such 
circumstances,  the  law  imposed  no  duty  upon  the  defendants 
except  the  general  duty  which  every  man  owes  to  others  to 
do  them  no  intended  wrong  or  injury. 

The  case  is  quite  analogous  to  that  of  Morgan  v.  Penn- 
^Ivania  Railroad  Co,^  decided  in  this  Court,  (19  Blatchf,  C\ 
C.  jB.,  239.)  There  the  plaintiff,  while  crossing  the  grounds 
of  the  defendant,  fell  into  an  unprotected  pit  and  was  injured. 
He  had  often  crossed  there  before  and  others  had  done  so.  It 
was  held  that  there  was  no  invitation,  and,  therefore,  that  the 
defendant  was  not  liable  for  the  injury. 

Owners  of  private  property  are  not  responsible  for  inju- 
ries caused  by  leaving  a  dangerous  place  unguarded,  when 
the  person  injured  was  not  on  the  premises  by  permission, 
or  on  business  or  other  lawful  occasion,  and  had  no  right 
to  be  there.  One  who  thus  uses  another's  premises  cannot 
oomplain  if  he  encounters  unexpected  perils.  (Sounsell  v. 
Smyth,  7  0.  J?.,  iT.  S.,  731 ;  Bolch  v.  Smith,  7  Hurl.  <&  iT., 
736 ;  Oautret  v.  Egerton,  Z.  R.,  2  C.  P.,  371 ;  Nicholson  v. 
Erie  Railway  Co.,  41  N.  F.,  625  ;  SuUon  v.  N.  JT.  C.  R.  R. 
Co.,  66  N.  y.,  243 ;  Johnson  v.  Boston  i&  Maine  R.  R.,  126 
Mass.,  75  ;  Bargreaves  v.  Deacon,  25  Mich.,  1 ;  Pittsburgh, 
dkc.  V.  Bingham,  29  Ohio  St.,  364  ;  Parker  v.  Portland  Pub- 
lishing Co.,  69  Maine,  173.) 
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The  libel  is  dismiBsed,  with  coBts  of  the  District  Court  and 
of  this  Court. 

«/.  A.  Hyland^  for  the  libellant. 

George  Bethune  Smithy  FranJdin  A.  Wilcox  and  Charles 
W.  Brooke^  for  the  respondents. 


Edward  A.  Rackett 
Joseph   Sticknet  and  others. 

A.,  through  a  broker,  agreed  with  B.  to  carry  a  cargo  of  coal  for  him,  on  ft 
yeesel,  B.  to  deliver  the  coal  to  the  vessel  on  a  specified  day.  Afterwards, 
B.  gave  to  the  master  of  the  vessel,  in  the  presence  of  the  broker,  a  written 
order  to  the  agent  of  B.  to  load  the  vessel.  Under  the  signature  of  B.  to  the 
order  was  a  statement  that  the  order  was  taken  by  the  captain  sabject  to  the 
condition  that  no  liability  for  demurrage  should  be  incurred  by  B.  for  any 
delay  in  the  loading,  such  delay  to  be  borne  by  the  vessel.  The  master  de- 
livered the  order  to  the  agent  of  B.  without  reading  the  condition.  In  a  sait 
by  A.  against  B.  to  recover  for  demurrage  in  not  delivering  the  cargo  to  the 
vessel  by  the  day  specified :  Heldy  that,  in  the  absence  of  actual  knowledge 
by  A.  or  the  broker,  or  the  master,  of  the  terms  of  the  condition,  A.  wae 
entitled  to  recover. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  July  Ist,  1886.) 

Wallace,  J.  The  libellant,  through  a  broker,  made  an 
agreement  with  the  defendants,  November  13th,  1884,  to 
carry  a  cargo  of  coal,  on  the  schooner  Ireland,  for  them, 
from  Sonth  Amboy,  N.  J.,  to  Boston,  at  a  specified  freight. 
The  defendants'  office  was  in  New  York  city,  where  the  con- 
tract was  made.  They  promised  that  the  cargo  should  be  de- 
livered on  the  17th  day  of  November.    The  master  of  the 
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schooner  was  present  at  the  time  of  the  negotiations.  After 
the  terms  were  agreed  upon,  the  defendants,  in  the  presence 
of  the  broker,  handed  the  master  an  order,  directed  to  their 
shipping  agent  at  South  Amboy,  instructing  the  latter  to  load 
the  schooner  with  coal,  stating  the  name  of  the  consignee  and 
the  rate  of  freight,  and  directing  him  to  make  an  advance 
when  the  schooner  was  loaded.  The  terras  of  the  order 
were  written  into  a  printed  blank,  which,  below  the  signature 
of  the  defendants,  contained  the  following :  "  This  order  is 
taken  by  the  captain  subject  to  the  conditions  printed  on  the 
back  hereof,"  On  the  back  was  the  following  endorsement : 
"No  liability  for  demurrage  or  other  charges  shall  be  in- 
curred by  Stickney,  Conyngham  &  Co.,  (the  defendants,)  the 
cargo,  or  consignee  thereof,  for  any  delay  in  the  loading ; 
such  delay  to  be  borne  by  the  vessel  or  boat."  The  master 
took  the  order  without  reading  the  conditions  and  delivered 
it  to  the  defendants'  shipping  agent.  The  schooner  was  de- 
tained by  the  delay  of  the  defendants  three  days  after  the 
17th,  the  defendants  not  being  prepared  to  deliver  the  cargo. 
The  District  Court  decreed  for  the  libellant  for  three  days 
demurrage  and  the  defendants  have  appealed. 

The  appellants  rely  upon  the  defence  that  there  was  a 
special  contract  between  themselves  and  the  libellant,  where- 
by they  were  to  incur  no  liability  to  the  libellant  for  any  de- 
lay in  loading  the  schooner,  the  delivery  to  and  acceptance 
by  the  master  of  the  order  with  the  condition  on  its  back 
constituting  such  special  contract. 

As  the  order  was  delivered  to  the  master  in  the  presence 
of  the  broker,  the  case  may  be  considered  as  though  the  order 
had  been  delivered  to  the  broker  himself,  and  is  thus  relieved 
of  any  question  as  to  the  authority  of  the  captain  to  modify 
a  contract  which  had  been  concluded  between  the  libellant 
and  the  defendants.  The  real  question  then  is,  whether  an 
assent  on  the  part  of  the  libellant  to  a  contract  difEeriug  from 
'that  which  had  previously  been  made  between  the  parties 
is  to  be  presumed  from  the  acceptance  of  the  (jrder  contain- 
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ing  the  restrictive  conditions  as  to  the  liability  of  the  de- 
fendants. 

Assent  is  conclosiyely  presumed  where  a  unilateral  instra- 
ment,  such  as  a  deed  or  policy  of  insurance,  is  delivered  by 
one  of  the  parties  to  and  accepted  by  the  other,  as  the  re- 
sult of  verbal  negotiations.  So,  also,  it  is  ordinarily  presnnaed 
where  a  shipper  takes  from  a  carrier  a  bill  of  lading  or  re- 
ceipt expressing  the  conditions  of  the  reception  and  trans- 
portation of  the  goods,  which  is  his  only  voucher  and  evidence 
of  the  liability  of  the  carrier.  Under  such  circumstances, 
the  verbal  negotiations  are  merged  in  the  written  paper, 
which  must  be  taken  as  the  evidence,  and  the  only  evidence, 
of  the  final  and  deliberate  agreement  of  the  parties,  except 
when  fraud  or  mistake  is  shown ;  and  mistake  can  only  be 
shown  as  the  ground  of  equitable  relief  to  reform  the  con- 
tract. The  last  class  of  cases  is  not  without  exceptions,  as 
where  the  conditions  are  on  the  back  of  the  receipt.  (See 
Railroad  Co.  v.  Mfg.  Co.^  16  WaU.^  318 ;  Ayres  v.  Western 
R.  R.  Co.y  14  Blalohf.  G.  C.  -ff.,  14 ;  Henderson  v.  Stevenr 
sorij  L.  R.y  2  8c.  <&  Div.  App.y  470.)  There  is  another  class 
of  cases,  in  which  a  party  seeks  to  relieve  himself  from  the 
obligations  of  an  implied  contract  with  another,  or  to  supple- 
ment the  terms  of  an  express  contract,  by  the  force  of  printed 
or  written  regulations  or  notices.  Notices  or  regulations 
made  by  those  exercising  a  public,  or  quasi  public,  employ- 
ment, like  carriers,  express  companies,  telegraph  companies, 
and  savings  banks,  are  familiar  illustrations.  In  these  cases, 
the  question  always  is,  wliether  knowledge  of  the  notice  or 
regulation  has  been  brought  home  to  the  other  contracting 
party.  The  inference  that  it  has  been  is  sometimes  irre- 
sistible, from  the  circumstances  of  the  transaction  out  of 
which  the  contract  originated.  Thus,  where  the  sender  of 
a  message  by  a  telegraph  company  writes  his  message  upon 
blanks  furnished  to  him  by  the  company,  containing  the  con- 
ditions upon  which  the  latter  undertakes  to  act,  the  Courts 
have  held,  that,  by  delivering  the  message,  the  sender  assents 
to  the  conditions  specified.     ( Young  v.  W.  U.  T.  Co.^  65  N. 
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r:,  163  ;  Wolf  V.  W,  U.  T.  Co.,  62  Penn.  St.,  88.)  So,  also, 
where  a  depositor  in  a  savings  bank,  at  the  time  of  making 
his  deposit,  receives  from  the  bank,  and  retains,  a  pass-book 
containing  printed  conditions  authorizing  the  bank  to  pay 
the  deposit  to  any  one  producing  the  pass-book,  it  is  held 
that  the  depositor  assents  to  the  conditions,  as  a  part  of  the 
contract.  (SchoenwaM  v.  Metropolitan  Savings  Bamk,  67 
N.  r.,  418.) 

The  authorities  fall  short,  however,  of  supporting  the 
proposition,  that  assent  is  to  be  implied,  as  a  matter  of  law,  to 
the  modification  of  a  contract  which  has  been  concluded 
verbally,  by  the  acceptance  by  one  party  from  the  other  of  an 
order  directed  by  the  latter  to  his  own  agent,  which  is  to  be 
delivered  to  the  agent  and  retained  by  him.  The  order  was 
a  letter  of  instructions  from  the  defendants  to  their  own 
agents.  The  libellant's  broker  had  no  reason  to  assume  that 
he  was  expected  to  study  its  terms.  It  was  delivered  to 
him,  or  to  the  master  of  the  schooner,  not  to  be  retained  by 
him  as  evidence  of  the  verbal  contract,  but  to  be  transmitted 
to  the  defendants'  agent,  for  his  information.  Treating  it  as 
a  voucher  that  the  master  was  to  receive  a  cargo  of  coal  from 
the  defendants'  agent,  the  master  could  not  be  expected  to  as- 
sume that  it  was  intended  to  qualify  the  promise  of  the  de- 
fendants that  the  cargo  should  be  ready  for  delivery  upon  a 
specified  day.  A  somewhat  analogous  ease  is  that  where  a 
ticket  is  accepted  by  a  railway  passenger,  which  is  to  be  held 
by  him  until  delivered  to  the  conductor,  as  evidence  of  the 
payment  of  his  fare.  The  passenger's  assent  to  a  special  con- 
tract limiting  the  liability  of  the  railway  company  respecting 
his  baggage  is  not  to  be  implied  from  the  circumstance  that 
there  is  a  notice  to  that  effect  printed  on  the  back  of  the 
ticket.  Actual  knowledge  of  the  terms  of  the  notice  must  be 
brought  home  to  the  passenger ;  and  his  acceptance  of  the 
ticket  is  only  evidence  for  the  jury  of  such  knowledge. 
{Brow7i  v.  Eastern  H,  H.  Co.,  65  Mass.,  97.) 

There  is  evidence  to  which  it  is  not  important  to  refer, 
tending  to  show  that  the  libellant's  broker  and  the  master  of 
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the  schooner  were  aware  that  similar  orders  to  the  one  given 
here  contained  printed  conditions  in  substance  like  those  on 
this  order.  But  the  witnesses  were  examined  before  the  Dis- 
trict Judge,  and,  after  a  full  opportunity  to  judge  of  their 
credibility,  he  came  to  the  conclusion  that  they  were  not  aware 
that  the  order  in  question  contained  such  conditions.  His 
judgment  on  this  subject  should  be  accepted  as  correct. 

The  decree  of  the  District  Court  is,  therefore,  affirmed^ 
with  interest  and  costs. 

FramMin  A.  WUooXy  for  the  plain tiflE. 

Hyland  <&  Zairiskie,  for  the  defendants. 


APPENDIX. 


I. 

RCLES. 

[The  Bules  ot  tne  Circuit  Court  ot  the  United  States  torihe  District  of  Vermont 
were  revised  at  May  Term.  1866.  The  only  changes  made  In  the  former  Rules,  as 
printed  In  *'  Blatchford's  Rules,"  pages  711  to  788,  were  In  Rules  6, 12, 14, 81,  as,  and  88, 
and  in  the  addition  ot  a  new  Rule,  5A.  Such  changes  and  addition  are  Indicated  below, 
the  new  matter  being  in  italic] 

Hule  6. 

AW  notices  shall  be  in  writing,  and  shall  be  served  on  the  attorney,  proctor 
or  solicitor,  or  party  in  the  cause,  either  personally  or  by  leaylng  the  same  at 
his  last  and  usual  place  of  abode  in  the  hands  of  some  discreet  person,  or  hy  mail 
addrested  to  Mm  at  his  itsual  Pott  Office  addrest ;  but  when  the  object  is  to  bring 
the  party  into  contempt,  the  sendee  shall  be  personal  unless  otherwise  ordered 
by  the  Court.  And  no  service  by  notice  or  paper  in  the  ordinary  proceedings 
in  a  cause  shall  be  required  to  be  made  on  a  defendant  who  has  not  appeared 
therein. 

Rule  12. 

In  cases  under  tecHon  788  Revited  Staiuiet  of  the  United  SUxtet  in  which  per- 
sonal service  of  process  has  not  been  made  by  reason  of  the  absence  of  the  party 
to  be  served,  from  the  district,  notice  may  be  giyen  him  to  appear,  by  publica- 
tion in  such  paper,  and  such  manner  as  the  Court  or  a  judge  thereof  may  order. 

Huld    14. 

The  appearance  of  the  defendant  in  person,  or  by  an  attorney  of  this  Court, 
residing  toithin  the  dittriet,  shall  be  entered  on  the  docket  on  the  first  day  of  Ihe 
term,  at  which  he  is  required  to  appear,  but  for  special  cause  the  Court  may  per- 
mit an  appearance  to  be  entered  at  a  later  day  in  the  term. 

Bute  21. 

In  all  cases  continued,  the  defendant  shall  plead  or  demur  within  forty  [in- 
stead of  "  sixty "  ]  days  after  entering  hie  appearance  therein,  and  the  plaintiff 
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shall  reply  or  demur  within  thirty  days  thereafter,  and  bo  on  nntil  the  pleadiogs 
are  closed.  Copies  of  all  pleadings  shall  be  served  on  the  attorney  of  the  adverse 
party,  (or  on  the  party  himself  if  he  haye  no  attorney,)  by  depositing  the  same 
in  the  post  office  properly  addressed,  postage  paid.  Dilatory  pleas  shall  be  filed 
before  noon  of  the  second  day  of  the  term,  and  the  plaintiff  may  reply  within  a 
time  to  be  allowed  by  the  Court. 

Rule  25. 

Applications  made  by  a  party  in  pursuance  of  aeeticn  724  of  the  Revised  Sial- 
u^  of  the  United  States,  [instead  of  "the  fifteenth  section  of  the  judicial  act,*  ] 
to  require  the  opposite  party  to  produce  books  and  writings,  must  be  made  upon 
petition,  verified  by  affidavit,  setting  forth  plunly  the  facts  and  circumstances 
upon  which  the  application  is  founded ;  and  in  such  petition,  or  in  the  affidavit 
thereto  subjoined,  it  mast  be  stated  that  the  books  or  writings,  the  production 
whereof  is  sought,  are  not  in  the  possession  nor  under  the  control  of  the  peti- 
tioner, and  that  he  is  advised  by  his  counsel,  and  verily  believes  that  the  pro- 
duction of  the  books  or  writings  mentioned  in  such  petition  is  necessary  to  en- 
able him  safely  to  proceed  in  the  prosecution  or  defence  (as  the  case  may  be)  of 
his  suit. 

Bule  33. 

If  the  party  omit  to  make  a  case  within  the  time  above  limited,  he  shall  be 
deemed  to  have  waived  his  right  thereto ;  and  when  a  case  is  made  and  the  par- 
ties shall  omit,  within  the  several  times  above  limited,  the  one  party  to  propose 
amendments  and  the  other  to  notify  an  appearance  before  the  judge,  they  shall 
respectively  be  deemed,  the  former  to  have  agreed  to  the  case  ss  prepared,  and 
the  latfler  to  have  agreed  to  the  amendments  as  proposed.  If  judgment  has  been 
rendered  upon  a  verdict,  the  party  intending  to  move  for  a  new  trial  shall  give 
four  days'  notice  in  writing  to  the  opposite  party,  of  any  motion  to  stay  execa- 
tion  thereon,  and  also  of  the  petition  intended  to  be  filed  pursuant  to  section  987 
of  the  Revised.Staiuies  of  the  United  States,  [instead  of  "the  18th  section  of  the 
act  of  September  24th,  1789,'']  unless  a  shorter  time  be  allowed  by  the  Court  or 
a  judge  thereof. 

BitZe  56. 

Motions  for  a  new  trial  shall  stand  for  hearing  before  the  judge  who  tried  th* 
cause,  at  wuth  time  as  he  shall  appoint,  upon  the  minittes  token  at  the  trial,  and  for 
such  hearing  the  settlement  of  a  ease  under  Rule  82  shall  not  be  necessary. 


INDEX. 


ACTION. 

1.  In  Vermont,  a  cause  of  action 
against  a  director  of  a  national  bank, 
for  neglect  of  duty  as  a  director,  in 
Tiolating  the  proyisions  of  §§  6,200, 
6,202  and  6,204  of  the  Revised  Stat^ 
ntes,  not  inyolving  the  personal  mis 
appropriation  of  uie  property  of  the 
bank,  does  not  snryiye.  Hf^era  y. 
Foster,  467 

8is  CoNTaiOT,  2,  8. 

COPTKIGHT,    11,    12. 
NB«UaKNOE,   1  to  8. 

ADMIRA.LTY. 

See  GoLunioN. 

Pbaotiob,  6,  8, 9. 

SALyAGK. 

AGENT. 

1.  The  mere  fact  of  the  dissolntion  of  a 
law  firm  does  not  necessarily  dissolye 
the  agency  of  each  member ;  and  the 
dissolution  of  the  aeency  of  a  partic- 
ular member  depends  on  questions  of 
fact    Downs  y.  AUen,  64 

2.  The  authority  of  an  attorney  at  law 
in  a  cause  extends  to  all  proceedings, 
in  good  faith,  naturally  incident  to 
the  management  of  the  cause,  while 
it  is  pending.  id. 

8.  The  laches  or  negligence  of  the  at- 
torney, when  there  Is  no  fraudulent 
collusion  by  him  with  the  attorney 
for  the  opposing  party,  will  not  ren- 
der y old  a  J  udgment  for  the  latter,  id, 

jSm  Contract,  1,  4. 

JuniBDICTIOV,   1. 


AGREEMENT. 


See  COHTKAOT. 


ATTACHMENT. 

1.  Under  sections  874  and  876  of  the 
Revised  Laws  of  Vermont,  of  1880, 
{iiile  11,  chop*  49,)  an  attachment  on 
a  writ  of  sequestration,  by  leaving  a 
copy  of  the  writ,  with  a  description 
of  the  estate  attoched,  in  the  town 
clerk's  office,  is  valid  against  subse- 
quent purchasers,  without  actual 
notice,  and  without  the  entry  in  a 
book  for  that  purpose,  by  the  town 
clerk,  of  the  names  of  tiie  parties, 
date  of  the  writ,  nature  of  the  action, 
sum  demanded,  and  officer's  return^ 
as  required  by  section  876.  Steam 
Stone  Gutter  Co,  v.  Sears,  194 

See  CoNTSiiPT. 


ATTORNEY. 

See  AoEMT. 
Contempt, 
contbaot,  1. 


B 

BANK. 
See  National  Bank. 


BANKRUPTCY. 

1.  The  refusal  to  ^rant  a  discharge  to 
a  bankrupt,  on  his  application  there- 
for, under  §  6,110  of  the  Revised 
Statutes,  is  no  bar  to  proceedings  by 
him  for  a  composition  with  his  cred- 
itors.    In  re  Joseph,  287 
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BILL  OF  LADING. 
See  Cabxixr,  I  to  5,  8. 

BOTTOMRY. 

1.  A  master  cannot  make  a  bottomry 
bond  on  a  yeBsel  if  her  owner  can 
be  consulted,  or  if  he  can  borrow 
money  on  the  credit  of  the  owner. 
Th»  Arthtr,  186 

2.  A  person  who  contracts  with  a 
master  for  a  bottomry  bond  on  a 
yessel,  with  notice  as  to  who  is  the 
ben^dal  and  equitable  owner,  and 
that  the  master  assumes  to  act  only 
as  agent  for  such  owner,  and  not  in 
respect  to  any  title  of  bis  own,  ac- 
quires no  rights  under  the  bond 
which  are  not  subordinate  to  the 
rights  of  such  owner.  id, 

8.  A  bottomry  bond  may  be  held  good 
as  to  necessary  repairs  and  supplies 
and  bad  beyond  that.  id. 


0 


CARRIER. 

1.  If  a  general  ship  carries,  in  winter, 
oranges,  which  cannot  be  safely  dis- 
charged in  freezing  weather,  and 
i^ees  to  deliver  them  in  good  order, 
she  takes  the  risk  of  such  discharge, 
unless  she  protects  herself  against  it 
by  some  provisioa  in  the  biU  of  lad- 
ing.    The  AUm,  886 

2.  The  negligence  of  a  yessel,  in  allow- 
ing oranges  to  be  frozen  in  discharg- 
ing them,  is  not  "  the  act  of  God,"  or 
the  "effect  of  climate,"  within  the 
meaning  of  provisions  in  a  bill  of  lad- 
ing exempting  the  yessel  from  "liabil- 
ity for  damage  to  cargo  by  those 
causes.  id, 

8.  In  accepting  a  bill  of  lading  of  cargo 
the  shipper  accepts  the  terms  of  the 
contract  it  containsi,  and  the  con- 
signee of  the  car^o  cannot  be  heard 
to  say  that  the  shipper  did  not  know 
the  contents  of  the  oil)  of  lading,  or 
received  it  after  the  shipment,  or  that 
the  consignee  did  not  know  its  con- 


tents, or  that  a  clause  in  it  limiting 
the  Uability  of  the  vessel  to  "  the  in- 
voice cost^'  of  the  cargo  had  been 
waived  in  other  cases.  id, 

4.  Such  a  clause,  when  it  is  distinct,  is 
operative.  tdL 

6.  Where  oranges  are  discharged  by  a 
vessel,  alter  notice  to  her  by  the  con- 
signee not  to  discharge  them,  because 
of  freezing  weather,  the  consignee  has 
no  duty  to  take  care  of  them,  but  they 
are  in  the  custody  and  at  the  risk  of 
the  vessel.  id, 

6.  A  common  carrier,  running  a  ferry, 
is  bound  to  furnish  safe  approaches 
to,  and  passages  from,  the  ferry- 
houses,  from  and  to  the  streets,  for 
such  persons  as  would  ordinarily  use 
the  ferry,  as  well  strangers  and  those 
unfiimiliar  with  the  place  as  those  ac- 
customed to  it,  and  for  use  at  all 
times  when  the  ferry  is  in  operation, 
whether  by  night  or  day.  Mogwrie 
V.  UUU,  899 

7.  The  proprietor  of  a  steamship  line 
between  New  York  and  Cuba  charged 
the  plaintiff  a  higher  rate  of  freight 
for  transporting  goods  than  he  charg- 
ed other  shippers,  because  the  plun- 
tiff  would  not  agree  to  employ  that 
line  exclusively :  Held,  that  the  dis- 
crimination was  unlawful,  and  that 
the  proper  remedy  was  by  injunction 
to  prevent  such  discrimination.  De 
Meriaeho  v.  Ward,  502 

8.  Where  a  bill  of  lading  declarps  non- 
accountability  of  the  carrier  for  jewel- 
ry, unless  its  value  is  therein  declared 
and  extra  freight  paid,  such  stipula- 
tion is  a  reasonable  one,  and  conceal- 
ment by  the  shipper,  of  the  fact  that 
a  package  shipped  under  the  bill  of 
lading  contains  jewelry,  is  an  impo- 
sition on  the  carrier,  and  destroys  the 
claim  of  the  shipper  to  indemnity,  in 
case  of  loss.     Trie  Bermuda,  654 


CASES  COMMENTED  ON. 

1.  Thorogood  v.  Bryan,  (8  C.  B.,  116,) 
and  Armstrong  v.  Lancashire  <k  York- 
shire R.  R.  Co  ,  (10  Exch.,  A1,)  dis- 
approved.  Cray  v.  Philadelphia  dt 
Readimf  R,  JL  Co,,  263 
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2.  The  decision  in  Hoe  v.  Kahler,  (20 
Blatcht  C.  C.  B.,  480,)  confirmed. 
Hoe  V.  KahUr,  864 

8.  EagletonMfr.  Go.  v.  Wnst.  <fec,  Mfgr. 
Co.,  (Ill  U.  8.,  490,)  explwned.      id. 

4.  Bronson  v.  Scbalten,  (104  XT.  S.,  410,) 
applied.     The  Comfort,  871 

6.  Bartram  v.  Robertson,  (21  Blatchf. 
C.  C.  R..  211.)  and  Whitney  v.  Rob- 
ertson, (21  Fed.  Rep.,  666,)  followed. 
I^dhercH/t  y.  BoberUm,  646 

CHARTER-PARTY. 

1.  A  charter-party  of  a  steamship,  to 
carry  so  many  cases  of  oranges,  "  not 
aboTO  what  she  could  reasonably 
stow  and  carry,*'  provided  that  the 
hatches  shoalci  be  taken  off  "  when- 
ever practicable,  as  usaal  for  yenti- 
lation  of  green  frait."  A  bill  of  lad- 
ing given  by  the  vessel  to  the  libel- 
lant,  exempted  her  from  liability  for 
loss  from  accidents  of  navigation  and 
from  negligence  or  default  of  master, 
mariners  or  others.  When  loaded, 
the  vessel  drew  at  least  a  foot  more 
water  than  was  customary,  in  view 
of  her  carg^  and  the  reasonable  con- 
tingencies of  the  voyage.  She  en- 
countered bad  weather,  and  could  not 
keep  open  her  hatches  sufficiently, 
and  the  oranges  rotted.  In  a  suit 
against  the  vessel,  to  recover  for  the 
loss:  Hddf 

(1.)  Od  the  facts,  the  loss  was  at- 
tributable to  the  fault  of  the  vessel 
rather  than  to  the  perils  of  the 
voyage; 

(2.)  The  overloading  of  the  vessel 
prevented  her  from  complying  with 
the  stipulation  as  to  taking  off  the 
liatchfis  * 

(3.)  The  bill  of  lading  did  not  ex- 
onerate the  vessel  from  liability  for 
the  negligence  of  not  removing  the 
hatches ; 

(4.)  The  fact  that  the  libellant 
knew  the  vessel  was  overloaded  when 
he  delivered  the  oranges  to  her,  did 
not  prevent  him  from  recovering. 
The  Reffulwt,  99 

CIRCUIT  COURT. 

See  CONTKMPT. 

National  Bank,  8  to  6. 


COLLECTOR. 


See  SuzuBB. 


COLLISION. 

1.  A  canal-boat  was  moored  at  the 
north  side  of  pier  48,  North  river, 
with  her  bow  projecting  beyond  its 
end.  That  pier  did  not  extend  into 
the  river  as  far,  by  over  60  feet,  as 
did  pier  47,  next  south  of  it.  A 
steamship,  coming  from  the  south,  to 
land  at  the  south  side  of  pier  47,  by 
backing  in,  collided  with  the  bow  of 
the  canal-boat,  which  was  in  plain 
sight :  Hdd,  that  the  steamship  was 
wholly  in  fault,  and  the  canal-boat 
not  in  fault,  although  her  captain  was 
absent  and  no  one  was  in  charge  of 
her.     The  Canima,  166 

2.  A  deck  hand  on  a  steam  ferry-boat 
was  awarded,  in  Admiralty,  damages 
for  personal  injuries,  against  that  boat 
and  a  steam-tug,  caused  by  a  collision 
between  the  ferry-boat  and  a  float 
towed  on  the  starboard  side  of  the 
tug.     TheTUan,  177 

8.  The  ferry-boat  mistook  the  course  of 
the  tug  because  the  green  light  of  the 
tug  was  hidden  bv  objects  on  the 
float,  but  she  was  Beld  liable  for  not 
having  a  lookout  in  addition  to  the 
pilot  in  the  pilot-house,  and  for  pro  - 
ceeding  at  too  high  a  speed.  id. 

4.  The  tug  was  held  liable  for  allow- 
ing her  green  light  to  be  hidden,  id, 

5.  The  pilot  of  the  tug  was  not  a  fellow 
servant  with  the  deck  hand.  id. 

6.  Two  steam  vessels,  A.  and  B.,  were 
approaching  eacb  other  on  crossing 
courses.  A.  had  B.  on  her  starboard 
side.  A.  claimed  that  she  gave  a 
signal  of  two  whistles,  which  was  not 
answered  by  B.,  but  A.  did  not  stop. 
B.  claimed  that,  before  A.  gave  any 
signal,  B.  gave  a  sis^nal  of  one  whis- 
tle, to  which  A.  did  not  respond; 
that  then  B.  gave  another  signal  of 
one  whistle,  to  which  A.  did  not  at 
once  reply,  but  kept  on,  and  then 
gave  a  si^^iAl  of  two  whistles ;  and 
that  B.  then  gave  a  signal  of  three 
whistles,  but  did  not  stop.    A  colli- 
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sion  ensued,  iDJnring  A. :  Utid^  that 
both  yeesels  were  in  fault.  Jiu  Co- 
lumbia, 268 

7.  The  damages  to  A.  were  equally  ap- 
portioned by  this  Gonrt,  and,  B.  hay- 
ing been  held  bj  the  District  Gonrt 
not  to  be  in  fault,  the  costs  of  that 
Court  were,  by  this  Court,  appor- 
tioned equally,  and  the  costs  of  ap- 
peal were  giyen  to  A.  id. 

8.  In  a  collision  between  two  steam 
yessels,  one  was  held  in  fault,  be- 
cause, haying  the  other  on  her  star- 
board hand,  and  being  bound  to 
ayoid  her,  she  undertook  to  pass 
across  her  bows  and  not  under  her 
stem;  and  because  she  was  proceed- 
ing at  a  speed  beyond  that  prescrib- 
ed by  a  statute.  The  other  was  held 
in  fault  for  starting  up,  after  being 
stopped,  when  she  saw  that  the  first 
yessel  was  intending  to  cross  her 
bows,  and  was  coming  on  at  full 
speed.     Ths  Warren,  282 

9.  Although  the  District  Court  divided 
the  damages,  it  gave  full  costs  to  the 
libellant.  This  Court  apportioned 
equally  the  cost4S  of  both  parties  in 
that  Ciourt ;  and,  as  both  parties  had 
appealed,  the  cos^s  of  both  parties  in 
this  Court  were  equally  apportioned. 

id, 

10.  In  a  collision,  on  the  high  seas,  be- 
tween a  bark,  belonging  to  the  mer- 
cantile marine  of  the  United  States, 
and  a  British  steamship,  the  bark  was 
held  in  fault  for  not  baying  a  proper 
and  sufficient  green  light,  and  for 
showing  a  flare-up  light,  after  seeing 
a  blue  light  burned  on  the  steamship, 
and  thus  leading  the  steamship  to 
suppose  the  bark  was  a  pilot-boat; 
and  the  steamship  was  exonerated 
from  fault.     The  Wieconsin,  288 

11.  Where  a  canal-boat,  towed  along- 
side of  a  tug,  is  injured  by  a  collision 
with  a  steamer,  and  her  owner  sues 
the  tug,  by  a  libel  in  rem,  in  Admi- 
ralty, his  case  is  not  established  mere- 
ly because  the  canal-boat  was.  at  the 
time,  under  the  control  of  the  tue, 
and  helpless  in  her  own  behalf.     Tne 
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12.  It  is  for  the  libellant  to  show  wMcb 
yessel  was  responsible,  and  the  bur- 
den does  not  lie  on  either  the  tug  or 
the  steamer,  to  exculpate  herseu  or 
proye  fault  in  the  tow.  id, 

18.  The  regulations  of  the  Board  of  Su- 
pervising Inspectors,  in  regard  to 
vessels,  cannot  be  interpreted  so  as 
to  conflict  with  the  positive  require- 
ments of  the  sailing  rules  of  Con- 
gress, id. 

14.  Where  a  tug,encmnbered  with  a  tow, 
is  proceeding  properly,  and  is  brought 
into  danger  of  a  collision  'with  a 
steamer,  oy  the  violation  by  the  lat- 
ter of  Rule  19  of  the  statutory  regula- 
tions, (Rev,  3tai„  U,  &,  §  4,283,)  and, 
after  doing  all  that  can  fairly  be  ex- 
pected, is  unable  to  avoid  a  collision 
between  the  tow  and  the  steamer,  the 
owner  of  the  tow,  in  a  suit  against  the 
tug,  must  point  out  some  infraction 
of  duty  by  the  tug,  contributory  to 
the  collision,  or  he  cannot  recoyer.  id, 

15.  By  an  established  practice  between 
two  steam  ferry-boats,  the  P.  and 
the  W.,  whose  routes  crossed,  the  P. 
had  the  right  of  way  to  her  slip. 
The  W.  yiolated  that  practice,  and 
attempted  to  cross  the  bows  of  the 
P.  between  her  and  her  slip,  and  a 
collision  ensued:  Held,  that  the  W. 
wsa  in  fault.     2^  Pavonia,  40S 

16.  She  was  also  in  fault  in  that,  hayins' 
signalled  the  P.  of  her  intended 
course,  she  kept  on  it  without  receiv- 
ing any  response  to  the  signal,      id. 

17.  It  is  the  duty  of  a  ferry-boat  which 
has  ample  room  to  do  so,  to  keep  out 
of  the  way  of  another  ferry-boat  just 
about  entering  her  slip,  or  in  such 
proximity  to  it  that  she  has  made 
her  final  preparatory  moyenients  to 
enter  it,  when  the  circumstances  re- 
quire her  to  make  a  circuitous  swins 
against  the  tide  to  reach  it.        id. 

18.  The  P.  was  in  fault  because  she  did 
not  have  a  proper  lookout,  and  be- 
cause her  pilot  did  not  see  the  W.  un- 
til too  late  to  ayoid  a  collision,      id. 

19.  The  damages  were  divided.         id. 
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COMMON  CABRIER. 
iSee*  Carrier. 


CONSTITUTIONAL  LAW. 

• 

1.  A  jadcrmeDt  of  a  Court  of  one  State 
of  the  IXnited  States  can,  in  an  action 
thereon  in  a  Court  of  another  State, 
be  inquired  into  only  in  respect  to  the 
jurisdiction  of  the  former  Court  over 
the  person  or  subject-matter  em- 
braced in  the  judgment,  and  in  re- 
spect to  notice  to  the  defendant ;  and 
such  inquiry  can  be  made,  although 
the  record  of  the  judgment  shows  a 
service  upon,  or  an  appearance  by, 
the  defendant    Dovma  v.  Allen^     64 

2.  A  discharge  of  the  m^ker  of  a  note 
under  insolvency  proceedings  of  the 
State  of  New  York,  does  not  affect 
the  right  of  its  holder  to  recover  on 
it,  by  a  suit  in  New  York,  where  he 
is,  and  was  at  the  time  of  the  in- 
solvency proceedings,  a  non-resident 
of  that  State,  and  was  not  a  party  to 
such  proceedings.  SaUerthwaite  v. 
Abererombiet  808 

CONSTITUTION  OF  THE  UNITED 
STATES. 


Art.  1,  sec.  4, 
Amendment,  15, 


218 
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CONTEMPT. 


1.  Where  an  attorney  is  required,  by 
an  order  of  the  Court,  to  pay  the  costs 
to  which  his  client  was  unjustly  sub- 
jected, growing  out  of  the  resistance 
of  the  attorney  to  the  substitution  of 
a  new  one,  the  payment  of  such  costs 
may  be  eoforcea  by  an  attachment  for 
contempt  of  Court,  notwithstanding 
the  abolition  of  imprisonment  for 
debt  Bogart  v.  Electrical  Supply 
Co,,  662 

CONTRACT. 

1.  A  contract  was  made  between  mer^ 
chants  on  one  side,  and  A.  and  E., 
persons  not  attorneys  at  law,  on  the 
other,  by  which  the  latter  were  em- 
ployed to  endeavor  to  establish,  by 
legal  decisions  or  otherwise,  the  ille- 
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plity  of  exactions  of  duties  and  fees, 
nrom  the  merchant,  by  the  collector 
of  customs,  and  to  recover  them,  the 
merchants  to  allow  as  compensation 
to  A  and  E.  a  fee  equal  to  one  half 
of  all  moneys  recovered,  all  expenses 
and  costs  to  be  at  the  risk  of  A  and 
E.,  whether  they  should  be  success- 
ful or  not.  A.  and  E.  caused  suits 
to  be  brought  ag:ainst  the  collector 
in  the  names  of  the  merchants,  in  1863 
and  1866.  E.  died  about  1866.  In 
1866,  A.  employed  S.  as  attorney  of 
record  in  the  suitn,  and  died  in  1876. 
S.  died  in  1878.  Afterwards,  the  ex- 
ecutors of  A.  employed  C.  us  attorney 
of  record,  and  substituted  J.  fur  him 
in  1880.  J.,  after  examining  the 
cases,  concluded  nothing  was  recov- 
erable in  them,  and,  in  March,  1881, 
on  notice  to  J.,  judgment  was  en- 
tered for  the  defendants,  for  want  of 
service  of  bills  of  particulars.  The 
plaintiff  never  interfered  in  the  suits, 
or  paid  any  attention  to  them,  until 
1884,  when,  in  consequence  of  a  de- 
cision made  in  April,  1881,  at  a  term 
after  that  of  March,  1881,  that  cer- 
tain fees  could  be  recovered  back, 
they  moved  to  vacate  the  judgments: 

(I.)  A.  and  E.  were  entitled  to 
control  the  appointment  and  change 
of  attorneys  at  law,  until  the  plain- 
tiffs should  interpose,  and  such  was 
the  practical  construction  of  the  con- 
tract, by  the  plaintiffs; 

(2.)  There  having  been  no  want  of 
good  faith,  and  the  judgments  being 
regular,  the  defendants  and  the  Gov- 
ernment were  entitled  to  hold  the 
plaintiffs  to  their  responsibility  for 
the  laches.     Dale  v.  Redfield,  3 

,  R.  subscribed  to  a  loan  to  the  M. 
company,  under  a  contract  by  which 
the  company  agreed  to  deposit  secur- 
ities with  a  trustee,  to  repay  the  loan 
by  a  day  named.  R.  paid  his  sub- 
scription, and  received  instalment  re- 
ceipts, not  transferable  without  the 
consent  of  the  company,  but,  by  the 
contract,  exchangeable  for  certificates 
made  by  the  trustee,  of  the  interest 
in  the  loan.  Before  R.  had  paid  in 
full,  the  company  transferred  the  se- 
curities to  tne  trustee,  under  a  trust 
deed  which  provided  for  the  giving 
of  certificates  under  it,  and  for  a  sale 
of  the  securities  if  the  holders  of  26 
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per  cent  in  amonnt  of  the  certificates 
authorized  it,  and  that  a  majority 
mi|i;ht  waive  a  default  in  payment  and 
extend  the  time  of  payment,  and  post- 
pone the  sale  of  the  securities.  R.  did 
not  know  of  the  trust  deed,  when  he 
paid.  He  was  refused  a  certificate 
under  the  contract,  and  was  offered 
one  under  the  trust  deed.  In  a  suit 
by  him  ag^ainst  the  company,  to  re. 
cover  his  money :  Htldf  that  R.  was 
not  bound  by  the  trust  deed,  and 
conld  recoTer  back  the  money  with- 
out tendering  the  receipts,  and  was 
not  obliged  to  sue  merely  for  a  breach 
of  the  contract  Rentfens  ▼.  Th4  Mez- 
ican  NaHonal  ConttrucHon  Co.,       19 

8.  Where  money  is  advanced  upon  an 
ezecntory  contract,  which  the  con- 
tracting party  fails  to  perform,  the 
other  party  may  elect  either  to  sne 
for  damages  for  a  breach,  or  treat  the 
contract  to  rescinded,  and  recover 
back  the  monev  as  paid  on  a  consid- 
eration which  has  failed.  id. 

4.  A.,  an  advertising  agent,  agreed 
with  P.,  a  maker  of  agricultural  im- 
plements, to  procure  uie  insertion  in 
not  over  600  newspapers,  of  an  ad- 
vertisement of  P.,  of  a  specified  size, 
for  6  months ;  A.  to  sign  8  due  bills 
in  favor  of  each  publi^er ;  P.  to  ac- 
cept each  due  bilJ,  with  $16  in  cash, 
as  ful Inpayment  for  one  feed  cutter, 
the  list  price  being  $26 ;  P.  to  pay 
A.  a  commission  of  $5  for  each  paper, 
on  receiving  a  contract  signed  by  the 
publisher,  of  a  specified  form ;  P.  also 
to  pay  A.  19  cents  for  each  electro- 
type cut  furnished  by  A. ;  A.  to  dis- 
continue arranging  for  advertising 
on  notice  from  P.  A.  sued  P.  to  re- 
cover commissions  and  expense  of 
cuts  for  168  papers,  alleging  that  he 
had  been  paid  $129.75  only,  for  25 
papers.  P.  answered,  setting  up 
that  A.  had  procured  the  advertise- 
ments to  be  inserted,  not  under  the 
agreement,  but  some  by  paying  or 
promising  other  compensation  than 
the  due  bills,  and  others  by  insert- 
ing them  in  advertising  space  before 
owned  or  controlled  by  A. ;  that,  at 
$16  for  each  machine,  there  was  a 
profit  to  P.,  on  each,  of  $5  over  cost, 
which  fact  was  stated  to  A.,  when 
the  agreement  was  made :  that  P.  had 
never  received  the  $16,  under  any  due 


bill;  that  P.  paid  the  $129.76,  on  re- 
ceiving 25  contracts,  believing  thai 
they  had  been  procured  under  the 
agreement;  and  that  P.  had  notified 
A.  to  discontinue  making  contracts. 
P.  claimed  to  recover  back  the 
$1 29.75,  as  a  counter-claim.  A.  de- 
murred  to  the  answer :  -  HM, 

(1.)  A.  had  not  performed  the 
agreement,  having  an  adverse  in- 
terest as  to  the  cases  in  which  he 
•  furnished  his  own  advertising  space ; 
and  as  to  the  other  casea  not  hav- 
ing acted  in  good  faith; 

(2.)  A.  was  not  entitled  to  recover 
for  the  electrotypes; 

(8.)  The  demurrer  must  be  over- 
ruled.   AlUn  V.  Fierpont,  38 

6.  W.,  residing  in  Maine,  made  a  writ- 
ten agreement,  in  Maine,  with  B..  an 
attorney,  residing  in  New  York, 
whereby,  in  consideration  of  services 
to  be  performed  by  B.,  as  attorney, 
in  prosecuting  the  claim  of  W*.  to*  a 
legacy  under  a  will,  one-third  of  the 
money  that  W.  might  recover  was  as- 
signed to  B.  At  the  time,  a  statute 
of  Maine  i:rovided  that  any  person 
agreeing  to  prosecute  or  defend  a  suit 
at  law  or  in  eauity  upon  8hare8,shon1d 
be  punished  oy  a  fine  or  by  impris- 
onment :  ffeldt  that  the  effect  of  the 
statute  was  to  make  the  agreement 
void.    BJaehotUy,  WeUter,         587 

6.  The  validity  of  the  agreement  is  to 
be  determined  by  the  laws  of  Maine, 
without  regard  to  the  place  of  perfor- 
mance of  services  under  it,  by  B.  id, 

7.  As  W.  resided  in  Maine,  the  con- 
tract was  to  be  performed  in  Maine, 
although  the  services  under  it  might 
be  rendered  in  New  York,  by  B.   id. 

8.  A.,  through  a  broker,  agreed  with 
B.  to  carry  a  cargo  of  coal  for  him, 
on  a  vessel,  B.  to  deliver  the.  coal  to 
the  vessel  on  a  specified  day.  After- 
wards, B.  gave  to  the  master  of  the 
vessel,  in  the  presence  of  the  broker, 
a  written  order  to  the  agent  of  B.  to 
load  the  vessel.  Under  the  signature 
of  B.  to  the  order  was  a  statement 
that  the  order  was  taken  by  the  cap- 
tain subject  to  the  condition  that  no 
liability  for  demurrage  should  be  in- 
curred by  B.  for  any  delay  in  the 
loading,  such  delay  to  be  borne  by 
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the  yesael.  The  master  deliyered 
the  order  to  the  aeent  of  B.  withoat 
reading  the  condition.  In  a  scdt  by 
A.  agamst  B.  to  recover  for  demur- 
rage in  not  deliyering  the  cargo  to  the 
vessel  by  the  day  specified:  Heldf 
that,  in  the  absence  of  actoal  knowl- 
edge by  A.  or  the  broker,  or  the 
master,  of  the  terms  of  the  condition, 
A.  was  entitled  to  recover.  Rackttt 
T.  SHekney,  666 

8e$  EQmTV,  7. 


COPYRIGHT. 

1.  A  sheet  containing  information  as  to 
votes  at  elections  is  no^  a  "  chart/' 
within  the  meaning  of  the  copyright 
statute.     Taylor 'v.  Oilman,  826 

%  Where  the  agents  of  a  person,  with- 
out his  knowledge,  put  forth  as  an  ad- 
vertisement of  his  wares,  a  sheet 
which  embraces  copyrighted  matter 
having  no  relation  to  his  business,  he 
is  not  chargeable  therefor,  under  the 
copyright  Iftws.  id, 

Z,  The  authors  of  an  opera  published 
the  libretto  and  vocal  score  of  it  in 
England,  but  did  not  publish  the  or- 
chestral score.  They  thereby  dedi- 
cated to  the  public  the  entire  opera 
except  the  instrumental  parts.  By 
retaining  the  orchestral  score  in  man- 
uscript they  did  not  retain  the  exclu- 
sive right  to  represent  the  opera,  as 
a  dramatic  composition.  Carte  v. 
Duff,  847 

4.  A  painting,  7  inches  long  by  ^  wide, 
called  "  TelcCTam,"  representing,  on 
a  scroll,  the  head  of  a  newsboy,  nav- 
ing  a  number  of  papers  on  his  shoul- 
der, and  the  waste  end  of  a  cigar  in 
his  mouth,  and  oti  either  side  of  the 
head  foliage  and  telegraph  poles,  the 
head  being  copied  from  a  wood-cut 
print,  owned  by  the  plaintiff,  a  cor- 
poration, and  the  other  features  being 
designed  by  the  president  of  the  plain- 
tiff, an  artist,  the  picture  being  paint- 
ed by  an  artist,  a  resident  of  the 
United  States,  in  the  employ  of  the 
plaintiff,  for  it,  and  paid  for  by  it,  is 
the  proper  subject  of  a  copyright,  in 
its  name.     Sekwnacher  v.  Schwencke^ 

878 


6.  It  is  no  objection,  that  lithographic 
copies  of  it  are  designed  to  be  used  as 
labels  for  cigar-boxes.  id, 

6.  The  painting  has  sufficient  original- 
ity to  oe  the  subject  of  a  copyright,  id. 

7.  The  pendency  of  a  qui  tarn  action 
for  the  penalty  given  by  statute, 
against  the  infringer,  is  no  ground 
for  refusing  an  injunction  to  restrain 
the  infringement.  id, 

8.  The  plaintiff,  proprietor  of  a  number 
of  an  illustrated  weekly  newspaper, 
containing  an  impression  of  a  cut, 
copyrighted  the  number.  The  put 
was  designed  by  a  citizen  and  resi- 
dent of  the  United  States,  and  sold 
to  the  plaintiff.  The  defendant  bought 
a  copy  of  the  cut,  and  made  from  it 
an  electrotype  plate,  and  sold  that  to 
the  proprietor  of 'a  newspaper,  who 
published  in  it  an  impression  from 
the  plate :  Hdd,  that  the  defendant 
had  not  infringed  the  copyright. 
Harper -7.  ShopptU,  481 

9.  The  copyright  of  a  newspaper  is  a 
copyright  ofa  book.  id, 

10.  The  plaintiff  did  not  copyright  the 
cut  as  a   cut,  by  copyrighting  the 

■  newspaper;  and,  as  the  defendant 
did  not  print  or  publish  the  cut,  and 
it  did  not  appear  that  he  contem- 

Elated  an  illegitimate  use  of  the  plate, 
e  was  not  Uable  as  an  infringer,   t^. 

11.  The  proprietor  of  a  copyrighted  pho- 
tograph  cannot  recover  from  an  in- 
fringer the  value  of  infringing  photo- 
graphs which  he  has  published  and 
circulated,  and  which  have  passed 
out  of  his  possession.  Sarony  v. 
Ekrich,  666 

12.  No  such  right  of  recovery  is  given 
by  §  4,966  of  the  Revised  Statutes,  id, 

CX)RPORATION. 

1.  The  trustees  of  a  mining  corpora* 
tion  issued  the  whole  of  its  capital 
stock,  100,000  shares,  of  $100  each, 
to  themselves,  in  payment  for  mining 
property  sold  by  them  to  the  corpo- 
ration, the  value  of  which  did  not  ex- 
ceed $100,000,  and  sold  the  stock,  as 
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ihll  paid  stock,  to  purcbaserB.  The 
aUtute  aothotized  the  trustees  to 
issue  stock  and  ezchasge  it  for  prop- 
erty, and  declared  thai  the  stock, 
when  exchanged,  should  be  taken  to 
be  full  paid  stock.  On  a  bill  filed  by 
a  purchaser  of  the  stock,  against  the 
trustees  and  the  corporation,  to  com- 
pel the  trustees  to  account  to  the  cor- 
poration for  the  disposition  of  the 
stock:  Held,  that  the  corporation 
had  no  cause  of  action  against  the 
trustees.     Foster  v.  /Seymour,       107 

2.  A  clerk  of  a  corporation  frnudulently 
filled  out  a  certificate  for  shares  of  its 
stock,  in  the  name  of  a  fictitious  per- 
son, procured  the  signatures  of  the  of- 
ficers to  the  certificate,  and  nego- 
tiated it,  signing  the  name  of  the  fic- 
titious person  to  the  assignment  und 
power  of  attorney  on  the  back.  The 
yendee  of  the  shares  bought  them  in 
good  faith,  received  the  certificate, 
presented  it  to  the  agents  of  the  cor- 
poration, at  its  ofiSce,  and  thcv  trans- 
ferred the  shares  to  the  ycl  jee,  and 
delivered  to  him  a  new  certificate 
for  the  shares.  On  a  bill  filed  by  the 
corporation  against  him,  to  restrain 
the  transfer  of  the  certificate,  and 
compel  its  surrender :  Held,  that  the 
plaintiff  was  estopped  from  denying 
the  validity  of  the  certificate.  Man- 
hattan Beach  Co,  v.  Earned,  494 

8.  The  owners  of  a  majority  of  the  stock 
of  a  corporation,  under  the  form  of  dis- 
solving it,  and  disposing  of  its  prop- 
erty, and  distributing  the  proceeds, 
became  the  purchasers  of  such  prop- 
erty at  an  unfair  price,  through  a 
new  corporation,  in  which  they  were 
shareholders,  to  the  ezclusicn  of  the 
minority  shareholders  in  the  old  cor- 
poration. In  a  suit  in  equity  by  the 
fatter  against  the  new  corporation : 
Held,  thot  they  had  an  equitable  lien, 
to  the  extent  of  the  moneys  of  which 
they  had  been  deprived  by  the  sale, 
on  the  property  ot  the  old  corporation 
in  the  hands  of  the  new  corporation. 
Ervin  v.  Oregon  Jiailway  and  Navi- 
gation Co,,  617 

See  Costs,  11. 
Interest,  1. 
Jtjbisdiotion,  1,  2. 
Master  and  Servant,  2. 
Keougbnce,  1,  2. 
Trustee. 


COSTS. 

1.  To  constitute  "  a  final  hearing  in 
equity  or  admiralty,"  within  the 
meaning  of  §  824  of  the  Revised  Stat- 
utes, allowing  a  docket  fee  of  $20  to 
solicitors  and  proctors,  **on  a  final 
hearing  in  equity  or  admiralty,**  there 
must  be  a  bearing  of  the  cause  on 
the  merits,  that  is,  a  submission  of 
it  to  the  Court,  in  such  shape  aa  the 
parties  choose  to  give  it,  with  a  view 
to  a  determination  whether  the  plain- 
tiff or  libellant  baa  made  out  the 
case  stated  by  him  in  his  bill  or  libel, 
as  the  gpround  for  the  permanent  re- 
lief which  his  pleading  seeks,  on  such 
proofs  as  the  parties  place  before  the 
Court,  be  the  case  one  of  pro  eon/euo, 
or  bill  or  libel  and  answer,  or  plead- 
ings alone,  or  pleadings  and  proofs. 
Wootter  v.  Bandy,  112 

2.  Where,  after  a  hearing  on  pleadings 
and  proofs,  in  a  suit  in  equity,  a  de- 
cree for  the  plaintiff  is  directed,  and 
then  the  case  is  reheard,  and  the  bill 
dismissed,  two  'docket  fees  of  $20 
each  are  taxable  against  the  plain- 
tiff.  f<2. 

8.  Where  a  deposition  is  taken  in  one 
case,  and  is,  by  stipulation  of  the 
parties  to  another  case,  admitted  in 
evidence  in  the  latter,  the  solicitor'a 
fee  of  $2.60.  given  by  §  824,  "for 
each  deposition  taken  and  admitted 
as  evidence  in  a  cause,"  cannot  be 
taxed  in  the  latter  case,  against  the 
losing  party.  u/. 

4.  Under  the  provision  of  §  988,  that 
**  lawful  fees  for  exemplifications  and 
copies  of  papers  necessarily  obtained 
for  use  on  trials,  in  cases  where  by 
law  costs  are  recoverable  in  favor  of 
the  prevailing  party,  shall  be  taxed  ** 
and  "  be  included  in**  the  "judgment 
or  decree  against  the  losing  party," 
the  papers,  to  be  taxable,  must  not 
only  be  for  use  **  on  trials,"  that  is, 
such  trials  and  final  hearings  as  are 
elsewhere  spoken  of  in  the  Act  of 
February  2ttth,  1868,  (10  U.  S.  Stat, 
at  Large,  161,)  from  which  the  pro- 
vision is  taken,  but  they  must  have 
been  actually  used,  or  obtained  for 
such  use  under  a  rule,  order,  or  stip- 
ulation ;  and  all  exemplifications  and 
copies  not  provided  fo^  in  §  988  must 
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be  excluded,  sncb  as  papers  used  oq 
interlocatory  or  preliminary  or  inci 
dental  motions  or  heariogs.  id, 

IS.  Expenses  of  a  messenger  in  bringing 
a  model  from  the  Patent  Office  to 
use  on  a  motion  for  a  preliminary 
injunction;  trayelling  expenses  of 
the  solicitor ;  cost  of  a  box  for  an  ex- 
hibit; cost  of  moving  exhibits ;  cost 
of  machine  exhibits  or  models,  not 
from  the  Patent  Office,  and  not  pro- 
cured under  an  order  or  rule  of 
Court ;  cost  of  photo-lithographic 
sketches,  not  from  the  Patent  Office, 
but  introduced  by  witnesses  in  giving 
evidence ;  are  not  taxable  items.    iS. 

6.  Items  for  fees  of  witnesses,  not  paid 
to  them  for  attendancu  in  a  case, 
when  they  were  paid  fees  for  attend- 
ing^ in  other  cases,  are  not  taxable  in 
the  absence  of  explanation  as  to  why 
they  were  not  paid.  id. 

*J,  Where,  in  several  cases,  there  is 
but  one  record  of  proofs  for  all,  and 
each  witness  is  sworn  in  each  case, 
and  his  deposition  is  written  down 
only  once,  and  is  entitled  in  all  of 
the  suits,  a  deposition  fee  of  $2.60  to 
the  solicitor,  for  each  witness,  in 
each  case  in  which  his  deposition  is 
entitled,  is  taxable,  in  the  absence  of 
any  agreement  to  the  contrary,  be- 
cause the  deposition  was  "  taken  and 
admitted  as  evidence  **  in  each  case 
in  which  it  was  entitled.  id, 

8.  Where  the  witness  is  sworn  in 
several  cases  at  once,  between  the 
same  plaintiff  and  different  defend- 
ants, and  his  deposition  is  taken  in 
all  at  the  same  time,  by  being  written 
down  once,  as  given,  under  the  titles 
of  all  the  cases,  and  he  is  paid  his 
lawful  witness  fees  in  each  case,  such 
fees  are  taxable,  under  g  848.         u/. 

^.  Certain  certified  copies  of  ps^pers, 
put  in  evidence,  pertaining  to  the 
text  in,  and  forming  part  of,  the  re- 
cord of  proofs  for  final  hearing,  held 
to  be  taxable.  id, 

10.  On  an  appeal  from  the  taxation  of 
costs,  the  plaintiff  for  the  first  time 
applied  to  the  Court  to  declare  certain 
of  the  defendant's  depositions  to  be 
incompetent  and  immaterial,   under 


Rule  67  in  Equity,  so  as  not  to  be 
charged  with  the  costs  of  them :  Sdd, 
that  the  objections  were  waived  by 
the  laches.  ia, 

11.  Where  officers  of  a  defendant  cor- 
poration  appear  before  a  master,  to 
testify  in  an  accounting  by  the  cor- 
poration  for  the  infringement  of  let- 
ters patent,  under  an  order  of  the 
Court  for  such  accounting,  their  per 
diem  and  mileage  fees,  as  witnesses, 
cannot  be  taxed  against  the  plaintiff, 
on  a  final  decree  for  the  defendant, 
for  costs.  American  Diamond  Drill 
Oo,  V.  Sullivan  Machine  Co,,         144 

12.  In  taxing  such  costs,  the  clerk  can- 
not  tax  against  the  plaintiff,  without 
an  order  of  the  Court  to  that  effect, 
moneys  which  the  defendant  had 
paid  to  the  master,  for  his  services 
on  such  accounting;  but  it  is  proper 
that  an  order  should  be  made  for  such 
taxation,  where  the  final  decree  is 
for  the  defendant.  id. 

13.  In  a  suit  In  equity  for  the  infringe- 
ment of  a  patent,  tne  expense  of  ob- 
taining a  model  of  the  defendant's  in- 
fringing machine  is  not  taxable  in 
favor  of  the  plaintiff,  as  part  of  his 
disbursements.  Cornell^  v.  Marek- 
wald,  248 

14.  A  docket  fee  of  $20  is  taxable  to  the 
defendant  in  a  suit  in  equity,  on  the 
allowance  of  a  demurrer  to  the  bill. 
Greener  v.  Sieintoay,  378 

^colusion,  7,  9. 
Contempt. 
Patent,  19. 
Salvage. 


CRIMINAL  LAW. 

1.  Section  5,511  of  the  Revised  Stat- 
utes provides,  that  "  if,  at  any  elec- 
tion for  representative  or  delegate  in 
Congress,  any  person  knowingly  per- 
sonates and  votes,  or  attempts  to 
vote,  in  the  name  of  any  other  per- 
son,'' he  shall  be  punished.  An  in- 
dictment under  that  section  charged 
such  attempt  to  vote  at  such  election, 
but  did  not  allege  that  the  defend- 
ant attempted  to  vote  for  a  repre- 
sentative in  Congress.     At  the  trial, 
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the  Court  iDstrocted  the  jury  that 
they  were  authoriied  to  find  the  de- 
fendant guilty,  if  he  attempted  to 
vote  at  the  election  under  an  aasomed 
name.  After  conviction,  and  on  a 
motion  in  arrest  of  judgment :  Hdi, 
that  the  instruction  was  erroneous. 
UniUd  Stales  y.  Seaman,  216 

2.  To  cbnstitnte  the  offence  it  was  ne- 
cessary the  person  should  have  voted, 
or  attempted  to  vote,  for  a  represen- 
tatiye  in  Congress.  uf. 

/SmPatbnt,  22. 

CUSTOMS. 

1.  In  view  of  the  provisions  of  §§  8,074 
to  8,079  of  the  Revised  Statutes,  in 
regard  to  the  seizure  by  a  collector, 
and  the  appraisement  and  sale,  of 
property  not  over  $500  in  value,  as 
subject  to  forfeiture  for  a  violation  of 
the  customs  laws,  and  the  payment 
of  the  proceeds  into  the  lYeasury, 
the  only  remedy  of  a  olaimant  of  the 
property,  where  the  prescribed  pro- 
ceedings have  been  followed,  is  that 
afforded  by  those  provisions  of  the 
statute,  and  an  action  of  trover  by 
him  against  the  seizing  officer  will 
not  lie,  based  on  the  ground  that  the 
property  was  not  subject  to  forfeiture. 
Mc  Quire  y.  WiwAow^  426 

See  Duties. 


D 

DAMAGES. 

ft 

See  CoLUSioN,  2,  7,  8,  19. 
Patent,  11,  12. 
Release. 


DEMURRAGE. 
See  CoNTEAOT,  8. 

DENMARK. 
Treaty  with,  Tariff,  648 

DIRECTOR. 
Bee  AornoN. 


DISCOVERY. 
See  Equitt,  1  to  4. 

DOMINICAN  REPUBLIC. 

Treaty  with.  Tariff,  February  8th, 
1867,  64^ 

DOWER. 
See  l]<fVAVT. 

DUTIES. 

1.  Ordinary  beans  are,  under  the  Aei 
of  March  8d,  1888,  (22  U.  &  Sta*.  at 
Large,  488,)  dutiable  as  provisions, 
in  Schedule  G,  (604,)  at  10  per  eenL 
ad  valorem,  WtndmuQer  v.  Boheri- 
•on,  28a 

2.  It  is  no  defence  to  an  action  m  per- 
eanam  by  the  United  States,  to  re- 
cover duties  on  imported  goods,  that 
the  defendant  procured  tbe  roods  to 
be  delivered  to  him  free  of  duty,  by 
fraudulently  procuring  them  to  be  en- 
tered as  free  of  duty.  United  Stateg 
V.  Boyd,  299 

8.  An  appraisement  and  the  liquidation 
of  duties  are  not  prerequisites  to  th» 
right  to  collect  duties.  id. 

4.  In  1884,  duty  was  levied  on  sugar 
imported  from  the  Dominican  Ke- 
public,  under  schedule  E  of  the  tariff' 
Act  of  March  8d,  1888,  (22  U.  &  StaL 
at  Large,  488, 602.)  Under  AHide  9 
of  the  treaty  of  February  8th,  1867, 
between  the  United  States  and  the 
Dominican  Republic,  (16  U,  S.  Stal, 
at  Large,  478.)  the  importer  claimed 
that  the  sugar  was  free  from  duty,  be- 
cause,  by  a  treaty  made  January  80th, 
1876,  between  the  United  States  and 
the  Hawaiian  Islands,  (19  U,  S,  8tai, 
cU  Large,  626,)  and  the  Act  of  August 
16th,  1876,(/(i.,  200,)  sugar  imported 
from  the  Hawaiian  Islai^ds  was  ex- 
empted from  duty:  Hdd,  that  the 
duty  was  properly  levied.     Nethtr- 

646 


cli/t  V.  Hoberteon, 


6.  The  cases  of  Bartram  v.  Roberiooi^, 
(21  Blatchf,  a  C,  R„  211,)  and  WTWl- 
ney  v.  Rolerteon,  (21  Fed,  Rep,,  666,) 
foUowed.  ttf. 

See  Customs. 
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EQUITY. 

1.  A  bill  of  discoyery  by  a  plaintiff  in 
a  suit  at  law  against  a  corporation, 
for  the  infringement  of  letters-patent, 
brought  in  aid  of  that  suit,  will  lie, 
in  a  Circuit  Court  in  New  York, 
where  it  ayers  tliat  the  article  used 
by  the  defendant  is  a  telegraph  cable 
under  water,  and  not  open  to  inspec- 
tion. Colgate  v.  CompagnM  Fran- 
gaite.  86 

2.  It  does  not  follow,  because  a  Court 
of  law  has  power  to  compel  discoy- 
ery, by  the  oath  of  a  party,  or  the 
production  of  books  and  writinvs, 
that  a  Court  of  equity  will  forego  the 
exercise  of  an  ancient  and  well  settled 
jurisdiction.  id. 

• 

8.  In  respect  to  the  infringement  of  a 
patent,  a  discoyery  in  equity  is  in 
the  nature  of  an  inspection.  id. 

4.  A  discoyery  by  a  bill  in  equity  af- 
fords a  more  adequate  and  complete 
remedy  than  one  by  the  testimony 
of  an  adyerse  party,  on  the  trial  of 
the  action  at  law.  id. 

5.  A  warehouseman  issued  negotiable 
receipts  for  property  deposited  with 
him.  Afterwards,  a  person  claiming 
to  own  the  property,  sued  him  at  law, 
in  troyer;  and  the  holder  of  the  re- 
ceipts sued  him.  He  filed  a  bill  in 
equity  against  them  and  two  other 
persons  who  claimed  an  interest  In 
the  property,  praying  that  the  defen- 
dants be  enjoined  from  suits  and  be 
required  to  interplead.  None  of  the 
"parties  disputed  the  lien  for  storage, 
or  deriyed  title  from  ^he  plaintiff, 
but  either  deriyed  title  from  the  bail- 
ors of  the  plaintiff,  or  asserted  a 
paramount  title:  ffeld,  that  the  bill 
was  demurrable  for  want  of  equity. 
BartleU  y.  ISvdtan  of  Turkey,         196 


6.  A  demurrer  to  a  petition  for  a  re- 
hearing sustained  on  the  ground  of 
laches,  and  because  of  the  immateri- 
ality of  the  new  matter  alleged.  Hoe 
V.  kahl€r,        .  364 


The  female  defendant  owning  real 
and  personal  property,  her  husband, 
acting  as  her  agent  for  its  sale,  wil- 
fally  made  false  representations  to 
the  plalntifis  as  to  the  extent  condi- 
tion and  character  of  the  property, 
on  the  faith  of  which  the  plaintiffs 
bought  the  property,  giying  a  mort- 
gage on  it,  to   secure  a  negotiable 
note,  for  a  part  of  the  purchase-money, 
bearing  semi-annual    interest.    The 
plaintins  went  into  possession  under 
the  sale,  and  waited  for  a  year,  after 
discoyering  the  fraud,  and  paid  one 
instalment  of  interest,  before  bring- 
ing this  suit  in  the  State  Court,  ask- 
ing damages,  and  a  rescission  of  the 
sale,  and  an   injunction    restnuning 
the  transfer  of  the  note  and  mortgage. 
The  suit  being   remoyed   into  this 
Court,  the  plaintiffs  filed  a  separate 
bill  in  equity,  leaying  the  suit  for 
damages  pending.    The  bill  did  not 
offer  to  return  or  reconyey  the  prop- 
erty:  Held, 

(1.)  The  contract  could  not  be  re- 
scinded ; 

(2.^  The  note  and  the  mortgage 
coula  not  be  cancelled  ; 

(8.)  The  transfer  of  the  note  and 
mortgage  should  be  enjoined  ; 

(4.)  The  plaintiffs  should  be  at  lib- 
erty to  proceed  with  the  action  at 
law  for  damages,  without  prejudice 
from  the  refusal  of  equitable  relief. 
Schneider  y.  Foote,  611 

See  Carrier,  7. 
Corporation,  S. 
Costs,  1  to  12. 
EyiDENOx,  2. 
Injunction. 
Jddombnt,  r,  2. 
Jurisdiction,  1. 
National  Bank,  2  to  6. 
Patent.  7,  9,  18  to  Vl. 
Pleading. 

Practice,  1,  2,  6,  7,  10  to  12. 
Release. 

Tradx-uark,  8  to  7. 
Trust,  1. 


EVIDENCE. 

1.  In  a  suit  in  equity,  in  this  Court,  the 
disability  of  a  wife,  as  a  witness  for 
her  husband,  where  he  is  interested, 
arising  from  coyerture,  is  not  re- 
moyed by  any  statute  of  the  United 
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States  or  of  VermoDt.  (See  Jtev.  Stat. 
U.  S.,  see.  868;  and  Rev.  Loot  of 
Vermont,  tecs.  1001  and  1006.)  Wook- 
ter  V.  Bill.  72 

2.  Where,  on  a  motion  for  a  prelimi- 
nary injnDction,  in  a  suit  in  equity, 
to  restrain  the  infringement  of  re-ie- 
sned  letters  patent,  the  plaintiff,  a 
corporation,  nses  extracts  from  com- 
munications made  to  its  officers  by 
an  attorney  in  its  employ,  in  the 
course  of  proceedings  to  obtain  a  re- 
issue of  the  patent,  on  the  -question 
of  the  reasons  for  procuring  such  re- 
issue, the  defendant  is  entitled,  in  tak- 
ing proofs  for  final  hearing,  on  that 
question,  to  introduce  in  evidence 
uie  entire  communications  containing 
such  extracts.  Wettem  Union  TeU- 
proph  Co.  Y.  Baltimore  and  Ohio  Tele- 
graph Co,,  419 

8e$  Equity,  1  to  4. 
Municipal  Bond,  2. 


EXTRADITION. 

1.  The  6th  section  of  the  Act  of  August 
8d,  1882,  (22  U.  S.  Stat  at  Large, 
21 6,)  in  regard  to  the  mode  of  authen- 
ticating documents  to  be  used,  in  eyi- 
dence  in  extradition  cases,  restores, 
in  BubstiEince,  the  provisions,  on  that 
subject,  of  the  Act  of  Jane  22d,  1860, 
(12  Id.,  84,)  and  supersedes  those  of 
g  6,271  of  the  Revised  Statutes,  as 
well  as  those  of  the  Act  of  June  19th, 
1876,(19  Id.,  69.)    Jnre  Behrendt,  40 


2.  In  a  case  of  extradition  to  Prussia 
for  fui*gery,  the  evidence  before  the 
United  States  Commissioner  con- 
sisted of  depositions  taken  in  Prussia, 
in  criminal  proceedings  there,  in  a 
criminal  C()iu*t,  against  the  prisoner, 
for  forgery,  with  a  certificate  by  the 
judge  of  the  Prussian  Court,  that 
•*  this  judicial  proceeding,  with  re- 
spect to  its  form,  is  valid  evidence 
according  to  the  laws  existing  in 
Prussia,"  and  a  certificate  by  the 
United  States  minister,  that  tlie  doc- 
uments '*  are  properly  and  legally 
authenticated,  so  as  to  entitle  them 
to  be  received  for  similar  purposes 
by  the  tribunals  of  Prussia."  On 
habeas  corpus :  Held,  that  the  certifi- 


cates were  sufficient  in  form,  under 
the  Act  of  1882.  id. 


F 


FRAUD. 

1.  Merchants/  thongli  kDOwing  that 
they  are  in  some  difficulty,  so  long 
as  they  have  a  reasonable  expecta. 
tion  of  extricating  themselves,  can- 
not be  charged  with  a  fraudulent 
diversion  of  their  property  from  firm 
creditors,  for  simply  (u'awing  moneys 
upon  private  account,  within  small 
and  reasonable  limits,  whether  for 
the  payment  of  their  individual  ex- 
penses, or  the  payment  of  their  honest 
individual  obligations.  MeKinneyv, 
Rosenband,  236 

See  Corporation,  8. 
EguiTT,  I. 


H 


HAWAIIAN  ISLANDS. 

Treaty    with,    Tariff,    January    80th, 
1876,  646,  647 

HUSBAND  AND  WIFE. 
See  EvTDBNCB.  1. 


INFANT. 

1.  A  married  woman  who  was  an  in- 
fant united  with  her  husband,  in  1870, 
in  conveying  land  by  a  full  covenant 
warranty  deed.  She  became  of  age 
in  1872,  after  the  death  of  her  hus- 
band. In  1883,  she  disaffirmed  the 
deed  and  brought  an  action  for 
dower  in  the  land  :  Hdd,  that,  under 
the  rule  established  in  Sims  v.  Ever- 
hardt,  (102  U.  S.,  800,)  as  there  was, 
during  the  eleven  years,  nothing  but 
silence,  and  no  word  or  act  indicat- 
ing assent,  she  bad  twenty  years  in 
which  to  disaffirm  the  deed,  and  the 
action  was  well  brought.  WelU  v. 
Seixas,  242 
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INJUNCTION. 

1.  A  preliminary  injonction  will  not  is- 
sae,  at  the  suit  of  one  of  two  compet- 
itors for  the  award  of  a  medal  by  the 
American  Institute  of  New  Yori,  for 
saperiority  in  a  "  fiin,"  to  restrain  the 
Institute  from  delivering  the  medal  of 
superiority  to  the  other,  on  a  bill  filed 
to  eojoiD  such  deliTery  and  for  a  de- 
cree that  it  be  delivered  to  the  plain- 
tiff New\  York  Exhauti  VerUilator  Co. 
T.  Ameriean  JtiMiihiU,  821 

See  Cakribb,  7. 

COPTRIOHT,   7. 

National  Bank,  8  to  5. 
Patent,  4,  18. 
Tkabb-xakk,  8  to  7. 


INSURANCE— LIFE. 

1.  A  life  insurance  company,  having 
made  an  insurance  for  life  for  £8,000, 
applied  to  another  company  to  re-in- 
sure $5,000  of  the  risk,  stating  that 
It  was  willing  rather  to  keep  $10,000 
at  risk  on  the  life  than  buy  the  policy. 
The  re-insurance  being  made,  the 
first  company  afterwards  procured 
the  whole  risk  to  be  re-insured :  Held, 
that  this  did  not  vitiate  the  policy  of 
re-insurance.  Prudential  Assurance 
Co.  V.  ASlna  Life  Jneuranee  Co.,  228 


INTEREST. 

1.  Where  services  are  rendered  to  a 
corporation  by  a  director  and  treas- 
urer, outside  of  his  duties,  and  at  the 
special  request  of  the  corporation,  a 
jury,  in  allowing  compensation  for 
such  services,  may  allow  interest 
thereon  from  the  time  the  services 
were  completed.  Barlinjamey.  Cen- 
tral R  B.  Co.,  142 


2.  A  suit  against  a  collector  to  recover 
back  duties  was  brought  in  1868.  In 
1864,  there  was  a  verdict  for  the 
plaintiff,  with  a  reference  to  adjust 
the  amount  due.  A  delay  of  over  20 
years  having  occurred  in  bringing  on 
the  case  before  the  referee,  which  was 
not  fairly  attributable  to  the  plaintiff, 
interest  was  allowed  to  him  on  the 


sum  illegally  exacted.    Bariele  v.  Red- 
field,  486 

See  JuDOMBNT,  2. 


INTERNAL  REVENUE. 
See  Ssizuui. 


JUDGMENT. 

1.  In  July,  1856,  a  firm  composed  of  A 
and  four  others  went  into  liquidation. 
In  a  suit  in  equity  brought  in  a  State 
Court  of  Aldbama,  in  June,  1871,  by 
D.  against  the  five  members  of  the 
firm,  in  regard  to  real  estate  in  Ala- 
bama, no  one  of  the  five  was  served 
with  process,  but  under  an  emplov- 
ment  by  A.,  who  had  no  authority  in 
regard  to  the  other  four,  a  lawyer  in 
Alabama  appeared  and  answered  for 
A.  and  the  firm.  There  was  a  money 
decree  in  April,  1882,  against  A.,  and 
the  five  members  of  the  firm,  naming 
them,  "  or  such  of  them  as  are  now 
surviving,"  not  stating  who  the  sur- 
vivors were,  three  of  them  being  then 
dead.  In  a  suit  in  Connecticut ,  on 
the  decree,  against  A.  and  M.,  the 
two  surviving  members  of  the  firm : 
Beld, 

(1.)  A.  was  bound  by  the  decree 
against  him  individually ; 

(2.)  Under  sections  2,905  and  2,918 
of  the  Code  of  Alabama,  the  decree 
against  the  five  members  of  the  firm 
was  a  valid  decree  against  the  sur- 
vivors.   Dmom  V.  Alien,  64 

2.  In  rendering  a  judgment  for  the 
amounts  of  the  decrees  in  Alabama, 
interest  on  them  was  not  allowed,  id. 

8.  In  a  suit  on  a  personal  judgment  re- 
covered against  the  defendant,  by  the 
plaintiff,  in  another  Court,  the  issue 
of  fact  was  as  to  whether  the  defends 
ant  employed  and  paid  an  attorney 
who  appeared  for  him  in  the  suit  in 
which  the  judgment  was  recovered, 
he  not  having  been  personally  served 
with  process.     That  issue  being  found 
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for  the  defendant,  it  was  held  that  he 
"WBa  not  boand  by  the  judgment 
Ciiigena'  Bank  v.  Brooki,  187 

See  AoiNT,  8. 

CONSTITDTIONAL  LaW,    1. 

conteaot,  1. 
Intsbbst,  2. 
Pbaoticb,  8,  4. 
Rbcbiyeb. 


JURISDICTION. 

1.  In  a  soit  in  equity,  in  this  Court, 
against  an  Illinois  corporation,  for  in- 
fnnging  in  New  Yorlc,  bv  an  agent 
there,  at  its  place  of  business  there, 
a  trade-mark  of  the  plaintiff,  the  sub- 

SGBna  was  served  on  that  agent,  at 
lew  York,  according  to  the  statute 
of  New  York.  The  defendant,  in  mov- 
ing to  set  aside  the  service,  showed 
that  there  was  no  one  in  New  York 
but  such  agent,  who  could  be  served. 
The  motion  was  denied.  JSttea  v. 
JBelfard,  1 

2.  A  foreign  corporation  had  no  office 
or  place  of  business  within  the  State 
of  New  York,  and  was  not  engaged 
in  business  there,  but  had  occasion- 
ally purchased  goods  there,  through 
an  agent  sent  there.  Its  president 
went  into  that  State  to  adjust  a  eon- 
troversy  between  it  and  the  plaintiff, 
growing  out  of  such  a  purchase,  and 
was  there  served  with  tne  summons : 
Heldf  that  the  corporation  was  not 
"  found  **  in  the  District,  within  the 
meaning  of  g  789  of  the  Revised  Sta- 
tutes, so  as  to  be  liable  to  service  of 
the  process.  7^  Oood  Hope  Co.  v. 
TTie  Bailway  Barb  Fencing  Co,,      48 

8.  A  citizen  of  Illinois  attended  this 
Court  for  the  trial  of  a  suit  in  it 
against  himself,  and  as  a  necessary 
witness  on  the  trial  of  other  suits  in 
it  to  which  he  was  not  a  party.  Be- 
fore the  trisl  of  his  own  suit  was  fin- 
ished, and  before  he  had  been  called 
as  a  witness  in  the  (jther  suits,  he  was 
served,  while  in  attendance  at  the 
trial,  in  Connecticut,  with  a  com- 
plaint and  a  summons  commencinfir 
this  suit,  without  attachment :  HetSt 
•n  a  plea  in  abatement,  that  the  com- 


plaint was  not  legally  served.     Wil- 
ton Seyrififf  Machine  Co.  v.  WiUon,  51 

Spc  Constitutional  J^w,  1. 
BfuinoiPAL  Bond,  1. 
National  Bank,  8  to  6. 


JURY. 

1.  The  £ftct  that  some  of  the  jurors  in^ 
dicated,  by  their  language  and  man- 
ner,  during  the  trial,  that  they  wer« 
opposed  to  the  esse  of  the  party 
against  whom  the  verdict  was  given^ 
is  no  ground  for  a  new  trial,  if  they 
were  impartial  when  the  trial  wa» 
commenced,  and  no  improper  means 
were  taken  by  the  otner  partr  to 
cause  a  too  hasty  or  a  prejuoiced  de- 
cision.   Berry  v.  De  Witt,  644 

2.  Misconduct  of  a  juror,  during  the 
trial,  by  conversing  with  one  of  the 
parties  and  expressing  an  opinion  on 
the  case,  is  waived  by  the  other  party, 
if  known  to  him  at  the  time  and  not 
brought  to  the  notice  of  the  Court  un- 
til after  a  verdict  against  him.        id.. 

See  Intbbest,  1. 

MuNidPAL  Bond,  2. 
Pbaoticb,  1,  2,  4. 


LACHES. 

See  CoxTBACT,  1. 
Costs,  10. 


LIEN. 

1.  Under  a  contract  of  maiine  insur- 
ance on  a  vessel,  made  in  <  anada,  the 
question  of  the  right  of  the  insurer 
to  a  lien  on  the  proceeds  of  the  sale 
of  the  vessel,  in  an  Admiralty  Court 
in  the  United  States,  for  money  due 
as  an  unpaid  premium  for  the  insur- 
ance, is  controlled  by  the  law  of  Can- 
ada.    The  WaubauJiene,  29a 

2.  Such  a  lien  is  not  reoogniaed  by  the 
jurisprudence  of  the  United  States ; 
and  the  statute  of  New  York  creating; 
a  lien  for  premiums  in  lavor  of  under- 
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writers  does  not  apply  to  foreign  vee- 
selB.  m'- 

8.  The  reasons  stated  why  a  maritime 
lien  for  insurance  preminms  is  not 
allowed.  i(f. 

8€9  Corporation,  8. 


LIMITATION  OF  ACTTION. 

1.  The  New  York  limitation  of  six 
years  commenced  to  mn,  on  a  note, 
six  years  and  two  months  before 
suit  was  brought.  The  statute  ( Codt 
of  Oiv'il  Procedure,  §  401)  proTides. 
that  "if,  after  a  cause  of  action  has 
accrued  against  a  person,  he  departs 
from  and  resides  without  the  State, 
or  remains  continuously  absent  there- 
from for  the  space  of  one  year  or 
more,  the  time  of  his  absence  is  not  a 
part  of  the  time  limited  for  the  com- 
mencement of  the  action."  This 
means,  that  if  the  person  departs 
from  the  State,  and  resides  without  it 
for  any  length  of  time,  that  time  is 
to  be  taken  out,  while  absences  for 
less  than  a  year,  not  accompanied  by 
residence  without  the  State,  are  not 
to  be  taken  out.  Although  the  de- 
fendant was  not  continuously  absent 
from  the  State  for  one  year  between 
the  time  the  limitation  began  to  run 
and  the  bringing  of  the  suit,  yet,  as 
he  resided  mthout  the  State,  during 
that  interval,  for  a  length  of  time 
which,  deducted  from  the  six  years 
and  two  months,  left  less  than  six 
years  to  be  reckoned  towards  the 
statute  bar,  the  action  was  brought 
in  time.  Satterihwaiie  v.  Ahercrom- 
hie,  808 


M 

MARRIED  WOMAN. 

1.  A  married  woman  endorsed  the 
promissory  note  of  her  husband, 
made  payable  to  her  order,  in  this 
way :  "  Pay  to  the  order  of  P.  For 
value  received,  I  hereby  charge  my 
separate  estate  with  payment  of  the 
within  note : "  Held,  that  her  promise 


to  pay  was  that  of  an  endorser,  and 
not  that  of  a  joint  maker.  Honford 
V.  HotehJeua,  479 

MASTER. 

iStoBoTTOMBT,   1,   2. 


MASTER  AND  SERVANT. 

1.  The  captain  of  abar^e  owned  b^  the 
defendant  was  assisting  the  pliuntifr 
and  other  employes  in  loading  the 
barge  with  iron  rails.  Two  men » 
wonced  on  the  hand  winch,  the  cap 
tain  hooked  the  tongs  on  the  rails, 
and  the  plaintiff  was  one  of  two  men 
who  guided  the  rails  into  the  barge 
after  they  were  hoisted  by  the  winch. 
It  was  the  duty  of  the  man  who  was 
at  the  tongs  to  give  the  order  to 
hoist.  The  captain  gave  the  order 
prematurely,  and  a  rail  fell  on  the 
plaintiff  and  injured  him:  Beld,  hy 
Wallacb,  J.,  that  the  negligence  of 
the  captain  was  not  the  negligence  of 
the  defendant,  and  by  Benedict,  J., 
that  it  was.  Quitin  v.  New  Jersey 
Ughterage  Co.,  209 

2.  A  track  repairer  on  the  structure  of 
an  elevated  railroad,  who,  while  en- 
gaged in  his  work,  is  injured  by  the 
negligence  of  an  engineer  on  the  road 
in  running  his  train  at  too  high  a 
rate  of  speed,  both  being  employes 
of  the  railroad  corporation,  cannot  re- 
cover against  the  corporation,  be- 
cause he  was  a  fellow  servant  with 
the  engineer  Van  Sickle  v.  Man^ 
hattan  Railway  Co,,  422 


MORTGAGE. 
See  Trustre. 


MUNICIPAL  BOND. 

1.  C,  owning  12  coupons,  of  $25  each, 
cut  from  bonds  of  a  town,  bought 
from  S.,  a  banker,  79  other  coupons, 
of  the  same  issue,  of  $26  each,  for 
$79.  and  immediately  brought  suit 
against  the  town,  on  the  9 r  coupons, 
in  a  State  Court,  and  then  removed 
the  suit  into  this  Court.     0.  and  S. 
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testified  that  there  was  no  arrange- 
meot  qualifjiog  the  absolate  sale. 
The  transaction  was  conducted  by 
correspondence,  but  it  was  not  pro- 
duced, nor  were  the  books  of  S.  On 
thia  and  other  evidence,  the  Court 
held  that  C.  was  coUusively  made  a 
party,  and  that  the  suit  must  be  re- 
manded to  the  State  Court,  under  sec- 
tion 5  of  the  Act  of  ^arch  8d,  1875, 
(18  U,  S,  SUcU.  ai  Large,  472.) 
ChaficUery.  Town  of  AUiea,  66 

2.  In  a  suit  by  T.  against  a  town,  on 
bonds,  it  appearing  that  they  were 
issued  in  fraud  of  the  rights  of  the 
town,  T.  endeavored  to  show  by  P., 
from  whom  he  bought  them,  that  P. 
was  a  holder  of  them  in  good  faith 
and  for  value.  The  case  rested  on 
the  testimony  of  P.  alone,  and  the 
Court  left  the  question  to  the  jury: 
JSeld,  that  the  jury  had  the  right  to 
reject  the  testimony  of  P.,  as  incred- 
ible.    Tracy  Y.  Town  of  Ffulps,    71 


JS" 


NATIONAL  BANK. 

1.  About  six  weeks  before  a  national 
bank  stopped  business,  its  officers 
guaranteed  personally  to  a  depositor 
the  payment  of  money  he  had  on  de- 
posit, and  turned  over  to  him,  in 
pledge,  a  promissory  note  belonging 
to  the  bank.  It  was  inwlvent  at  the 
time,  but  had  not  committed  an  act 
of  insolvency,  under  section  6,226,  or 
section  5,242,  of  the  Revised  Stat- 
utes: Held,  on  the  facts,  that  the 
pledge  was  not  made  in  contempla- 
tion of  insolvency,  with  a  view  to 
prevent  the  application  of  the  assets 
in  the  manner  prescribed  by  the  stat- 
ute, or  with  a  view  to  prefer  one 
creditor  to  another.     Roberts  v.  Hill, 

lUl 

2.  In  January,  1884,  a  run  on  a  nation  d 
bank  occurred,  continuing  two  days. 
On  February  20ih,  1884,  the  officers 
of  the  bank  transferred  to  a  depositor 
a  note,  to  avoid  paying  him  the 
amount  of  his  deposit,  which  he  had 
demanded.  The  bank  failed  early  in 
April.  It  was  insolvent  at  the  time 
of  the  transfer,  and  had  been  for  a 


long  time :  He^,  that  the  transfer  was 
made  with  a  view  of  a  preference, 
within  the  meaning  of  section  6,242 
of  the  Revised  Statutes,  and  was 
void;  and  that  the  receiver  of  tlie 
bank  was  entitled,  in  a  suit  in  equity 
against  the  transferee,  to  a  decree 
setting  aside  the  transfer.  RcberU  t. 
mil,  812 

3.  Where  a  receiver  of  a  national  bank, 
appointed  by  the  Comptroller  of  the 
Currency,  has  in  his  poeseaaion  bonds 
pledged  to  the  bank  for  a  debt,  and 
has  obtained  from  this  Conrt  an  order, 
under  the  statute,  to  sell  them,  and  a 
corporation,  a  citizen  of  Vermont,  has 
brought  a  suit  in  Canada,  against  the 
receiver,  to  recover  the  bonds^  this 
Court  has  jurisdiction  of  a  bill  filed 
by  the  receiver  against  the  corpora- 
tion, to  enjoin  it  from  further  prose- 
cuting the  suit  in  Canada,  and  will 
issue  a  preliminary  injunctiun  to  that 
effect.  Hendee  v.  uon$ucticut  and 
Pastumpne  Rivera  R.R.  Co.,         45S 

4.  Such  jurisdiction  is  not  taken  away 
by  §  4  of  the  Act  of  July  12th,  1882, 
(22  U.  S.  Stat,  at  Large,  162.)        id. 

5.  The  cause  of  action  in  behalf  of  the 
receiver  arises  under  the  laws  of  the 
United  States.  id. 

6.  The  plaintiff  drew  a  sight  draft  on  a 
person  who  owed  bim  money,  and  de- 
posited the  draft  in  a  national  bank, 
where  he  kept  an  account,  which 
credited  its  amount  to  him,  on  its  own 
books,  as  a  cash  item,  but  did  not  en- 
ter the  amount  in  his  pass-book  nntil 
after  it  had  failed,  and  then  without 
his  knowledge.  The  bank  was  insol- 
vent at  the  time  of  the  deposit,  but 
the  amount  of  the  draft  was  received 
by  its  collecting  agent,  from  the 
drawer,  after  it  had  failed  and  closed 
its  doors,  and  went  into  the  hands  of 
its  receiver.  In  a  suit  in  equity  by 
the  plaintiff  against  the  receiver  to 
recover  the  amount:  ^Te/c/,  that  the 
draft  belonged  to  the  bank  at  the 
time  it  was  paid  by  the  drawee,  and 
that  the  plaintiff  was  not  entitled  to 
recover.  St.  Louis  &  San  Francisco 
Railway  Co.  v.  Johnston,  487 

See  AoTiON. 
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NAVIGATION. 

1.  Sections  4,466  and  4,469  of  the  Re. 
vised  Statutes,  imposing  a  penalty  on 
a  steamer  for  carrying  more  passcD- 
gers  than  its  certincate  of  inspection 
allows,  apply  to  a  steamer  engaged 
in  carrying  passengers  on  the  waters 
of  Jamaica  Bay,  which  are  public 
navigable  waters  of  the  United  States, 
aud  open  to  theAtlantic  Ocean,  and 
thus  a  highway  oyer  which  commerce 
may  be  carried  on  with  other  States 
and  foreign  countries,  and  are  such 
waters  as  section  4,400  embraces,  al- 
though it  does  not  appear  that  the 
steamer  was  engaged  in  transporting 
passengers  or  freight  passing  between 
places  outeide  of  the  State  of  New 
York  and  places  within  that  State. 
The  Hazel  Kirke,  292 

2.  Such  a  steamer,  having  obtained  a 
certificate  of  inspection  as  a  general 
passenger  boat,  and  not  as  a  ferry- 
boat, its  character  was  fixed,  and  ite 
use  on  Jamaica  Bay,  if  its  transit  was 
a  ferry,  did  not  make  it  a  ferry-boat 
guoaa  the  statute,  or  bring  it  within 
the  exception  in  section  4,464,  or  free 
it  from  tbe  penalties  imposed  by  sec- 
tion 4,465.  id. 

See  Collision. 


NEGLIGENCE. 

1.  The  negligence  of  the  engineer  of  a 
locomotive  engine  is  not  to  be  im- 
puted as  contributory  negligence  to 
a  fireman  on  such  engine,  who  is  in- 
jured by  a  collision  between  it  and 
an  engine  on  a  crossing  road,  in  an 
action  by  the  fireman  against  the 
company  operating  the  latter  road. 
Crai/  v.  Philadelphia  ds  Reading  R. 
R.  Co.,  263 

2.  The  cases  of  Thorogood  v.  Bryan y 
(8  C.  B.f  115,)  and  Armstrong  v.  Zan- 
cathire  ds  Yorkshire  R,  R.  Co.,  (10 
J!2<:A.,.  47,)  disapproved.  id. 

8.  A  person  who,  though  not  owning  a 
pier  and  its  adjoining  slip,  has  the  ex- 
clusive privilege  of  using  them  to 
ship  coai,  is  not  liable  to  the  owner 
of  a  barge  loaded  there  with  coal,  for 


damages  to  the  bar^e  caused  by  her 
settling  down,  at  low  water,  on  a 
spile  in  the  bottom  of  the  slip,  al- 
though tbe  existence  of  the  spile  and 
its  dangerous  character  were  known 
to  such  person,  where  the  barge,  of 
her  own  accord,  remained  in  the  slip 
for  5  hours  after  she  was  loaded,  in- 
stead of  departing.  Onderdonk  v. 
Smith,  562 

^Mastkr  AMD  Servant,  2. 
Rbueasb. 


NEW  TRIAL. 


See  JuBT. 


PARTNERSHIP. 

1.  Under  a  statute  of  New  Jersey, 
which  requires,  in  order  to  the  for- 
mation of  a  limited  partnership,  the 
filing,  with  a  certificate,  of  an  affi- 
davit that  the  sums  contributed  by 
each  of  the  special  partners  "  have 
been  actually  and  in  good  faith  paid 
in  cash,"  and  provides  that,  if  tnere 
is  any  false  statement  in  the  certifi- 
cate or  affidavit,  all  the  partners  shall 
be  liable  as  general  partners,  if  such 
a  certificate  and  afiSdavit  are  filed, 
but  one  of  the  partners,  instead  of 
having  paid  his  contribution  in  cash, 
only  gave  his  check  for  the  amount, 
which  was  not  paid  till  a  month  after- 
wards, he  is  liable  as  a  general  part- 
ner.     McGinnis  y.  Flynn,  465 


PATENT. 

1.  Invention,  (1.) 

2.  Novelty. 

8.  Form  of  Patent,  (2.) 

4.  Duration. 

5.  Re-issue,  (3.) 

6.  Assignment,  (4  to  6.) 
1.  License,  (7.) 

8.  Infringement,  (8  to  10.) 

9.  Damages,  (11,  12.) 

10.  Suit  in  Equity,  (13  to  17.) 

11.  Injunction,  (18.) 

12.  Repeal  of  Patent,  (19,  20.) 
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IS.  Action  for  Penalty,  (21,  22,) 
14.  PartlcQlar  Patents. 

(1.)  Badische    Anilin    and    Soda 
Fabrik — Coloring  matter  pro- 
duced from  alpha  naptbol,  (28 
to  26.) 
^2.)  Davis — Pre8erYingmeat,(27.) 
(8.)  Gary — ^Mode     of     tempering 

3>ring8,  (28  to  80.) 
,    ,      opson  and  Brooks — Sewing 
machine  needle,  (81.) 

(6.^  Eappes— Mosaic  floor,  (82.^ 

(6.)  McFarland  and  GampbeU — 
Metal  tenon  for  blind  slat,  (88, 
84.) 

(7.)  Steele — Sand-box  npon  car- 
riage axle,  (dti,  86.) 

(8.)  New  York  Bung  A  Boshing 
Ck>. — Bung  and  bushing,  (87 
to  89.) 

(9.)  Gold  A  Stock  Telegraph  Co. 
— Telegraphic  printing  instru- 
ment, ^0  to  45.) 

(10.)  Sanborn,  Eanouse  and  San- 
bom — Fabric  for  collars  and 
cuflb,  (46,  47.) 

(11.)  Hartford  Woven  Wire  Mat- 
tress Co. — Bedstead  frame,  (48 
to  60.) 

(12.)  Perkins — Woven  wire  fabric 
for  mattresses,  (51.) 

(18.)  Shirley — liamp  chimney,  (62, 
68.) 

(14.)  Bell— Telegraphy,  (54  to  66.) 

(16.)  Bell— Electric  telephony,  (67, 
58.) 

(16.)  Uoe  and  Tucker — ^Printing 
press,  (59  to  62.) 

(17.)  Hyatt  and  Hyatt— Manufac- 
ture of  celluloid,  (68,  64.) 

(18.)  Hoff  and  Keuner— Goal-hod, 
•    (65.) 

(19.)  Shenfield — Suspender  button- 
strap,  (66,  67.) 

(20.)  Wyles— Machinery  for  fold- 
ing and  curling  collars,  (68, 
69.) 


1.  Invention. 

1.  It  does  not  constitute  a  patentable 
invention,  to  stir,  by  a  well-known 

■  and  simple  mechanical  device,  what 
had  before  been  stirred  by  hand. 
Marchand  v.  Emken,  436 

See  1,  24,  28.  29, 81  to  88,  40  to  42, 
46,  64,  65,  67,  69  to  61,  68,  68, 
69. 


2.  Ncvdty. 

8ie  1, 24,  28,  29,  81  to  88,  40  to  42, 
46,  64,  66,  67,  69  to  61,  68,  68, 
69. 

8.  Form  of  Patent, 

2.  Under  section  4,887  of  the  Revised 
Statutes,  which  requires  that  "  every 
patent  granted  for  an  invention  which 
has  been  previously  patented  in.  a 
foreie:n  country  shall  be  so  limited  as 
to  expire  at  the  same  time  with  the 
foreign  patent,"  it  is  not  necessary 
that  the  patent  should  be  so  limited 
on  its  face.  Canan  v.  Powtd  Mfy, 
Co,,  178 


8eeU, 


4.  Duration, 


6.  lU-istue, 


8.  In  an  application  for  letters  patent 
a  claim  was  rejected,  for  want  of 
novelty.  The  solicitors  for  the  ap- 
plicant acquiesced  in  the  rejeclion, 
in  December,  1877.  The  patent  was 
issued  without  the  claim,  in  April, 
1878  In  July,  1880,  a  re-issue  was 
applied  for,  and  was  granted  in  Feb- 
ruary, 1881,  with  the  claim  before 
rejected.  Between  April,  1878,  and 
July,  1880,  the  defendant  b^n  to 
sell  machines  which  did  not  infringe 
the  original  patent,  but  infringed  the 
claim  of  the  re  issue,  and  like  ma- 
chines  were  shown  in  patents  granted 
daring  that  interval:  Held,  that  the 
re-issue  was  invalid,  because  of  laches 
in  applying  for  it,  and  because  of  the 
acquiescence  in  the  original  rejection 
of  the  daim.     Bolandy,  Thompeon, 

440 

See  27,  87,  88,  46,  48,  49. 

6.  Aesiffnment, 

4.  A.,  the  owner  of  a  patent,  conveyed 
to  H.  the  exclusive  ri^htto  make  and 
sell  the  patented  article,  except  the 
right  to  sell  in  Chicago,  reserving 
to  A.  the  nersunal  right  to  make  and 
sell  anywhere,  and  giving  to  H.  the 
riffht  to  sue  for  infringements  and  to 
take  the  fruits  of  tiie  suite.    After- 
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wards,  A.  assin^ed  tlie  patent  to  R., 
irho  knew  of  the  rights  of  H.,  and  R. 
proceeded  to  make  and  sell  in  New 
York  the  patented  article.  On  a  bill 
filed  by  U.  against  R. :  Held,  that  R. 
ouj^ht  to  be  enjoined  from  making 
and  selling,    ffapffood  y.  Boienntockt 

95 

6.  Although  three  successive  assign- 
ments of  an  invention  to  three  sac- 
cessive  assignees  are  on  record  in  the 
Patent  Office,  a  patent  for  the  inven- 
tion, issued  to  the  first  assignee,  is 
▼alid,  and  the  title  vests  instantly  in 
the  third  assignee.  Contolidated 
SUetric  Light  Co.  v.  EdUon  SUdru 
LiffhtCo,,  412 

6.  An  assignment,  by  an  inventor,  of  his 
"  right,  title  and  interest "  in  an  "  im- 
provement," without  more,  does  not 
carry  to  the  assignee  the  title  to  an 
extended  term  of  an  original  patent 
granted  for  the  improvement.  John- 
son  V.  Wileoz  wnd  Gibb§  Sewing  M<^ 
chine  Co,,  681 


See  26. 


7.  Lieerue. 


7.  C,  the  owner  of  a  patent,  conveyed 
to  A.  and  E.  and  P.,  "  conslituting 
the  firm  of  A.,  P.  A  Co./»  and  "  their 
executors,  adtninistrators  and  as- 
signs," rights  as  licensees.  A  re- 
ceiver of  tne  firm  assigned  to  D.  all 
the  interest  of  the  firm  in  the  patent, 
and  P.  transferred  to  D.  all  his  inter- 
est in  it.  In  a  suit  in  equity  by  the 
owner  of  the  legal  title  to  the  patent, 
a^d  D.,  for  infringement:  Held, 

{!.)  The  license  was  vested  in  the 
memoers  of  the  firm  as  individuals, 
and  not  in  the  firm,  and  D.  acquired 
nothing  by  the  transfer  from  the  re- 
ceiver; 

(2.)  The  license  was  assignable  by 
P.,  as  to  his  several  interest. 

(3.)  The  transfer  by  P.  conveyed 
his  interest,  and,  as  no  objection  was 
taken  by  answer,  that  A.  and  £. 
were  not  parties  to  the  suit,  D.  was 
entitled  to  recover  one  third  of  any 
damages  or  profits.  Adamt  v.  Hote- 
ard,  27 

See  IB, 


8.  Infringement 

8.  Where  the  owner  of  a  patent  in  the 
United  States,  for  an  invention,  sells 
the  patented  article  in  England,  with- 
out restriction  or  conditions ,  he  can- 
not treat  as  an  infringer  one  who  has 
purchased  the  article  in  England 
nrom  a  vendee  of  tlic  patentee,  or  re- 
strain him  from  using  or  selling  the 
article  in  the  United  States.  HoVi- 
day  V.  Matheeont  289 

9.  In  Brueh  v.  CondU,  (22  BUtichf,  C, 
C,  R.,  246.)  a  suit  for  infringping  the 
Brush  patent,  by  the  use  of  articles 
made  under  subsequent  patents, 
known  as  the  Weston  patents,  it  was 
held  that  the  Brush  patent  was  void 
for  want  of  novelty.  In  a  subsequent 
suit  in  equity,  on  the  Brush  patent, 
against  N.,  for  using  like  articles 
with  those  used  by  the  defendant  in 
Brtuh  V.  CondU,  N.  pleaded  in  bar 
that  the  articles  he  used  were  made 
by  £.,  who  conducted  and  controlled 
the  defence  in  that  suit,  and  became 
the  owner,  during  the  pendency  of 
that  suit,  of  the  Weston  patents ;  and 
that,  during  such  pendency,  N.  took 
'a  license  from  E.  under  those  patents: 
Held»  that  the  plea  was  bad.  Brush 
V.  Navgatuck  R.  R,  Co,,  21*1 

10.  The  claim  of  letters  patent  was  as 
follows:  ''  The  combination  of  a  ham- 
mock, A,  having  suspension  ropes,  /, 

f,  with  detachable  distending  blocks, 

g,  g,  which  are  notched  at  their  lower 
edge,  to  space  said  ropes,  /,  /,  sub- 
stantially as  specified."  The  essence 
of  the  invention  was  the  blocks. 
They  were  of  no  use  except  in  the 
hanmiock.  The  defendant  did  not 
make  or  sell  the  hammocks  but  made 
and  sold  the  blocks  to  dealers  in  ham- 
mocks :  Held,  that  he  infringed.  TVa- 
vere  v.  Beyer,  428 

See  24,  25, 30,  89, 48, 47,  50,  66,  58, 
65. 

9.  Damages, 

11.  In  a  suit  in  equity  for  the  infringe- 
ment of  a  patent,  evidence  of  pav- 
ments  made  m  settlements  of  suits  ror 
infringements  is  not  competent  to  es- 
tablish a  fixed  royalty.  Comely  v. 
Marekwald,  168 
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12.  QnestiouB  conBidered  as  to  I068  by 
diyersion  of  sales,  and  loss  by  en- 
forced redaction  of  prices.  id. 


10.  SuU  in  Equity, 

18.  Where  a  rehearing  on  the  merits  in 
a  patent  suit,  in  equity,  was  granted, 
after  an  interlocutory  decree  for  an 
accounting,  and  the  taking  of  testi- 
mony before  the  master,  it  was  made 
a  condition,  that,  in  case  of  a  future 
decree  for  an  accounting,  such  testi- 
mony  should  stand  for  use.  Ameri- 
can Jbiamand  Rock  Boriug  Co,  y.  ^U 
don,  286 

14.  Where  a  bill  in  equity,  in  a  suit  for 
the  infringement  of  letters  patent,  is 
dismissed,  with  a  decree  for  a  certain 
sum,  as  costs,  in  favor  of  the  defend- 
ant, and  an  execution  therefor  is  re- 
turned unsatisfied,  the  Court  will  not, 
on  a  motion  in  the  suit,  appoint  a  re- 
ceiver of  the  patent,  as  an  equitable 
asset,  to  be  disposed  of  to  satisfy  Uie 
decree.     Thayer  v.  Ifart,  808 

15.  The  remedy  is  by  bill  in  equity,  id, 

16.  Where  a  bill  in  equity  for  the  in- 
Mngement  of  letters  patent,  praying 
an  injunction  and  an  account,  was 
sworn  to  six  days  before  the  patent 
would  expire,  and  the  bill  was  filed 
two  days,  and  the  subpoena  served 
three  miys,  after  the  bill  was  sworn 
to,  and  a  rule  of  Court  required  eight 
days  notice  of  a  motion  for  an  injunc- 
tion, and  it  did  not  appear  that  an  ac- 
tion at  law  would  be  an  inadequate 
remedy  for  the  wrong  complained  of: 
Held,  on  demurrer,  that  the  bill  wduld 
not  lie.  Menhon  v.  J,  F.  Pease  Fur- 
nace Co.,  329 

17.  Where  a  bill  in  equity  for  the  in- 
fringement of  letters  patent  was  sworn 
to  twenty-nine  days  oefore  the  patent 
would  expire,  and  filed  three  days  af- 
ter warda,  and  there  was  time,  before 
the  patent  would  expire,  to  give 
notice  of  a  motion  for  a  provisional 
injunction  and  to  obtain  it,  and  the 
bill  set  forth  special  circumstances 
for  equitable  relief,  to  restrain  the 
sale,  after  the  expiration  of  the  pa- 
tent, of  infringini;  machines  made 
during  its  life:  Held,  on  demurrer, 


that  the  bill  would  lie.  Toiedo  Mam- 
er  and  Reaper  Co,  v.  JohntUm  Har- 
verier  Co.,  332 

i&«4,  7.  9,  11,12. 
Equttt,  1  to  4,  6. 
Pbaotiox,  6,  7. 


11.  Injunction. 

18.  A  licensee  under  a  patent  repudiate 
ed  the  license  and  infringed  tne  pat- 
ent. On  a  motion  for  a  preliminary 
injunction,  he  undertook  to  show  that 
the  plaintiff  did  not  make  the  inven- 
tion :  Held,  that  sufficient  doubt  was 
raised  as  to  the  validity  of  the  pat- 
ent to  warrant  the  denial  of  the  mo- 
tion.   Browi  v.  Lapham,  475 

See  A. 


12.  Repeal  of  Patent. 

19.  Letters  patent  for  an  invention 
were  set  aside,  on  a  bill  filed  by  the 
United  States,  against  the  patentee 
and  a  co-owner,  where  it  appeared 
that  the  patentee  had  set  up,  in  his 
application,  that  he  was  an  original 
and  first  inventor,  and  it  appeared 
that  he  was  not  an  original  inventor 
at  all,  although  the  co-owner  had 
not  participated  in  the  fraud,  or  en- 
forced the  patent  as  valid,  but  the 
latter  was  not  charged  with  costs. 
The  United  States  v.  Gunning,        81 

20.  A  decision  by  the  Commissioner  of 
Patents  of  a  question  of  interference 
between  two  inventors,  one  having  a 
patent,  on  which  decision  in  favor  of 
the  other  a  patent  was  issued  to  him, 
is  not  a  bar  to  a  suit  in  equity  by  the 
first  patentee  against  the  other,  un- 
der §  4,918  of  the  Revised  Statutes, 
to  have  the  second  patent  declared 
void,  on  account  of  priority  of  inven- 
tlon  in  the  first  patentee.  Huhd  v. 
Tucker,  297 

18.  Action  for  Penalty, 

21.  In  an  action  for  a  penalty,  under 
§  4,901  of  the  Revised  SUtutes,  for 
marking  unpatented  articles  as  pat- 
ented, if  the  defendant  has  a  patent 
which  he  claims  covers  the  articles 
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it  iB  the  duty  of  the  Court  to  deter- 
mine the  soope  and  effect  of  the  pat- 
ent.   HawloweU  y.  JTom,  895 

S8.  The  Court  having  refaeed  to  in- 
straet  the  jury  that  the  plaintiff  was 
required  to  prove  his  case  with  the 
same  particularity  and  exactnew  as 
on  the  trial  of  an  indictment:  Hdd^ 
no  error.  id. 


14.  Par^cular  PatewU. 

(1.)  BadiMehe  AnUin  cmd  Soda  Fabrik 
— Coiorinff  matUr  produced  from 
alpha  napthoL 

28.  The  claim  of  letters  patent  No.  226,- 
108,  granted,  March  2d,  1880,  to  Ba- 
dische  Anilin  and  Soda  Fabrik,  as  as- 
signee of  Heinrich  Caro,  for  an  im- 
provement Id  coloring  matters  pro- 
duced from  alpha-Dapbthol,  namely, 
"As  a  new  manufacture,  the  coloring 
matter,  or  sulpbo-acid  of  diDitro-ai- 
pha-naphthol,  obtained  from  the  ac- 
tion of  nitric  acid  upon  the  within  de- 
scribed aJpha-naphthol  sulpho-adds, 
substantially  in  the  manner  set  forth, 
or  by  any  other  method  which  will 
produce  a  like  result,"  is  a  valid  claim. 
Fiekhardt  v.  Packard,  28 


24c.  Caro  having  been  the  first  to  dis- 
cover the  process  by  which  the  de- 
structive sulpho-acids  of  alpha-naph- 
thot,  capable  of  treatment  with  nitric 
acid  without  the  destruction  of  their 
aulpho-groups,  could  be  produced, 
was  entitled  to  claim  broadly  the  pro- 
duct when  made  by  his  process, 
whether,  as  part  of  the  process,  the 
treatment  of  the  sulpho-acids  with  ni- 
tric acid  should  be  according  to  his 
method  or  by  any  other  equivalent 
method  which  would  produce  his  pro- 
duct, id. 

25.  It  being  shown  that  the  defendants' 
coloring  matter  possesses  the 'pecu- 
liar characteristics  of  the  patented  ar- 
ticle, and  produces  the  same  results, 
and  those  results  having  been  un- 
known until  Caro's  process  was  em- 
ployed, there  is  sufficient  prima  facie 
evidence  of  infringement.  id. 

S6.  The  plaintifis  being  the  owners  of 
the  exclusive  right  to  make,  use  and 
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sell,  and  to  vend  to  others  to  use 
and  sell,  the  invention,  throughout 
the  United  States,  have  the  entire  in- 
terest, although  the  right  to  vend  to 
others  the  privilege  of  making  was 
not  transferred  to  them.  id. 


(2.)^i>awt— iVwerwiy  meat, 

27.  Claims  8  and  4  of  re-issued  letters 

gitent  No.  8,119,  granted  to  William 
avis,  September  15th,  1868,  for  an 
improvement  in  preserving  meats, 
froit,  Ac,  (the  onginal  patent,  No. 
78.982,  haying  been  granted  June 
16th,  1868,)  are  invalid,  on  the  ground 
that  those  claims  cover  inventions 
not  described  in  the  original  patent. 
Hammtmd  v.  Franklin,  77 

(8.)  Cory — Mode  of  Umpering  epringe. 

28.  Letters  patent,  No.  116,266,  granted 
to  Alanson  Cary,  June  27th,  1871, 
for  an  improvement  in  mode  of  tem- 
pering springs,  are  valid,  as  produc- 
ing a  new  result  by  the  new  appli- 
cation of  an  old  process.  Cary  v. 
Wolff,  92 

29.  The  invention  consists  in  subjecting 
spiral  springs,  of  steel  wire,  made  by 
coiling,  to  spring  temper  heat,  about 
600  degprees,  more  or  less,  for  about 
8  minutes,  to  restore  their  elasticity 
and  str^>ngth.  id. 

80.  The  patent  is  infringed  by  effecting 
that  result  by  the  use.of  a  higher  heat 
than  600  degrees.  id 

(4.)  Hopeon  and   Brooke — Sewing  ma- 
chine needle. 

81.  The  claim  of  letters  patent  granted 
to  Hopson  and  Brooks,  July  4th, 
1871, for  an  ''improvement  in  sew- 
ing machine  neeoles,"  namely,  "  A. 
sewing  machine  needle  possessing 
the  peculiarities  specified,  and  form- 
ing a  new  article  of  manufacture." 
is  invalid,  in  view  of  prior  patents 
granted  to  the  same  persons  for  the 
machinery  for  making  such  needles, 
any  novelty  in  the  needles  being  the 
result  of  the  functions  of  the  machin- 
ery.   Exceltior  Needle  Co.  y.  Union 

I     Needle  Co.,  147 
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(5.)  Knppes — MoMxc  fioor, 

82.  Letters  patent  No.  87,858,  granted 
to  J.  George  Eappes,  March  16th, 
1869,  for  an  improved  mosaic  floor, 
are  invalid,  the  invention  claimed 
being  the  laying  of  hard  wood  mar- 
qaetry  on  soft  wood  strips,  tongned 
and  grooved  together,  and  being,  in 
view  of  the  state  of  the  art,  an  exer- 
cise of  mechanical  skill  merely. 
Kappn  V.  Hartung,  162 

(6.)  McFarland  and  Campbell — Metal 
tenon  for  blind  slat, 

88.  Letters  patent  No.  76,491,  granted 
to  William  McFarland  and  John  H. 
Campbell,  April  7th,  1868.  for  a  metal 
tenon  for  blind  slats,  are  valid.  Mc- 
Farland y.  Spencer f  156 

84.  The  invention  upheld  on  the  ground 
of  economy,  simplicity,  symmetry 
and  dnrabiUty.  id. 

(7.)  Stede — Sand-box  upon  carriage  axle. 

85.  Letters  patent  granted  to  John  S. 
Steele,  February  19th,  1867,  for  an 
improved  sand-box  upon  carriage- 
axles,  are  invalid.  Goodyear  v.  Hart- 
ford bpring  and  Axle  Co.,  169 

86.  An  axle  with  the  axle-box  enlarged 
at  the  inner  end,  and  projecting  over 
and  enclosing  the  collar,  existed  be- 
fore ;  and  an  axle  with  an  extra  loose 
collar  slipped  over  its  square  bar  and 
pushed  near  to  the  wearing  collar, 
leaving  a  chamber,  as  a  "  snnd-box," 
between  the  two  collars,  existed  be- 
fore. Steele  added  the  one  to  the 
other,  and  made  the  wnole  solid,  like 
the  ordinary  wearing  collar.  The 
arrangement  was  an  actual  and  a 
commercial  success,  but  the  extra 
collar  was  used  for  the  same  purpose 
as  before,  with  no  change  in  the 
manner  of  applying  i{,  except  to  make 
it  solid  with  the  axle,  the  wearing 
collar  having  long  been  made  in  the 
same  manner.  The  alteration  was 
an  obvious  and  ordinary  improve- 
ment and  not  patentable.  id, 

(8.)  New  York  Bung  dt  Butking  Co, — 
Bung  and  bushing. 

87.  Ee-isfiued  letters  patent  No.  10,868, 


granted  to  the  New  York  Bung  and 
Bushing  Company,  August  26th, 
1888,  for  an  improvement  in  bungs 
and  bushings,  (the  original  patent. 
No.  141,473,  having  been  granted  to 
Samuel  R.  Thompson,  August  5tli, 
1878,  for  an  improvement  in  bash- 
ings for  faucet-holes,  and  re-issued  as 
No.  8,488  to  McKean,  Jackson  and 
Brown,  November  12th,  1878,)  are  in- 
valid. New  York  Bung  and  BtuMnff 
Co.  V.  Doelger,  167 

88.  The  first  re-issue  having  been  de- 
clared invalid,  the  second  was  taken, 
substantially  like  the  original  patent 
in  tbrm,  except  that  the  bushing  was 
lindted  to  wood,  the  first  claim  of 
the  second  re-issue,  and  the  second 
of  the  original  patent,  being  alike, 
except  that  the  word  **  wooden  "  was 
not  in  the  latter :  "  The  combination 
of  a  wooden  bushing,  a,  and  casing, 
6,  constructed  and  arranged  as  de- 
scribed, and  for  the  purposes  speci- 
fied." A  prior  patent  described  a 
bung  and  oushing  like  Thompson's^ 
without  designating  any  material: 
Held,  that  it  was  no  invention  to  make 
such  prior  device  of  wood.  tdL 

89.  Heldf  also,  that  the  defendant  did 
not  infringe.  uL 

(9.)  Gold  tt  Slock  Tdegraph  Co.^TeU- 
graphic  printing  instrument. 

40.  The  second  claim  of  re-issued  let- 
ters patent,  No.  8.810,  granted  to  the 
Gold  and  Stock  Telegraph  Company, 
as  assignee  of  Edward  A.  Calahan, 
January  26th,  1870,  for  an  improve- 
ment in  telegraphic  printing  instru- 
ments for  registering  the  prices  of 
gold  and  stocks,  (the  original  patent 
having  been  dated  April  21st,  1868,) 
namely,  '^  Two  or  more  type-wheels 
moving  independently  and  controlled 
by  magnetism,  and  arranged  so  as  to 
print  jointly  or  separately  upon  one 
strip  of  paper  in  two  or  more  lines, 
substantially  as  Bpecified,**  is  valid. 
Gold  and  Stock  Telegraph  Co,  y. 
Commercial  Telegram  Co.,  199 

41.  The  novelty  x)f  the  invention  pointed 
out.  id, 

42.  The  word  "jointly,"  in  the  daim, 
does  not  mean,  aimii^taneously,  but 
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means,  by  united  action,  or  acting  in 
cooperation.  id. 

43.  Infringement  of  the  claim  pointed 
out.  id. 

44.  The  United  States  patent  was  ap- 
plied for  December  28th,  1867,  and 
dated  April  2lat,  1868.  A  provis- 
ional specification  and  a  petition  for 
a  patent  were  filed  in  England,  VI arch 
16th,  1868,  and  that  was  the  date  of 
the  English  patent,  which  was  sealed 
August  21st,  1868:  Held,  that  the 
United  States  patent  did  not  expire 
in  17  years  from  March  16th,  1868, 
because  it  was  dated  before  the  seal- 
ing of  the  English  patent,  and  was 
applied  for  before  the  English  pro- 
yisional  specification  was  tiled,  and, 

therefore,  section  6  of  the  Act  of 
March  8d.  1889.  (5  IT.  S.  Stat,  at 
Large,  854,)  did  not  apply  to  the 
case.  id. 

46.  The  second  claim  of  the  re-issue  was 
not  an  enlargement  of  the  second 
claim  of  the  original  patent.  id. 

• 

(10.)  Sanhoim,  Kanouas  and  Sanhom — 
Fabric  for  collars  and  eufft. 

46.  Letters  patent  No.  200,939,  granted 
to  Rufus  H.  Sanborn,  Charles  O. 
Kanouse  and  Albert  A.  SanboVn, 
March  5th,  1878,  for  a  fabric  for  col- 
lars and  cufGs,  the  claim  of  which  is, 
"A  fabric  for  collars  and  cuffs,  or 
other  similar  articles,  having  outer 
sheets  or  layers  of  celluloid  and  an 
interlining  of  textile  or  fibrous  ma^ 
terial,  aubstantiallv  as  and^  for  the 
purposes  specified,  are  valid.  Cel- 
luloid Mfg,  Co.  V.  CkrolUhion  Collar 
d:  Cuff  Co.,  206 

47.  The  claim  is  infringed  by  making  a 
sheet  of  celluloid,  and  placing  around 
its  four  edges  a  strip  of  textile  or 
fibrous  material,  and  foldin*;  it  over, 
and  causing  it  to  adhere  by  heat  and 
pressure.  id. 

(11.)  Hartford   Woven    Wire    MaUress 
Co. — Beditead  frame. 

48..Re-]88ued  letters  patent  No.  7,704, 
mated,  May  29th,  1877,  to  the  Hart- 
ford Woven  Wire  Mattress  Company, 


as  assignee  of  John  M.  Famham,  for 
an  improvement  in  bedstead  frames, 
(the  original  patent  having  been 
dated  November  30th,  1879.)  are 
valid.  Hartford  Woven  Wire  Mat- 
treea  Co.  v.  Peerlen  Wire  MaUresB 
Co.,  227 

49.  The  claims  of  the  re-issue  are  capable 
of  such  construction  as  to  make  them 
no  expansion  of  the  original  patent,  id. 

60.  A  device  which  incorporates  the  pat- 
ented invention  and  all  its  beneficial 
results  does  not  avoid  infringement 
by  superadding  another  result.       id. 


(12.)  Perkina — Woven  wire  fabric  for 
mattreteea. 

61.  Letters  patent  No.  109,446,  granted 
to  George  C.  Perkins,  November  22d, 
1870,  for  an  improvement  in  woven 
wire  fabrics  for  mattresses,  are  in- 
valid, because  they  cover  only  a 
matter  of  ready  mechanical  adjust- 
ment, and  not  an  invention.  Hart' 
ford  Woven  Wire  Matireet  Co.  v. 
Feerleu  Wire  Mattreea  Co.,  227 

(18.)  Shirley — Lamp  chimney. 

62.  Re-issued  letters  patent,  No.  7,669, 
granted  to  Frederick  S.  Shirley,  as 
assignee  of  Robert  R.  Crosby,  the  in- 
ventor. May  8th,  1877,  for  an  im- 
provement in  lamp-chimi^eys,  the 
original  patent,  No.  79,968,  having 
been  granted  to  Crosby,  July  14th, 
1868,  are  invalid,  as  expanding  the 
claim  of  the  original  patent.  Sdrley 
V.  Mayer,  249 

68.  There  was  an  intentional  omission 
fropi  the  claim  of  the  original  of  what 
the  re-issue  purports  to  secure,     id. 

(14.)  Bell'^'TeUgraphy. 

64.  Claim  6  of  letters  patent,No.  1 74,465, 

S anted  to  Alexander  *Graham  Bell, 
arch  7tb,  1876,  for  improvements 
in  telegraphy,  namely, "  The  method 
of,  and  apparatus  for,  transmitting 
vocal  or  other  sounds  telegraphically, 
as  herein  described,  by  causing  elec- 
trical imdulations,  similar  in  form  to 
the  vibrations  of  the  air  accompany- 
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isff  the  said  yoeal  or  other  sonndB, 
BiiDstaiitially  as  set  forth,"  is  valid. 
American  Bell  Ttleplume  Co,  v.  Mo- 
leatlar  Telephone  Oo.,  268 

66'  The  prior  apparatus  of  Reis  wasnot 
a  speaJdng  telephone;  nor  was  the 
inyeDtion  of  Bell  antidpated  by  Hol- 
comb  or  Baardslee.  id, 

56.  Claim  6  is  not  restricted  to  a  method 
and  apparatus  in  which  a  magneto- 
transmitter  is  used,  but  is  infringed 
by  using  a  microphone  transmitter 
in  the  employment  of  the  same 
method.  id. 


(16.)  Bai^Sledrie  teUphony. 

6*!,  Claim  6  of  letters  patent,No.  186, 787, 
granted  to  Alexander  GraVtam  Bell, 
January  80th,  1877,  for  improve- 
ments in  electric  telephony,  namely, 
"  The  formation,  in  an  electric  tele- 
phone, such  as  herein  shown  and  de- 
scribed, of  a  magnet  with  a  coil  upon 
the  end  or  ends  of  the  magnet  near- 
est the  plate,**  seems  to  be  void  for 
want  of  novelty.  Ameriwn  Bdl  Tele- 
phone Co,  y.  Molecular  Telephone  Co,, 

258 

68.  Claims  6,  7  and  8  of  that  patent  are 
valid  and  are  infringed.  id. 

(16.)  Hoe  aad  Tueher-^PriwUng  preee, 

69.  Claim  4  of  letters  patent,  No.  181,- 
217,  granted  to  Richard  M.  Hoe  and 
Stephen  D.  Tucker,  September  lOth, 
1872,  for  an  "  improvement  in  print- 
ing presses,"  namely,  **  The  employ- 
ment and  use  of  the  adjusting  roller 
59,  for  regulating  the  travel  of  the 
first  sheet,  constructed  and  operating 
substantially  in  the  manner  described 
and  specified,"  does  not  claim  the  ab- 
stract adjustment  of  the  roller  59  in 
different  positions,  but  the  adjust- 
ment of  the  relative  lengths  of  the 
paths  travelled  by  the  two  sheets  to 
each  other,* by  regulating  the  length 
of  the  path  of  the  first  sheet,  through 
the  adjustment  of  the  position  of  the 
roller  69,  by  the  means  shown.  Hoe 
V.  Kahler,  864 

60.  The  invention  covered  by  claim  4 
was  new.  id. 


61.  There  is  nothing  to  show  that  it 
could  not  have  been,  or  was  not^  tba 
joint  production  of  two  minds.       tdL 

62.  Without  reference  to  whether  a  de- 
fendant can  show,  in  defence,  a  defect 
in  or  a  want  of  a  preliminary  affidavit 
by  an  inventor,  in  his  application  for 
a  patent^  no  such  defect  or  want  waa 
shown  in  this  case,  nor  anything 
sufficient  to  rebut  the  presumptioift 
that  there  was  such  an  affidavit.    tiL 

(17.)  HyaU  and  HwM^Memufaeture  of 
ceUulM. 

68.  LetterspatentNo.  166,858,  granted 
to  John  W.  Hyatt  and  Isaiah  S. 
Hyatt,  assignors  to  the  Celluloid 
Manufacturing  Company,  October 
27th,  1874,  for  an  '*  improvement  in 
the  manufacture  of  celluloid,"  are 
valid.  Cellvloid  Manufaduring  Co, 
V.  Afneriean  Zylonite  Co,,  444 

64.  A  history  of  the  state  of  the  art,  and 
of  the  article  Icnown  as  "xylonite* 
or  "celluloid,"  given.  tdL 

(18.)  Hoff  and  Henner-^OoalAod, 

66.  Claim  1  of  letters  patent.  No.  279,- 
871,  granted  to  Charles  Hoff  and 
Peter  Kenner,  as  assignees  of  Charles 
Hoff,  June  19th,  1888,  for  a  coal-hod, 
namely,  "The  method  of  forming  the 
body  of  a  coal-hod  or  other  amilar 
vessel,  which  conaiBts,  subetantiaUy, 
as  before  set  forth,  in  first  forming  a 
cone-shaped  body  from  a  suitable 
blank,  then  folding  in  the  cone  end  of 
said  body  in  crimps,  to  form  the  bot- 
tom,*' is  infrinfi^d  by  a  coal-hod  so 
constructed  in  all  respects,  except  that 
a  part  only  of  the  bottom  is  made  by 
folding  in,  and  the  space  between  tlie 
folded  ends  is  covered  by  a  cap.  Hoff 
V.  Iron  Clad  Manufacturu^  Co., 

481 

(19.)  ShenfieldSuapender  butUm-etrap, 

> 

66.  Letters  patent.  No.  169,856,  granted 
to  Abraham  Shenfield,  November  9th, 
1876,  for  an  improvement  in  suspen- 
der button  straps,  are  invalid,  for 
want  of  inventioa  Shenfield  v.  Naah- 
awannuek  ManufaOturing  Co,,       541 
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67.  All  that  was  done  waa  to  make  a  ens* 
peDder  end  of  flat  cord  in  substen- 
tially  the  same  way  that  a  gnspender 
end  of  round  cord  had  been  made, 
and  in  snbBtantiaUy  the  same  way 
in  which  a  flat  button  end  had  been 
made  for  the  purpose  of  aecnrinff 
other  artidea  of  wearing  appard 
than  trousers.  id. 

(20.)  WyU$ — Jfa^neryfor/ofdingand 
curling  eoUart, 

68.  Letters  patent  No.  268,884,  cranted 
to  Thomas  S.  Wyles,  May  28d,  1882, 
for  machinery  for  folding  and  curliDg 
collars,  are  void  for  want  of  inven- 
tion. Trey  Laundry  Maehinmry  Co. 
y.  Bvnnell,  668 

69.  Prior  structures  did  not  embody  the 
idoDtical  combination  of  any  claim  of 
the  patent;  but  the  patentee  com- 
bined features  existing  in  prior  pat- 
ents, leaying  to  each  the  same  func- 
tions and  modes  of  operation  ^  no  fea- 
ture contributing  any  new  function 
or  mode  of  operatioD  to  any  other,  id. 


PENALTY. 
SeeVATvn,  21,  22. 


PLEADING. 

1.  A  plea  to  a  bill  in  equity,  that  the 
plaintiff  "  was,  at  the  time  of  the  com- 
mencement of  the  suit,  non  compos 
meniia,  and  incapable  to  sue,"  not  al- 
leging that  he  has  been  so  found  by 
inquisition,  or  that  any  committee 
has  been  appointed,  is  a  bad  plea. 
Dudgeon  y.  Wation,  161 

iS^  Patent,  9. 
Praotiok,  12. 


PRACTICE. 

1.  The  proyision  of  §  648  of  the  Re- 
yised  SUtutes,  that  **  the  trial  of 
issues  of  fact  in  the  Circuit  Courts 
shall  be  by  jury,  except  in  cases  of 
equity  and  of  admiralty  and  mari- 
time jurisdiction,"  does  not  forbid 
the  sending  of  an  issue  of  fiust  in  an 
equity  case  to  be  tried  by  a  jury. 
Futon  y.  Fhamx  A$turanee  Co,,  110 


2.  The  issues  in  .this  case  being  as  to 
frandtdent  representations  in  obtain, 
ing  agreements  to  insure  against  fire, 
and  wrongful  and  negligent  acts  in 
causing  the  flre,  they  were  ordered 
to  be  tried  by  a  jury.  id. 

• 

8.  On  the  trial  of  a  suit  by  the  Court 
without  a  jury,  the  defendant  haying 
died  after  the  day  when  the  last  of 
the  eyidence  was  submitted,  judg- 
ment was  rendered  as  of  that  day. 
Ciiiun^  Bank  y.  Brooki,  187 

4.  The  jury  haying  returned  a  verdict 
for  the  plaintiff  for  $8,600,  the  Court, 
on  the  second  day  thereafter,  and 
during  the  same  term,  on  notice, 
and  in  the  presence  of  the  counsel 
for  both  parties,  recalled  the  jury, 
and  they  all  stated,  in  an  affidayit, 
that  their  yerdict  as  agreed  on  waa 
for  $8,500,  with  interest,  and  they  all 
further  stated,  in  Court,  that  their 
yerdict  was  for  $6,588.20,  which  in- 
eluded  $2,088.20  interest,  and  their 
yerdict  was  so  recorded:  Bdd,  no 
error,  and  that  the  pkintiff  was  en- 
titled to  judgment  for  the  $6,588.20. 
Bwrlingame  y.  Central  R.  R.  Co.,  142 

6.  On  an  appeal  in  Admiralty,  deposi- 
tions  taken  by  the  appellant,  in  the 
Circuit  Court,  of  witnesses  who, 
thouffh  present  at  his  instance,  at 
the  hearing  in  the  District  Court, 
were  not  examined,  will  be  sup- 
mressed,  on  motion  of  the  appellee. 
The  B.  B,  Samdert,  185 

6.  During  a  reference  before  a  master 
to  tHke  an  account  of  profits  and  dam- 
ages, under  an  interlocutory  decree 
for  the  plaintiff,  in  a  suit  in  equity  for 
the  infringement  of  letters  patent,  the 
plaintiff  haying  called  on  tne  defend- 
ant for  a  supplemental  statement  as 
to  alleged  infrineing  articles,  the 
Court  made  an  order  allowing  the  de- 
fendant to  introduce  eyidence  to 
show  that  the  articles  not  included  in 
the  first  statement  did  not  infringe 
the  patent.  After  proofs  were  taken 
by  both  parties,  the  master  ordered 
the  production  of  the  stipplemental 
statement.  The  defendant  applied 
to  the  Court  to  reyiew  that  order. 
As  the  question  of  fact  whs  compli- 
cated, and  it  did  not  appear  on  what 
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theory  the  master  proceeded,  the 
Court  refused  to  interfere.  Weiling 
Y.  La  Bau,  305 

7.  The  practice  of  reyiewing  incidental 
mlings  of  the  master  is  not  to  be 
commended.  id, 

B.  Under  the  rule  hud  down  in  Bronton 
Y.  JSehuiten,  (104  U.  &,  410.)  an  ap- 
plication for  a  rehearing  in  a  suit  m 
Admiralty  was  held  to  be  too  late  be- 
cause not  made  during  the  term  in 
which  the  final  decree  for  the  llbel- 
lant  was  entered.     The  Comfort^  871 

9.  Moreoyer,  such  decree  haying  been 
seryed  personally  on  the  proctor  for 
the  claimant  on  the  next  day  after  it 
was  entered,  and  a  judgment  against 
the  sureties  in  the  app^  bond  haying 
been  entered  21  days  after  that,  and 
no  step  toward  a  rehearing  baying 
been  taken  for  49  days  afterwards, 
the  application  was  not  made  with 
sufficient  promptness.  id, 

10.  Where  the  complaint  in  a  suit  in  a 
State  Court,  remoyed  into  this  Court, 
is  substantially  only  a  bill  in  equity, 
the  State  practice,  of  moying  to  make 
a  complaint  more  definite  and  certain, 
does  not  apply.     Fhdpi  y.  Mliott, 

470 

11.  In  a  suit  in  equity,  the  defendant 
has  no  right,  by  motion,  to  require 
the  plaintiff'  to  amend  bis  bill,  to  ex- 
pose supposed  defects  in  his  case,  id, 

12.  A  bill  in  equity  set  forth  a  good 
cause  of  action  for  an  accounting,  and 
ayerred  that  the  defendant  relied 
upon  a  release  which,  if  it  existed, 
was  procured  by  fraud,  the  particu- 
lars of  which  the  bill  set  forth.  A 
plea  to  the  bill  did  not  negatiye  these 
particulars:  Held,  on  a  motion  to 
strike  out  the  plea,  as  not  good  in 
substance,  that  the  question  must  be 
raised  by  setting  down  the  plea  for 
arg^ument.     Armengaud  y.  Coudert^ 

484 

See  Contempt. 
Costs,  10,  12. 
Eqditt,  6. 

JUET. 

Pa'AOTiOE,  13  to  15. 


PROCESS. 
^Jurisdiction,  1. 

PROMISSORY  NOTE. 
See  Marukd  Woman. 

PRUSSIA. 

Treaty  with.  Extradition,  June  16th, 
1852.  41 


B 

RAILROAD.* 

See  Master  anp  SxRyANT,  2. 
Release. 
Trustee. 


RECEIVER 

1.  Where  a  receiver  appointed  by  a 
Court  of  New  Jersey  recoyers,  as 
such,  a  judgment  in  a  Court  of  that 
State,  on  a  promissory  note,  and 
brings  suit  on  it  in  New  York,  he 
sues  on  it  as  an  indiyidual  and  not 
as  recelyer,  although,  in  the  title  of 
the  cause,  in  the  declaration,  he  calls 
himself  receiver.     Wilkhmm  y.  CW- 

See  National  Bank,  8  to  6. 


RELEASE. 

1.  A  release  of  damages  for  personal  in- 
juries sustained  by  being  struck  by  a 
train  on  a  railroad,  obtained  by  the 
payment  of  $100,  and  not  so  ndrly 
obtained  as  to  be  justly  and  equita- 
bly binding,  set  aside,  and  $4,000 
awarded.    Magoric  y.  lAide,         899 

REMOVAL  OP  CAUSE. 

1.  A  proceeding  by  mandamtu,  in  a 
State  Court  in  Connecticut,  by  a  citi- 
zen of  Nebraska,  to  compel  the  judge 
of  a  Probate  Court,  a  eitisen  of  Con- 
necticut, to  allow  an  appeal  by  the 
plaintiff  to  the  former  Courts  from  a 
decree  of  the  latter  Court  admitting  a 
will  to  probate,  is  removable  byuie 
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plaintiff  into  the  Circuit  Court  of  the 
United  States,  where  his  interest  in 
the  estate  covered  hj  the  will  exceeds 
$500.     Bnein  y.  Walsh,  586 

REVENUE. 

See  CoBTOus. 
Duties. 


s 


SALVAGE. 

1.  Cotton,  in  bales,  on  a  lighter  lyii^ 
in  a  slip,  close  to  other  vessels,  tooK 
fire  in  the  daytime.     Abundant  means 
were  at  hand,  and  were  used,  for 
throwing  water  on  the  fire.     A  tng 
hauled  the  lighter  out  into  the  river, 
and  threw  water  on  her,  and  towed 
her  to  a  wharf  at  a  distance,  where 
her  cargo  was  removed.    The  ser- 
vices of  the  tug  occupied  two  hours. 
The  value  of  the  cotton  saved  was 
about  $29,000,  and  the  value  of  the 
li^rhter  about  $3,000.     The  tu^  usu- 
ally received  for  towage  from  (10  to 
$16  an  hour.     The  District  Court 
awarded  $760  salvage,  one-half  of  it 
to  the  tug,  and  the  rest  to  be  divided 
among  her  captain  and  crew,  in  pro- 
portion to  their  wages.     On  further 
prooiis,  this  Court  reduced  the  allow- 
ance to  $860,  $160  of  it  to  the  owner 
of  the  tug,  and  the  remainder  of  it  to 
be  apportioned  among  the  captain 
and  crew,  with  costs  to  the  libellant 
in  the  District  Court,  and  no  costs 
to  either  party  in  this  Court.     The 
8.  A  Baker,  889 


SEIZURE. 

1.  A  collector  of  internal  revenue,  who, 
in  seizing  property  as  forfeited,  for  a 
violation  of  the  internal  revenue 
laws,  acts  on  the  request  of  a  rev- 
enue agent,  who  was  instructed  by 
the  chief  clerk  of  a  supervisor  to 
make  the  request,  does  not  act  under 
the  direction  of  a  "  proper  officer  of 
the  Government,"  within  the  mean- 
ing of  §  989  of  the  Revised  Statutes, 
in  regard  to  granting  a  certificate  of 
•*  probable  cause."  Freri€hs  v.  Coe- 
ter,  74 


2.  Whether,  after  a  refusal  of  the  Dis- 
trict Court,  in  a  suit  for  the  forfeiture 
of  the  property  seized,  to  grant  a  cer-' 
tificate  of  "  reasonable  cause  of  seiz- 
ure,"  under  §  970  of  the  Revised  Stat- 
utes, the  Circuit  Court  can,  in  an  ac- 
tion for  damages  aeainst  the  col- 
lector, grant  a  certificate  of  *'  prob- 
able cause,"  under  §  989,  quere.    id, 

STATUTE. 
See  Contract,  6. 


STATUTES  CITED. 
Unitxd  Statxs. 

1789.  September  24th,  Jurisdiction,  686 

1789,  September  24th,  Suit  in  Equity, 

91 

1790,  May  81  st.  Copyright,  825 
1793,  February  21st,  Patent,  415 
1802,  April  29th,  Copyright,  825 
188 1 ,  February  8d,  Copyright,         825 

1886,  July  4th,  Patent,  83 

1887,  March  8d,  Patent,  414 
1889,  March  8d,  Patent.  175,  204 
1 844,  April  2d,  Customs,  428 

1863,  February  26th,  Costs,       118,115 

1 860,  June  22d.  Extradition,  40, 41 

1861,  March  2d,  Patent^  204 

1864,  June  Sd,  National  Bank,  818, 466 
1866,  March  8d,  Copyright,  825 
1866,  July  18th,  Customs,  429 

1866,  ^uly  27th,  Removal  of  Cause,  1  IB 

1867,  March  2d,  Removal  of  Cause,  118 
1870,  May  Slst,  Election,  217 
1 870,  July  8th,  Copyright,  825 
1 870,  July  8th,Patent,  174,364, 867,414 
1 874,  June  18th,  Copyright,  875 
1874,  June  22d,  Customs,  299 
1 876,  March  8d,  Jurisdiction,  67, 68 
1876,  March  8d,  Removal  of  Cause,  686 
1 876,  June  1 9th,  Extradition,  40, 41 
1 876,  June  30th ,  National  Bank,  191 
1876,  August  16th,  Duty  on  Hawaiian 

Sugar,  646,547 

1881,  March  8d,  Trade-Mark,        46, 47 

1881,  July  12th,  National  Bank, 454,467 

1882,  August  3d,  Extradition,      40, 41 

1 883,  March  3d,  Tariff,       283, 646, 648 

Rbvisbd  Statutes  of  thk  Uottbd 
Statss. 


§  629,  Jurisdiction, 

g  689,  Removal  of  Cause, 


466 

118 
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648.  Trinl  by  Jury,  1 10,  111 

6A8,  Jarbdiction,  456 

668,  Terms  of  Ck>iirt,  872 

728,  Salt  in  Equity,  91, 880 

724,  Evidence,  87 

726.  Contempt  of  Court,  668 

7H9,  Jorifldictioo.  48, 66 

824,  Attemey*8  Fees,  118, 116, 1 18, 

121, 184 

848,  Witnew'  Feee,  114, 117. 186 

868,  Eyidenoe,  78, 87 

861,  Evidence,  88 

868,  Depoeitioii,  802 

864,  r>ep09itioD,  808 

914,  Evidence,  88 

917,  Execution,  804 

965,  Revival  of  Suit,  458 

970,  Seirnre.  74, 76 

988,  Costs,  118, 117, 129, 181, 188, 186 
984,  Costs,  117 

989,  Seizore,  74, 76 
8.074,  Customs,  425, 426, 429 
3,076.  Cnstoms,  425, 426, 429 
8,076,  Costoms,  425, 426, 429 
3,077»  Castoms,  426, 426, 429 

8.078,  Customs,  425, 429 

8.079,  Customs,  426, 429 
4,288,  Navigation,  270, 879 
4,400,  Steam-vessel,  *  298 
4,464,  Steam-vessel,  292, 298 
4,466,  Steam-vessel,  292, 298 
4,469,  Steam-vessel,  292 
4,888.  Patent,  178,174 
4,884,  Patent^  178, 174, 176 

4.886,  Patent,  178, 174 

4.887,  Patent,  178, 174, 176 
4,896,  Patent,  414 
4,901,  Patent,  895 
4,904,  Patent,  298 
4,916,  Patent,  78,298 
4,918,  Patent,  •           297 

4.920,  Patent,  168 

4.921,  Patent,  880,831 
4,962,  Copyright,  868, 874 
4,964,  Copyright,  826, 438 
4,966,  Copyright,  826, 875, 433, 656 
4,970,  Copyright,  376 
5,110,  Bankruptcy,  237 

6.128,  National  Bank,  818 

6.129,  National  Bank,  818 

6.130,  National  Bank,  818 
6,200,  Nationrl  Bank,  467 
6,202,  National  Bank,  457 
5,204,  National  Bank,  467 
6,226,  National  Bank,  191 
5,284,  Jurisdiction,  466 

5.236,  National  Bank,  8 1 8 

5.237,  Jurisdiction,  466 
6,242,  National  Bank,191,812,818,318 
5,27 1,  Extradition,  40, 4 1 


5,511,  EleetloD,  216, 217, 218, 220, 221 
5,514,  Election,        217, 218, 220, 221 


At.AWAWA 

Code,  g  2,905,  Judgment, 
Code,  g  2,918,  Judgment, 


64 

54 


Kansas. 


Compllad  Laws, 


140 


N»W  YOEK. 


1  R.  a,  728,  ;§§  61,  52,  Uses  and 

Trusts,  181, 18$ 

1858,  chap.  888,  §  2,  Mining  Cor- 

poradon,  108 

§  880,  Code  of  Qvil  Procedure, 

Limitation  of  Action,         809 
§  882,  Code  of  Civil  Procedure, 

Limitation  of  Action,         809 
§  401,  Code  of  Civil  Procedure, 

Limitation  of  Action, 

808,809,810 
§  484,  Code  of  CiyU  Procedure, 

Pleading,  472 

g  686,  Code  of  Civil  Procedure. 

Attachment,  286 

§  1,689,  Code  of  Civil  Procedure, 

Pleading,  472 

Vbrmont. 

Revised  Laws,  §  1 ,001,  Witness,  78 
Revised  Laws,  g  1,006,  Witness,  78 
Revised  Laws,  §  2,138,  Survival  of 

Suit,  468 

Revised  Laws,  of  1880,  Title  11, 
chap.  49,  sees.  874,  876, 
Attachment,  194,  196 

Gkbat  Britaik. 

4  Edw.  3,  ch.  7,  Survival  of  Suit,  458 
8  Anne,  ch.  19,  Copyright,  482 

17  <k  18  Vict.,  ch.  31,  Raih^Mul,       607 
28  <k  24  Vict,  ch.  126,  sec.  12,  Com- 
mon Law  Procedure,         198 


STOCK. 


iSM  CORPO&An05,  2,  8. 


SUBP<ENA. 
8ee  JvBJSDicTiois,  1. 
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TOWN  BOND. 
See  MviaoiPAL  Bohd. 

TRADE-MARE. 

1.  The  plaintiff  regiatered  in  the  Patent 
Office  two  trade-marks,  under  the  Act 
of  M^ch  8d,  1881,  (21  U.  8,  Stat,  at 
Zarffe,  602),  one  for  the  word  "  Mai- 
sena,"  and  the  other  for  an  allegori- 
cal picture,  representing  the  cnltiya- 
tion  of  corn,  and  the  preparation  of 
floor  therefrom  by  Indians,  both  to 
be  applied  to  corn-floar,  by  printinfi^ 
on  the  packages  thereof.  Tlie  defend- 
ant used  on  corn-starch  the  word 
"  Maizharina^**  with  the  pfcture  of  a 
man  carrying  a  quantity  of  maize  in 
his  arms.  Each  put  up  his  article 
for  sale  in  foreign  countries.  The 
plaintiff  had  a  good  common  law  title 
to  its  trade-marks,  prior  to  any  title 
of  the  defendant:  Heid,  that  the  de- 
fendant, by  the  use  of  his  word  and 

Eicture,  in  connection  with  the  simi- 
irity  of  his  packages  in  form,  size, 
color,  printing,  ana  other  character- 
istics, had  Tiolated  the  plaintiff's 
right  to  the  trade-mark  for  the  word, 
under  the  statute.  Glen  Cove  Mfy, 
Co.  y.  Ludemanj  46 

2.  Although  the  defendant  had  regis- 
tered, under  the  same  Act,  the  word 
"  Maizharina/'  as  a  trade-mark,  that 

gave  him  only  a  presumptiye  right 
to  use  it.  id, 

8.  E.  purchased  from  J.,  of  England,  in 
1880,  the  riffht  to  a  trade-mark  in 
the  word  "  Chatterbox,"  as  applied  to 
juvenile  books.  On  an  application 
for  a  preliminary  injunction  to  re- 
strain the  use  of  the  trade-mark,  it 
appeared  that  yarious  publishers, 
since  1876,  had  applied  the  word,  as 
a  trade-mark,  to  their  publications  of 
juyenile  books,  in  the  United  States, 
in  hostility  to  the  real  proprietors, 
without  prosecution,  and  that  K  had 
done  so  for  two  or  three  years  before 
he  purchased  from  J.:  Neldf  that  the 
application  must  be  denied.  JSeiee  y. 
WwrthingUm,  66 

4.  The  plaintiff,  a  corporation  at  St. 
Vol.  XXm.— 89 


Louis,  exported  beer  to  Panama  in 
bottles  labelled  "St.  Louis  Lager 
Beer."  The  defendant  exported  beer 
from  New  York  to  Panama  in  bottles 
labelled  to  represent  that  the  beer 
was  made  at  St  Louis,  and  that  he 
was  the  sole  aeent  at  New  York  of 
the  ''  St.  Louis  Lager  Beer."  As  the 
plaintiff  had  acquired  a  foreign  mar- 
ket for  its  beer  by  that  name,  and  no 
one  haying  a  right  to  use  the  name 
interfered  with  that  market  until  the 
defendant  did:  Held,  that  the  plain- 
tiff was  entitled  to  an  injunction  to 
restrain  the  use  of  the  name  by  the 
defendant.  Anheueer  Brewing  Asuo- 
ciaHon  y.  JPiMa,  246 

5.  The  plaintiff,  a  corporation,  obtained 
from  the  owner  of  a  mineral  spring  in 
Hungary,  the  exdusiye  right  to  ex- 
port its  water  to  the  United  States, 
and  sell  it  there,  and  to  use  its  name, 
"Hunyadi  Janos,**  as  a  trade-mark. 
The  owner  of  the  spring,  in  selling 
the  water  in  Europe,  sold  it  with  a 
label  stating  that  it  was  not  intended 
for  export  to  America.  The  plaintiff 
used  a  label  stating  that  it  was  the 
sole  exporter.  The  defendant  bought 
the  genuine  water  in  Europe  and 
sold  it  in  the  United  States :  Held, 
that  the  plaintiff  could  not  maintain  a 
suit  to  restrain  the  defendant  from 
selling  the  water  in  the  United  States. 
ApoUinaris  Vo.  y.  Seherer,  469 

6.  The  sale  of  the  genuine  water,  by  its 
name,  did  not  infringe  the  trade- 
mark, id. 

7.  The  defendant  had  the  right  to  sell 
anywhere  the  genuine  water,  lawfully 
bought.  id. 

8.  Where  the  defendant  used  the  same 
method  of  selection  and  illustration, 
the  same  form  of  book,  the  same  style 
of  binding  and  of  yignette,  and  of 
name  on  the  coyer,  although  the  name 
was  "Frank  Leslie's  Chatterbox," 
with  the  defendant's  address:  JETe/cf, 
that  the  defendant  had  appropriated 
the  trade-mark.    JSatee  y.  Letlie,  476 

TREATIES. 

Denmark,  Tariff,  548 

Dominican  Republic,  February  8th, 
1867,  Tariff,  546 
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Hawaiian  Islands,  January  80tb,  1876, 
Tariff,  546, 547 

ProBsia^  June  Idtb,  1862,  Extradition, 

41 

SeeDvTiu.  4,  6. 

TRIAL. 

See  Jury. 

Patxnt,  21,  22. 
PEACnOE,   1,  2. 

TROVER. 
See  CviTOMs. 

TRUST. 

1.  K.  and  three  other  persons  agreed 
to  buy  land  situated  in  New  York, 
each  to  advance  one-fourth  of  the 
money,  and  the  land  to  be  deeded  to 
K.  This  was  done.  The  deed  ex- 
pressed no  trust  Immediately  after 
receiving  the  deed,  E.  gave  to  each 
of  the  three  a  memorandum  in  writ- 
ing, stating  that  each  was  the  owner 
of  one-fourth  of  the  land :  IMd^  that, 
under  the  statutes  of  New  York,  (1 
Jiev,  Stat.,  728,  §§  51,52,)  the  three 
acquired  no  equitable  title  m  the  land, 
as  against  grantees  from  E.  of  the 
whole  of  it    SUbbine  y.  MorrU,  181 

2.  B.  pledged  with  O.,  as  collateral  se- 
curity for  a  loan,  bonds  issued  by  B., 
secured  by  a  deed  of  trust  of  land,  to 
a  third  person,  as  trustee,  which  con- 
tained a  power  of  sale.  The  trustee 
sold  the  land,  at  auction,  to  D.,  who 
bought  it  as  agent  for  O.,  and  the 
title  was  conveyed  to  O.  After  cred- 
iting the  purchase-money  on  the  loan, 
B.  was  still  debtor  to  G.  G.  after- 
wards sold  the  land  at  an  advance. 
E.,  as  assi^ee  of  the  rights  of  B., 
brought  suit  against  G.,  for  an  ac- 
count of  the  proceeds  of  the  sale  of 
the  land  by  G.,  and  of  its  rents  and 

Srofits:  Heldf  that,  as  G.  owed  no 
uty  to  B.  to  bid  at  the  sale  by  the 
trustee,  or  take  active  measures  to 
increase  the  fund,  he  had  a  right  to 
buy  the  land  at  the  sale.  JSaaton  v. 
German  American  Bank,  271 


TRUSTER 

1.  The  trustees  in  a  railroad  mortgage 
to  secure  $2,600,000  of  bonds,  suc- 
cessfully defended,  in  this  Court,  a 
suit  brought  by  the  railroad  company 
to  set  aside  the  mortgage.  The 
Court  allowed  to  them  $17,000,  aa 
counsel  fees,  and  an  additional  sum 
for  disbursements,  and  $26,000  for 
their  personal  compensation,  being 
at  the  rate  of  commission  allowed  by 
the  law  of  the  State,  to  trustees,  for 
receiving  and  paying  out  $2,600,000 
of  mon^y,  ana  apportioned  the  sum 
among  the  trustees,  according  to 
their  services.  Dowt.  MempkU  and 
lAtUe  Rock  R.  R,  Co.,  84 


VERDICT. 

See  IirmtxsT,  2. 
Pkactiob,  4. 

VESSEL. 

iSM  BoTTomT. 

Cabrre,  1  to  6. 

CfiASTKa-PAATT. 

Collision. 


w 

WITNESS. 

1.  Where  the  examination  in  New  Tork 
of  a  witness  de  bene  eeee,  under  §  868 
of  the  Revised  Statutes,  in  a  cause 
pending  in  the  District  of  Minnesota, 
IS  completed  as  to  the  direct  exami- 
nation, and  he  refuses  to  appear  for 
cross-examination  because  the  party 
calling  the  witness  wishes  to  with- 
draw the  proceeding,  the  Circuit 
Court  of  the  United  States  in  New 
Tork  will  compel  the  witness  to  ap- 
pear and  submit  to  cross-examina- 
tion.    In  re  Rindekopf,  802 

See  Costs,  6  to  9. 

EVIDKNGB,    1. 


J 


3  bios  0b3  105  330 


